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INTEREST OF AMICUS CURIAE 


 Founded in 1884, the Intellectual Property Law 
Association of Chicago (IPLAC) is a voluntary bar 
association of over 1,000 members who work daily 
with patents, trademarks, copyrights, trade secrets, 
and the legal issues that such intellectual property 
presents.1 IPLAC is the country’s oldest bar associa-
tion devoted exclusively to intellectual property 
matters. Its members include attorneys in private 
and corporate practice as well as government service, 
whose work routinely involves intellectual property 
rights. Many of its members are admitted to practice 
before the U.S. Patent and Trademark Office (PTO) 
as well as state and federal bars throughout the 
United States. Its members and the businesses they 
serve are involved in literally every technological and 
scientific discipline existing today, e.g., chemistry, 
electronics, computer hardware and software, 


 
 1 Consents to file this brief from the counsel of record for all 
parties are on file with the Clerk of the Court pursuant to 
Supreme Court Rule 37.3(a). This brief was not authored, in 
whole or in part, by counsel to a party, and no monetary 
contribution to the preparation or submission of this brief was 
made by any person or entity other than IPLAC or its counsel. 
After reasonable investigation, IPLAC believes that no member 
of its Board or Litigation or Amicus Committee who voted to 
prepare this brief on its behalf, or any attorney in the law firm 
or corporation of such a board or committee member, represents 
a party with respect to this litigation. Some committee members 
or attorneys in their respective law firms or corporations may 
represent entities that have an interest in other matters which 
may be affected by the outcome of this litigation. 
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biotechnology, green technology, nanotechnology, and 
many others. In the litigation context, IPLAC’s 
members are split about equally between plaintiffs 
and defendants, with all of these technologies 
routinely litigated.2 


 As part of its central objectives, IPLAC is 
dedicated to aiding in the development of the patent 
laws both in the PTO and in the courts. Accordingly, 
IPLAC has a vital interest in the issue presented by 
this case, which will have a far-reaching impact on 
patent rights. The question before this Court is 
whether a process can be considered for patent 
eligibility under 35 U.S.C. § 101 only if the process is 
tied to a particular machine or apparatus, or 
transforms a particular article into a different state 
or thing (“machine-or-transformation” test). The 
Federal Circuit adopted this rigid test in the face of 
this Court’s precedent which mandates a broader 
application of Section 101. Section 101 fulfills a 
gatekeeper function to ensure that certain types of 
inventions are not subject to patent coverage. This 
Court has defined such excluded inventions as those 
which seek patents on natural phenomena, laws of 
nature, or abstract ideas. Apart from these categories, 
this Court has considered Section 101 to be a broad 
provision that accords patent eligibility to “any new 
and useful process . . . ” [emphasis added]. This 


 
 2 While over 30 federal judges are honorary members of 
IPLAC, none of them was consulted or participated in any way 
regarding this brief. 
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construction is in keeping with the Constitutional 
power vested in Congress, “To promote the Progress 
of Science and useful Arts, by securing for limited 
Times to Authors and Inventors the exclusive Right to 
their respective Writings and Discoveries.” U.S. 
CONST., Article I, Sec. 8. Once an invention meets the 
broad patent eligibility requirements of Section 101, 
other substantive portions of the patent statute are 
used to determine if the invention is novel, non-
obvious, and otherwise deserving of patent protection. 
See, e.g., 35 U.S.C. §§ 102, 103, 112. 


--------------------------------- ♦ --------------------------------- 
 


SUMMARY OF ARGUMENT 


 The Federal Circuit’s rigid “machine-or-
transformation” test must be rejected as the sole test 
for determining whether a process invention is 
patent-eligible (“statutory”). That test is too narrow 
and does not comport with this Court’s expansive 
view of Section 101 and the Court’s actual 
applications of Section 101. 


--------------------------------- ♦ --------------------------------- 
 


ARGUMENT 


 The Bilski invention is a method for organizing 
business events or for conserving assets (i.e., lowering 
future costs of goods to be purchased in a changing 
economic climate). This invention failed the Federal 
Circuit’s “machine-or-transformation” test and was 
pronounced ineligible for patent. 
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 IPLAC urges this Court to reject the Federal 
Circuit’s rigid “machine-or-transformation” rule, as 
inconsistent with Section 101 of the patent statute, 
35 U.S.C. § 101, in favor of this Court’s long-
established tests, such as were reaffirmed twenty-
eight years ago in Diehr.3 IPLAC takes no position on 
whether the invention in the Bilski patent application 
is patent-eligible under either this Court’s existing 
tests or the new one announced by the Federal 
Circuit.  


 The primary issue before the Court is the proper 
interpretation of 35 U.S.C. § 101 and what 
constitutes patent-eligible subject matter under that 
statute. This issue is not new. For over two centuries, 
the patent laws of this country have been viewed as a 
way to encourage innovation. Indeed, in 1807, 
Thomas Jefferson recognized that personal ingenuity 
should be fostered when he wrote, “Nobody wishes 
more than I do that ingenuity should receive a liberal 
encouragement.”4 Such “liberal encouragement” is 
embodied in Section 101, which as this Court 
explained in 1980 is a broad provision:  


The subject-matter provisions of the patent 
law have been cast in broad terms to fulfill 
the constitutional and statutory goal of 
promoting “the Progress of Science and the 


 
 3 Diamond v. Diehr, 450 U.S. 175, 101 S.Ct. 1048 (1981). 
 4 Graham v. John Deere Co., 383 U.S. 1, 8, 86 S.Ct. 684, 689 
(1966), quoting Letter to Oliver Evans (May 1807), 5 Writings of 
Thomas Jefferson, at 75-76 (Washington ed.). 
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useful Arts” with all that means for the 
social and economic benefits envisioned by 
Jefferson. Broad general language is not 
necessarily ambiguous when congressional 
objectives require broad terms. 


Diamond v. Chakrabarty, 477 U.S. 303, 315, 100 S.Ct. 
2204 (1980) (quoting U.S. CONST. Art. I, § 8, which 
declares that the purpose of the patent system is “to 
promote the Progress of . . . useful Arts . . . ”). 


 However, the Federal Circuit has now wandered 
from Jefferson’s ideal and from the decisions of this 
Court, essentially rewriting Section 101 to restrict its 
scope in a way that neither Congress nor this Court 
have previously approved. The Federal Circuit has 
stated en banc that subject matter is patent-eligible 
under Section 101 only if it meets that court’s newly-
enunciated “machine-or-transformation” test. The 
Federal Circuit majority emphasized that this test is 
the exclusive Section 101 test by reiterating it no less 
than four times. See, e.g., In re Bilski, 545 F.3d 943 
(Fed. Cir. 2008) at 956 (“ . . . we . . . reaffirm that the 
machine-or transformation test, properly applied is 
the governing test for determining patent eligibility 
of a process under § 101”); 959 (“Rather, the machine-
or-transformation test is the applicable test for 
patent-eligible subject matter.”); 959-60 (“Therefore, 
we also conclude that the “useful, concrete and 
tangible result” inquiry is inadequate and reaffirm 
that the machine-or-transformation test outlined by 
the Supreme Court is the proper test to apply”); and 
961 (“Thus, the proper inquiry under § 101 is not 
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whether the process claim recites sufficient ‘physical 
steps,’ but rather whether the claim meets the 
machine-or-transformation test.”). 


 The breadth of Section 101 is found in its words. 
It states: 


Whoever invents or discovers any new and 
useful process, machine, manufacture, or 
composition of matter, or any new and useful 
improvement thereof, may obtain a patent 
therefor, subject to the conditions and 
requirements of this title. 


 The Federal Circuit has rewritten this straight-
forward statute by adding a requirement that is 
nowhere authorized nor implied. The statute, as the 
Federal Circuit sees it, now must be read as con-
taining the emphasized language: 


Whoever invents or discovers any new and 
useful process, machine, manufacture, or 
composition of matter, or any new and useful 
improvement thereof, may obtain a patent 
therefor, subject to the conditions and 
requirements of this title, provided that no 
process nor improvement thereof shall be 
deemed eligible for a patent under this 
Section 101 unless it either is performed by a 
specifically identified machine or transforms 
an article from one state to another. 


 Indeed, the Federal Circuit’s new test ignores the 
definition of “process” found in 35 U.S.C. § 100(b) 
(“The term ‘process’ means process, art or method, 
and includes a new use of a known process, machine, 
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manufacture, composition of matter, or material.”). 
This definition, added to the Patent Act in 1952, is 
not limited to a process that is performed on a specific 
machine or one that transforms the state of an 
article. The Federal Circuit noted the presence of the 
definition but deemed it “unhelpful given that the 
definition itself uses the term ‘process.’ ” In re Bilski, 
545 F.3d at 951, n.3. The Federal Circuit’s rigid test 
affects this definitional Section as well. 


 IPLAC submits that it is inappropriate to rewrite 
Section 101, as the Federal Circuit has done. Rather, 
the statute can be properly applied by reaffirming its 
breadth and confirming, as this Court did in 
Diamond v. Diehr, that the only limits to patent 
eligibility are those that bar patent protection on 
“laws of nature, natural phenomena, and abstract 
ideas.” All other useful processes, etc., are eligible 
subject matter for patent protection. See IPLAC’s 
proposed test, Sec. V infra. 


 Human ingenuity extends far beyond processes of 
making or transforming things. IPLAC submits that 
the Federal Circuit’s bright-line rule specifying 
eligible subject matter for patenting is contrary to the 
statute, as is confirmed by rulings of this Court that 
have twice affirmatively rejected such a narrow 
interpretation. If any bright-line rule belongs in this 
subject area, such a rule should focus on what is 
rightly excluded, just as the Court’s rule in Diehr did. 
IPLAC submits that limitations regarding eligibility 
for the patenting of methods should be confined to 
denying patents which claim laws of nature, the mere 
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discovery of physical phenomena, and abstract ideas, 
and that this Court should affirm its long-held 
opinion that patents for processes which accomplish 
“new and useful” results are eligible for patenting. 


 
I. The Federal Circuit’s Rigid “Machine-or-


Transformation” Test Would Exclude In-
ventions This Court Has Previously 
Sustained 


 IPLAC acknowledges that if an invention meets 
the “machine-or-transformation” test, that invention 
is patent-eligible, i.e., it is “statutory subject matter” 
under 35 U.S.C. § 101. However, the converse is not 
always true. That is, even if a process does not meet 
the machine-or-transformation test, it can still be 
patent eligible under this Court’s precedent.  


 The Federal Circuit’s machine-or-transformation 
test is akin to its “teaching-suggestion-motivation” 
(TSM) test that was used to determine if a patent 
claim was obvious, and hence invalid, under 35 
U.S.C. § 103. Both tests are rigid in that each was 
designed to be applied in a formulistic fashion. Under 
TSM, if a prior art reference did not reasonably teach, 
suggest, or motivate one to combine the prior art to 
arrive at the claimed invention, then the reference 
did not support obviousness. This Court rejected the 
TSM test as the one and only test to be applied in 
judging obviousness and reaffirmed that obviousness 
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is not the prisoner of formula.5 The Court noted that 
TSM may, of course, be used, but that the test is not 
the exclusive measure of patent obviousness.  


 The Federal Circuit’s “machine-or-transformation” 
test mandates that there simply is no statutory 
subject matter unless the invented process uses a 
specific “machine” or “transforms” the state of an 
article. Although the “machine-or-transformation” 
test may be useful as one test for establishing some 
inventions as patent-eligible, it is not appropriate to 
use that test as the sole measure of patent eligibility. 
This Court’s decision in O’Reilly v. Morse, 15 How. 62, 
56 U.S. 62 (1853), highlights this point. 


 In O’Reilly v. Morse, this Court considered claims 
in Samuel Morse’s patent directed to using 
electromagnetism to reproduce letters and words at 
remote distances. The Court ruled that claim 8 was 
unpatentable because the claim was not confined to 
any particular process or structure, or even to the 
content of the specification.6 However, the Court 


 
 5 See KSR Int’l. Co. v. Teleflex, Inc., 550 U.S. 398, 127 S.Ct. 
1727 (2007). 
 6 The Court found invalid only claim 8 (“the use of the 
motive power of the electric or galvanic current, which I call 
electromagnetism, however developed, for making or printing 
intelligible characters . . . at any distances, being a new 
application of that power . . . ”). The Court discussed several 
bases for this, including that the specification was not 
commensurate with the scope of the claim, the claim was 
overbroad, that some implementations within the scope of claim 


(Continued on following page) 
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voiced no objection to Prof. Morse’s fifth claim (of the 
patent as reissued in 1848) directed generally to a 
type of code – such as the Morse code – set forth in 
the claim as follows: “Fifth. I claim, as my invention, 
the system of signs, consisting of dots and spaces, and 
of dots, spaces, and horizontal lines, for numerals, 
letters, words, or sentences, substantially as herein 
set forth and illustrated, for telegraphic purposes.” 56 
U.S. at 86. 


 Under the current statute, 35 U.S.C. § 101, this 
fifth claim covering a “system of signs” (code) is not a 
“machine, manufacture, or composition of matter.” 
Nor is the fifth claim directed to a “new and useful 
improvement” of any machine, manufacture or 
composition of matter. In the language of the current 
statute, the only other patent-eligible subject matter 
is a “new and useful process.” As to that, the claim is 
not tied to a particular machine, although the claim 
notes that the code is used “for telegraphic purposes.” 
It does not transform matter. It is a set of symbols 
that a machine or human being might transmit or 
understand. It was used extensively for many decades 
in the business of communicating. It would fail a rigid 
application of the “machine-or-transformation” test.7 


 
8 may be inoperative, and that the claim was purely functional 
without connection to any structure. 
 7 Morse’s sixth claim (1848 reissue), unlike the fifth, 
included specific reference to recording machinery: “Sixth. I also 
claim as my invention the system of signs, consisting of dots and 
spaces, and of dots, spaces, and horizontal lines, substantially as 


(Continued on following page) 
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 No one could seriously challenge Prof. Morse’s 
fifth claim as a law of nature or that it wholly 
preempts an algorithm. Neither is a code based on 
dots and spaces an abstract idea. Nor is it a physical 
phenomenon. This fifth claim would be patent-eligible 
under this Court’s expansive application of Section 
101, but not under the Federal Circuit’s test imposed 
below. 


 Human ingenuity has extended beyond codes to 
other methods that do not transform matter and are 
not specific to a machine. One fertile area of 
innovation concerns amusement and gaming, where 
thousands of patents have issued. One example is 


 
herein set forth and illustrated, in combination with machinery 
for recording them, as signals for telegraphic purposes.” 56 U.S. 
at 86.  
 Without indicating whether it was discussing claim 5, 6, or 
some other claims, the Court included some general language 
about the invention at the end of the majority opinion: “Neither 
is the substitution of marks and signs, differing from those 
invented by Professor Morse, any defence to this action. His 
patent is not for the invention of a new alphabet; but for a 
combination of powers composed of tangible and intangible 
elements, described in his specification, by means of which 
marks or signs may be impressed upon paper at a distance, 
which can there be read and understood. And if any marks or 
signs or letters are impressed in that manner by means of a 
process substantially the same with his invention, or with any 
particular part of it covered by his patent, and those marks or 
signs can be read, and thus communicate intelligence, it is an 
infringement of his patent. The variation in the character of the 
marks would not protect it, if the marks could be read and 
understood.” Id. at 124.  
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U.S. Patent 5,685,774 for a method for playing card 
games.8 Another area of innovation concerns 
agriculture where, for example, U.S. Patent 6,338,040 
concerns a method for delaying development in a pest 
species of resistance to a pest control technique, using 


 
 8 Claim 1 provides: “1. A method of playing a card game 
involving one or more persons acting as a dealer and a banker, 
and at least one player, the method comprising the steps of:  
 (a) determining whether to place a first bet that the 
player’s hand will be greater than a first predetermined rank, 
where a plurality of hands are ranked according to 
predetermined rules and the first bet is a fixed payout bet;  
 (b) determining whether to place a second bet that the 
player’s hand will beat the dealer;  
 (c) placing at least one of the first and second bets; 
 (d) the dealer dealing to each player and the dealer a hand 
consisting of three cards; 
 (e) the or each player who placed the second bet deciding, 
based on the player’s hand, either to forfeit the second bet to the 
banker or to place a third bet; 
 (f) the dealer determining whether the dealer’s hand 
exceeds a second predetermined rank, and if the dealer’s hand 
does not exceed the second predetermined rank, the bank paying 
each player an amount based on the second bet and returning 
the third bet to the player, or  
 if the dealer’s hand exceeds the second predetermined rank, 
comparing the dealer’s hand in turn with that of each other 
player who placed the second bet and if the player’s hand is 
higher, the banker paying the player an amount based on both 
the second and third bets, and if the player’s hand is lower, the 
player forfeiting both the second and third bets to the banker; 
and  
 (g) the banker paying the fixed payout bet in accordance 
with a predetermined scale to any player who placed the first 
bet and whose hand exceeds the first predetermined rank.” 
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crop insurance to encourage correct uses of refuges.9 
No reason appears for excluding these and similar 
advances from the protections and advantages of the 
patent laws, as would result if the Federal Circuit’s 
new test were upheld. 


 


 
 9 Claim 1 provides: “1. A method of encouraging and 
facilitating producers assisting in delaying the development in a 
pest species of resistance to a bio-genetic control technique 
directed against that species in the use of a primary asset 
employing that control technique, using refuges set out by 
individual ones of the producers, each of the refuges using a 
similar asset not employing that control technique and meeting 
conditions specified for management of the primary asset in 
regard to that pest species, the method comprising the steps of:  
 entering into a policy of indemnity insurance with each of a 
plurality of producers on the yields of the similar asset in the 
refuges as against any damage to be caused by the pest species 
therein;  
 facilitating the growing [of] the primary asset in a first area 
and the similar asset in a second, refuge area, the first and 
second areas being laid out according to the conditions specified 
and the sizes and locations of such areas facilitating 
interbreeding of resistant and non-resistant members of the pest 
species;  
 inspecting, measuring, and testing each of the refuge areas 
for compliance with the conditions specified, and, if the 
conditions are complied with, also inspecting and testing the 
refuge asset and then computing, accounting and paying to ones 
of said producers meeting the conditions at least part of any 
estimated damage caused by the pest species to the similar asset 
in compliant ones of the refuges,  
 thereby avoiding economic disincentive to the producers 
against properly using refuges in management of the primary 
asset.” 
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II. The “We Do Not Hold” Precedents Mili-
tate Against a Rigid Rule 


 The Federal Circuit majority’s decision in Bilski 
misapplies and contradicts this Court’s precedent. In 
considering the patentability of an algorithm to 
improve the efficiency of a digital computer in 
Gottschalk v. Benson, 409 U.S. 63 (1972), this Court 
was asked to make “machine-or-transformation” the 
sole, universal rule of patent eligibility. This Court 
explicitly declined that invitation, stating:  


  It is argued that a process patent must 
either be tied to a particular machine or 
apparatus or must operate to change articles 
or materials to a “different state or thing.” 
We do not hold that no process patent could 
ever qualify if it did not meet the 
requirements of our prior precedents. 


409 U.S. at 71, 93 S.Ct. at 257. 


 This Court announced expressly that while 
“machine-or-transformation” may be a consideration, 
it is not the only test for statutory subject matter: 
some other subject matter may be statutory even if it 
is not a “machine-or-transformation.” 


 A few years later, this Court reiterated its caveat, 
stating, “As in Benson, we assume that a valid 
process patent may issue even if it does not meet one 
of these qualifications of our earlier precedents. 409 
U.S., at 71, 93 S.Ct., at 257.” Parker v. Flook, 437 
U.S. 584, 588 n. 9, 98 S.Ct. 2522, 2525 n. 9 (1978). 
The Flook opinion, 437 U.S. at 589, 98 S.Ct. at 2525, 
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reiterated the well-known exclusions recounted in 
Benson: 


  “ ‘A principle, in the abstract, is a 
fundamental truth; an original cause; a 
motive; these cannot be patented, as no one 
can claim in either of them an exclusive 
right.’ Le Roy v. Tatham, 14 How. 156, 175. 
Phenomena of nature, though just dis-
covered, mental processes, and abstract 
intellectual concepts are not patentable, as 
they are the basic tools of scientific and 
technological work.” 409 U.S., at 67, 93 S.Ct., 
at 255. 


The Court then cautioned that the line between what 
is a patentable “process” and an unpatentable 
“principle” is not always clear, 437 U.S. at 589, 98 
S.Ct. at 2525, and said that the proper analysis is to 
determine whether the “ . . . process itself, not merely 
the mathematical algorithm, [is] new and useful.” 437 
U.S. at 591, 98 S.Ct. at 2526. 


 This “new and useful” approach is consistent 
with the express language of the statute as well as 
with dicta in Graham v. Deere, 383 U.S. 1, 86 S.Ct. 
684 (1966). In Graham, this Court mentioned 
“business” in discussing the Constitution’s enabling 
provision for patents; the Constitution limits the 
patent-granting power to, among others, “useful arts” 
and then only to inventions that promote progress in 
contradistinction to patents covering “business” as 
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were once granted by the British Crown.10 Certainly 
“new and useful” processes that “promote the 
Progress of the useful Arts” are not limited to those 
that may satisfy the Federal Circuit’s “machine-or-
transformation” test. 


   


 
 10 “This qualified authority, unlike the power often exercised 
in the sixteenth and seventeenth centuries by the English 
Crown, is limited to the promotion of advances in the ‘useful 
arts.’ It was written against the backdrop of the practices – 
eventually curtailed by the Statute of Monopolies – of the Crown 
in granting monopolies to court favorites in goods or businesses 
which had long before been enjoyed by the public. See 
Meinhardt, Inventions, Patents and Monopoly, pp. 30-35 
(London, 1946). The Congress in the exercise of the patent power 
may not overreach the restraints imposed by the stated 
constitutional purpose. Nor may it enlarge the patent monopoly 
without regard to the innovation, advancement or social benefit 
gained thereby. Moreover, Congress may not authorize the 
issuance of patents whose effects are to remove existent 
knowledge from the public domain, or to restrict free access to 
materials already available. Innovation, advancement, and 
things which add to the sum of useful knowledge are inherent 
requisites in a patent system which by constitutional command 
must ‘promote the Progress of * * * useful Arts.’ This is the 
standard expressed in the Constitution and it may not be 
ignored. And it is in this light that patent validity ‘requires 
reference to a standard written into the Constitution.’ Great A. 
& P. Tea Co. v. Supermarket Equipment Corp., supra, 340 U.S. 
at 154, 71 S.Ct. at 131 (concurring opinion).” Graham v. John 
Deere Co., supra, 86 S.Ct. at 687-88. 
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III. Subsequent Precedents of This Court 
Also Militate Against a Rigid Rule 


 The next patentable subject matter ruling by this 
Court concerned genetically-engineered microorgan-
isms, Diamond v. Chakrabarty, 447 U.S. 303, 100 
S.Ct. 2204 (1980). The Court did not address a 
process but instead considered whether a living 
organism should be patent-eligible. The Court saw 
the issue as one of statutory construction and 
observed that the language chosen by Congress for 
identifying subject matter eligible for patenting 
“plainly contemplated that the patent laws would be 
given wide scope.” 447 U.S. at 308, 100 S.Ct. at 2207. 
It cited legislative history for the 1952 Patent Act as 
informing the Court that “anything under the sun 
that is made by man” is within Congress’ intent. 
However, the Court reiterated that Section 101 has 
limits: laws of nature, physical phenomena, and 
abstract ideas are not patentable. 447 U.S. at 309, 
100 S.Ct. at 2207. 


 Subsequently, in Diamond v. Diehr, 450 U.S. 175, 
101 S.Ct. 1048 (1981), the Court again addressed the 
scope of patent-eligible subject matter, considering 
there a process for making synthetic rubber. The 
Court again saw the question as one of statutory 
construction, finding the process to be eligible subject 
matter. While the Diehr Court did note the statement 
in Benson concerning transformation and reduction of 
an article to a different state or thing as “ . . . the clue 
to the patentability of a process claim that does not 
include particular machines,” 450 U.S. at 184, 101 
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S.Ct at 1055, it said nothing to overrule the caveats 
in Benson itself and in Flook that other subject 
matter might also be patent-eligible.  


 The Federal Circuit seems to have dismissed this 
Court’s caveats in Benson and Flook because the 
Court has not reiterated them in each subsequent 
decision. However, that a plain caveat is not restated 
is no clear indication that this Court has changed the 
law. If the intent of this Court were to retreat from its 
own express caveats, it would have said so plainly. 
Moreover, such caveats were not involved in the 
subsequent cases – one involved a question of living 
matter rather than a process, and the other was a 
machine process for making synthetic rubber. Neither 
of those cases involved exploring new territory in the 
patent-eligibility of processes. 


 
IV. Congress Has Shown How It Intends To 


Deal With Certain Classes of Invention, 
and Has Shown No Desire To Exclude 
Business Methods Generally 


 Congress has chosen not to amend 35 U.S.C. 
§ 101 to exclude subject matter from patent-eligibility 
in those instances where patents have been granted 
that raised concerns. Instead, Congress has acted to 
maintain the broad scope of Section 101 while 
addressing its particular concerns specifically. When 
patents issue for specific classes of subject matter 
about which Congress has concerns, it does not 
amend 35 U.S.C. § 101 to exclude them. A clear 
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example of this concerns medical procedures. 
Inventions were being made, and patents issuing, for 
surgical or medical procedures. Congress decided not 
to remove the economic incentive for such inventions 
but simply amended another part of the patent 
statute so that even if a medical practitioner were 
infringing a patent, no remedy could be obtained 
against him or her.11 Any remedies would have to 
come from others, e.g., business corporations 
supplying components or accessories for the 
procedure. 


 Similarly, when faced with concerns about the 
rise of business method patents and defenses to them, 
Congress enacted the First Inventor Defense Act of 
1999. Pub. L. No. 106-113, § 4302, 113 Stat. 1501A-
555, 555-57 (1999) (codified at 35 U.S.C. § 273). 
Congress did not amend Section 101 to remove 
business methods from the subject matter that is 
patent-eligible. Instead, it provided a personal 
defense to infringement of claims reciting a method of 
doing or conducting business. 35 U.S.C. § 273. 
Congress has had several opportunities to legislate 


 
 11 Section 616 of the Omnibus Consolidated Appropriations 
Act of 1997, 104 P.L. 208, 110 Stat. 3009 amended the patent 
statute so that 35 U.S.C. Section 287(c)(1) now provides: “With 
respect to a medical practitioner’s performance of a medical 
activity that constitutes an infringement under section 271(a) or 
(b) of this title, the provisions of sections 281, 283, 284, and 285 
of this title shall not apply against the medical practitioner or 
against a related health care entity with respect to such medical 
activity.” 
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the patent-eligibility of business methods but has 
declined to do so. See, e.g., H.R. 5346, 106th Cong. (2d 
Sess. 2000); H.R. 1332, 107th Cong. (1st Sess. 2001); 
H.R. 5299, 108th Cong. (2d Sess. 2004). In none of 
these bills did Congress propose to amend Section 101 
in any respect.  


 Congress’ actions are instructive. As this Court 
has counseled, where Congress has declined to place 
limitations on the patent laws, the courts should not 
impose them. Chakrabarty, 447 U.S. at 308; Diehr, 
450 U.S. at 182, 101 S.Ct. at 1054. 


 
V. A Recommended Test  


 IPLAC suggests that the most sensible test for 
subject matter eligibility, based on the Constitution, 
precedent, and the statute itself, is that a process is 
patent-eligible subject matter when it: 


• is not directed exclusively to  


○ a law of nature 


○ a physical phenomenon, or  


○ an abstract idea, and it  


• provides any useful result,12 for example 
if it does any of the following: 


 
 12 Section 101 includes the phrase “new and useful.” IPLAC 
does not suggest that the novelty requirements of Section 102 
should be imported into Section 101. Rather, “new” is statutory 
language, and IPLAC does not seek to delete it from Section 101. 







21 


○ transforms an article to a different 
state or thing;13 or 


○ involves a machine.14 


 The Court should interpret the patent statute to 
serve the purpose voiced by Thomas Jefferson and 
others, to give liberal encouragement to innovation.  


 
VI. The Court Should Encourage Further 


Federal Circuit Development of This 
Jurisprudence 


 IPLAC looks forward to Supreme Court guidance 
on what constitutes statutory subject matter. IPLAC 
submits that the Federal Circuit drew an incorrect 
conclusion from this Court’s precedents and erred 
when it discarded its own jurisprudence, thinking 
that this Court requires a “machine-or-transformation.” 
We urge the Court to clarify that it imposes no such 
rigid framework and to remand the case to the 
Federal Circuit for further development of applicable 
jurisprudence. 


 Prior to its Bilski decision, the Federal Circuit’s 
jurisprudence generally comported with this Court’s 


 
 13 Various members of IPLAC also urge that the trans-
formation of electronic (or electromagnetic) signals should 
qualify a process as statutory subject matter. 
 14 Both general and specific purpose computers are now 
ubiquitous machines. An invention that improves a machine 
ought to be statutory. The improvement could be to its efficiency, 
functionality, suitability, or otherwise. 
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holdings. For example, In re Alappat, 33 F.3d 1526 
(Fed. Cir. 1994) (en banc) involved an invention that 
made a smooth waveform in a digital oscilloscope test 
instrument (a machine) in presenting visual images 
of inputted electrical signals. The court had to 
determine whether the invention was statutory, and 
it applied a “useful, concrete, and tangible result” test 
consistent with this Court’s precedents: 


The plain and unambiguous meaning of 
§ 101 is that any new and useful process, 
machine, manufacture, or composition of 
matter, or any new and useful improvement 
thereof, may be patented if it meets the 
requirements for patentability set forth in 
Title 35, such as those found in §§ 102, 103, 
and 112. The use of the expansive term “any” 
in § 101 represents Congress’s intent not to 
place any restrictions on the subject matter 
for which a patent may be obtained beyond 
those specifically recited in § 101 and the 
other parts of Title 35. Indeed, the Supreme 
Court has acknowledged that Congress 
intended § 101 to extend to “anything under 
the sun that is made by man.” Diamond v. 
Chakrabarty, 447 U.S. 303, 309, 100 S.Ct. 
2204, 2208, 65 L.Ed.2d 144 (1980), quoting 
S.Rep. No. 1979, 82nd Cong., 2nd Sess., 5 
(1952); H.R.Rep. No. 1923, 82nd Cong., 2nd 
Sess., 6 (1952). Thus, it is improper to read 
into § 101 limitations as to the subject 
matter that may be patented where the 
legislative history does not indicate that 
Congress clearly intended such limitations. 
See Chakrabarty, 447 U.S. at 308, 100 S.Ct. 
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at 2207 (“We have also cautioned that courts 
‘should not read into the patent laws 
limitations and conditions which the 
legislature has not expressed.’ ”), quoting 
United States v. Dubilier Condenser Corp., 
289 U.S. 178, 199, 53 S.Ct. 554, 561, 77 L.Ed. 
1114 (1933). 


Id. at 1542. Continuing as to the merits of the 
invention under consideration, the court explained, 
“This is not a disembodied mathematical concept 
which may be characterized as an ‘abstract idea,’ but 
rather a specific machine [used] to produce a useful, 
concrete, and tangible result.” Id. at 1544. 


 In State Street Bank & Trust Co. v. Signature 
Financial Group, Inc., 149 F.3d 1368 (Fed. Cir. 1998), 
the Federal Circuit dealt with a business invention 
practiced with a computer and dealing with mutual 
funds. It declared:  


Today, we hold that the transformation of 
data, representing discrete dollar amounts, 
by a machine through a series of 
mathematical calculations into a final share 
price, constitutes a practical application of a 
mathematical algorithm, formula, or 
calculation, because it produces “a useful, 
concrete and tangible result” – a final share 
price momentarily fixed for recording and 
reporting purposes and even accepted and 
relied upon by regulatory authorities and in 
subsequent trades. 


Id. at 1373.  
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 Thus, the Federal Circuit has now, in the case 
below, discarded its “useful, concrete, and tangible 
result” test. 


 
VII. The Present Patent Application Claims  


 IPLAC takes no position on the merits, and it 
recognizes that arguments fall on both sides as to 
whether Bilski’s specific claims define patent-eligible 
subject matter.15 On the one hand, the claims do 
appear to present a beneficial, useful process. Utility 
companies are enabled by this process to obtain raw 
materials at predictable costs. It is hard to deny the 
desirability and usefulness of fiscal improvements, 
particularly in today’s economy. In this case, assets of 
one type are transformed into another type (money is 
transformed into commodities at controllable or 
knowable rates). On the other hand, the result is 
chiefly economic in nature. 


 Whether subject matter passes muster under 
Section 101 is of course just the beginning of 
determining patentability. The claims must also meet 
the requirements of Sections 102, 103, and 112. Some 
may argue that Bilski’s invention of using hedging 
in this particular application fails under the non-
obviousness test of Section 103. However, because the 


 
 15 Some members of IPLAC believe these specific claims are 
not eligible, and other members believe that no business 
methods ought to be eligible. Still other members believe that 
business methods should be patent-eligible.  
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Federal Circuit expressed no opinion on this point, it 
is most appropriate for this Court not to rule in the 
first instance but instead to remand the case for a 
determination of all remaining issues, including 
obviousness.  


--------------------------------- ♦ --------------------------------- 
 


CONCLUSION 


 This Court should remand the case to the 
Federal Circuit with instructions to consider the 
claims at issue under a revised articulation of the 
applicable law in which “machine-or-transformation” 
is not the only measure of whether process inventions 
are statutory subject matter. 
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QUESTIONS PRESENTED 


 
1. Whether the Federal Circuit erred by holding 
that a “process” must be tied to a particular machine 
or apparatus, or transform a particular article into a 
different state or thing (“machine-or-transformation” 
test), to be eligible for patenting under 35 U.S.C. 
§ 101, despite this Court’s precedent declining to limit 
the broad statutory grant of patent eligibility for 
“any” new and useful process beyond excluding 
patents for “laws of nature, physical phenomena, and 
abstract ideas.” 


2. Whether the Federal Circuit’s “machine-or-
transformation” test for patent eligibility, which 
effectively forecloses meaningful patent protection to 
many business methods, contradicts the clear 
Congressional intent that patents protect “method[s] 
of doing or conducting business.” 35 U.S.C. § 273. 
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INTEREST OF THE AMICI CURIAE1 


 Personalized medicine is universally acknowl-
edged to hold enormous potential for treating 
diseases, improving the quality of patients’ lives and 
streamlining the drug discovery and development 
process. Personalized medicine uses molecular diag-
nostic tests to correlate genetic and molecular 
biomarkers with clinically useful disease charac-
teristics. The technology has already delivered 
tremendous results for individual patients, and 
current research efforts and clinical trials promise 
significant future improvements in health care. 


 Personalized medicine companies are typically 
small and rely on private investment capital to sus-
tain them through the lengthy and expensive re-
search, development and commercialization process. 
Developing the tests is time consuming and ex-
pensive. Personalized medicine companies literally 
flourish or fail based on their ability to build patent 
portfolios protecting diagnostic correlations. 


 The success of personalized medicine in the 
diagnosis and treatment of breast cancer has been 
unexpectedly spectacular. Modern sophisticated mo-
lecular diagnostic tests allow providers to identify the 


 
 1 In accordance with Sup. Ct. R. 37, the Amici state that 
this brief was not authored in whole or in part by counsel to a 
party, and that no monetary contribution to the preparation or 
submission of this brief was made by any person or entity other 
than these Amici Curiae or their counsel. 
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30% of patients who have breast cancer tumors that 
over-express human epidermal growth factor receptor 
2 (HER2). These patients can be treated with 
trastuzumab, an antibody that is more effective and 
less toxic than traditional chemotherapy or radiation 
therapy.  


 Monogram Biosciences, Inc. and Genomic Health, 
Inc. are publically traded companies recognized as 
world leaders in the emerging field of personalized 
medicine. Monogram Biosciences currently offers the 
HERmark® breast cancer diagnostic assay that accu-
rately quantifies HER2. HERmark® identifies pa-
tients likely to respond to trastuzumab with greater 
precision than currently available tests. In addition, 
Monogram offers five distinct HIV drug resistance 
assays used to individualize the selection of antivirals 
for HIV treatment. Monogram’s HIV assays provide a 
direct measure of the patient’s virus’ ability to survive 
in the presence of specific antiviral drugs and are 
often the primary tests relied on by physicians to 
determine which HIV drugs will be effective in a 
specific patient.  


 Genomic Health currently offers the Oncotype 
DX® assay that provides information on the 
likelihood that a breast cancer patient will experience 
(1) a recurrence of a tumor; and (2) a clinically 
beneficial response to chemotherapy. In addition, 
Genomic Health has completed validation of a colon 
cancer prognostic assay which it expects to offer com-
mercially in 2010. 
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 Essential to Amici is their ability to obtain 
meaningful proprietary protection for their key 
discoveries: diagnostic correlations. Amici expend 
tremendous resources in obtaining tumor samples, 
assaying the samples to discover correlations and 
searching through and analyzing the results for 
meaningful statistical significance that could identify 
those correlations. There are literally hundreds of 
unsuccessful attempts made for each identified 
correlation. 


 Amici have an interest in ensuring that patent 
claims to the discovered diagnostic correlations 
remain patentable. Amici would have difficulty 
in continuing with their mission of developing prod-
ucts for patients in the absence of meaningful patent 
protection. The application of the machine-or-
transformation test as adopted by the Federal Circuit 
to the diagnostic correlations forecloses the ability of 
Amici to obtain commercially meaningful protection 
for its discovery and products, and threatens the 
future of the entire field of personalized medicine. 
Patients can only suffer. 


 Amici will focus on the first question presented 
as it relates to correlation claims often sought by 
personalized medicine companies. 


--------------------------------- ♦ --------------------------------- 
 


SUMMARY OF ARGUMENT 


 The patent system creates incentives for research 
into discovering correlations between biomarkers and 
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diseases to improve diagnostic tests thereby creating 
a virtuous cycle progressing science to the benefit of 
patients and society. The Federal Circuit’s require-
ment that all claims recite a “physical” step, such as a 
machine or physical transformation step, jeopardizes 
the future of research in personalized medicine 
by making many biologically-based inventions un-
patentable under 35 U.S.C. § 101. In the end, fewer 
personalized medicine avenues will be explored and 
brought to market, and patients will suffer.  


 The Federal Circuit erred in holding that a 
process must be tied to a particular machine or 
apparatus or transform a particular article into a 
different state or thing to be eligible for patent 
protection under 35 U.S.C. § 101. The machine-or-
transformation test may work in a few cases for 
determining whether a particular claim is patent-
eligible, but it results in “false negatives” for the 
majority of cases. Specifically, it has been applied to 
find some claims, such as those on the actual 
diagnostic correlations, to be patent-ineligible. Amici 
urge the Court to adopt a framework for patent-
eligible subject matter that accords with the existing 
law, a framework that determines that non-physical 
processes are patent-eligible, a framework that will 
foster development of personalized medicine tech-
nologies. 


 Consistent with this Court’s precedent, Amici 
propose that the Court articulate a framework that 
considers as a threshold step whether a fundamental 
principle (i.e., a law of nature, a phenomenon of 
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nature or an abstract idea) is claimed. For application 
of the framework, the terms law of nature, natural 
phenomenon and abstract idea should be construed in 
the ordinary English sense each as a universal 
principle having a central role in scientific practice 
and each as being fundamental. If a law of nature, 
natural phenomenon or abstract idea is not claimed, 
the claimed subject matter describes a patent-eligible 
process. If one of these is claimed, the Court should 
turn its attention to secondary considerations such 
as whether the patent claim entirely preempts 
the law of nature, natural phenomenon or abstract 
idea. Such a determination can take into account 
whether the claimed method involves a machine-or-
transformation step, but not as the sole deter-
minative test for patentability. Amici believe that 
once the Court sets forth a definitive test, the Court 
will determine that claim 1 in Bilski’s application is 
patent-eligible because it does not claim a law of 
nature, natural phenomenon or abstract idea. Simi-
larly, the claims important to personalized medicine 
companies, claims to the discovered correlations, will 
be patent-eligible since they also do not involve laws 
of nature, natural phenomena or abstract ideas. 


--------------------------------- ♦ --------------------------------- 
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ARGUMENT 


I. PATENTABLE PROCESSES CAN BE 
EITHER PHYSICAL OR NON-PHYSICAL 


 35 U.S.C. § 101 provides the basis for patent-
eligibility: 


Whoever invents or discovers any new and 
useful process, machine, manufacture, or 
composition of matter, or any new and useful 
improvement thereof, may obtain a patent 
therefore, subject to the conditions and 
requirements of this title. 


The statute states that there are four separate and 
distinct categories of patentable subject matter, 
namely: 1) processes, 2) machines, 3) manufactures or 
4) compositions of matter. In addition, 35 U.S.C. 
§ 100(b) provides a broad statutory definition for a 
process to be used in 35 U.S.C. § 101: 


The term “process” means process, art, or 
method, and includes a new use of a known 
process, machine, manufacture, composition 
of matter, or material.2 


 According to the Oxford English Dictionary, a 
“process” can be defined as: 


 
 2 The statutory provision on what constitutes patentable 
subject matter has essentially been the same since 1793. Until 
the Patent Act of 1952, the patent statutes used the word “art.” 
The 1952 Act substituted the word “process.” To emphasize that 
no change of meaning was intended, a process was defined as 
“ . . . any process, art or method . . . ” 35 U.S.C. § 100(b). 
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A continuous and regular action or suc-
cession of actions, taking place or carried on 
in a definite manner, and leading to the 
accomplishment of some result; a continuous 
operation or series of operations (The Oxford 
English Dictionary 6 (2d ed. 1989)). 


 The term “process” thus does not have a special 
meaning that would exclude non-physical processes 
from patent eligibility under 35 U.S.C. § 101.  


 Nor is there any basis for concluding that the 
Constitution imposes a requirement that non-
physical processes be excluded. According to this 
Court, Congress has the authority to include non-
physical subject matter within the scope of patent-
eligible subject matter.3 In the encompassing 
language as it used in § 101, Congress chose not to 
limit patentable subject matter to only physical 
subject matter; the only limitations are that the 
subject matter be “new and useful.”4  


 
 3 See e.g., Gottschalk v. Benson, 409 U.S. 63, 72 (1972), 
where the Court stated, “It may be that the patent laws should 
be extended to cover these programs, a policy matter to which 
we are not competent to speak.” See also, 35 U.S.C. § 273 and 
145 Cong. Rec. H11769, at 11801 (daily ed. Nov. 9, 1999) (“Jt. 
Conf. Report”), where, in discussing Title 35, Congress expressed 
the intent that the patent laws may be drawn to physical as well 
as non-physical limitations. 
 4 Other Amici extensively treat what it means for a process 
to be “useful.” Accordingly, this brief will not repeat such 
detailed analysis. 
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This Court has consistently and explicitly 
refused to limit a process to the purely 
physical. In Gottschalk v. Benson, 409 U.S. 
63, 71 (1972), even as the Court was denying 
the patentability of a method of converting 
binary signals from one form to another, 
citing Waxham v. Smith et al., 294 U.S. 20 
(1935), the Court could not have more clearly 
stated that a process need not have a 
machine-or-transformation, a physical step, 
to be patentable: It is argued that a process 
patent must either be tied to a particular 
machine or apparatus or must operate to 
change articles or materials to a different 
state or thing. We do not hold that no process 
patent could ever qualify if it did not meet 
the requirements of our prior precedents. 


Gottschalk, 409 U.S. at 71. In Parker v. Flook, 437 
U.S. 548, 589 n.9 (1978), the Court repeated and 
strengthened this rationale: 


The statutory definition of process is broad. 
An argument can be made, however, that 
this Court has only recognized a process as 
within the statutory definition when it either 
was tied to a particular apparatus or 
operated to change materials to a “different 
state or thing.” See Cochrane v. Deener, 94 
U.S. 780, 787-788 (1876). As in Benson, we 
assume that a valid process patent may issue 
even if it does not meet one of these qual-
ifications of our earlier precedents. (internal 
citations omitted) 
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Accordingly, the Court has consistently made it clear 
that the process category of 35 U.S.C. § 101 should be 
interpreted broadly to include all subject matter, 
physical and non-physical.5 Other than the proscribed 
categories of laws of nature, phenomena of nature 
and abstract ideas (see, e.g., Gottschalk v. Benson, 409 
U.S. 63 (1972); Parker v. Flook, 437 U.S. 584 (1978) 
and Diamond v. Diehr, 450 U.S. 175 (1981)) all proc-
esses, both physical and non-physical, are patent-
eligible. 


 Amici would urge this Court to hold that 
processes include all subject matter, physical and 
non-physical. 


   


 
 5 Congress has also expressed its intent that a process 
should include the physical as well as the non-physical. See, e.g., 
Jt. Conf. Report at 11801, where they indicate that they believe 
that a process is not limited to the physical but should also 
include the non-physical. 
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II. THE FEDERAL CIRCUIT ERRED IN 
HOLDING THAT A PROCESS MUST BE 
TIED TO A PARTICULAR MACHINE OR 
TRANSFORM A PARTICULAR ARTICLE 
INTO A DIFFERENT STATE OR THING 


A. The Federal Circuit Erred In Holding 
That A “Process” Must Be Tied To A 
Particular Machine Or Apparatus, Or 
Transform A Particular Article Into A 
Different State Or Thing (“Machine-
Or-Transformation” Test), To Be Eligi-
ble For Patenting Under 35 U.S.C. § 101 


 Despite admonitions from the Supreme Court, in 
Bilski, the Federal Circuit adopted the physical limi-
tation requirement of the machine-or-transformation 
test as the sole test, effectively denying patentability 
to much patent-eligible subject matter. Though the 
Federal Circuit adamantly denied that the machine-
or-transformation step required a physical step,6 the 
test it ultimately adopted clearly does require a 
physical step. In articulating the ‘transformation’ 
prong of the machine-or-transformation test, the 
Federal Circuit stated: 


Purported transformations or manipulations 
simply of public or private legal obligations 
or relationships, business risks, or other 
such abstractions cannot meet the test 


 
 6 In re Bilski, 545 F.3d 945, 963 (2008), see id., at 964, 
where the Federal Circuit explicitly stated that it was rejecting 
any notion of a physical steps test. 
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because they are not physical objects or 
substances, and they are not representative 
of physical objects or substances.7 (emphasis 
added) 


Thus, the Federal Circuit adopts a physical test at 
the same time that it asserts that it is not adopting a 
physical test. 


 Patent-eligible subject matter has been 
traditionally limited only by whether the subject 
matter is directed to a law of nature, a phenomenon 
of nature or an abstract idea. Other than these 
traditional categories of patent-ineligible subject 
matter, the courts have been consistent in holding 
that process steps are patentable despite the fact that 
they lack a physical limitation, such as a machine-or-
transformation step.8 Indeed, attempting to distin-
guish between physical and non-physical steps will 
lead to a futile effort in metaphysics and invite 
practitioners to ‘game’ the system.9 Thus, the Federal 


 
 7 In re Bilski, 545 F.3d at 963. 
 8 See, e.g., Gottschalk v. Benson, 409 U.S. 63 (1972); Parker 
v. Flook, 437 U.S. 584 (1978) and Diamond v. Diehr, 450 U.S. 
175 (1981). 
 9 See, e.g., Arrhythmia Research Technology, Inc. v. 
Corazonix Corp., 958 F.2d 1053 (Fed. Cir. 1992), where the 
Federal Circuit found that the terms “determining” and “com-
paring” were physical process steps and that electrical signals 
were inherently physical and In re Nuijten, 500 F.3d 1346 (Fed. 
Cir. 2007), where the Federal Circuit determined that electrical 
signals, while physical, were too transitory to fall within one of 
the statutory categories for patentable subject matter. It is 
unclear why the “transitory” nature of a signal is problematic, 


(Continued on following page) 
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Circuit erred in holding that a process must be tied to 
a particular machine or apparatus, or transform a 
particular article into a different state or thing. 


 
B. The Machine-Or-Transformation Test 


Does Not Properly Distinguish Be-
tween Patent-Eligible And Patent-
Ineligible Subject Matter 


 There is quite a bit of patentable ground between 
a process that is not limited by a physical step, such 
as a machine-or-transformation step, and a process 
that is. The machine-or-transformation test, by 
requiring a physical limitation in the claims, 
classifies all physical processes as patent-eligible 
subject matter but misses much non-physical patent-
eligible subject matter that is acceptable under this 
Court’s precedent. Namely, the test fails to identify 
non-physical subject matter which is not a law of 
nature, natural phenomenon or an abstract idea. As 
an example, as Amici will discuss in section III(B) 
below, claim 13 of U.S. Patent No. 4,940,658 (“ ’658”) 


 
since many physical phenomena, such as chemical processes, are 
equally transitory, but unquestionably patentable. See also State 
Street Bank & Trust Co. v. Signature Financial Group, Inc., 149 
F.3d 1368 (Fed. Cir. 1998), where the transitory nature of the 
calculated net asset value was not a bar to patent eligibility. As 
far as “gaming” the system, a clever patent practitioner will be 
able to say the so-called “magic words” so that a claimed inven-
tion is drawn to some sort of a machine or has a physical trans-
formation step. See Julie E. Cohen and Mark A. Lemley, Patent 
Scope and Innovation in the Software Industry, 89 Cal. L. Rev. 1 
(2001). 
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patent claims non-physical subject matter which is 
not a law of nature, natural phenomenon or an 
abstract idea. 


 Thus, the machine-or-transformation test does 
not adequately distinguish between patent-eligible 
and patent-ineligible subject matter. 


 
C. The Machine-Or-Transformation Test Is 


Inconsistent With 35 U.S.C. § 101 And 
This Court’s Long-Standing Precedent 


 The Federal Circuit erred in In re Bilski by creat-
ing a new and amorphous “machine-or-transformation” 
test that is inconsistent with 35 U.S.C. § 101 and 
long-standing Supreme Court precedent. As noted in 
the dissenting opinions in Bilski, the majority’s novel 
test raises more questions than it answers, and 
indeed creates significant confusion. The Federal 
Circuit’s interpretation of 35 U.S.C. § 101 uprooted 
years of case law, which should only be done for the 
most compelling reasons. “Considerations of stare 
decisis have special force in the area of statutory 
interpretation, for here, unlike in the context of 
constitutional interpretation, the legislative power is 
implicated, and Congress remains free to alter what 
[the courts] have done.” Shepard v. United States, 
544 U.S. 13, 23 (2005). “Where, as here, Congress has 
not acted to modify the statute in the many years 
since Diehr and the decisions of [the Federal Circuit], 
the force of stare decisis is even stronger.” In re Bilski, 
545 F.3d at 993 (Newman, J., dissenting) (citing 
Shepard, 544 U.S. at 23). The Federal Circuit’s 
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majority decision in Bilski is based on a misguided 
and novel reading of selected Supreme Court 
quotations; it disrupts both settled precedent and 
long-standing expectations concerning intellectual 
property rights, and is bad public policy. 


 Recent Supreme Court precedent calls for judicial 
flexibility in carrying out the Constitutional and 
statutory mandates of the patent system. Indeed, the 
Supreme Court recently rejected rigid Federal Circuit 
precedent in KSR Int’l Co. v. Teleflex, Inc., 550 U.S. 
398 (2007), when it overruled the “teaching, sug-
gestion, or motivation,” or TSM, test for analyzing 
obviousness under 35 U.S.C. § 103. While recognizing 
that the TSM test was developed to “resolve the 
question of obviousness with more uniformity and 
consistency,” the Supreme Court summarily rejected 
the overly-rigid rule as “contrary to §103 and [its] 
precedents.” Id. at 407. Unfortunately, the machine-
or-transformation test similarly seeks to achieve 
consistency and predictability by supplanting the 
broad and flexible Supreme Court precedent 
governing patentability under § 101 (see Diehr, 450 
U.S. at 185; Diamond v. Chakrabarty, 447 U.S. 303, 
309 (1980); and Benson, 409 U.S. at 93), with a 
narrow and rigid test. As KSR demonstrates, such an 
effort to achieve predictability, even if well-intended, 
is not reason enough to disregard controlling 
precedent. 
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III. A PROPOSED FRAMEWORK FOR IDEN-
TIFYING PATENT-ELIGIBLE SUBJECT 
MATTER 


A. This Court Should Determine Whether 
A Law Of Nature, Natural Phenom-
enon Or Abstract Idea Is Claimed And 
Construe Those Terms In The Ordi-
nary English Sense 


 Amici propose a framework that considers as a 
threshold step whether a fundamental principle (i.e., 
a law of nature, a phenomenon of nature or an 
abstract idea) is claimed. If not, the claimed subject 
matter describes a patent-eligible process. If a 
fundamental principle is claimed, the patent claim 
should be analyzed to determine if it entirely 
preempts the fundamental principle. Such a deter-
mination can take into account whether the claimed 
method involves a machine-or-transformation step, 
but not as the sole determinative test for pat-
entability. For application of the test, the terms law of 
nature, natural phenomenon and abstract idea should 
be construed in the ordinary English sense as 
universal having a central role in scientific practice 
and as being fundamental. 


 As a threshold for the determination of whether 
patent-eligible subject matter is present, Amici 
propose an investigation of the ordinary English 
meaning of the words law of nature, natural 
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phenomenon and abstract idea.10 Amici would propose 
that the Court adopt a workable definition for each of 
those terms which could be rationally applied by 
practitioners.11 Consistent with the Court’s trend 
towards reading words in an ordinary English way,12 


 
 10 Courts have never determined what exactly is included 
within the terms “law of nature, natural phenomenon and 
abstract idea” by construing the boundaries of those terms to 
determine whether they do, in fact, have one of these 
fundamental principles before them (see, e.g., Funk Brothers 
Seed Co. v. Kalo Inoculant Co., 333 U.S. 127, 130 (1948) 
(determining that bacterial qualities of non-inhibition were 
phenomena of nature); Flook, 437 U.S. at 595 (determining that 
a method of calculating is drawn to non-statutory subject 
matter); Gottschalk, 409 U.S. at 68 (holding that a method of 
binary conversion was so abstract as to not be patentable); 
Diehr, 450 U.S. at 191 (holding that a claim to a process for 
curing rubber which employed a mathematical equation did not 
only entail an abstract mathematical formula and thus was 
drawn to patentable subject matter). Amici believe that such an 
approach, a sort of “ . . . know it when I see it . . . ” approach (see 
Justice Potter Stewart’s statement in his concurrence in 
Jacobellis v. Ohio, 378 U.S. 184 (1964) for example) has led to 
much confusion. Amici do note that some justices of the 
Supreme Court have cautioned against trying to define such 
concepts as a law of nature, natural phenomenon or abstract 
idea (see, e.g., Funk Brothers Seed Co., 333 U.S. at 133 
(Frankfurter, J., concurring). But, we believe that a rational, 
perhaps flexible, definition would be the best way to make the 
process and analysis more meaningful. 
 11 Amici realize that the Courts have also been disposed to 
consider thinking as patent ineligible. Amici believe the Court 
should also adopt a position that claim language should be 
construed, when possible, to avoid implicating the process of 
thinking. The proposal is set forth below. 
 12 See, e.g., Perrin v. United States, 444 U.S. 37, 42 (1979). 
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Amici propose that each of the terms “law of nature, 
natural phenomenon and abstract idea” should 
incorporate the following elements: 


1. That they are universal as defined in 
terms of ordinary English and thus have 
a central role in scientific practice; and 


2. That they are fundamental, as defined 
in terms of ordinary English. 


For the terms “universal” and “fundamental,” Amici 
would propose that the Court adopt the following 
definitions: 


A. Universal: 


Something which is an absolute or general 
concept regarded either as forming or having 
an absolute, mental or nominal existence; a 
universal proposition; a general term, notion 
or idea. (The Oxford English Dictionary (2d 
ed. 1989)) 


B. Fundamental: 


Something which is a leading or primary 
principle, rule, law, or article which serves as 
the groundwork of a system; an essential 
part. (The Oxford English Dictionary (2d ed. 
1989)) 
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For the terms “law of nature”, “phenomenon”, and 
“abstract”, we would propose the following defini-
tions: 


C. Law of Nature: 


In the sciences of observation, a theoretical 
principle deduced from particular facts, 
applicable to a defined group or class of 
phenomena, and expressible by the state-
ment that a particular phenomenon always 
occurs if certain conditions are present. (The 
Oxford English Dictionary (2d ed. 1989)) 


D. Phenomenon: 


In scientific and general use, a thing that 
appears, or is perceived or observed; an 
individual fact, occurrence, or change as 
perceived by any of the senses, or by the 
mind; applied chiefly to fact or occurrence, 
the cause or explanation of which is in 
question. (The Oxford English Dictionary (2d 
ed. 1989)) 


E. Abstract: 


Refers to something that is withdrawn or 
separated from material embodiment, from 
practice, or from particular examples. Thus, 
an abstract idea is an idea that is withdrawn 
or separated from material embodiment, 
from practice, or from particular examples. 
(The Oxford English Dictionary (2d ed. 
1989)) 
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Accordingly, consistent with this Court’s precedent,13 
Amici would propose that the terms “law of nature,” 
“natural phenomenon” and “abstract idea” should be 
defined as follows: 


A. Law of Nature 


A law of nature is, in the sciences of 
observation, a theoretical principle deduced 
from particular facts, applicable to a defined 
group or class of phenomena, and expressible 
by the statement that a particular phenom-
ena always occurs if certain conditions are 
present. A law of nature has an absolute or 
general concept regarded either as forming 
or having an absolute, mental or nominal 
existence; a universal proposition; a general 
term, notion or idea. A law of nature is also a 
leading or primary principle, rule, law or 
article which serves as the groundwork of a 
system, an essential part. 


B. Phenomenon of Nature 


A phenomenon of nature appears, or is 
perceived or observed; an individual fact, 


 
 13 See, e.g., Gottschalk v. Benson, 409 U.S. 63 (1972); Parker 
v. Flook, 437 U.S. 584 (1978); and Diamond v. Diehr, 450 U.S. 
175 (1981), where this Court has consistently justified the 
exclusion of patent-ineligible categories on the supposition that 
they were fundamental principles, those containing a funda-
mental truth, an original cause, a motive, the basic tools of 
scientific research, part of the storehouse of knowledge available 
to all. Thus any set of working definitions should include these 
ideas. 
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occurrence, or change as perceived by any of 
the senses, or by the mind; applied chiefly to 
fact or occurrence. A phenomenon of nature 
has an absolute or general concept regarded 
either as forming or having an absolute or 
nominal existence; a universal proposition. A 
phenomenon of nature is also a leading or 
primary principle which serves as the 
groundwork of a system, an essential part. 


C. Abstract Idea 


An abstract idea is an idea that is withdrawn 
or separated from material embodiment, 
from practice, or from particular examples. 
An abstract idea has an absolute or general 
concept regarded either as forming or having 
an absolute, mental or nominal existence; a 
universal proposition; a general term, notion 
or idea. An abstract idea is also a leading or 
primary principle which serves as the 
groundwork of a system, an essential part. 


To determine whether claimed subject matter is 
patent eligible, Amici propose this test with defini-
tions in mind: 


1. As a threshold step, determine whether 
a fundamental principle (i.e., a law of 
nature, a phenomenon of nature or an 
abstract idea) is claimed. If not, the 
claimed subject matter describes a 
patent-eligible process. 


2. If a fundamental principle is claimed, 
determine whether the patent claim 
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entirely preempts the fundamental 
principle. The determination may take 
into account whether the claimed 
method involves a machine-or-trans-
formation step. If the claim does not 
entirely preempt the fundamental prin-
ciple, then it claims patent-eligible 
subject matter; if the claim does entirely 
preempt the fundamental principle, then 
it does not claim patent-eligible subject 
matter. 


With this test and these definitions in mind, Amici 
now turn to a representative diagnostic claim, claim 
13 of U.S. Patent No. 4,940,658. 


 
B. Diagnostic Claims Drawn To Methods 


Of Predicting Response In A Patient 
Are Patent-Eligible Because They Do 
Not Describe A Fundamental Principle 


 Amici will focus on how the machine-or-
transformation test could affect personalized 
medicine companies, and claim 13 of U.S. Patent No. 
4,940,658, the claim that was the subject matter of 
Laboratory Corp. of Am. Holdings v. Metabolite Labs. 
Inc., 548 U.S. 124 (2006), provides an excellent 
vehicle to exemplify application of the proposed 
framework.14 The claim is directed to a non-physical 


 
 14 Claim 13 recites: “A method for detecting a deficiency of 
cobalamin or folate in warm-blooded animals comprising the 
steps of: assaying a body fluid for an elevated level of total 


(Continued on following page) 
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process, but non-physical processes are patentable, as 
well.15 


 So, as a first step, the Court should consider 
whether the process of correlating is drawn to a law 
of nature, a natural phenomenon or abstract idea, as 
Amici have defined these terms. Under the proposed 
test, the ordinary English meaning of the words 
“natural phenomenon” requires that the claimed 
assay be universal and have a central role in 
scientific practice. The scientific correlation of 
homocysteine levels with a deficiency of cobalamin 
describes a very narrow biological correlation, cer-
tainly not something universal and central to 
scientific practice.16 In the human body, many 
biological components, genes, proteins, tissues and 
even entire organs, work together through very 
complicated processes. Although the processes are 
connected, they are very different, and, indeed, a 


 
homocysteine; and correlating an elevated level of total 
homocysteine in said body fluid with a deficiency of cobalimin or 
folate.” 
 15 One could argue that the “assaying” step, among others, 
does indeed require some sort of a physical step and requires a 
machine, as a result. Amicus have chosen to focus on the issue 
at hand, namely the “correlating” aspect of claim 13, and assume 
that the step does not require an assay step. 
 16 Were one to analogize claim 13 to the Benson and Flook 
claims, the difference would be that the claims in Benson and 
Flook were, according to the Court, to the algorithm, per se. 
Claim 13, on the other hand, is drawn to a very narrow 
biological correlation. In any case, Amici would urge the Court 
to use extreme caution in completely analogizing biological 
claims to algorithm claims. 
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single disease or disorder can often be associated with 
many different biomarkers in many different bio-
logical pathways. With so many different possible 
markers, even for the same disease, a patent 
monopoly on any one marker would not preclude 
scientists from discovering other pathways. 


 Indeed, the patent monopoly provided by claim 
13 (or any claimed biological correlation) would not 
stifle innovation but would rather motivate others to 
seek out similar correlations, perhaps even in related 
biological pathways. Thus, claim 13 would not block 
the basic tools of research but would foster research. 
Similarly, in the specification of the ’658 patent, the 
diagnostic process is explained in great detail, 
including how the claimed correlation would be 
applied to specific testing subjects, each of these 
details show that the correlation is not universal and 
central to the scientific process. 


 Under the proposed test, the ordinary English 
meaning of the words “natural phenomenon” require 
that the claimed assay additionally be fundamental, 
thus a leading or primary principle, rule, law or 
article which serves as the groundwork of a system, 
i.e. an essential part. The correlation exists in some 
human beings, perhaps as a product of evolution, and 
as such, it could have been different. And, if it could 
have been different, as evolution could have taken a 
different path, it does not describe a leading or 
primary principle, just an artifact of evolution. This is 
key: the fact that it could have been different 
demonstrates that it is not the groundwork for a 
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system or an essential part. As a result, claim 13, as a 
correlation is not a fundamental principle and thus 
does describe patent-eligible subject matter.17 


 In contrast, examples such as E=mc2, Newton’s 
law of gravity, and phenomena of nature such as 
water freezing or the aurora borealis would certainly 
constitute laws of nature and natural phenomena in 
the ordinary English meaning of the word. They each 
describe an absolute or general concept regarded as 
forming or having an absolute existence, and they are 
each universal and central to scientific practice. Each 
of these phenomena, and the principles behind them, 
could also be considered as the groundwork of a 
system, essential and fundamental, in other words. 
Each of these principles, unlike claim 13 in Lab. 
Corp. of Am. Holdings, very clearly fall into the 
category of a fundamental principle and would be the 
sort of patent-ineligible subject matter that would 
constitute the basic tools of research, the common 
knowledge of all. 


 
 17 Amici believe this argument can be extended to the 
subject matter of all diagnostic claims. As examples, please see 
the claims in U.S. Patent No. 6,680,302 drawn to methods of 
optimizing therapeutic efficiency, the subject of Prometheus 
Labs. v. Mayo Collaborative Servs., 2008 U.S. Dist. LEXIS 25062 
(S.D. Cal. Mar. 28, 2008), as well as the claims in U.S. Patent 
No. 5,723,283, claims drawn to a method of determining 
whether an immunization schedule affects the incidence or 
severity of a chronic immune-mediated disorder, the subject 
matter of Classen Immunotherapies, Inc. v. Biogen IDEC, 381 
F. Supp. 2d 452 (D. Md. 2005), aff ’d, 2008 U.S. App. LEXIS 
25661 (Fed. Cir. Dec. 19, 2008). 
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 As an interesting point of contrast, since almost 
anything and everything that is a result of nature 
could be viewed as a natural phenomenon, this would 
mean that the statutory proscriptions related to 
patentability would apply to everything. Although 
Justice Frankfurter was noting that an attempt to 
define a law of nature would be futile, in Funk 
Brothers Seed Co., 333 U.S. at 135, his concurring 
opinion stated: 


Everything that happens may be deemed 
“the work of nature,” and any patentable 
composite mixture exemplifies in its prop-
erties the “laws of nature.”  


While Amici would agree with this statement on its 
face, Amici would note that, since almost every 
process is impacted by or based upon a law of nature, 
arguments can be drawn for challenging any patent 
based upon those grounds. The end result of this 
reasoning is that nothing, or everything, is pat-
entable, and both results defy logic. 


 Amici urge the Court to adopt the two part test 
setting forth the ordinary English definitions set 
forth above. As applied according to that test and 
those definitions, claim 13 of the ’658 patent are not 
drawn to fundamental principles and describe patent-
eligible subject matter. 
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IV. THE MACHINE-OR-TRANSFORMATION 
TEST THREATENS TO STIFLE INNOVA-
TION IN PERSONALIZED MEDICINE 


A. Personalized Medicine Is A Growing 
Field With A Tremendous Potential To 
Help Patients 


 Personalized medicine refers to the tailoring of 
medical treatment to the individualized charac-
teristics of each patient. The technology allows 
physicians to make treatment decisions based on 
molecular markers that signal the presence or risk of 
developing a disease, potential outcome and likeli-
hood that the patient will respond to particular 
therapies. Diagnostic correlations used to identify the 
most effective treatment options for an individual 
patient are critical to personalized medicine.  


 The use of diagnostic correlations to select the 
optimal therapy for an individual patient translates 
to improved and more cost-efficient health care for 
all. There are two important issues in selecting a 
treatment: efficacy and risk of side effects. On 
average, a commercial drug works for only 50% of the 
target population.18 Further, every drug and biological 
therapeutic has undesirable side effects, some of 
which can be predicted based on a patient’s drug 
metabolism signature. Published estimates show that 
approximately 5.3% of hospital admissions are 


 
 18 B. Spear, et al., Clinical application of pharma-
cogenomics, Trends Mol. Med. 7(5):201-204 (2001). 
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associated with adverse drug reactions (ADRs).19 
Products marketed by personalized medicine com-
panies empower physicians with the ability to treat 
patients with drugs that target the disease while 
minimizing undesirable side effects. Personalized 
medicine products thus spare the patients from 
suffering through ineffective treatment regimes, 
increase the probability of positive outcome and 
decrease the health care costs. 


 The Oncotype DX® breast cancer assay, product 
of research conducted by Genomic Health, can predict 
the likelihood that a patient with early-stage, ER+ 
breast cancer will experience a recurrence of breast 
cancer within 10 years and whether that patient will 
benefit from adding chemotherapy to his/her hor-
monal therapy. The test is based on mRNA levels of 
21 genes, and provides a continuous Recurrence 
Score® (RS) result for each patient that places them 
in a low, intermediate or high risk category. A patient 
with a low RS will not significantly benefit from 
adding chemotherapy, and may be treated with 
hormonal therapy alone. Considering that about 20% 
of patients are in this category, this represents a 
substantial savings (approximately $1930.00 per 
patient) to the health care system and benefit to 
those patients who are spared the unnecessary 
disruption and toxic effects of chemotherapy. On the 


 
 19 C. Kongkaew, et al., Hospital admissions associated with 
adverse drug reactions, Ann Pharmacother 42(7):1017-1025 
(2008). 
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other hand, a high RS signals that chemotherapy 
should be added to the patient’s regimen. Used in 
concert with other clinical factors, the Oncotype DX® 
assay can aid physicians and patients in making 
personalized and cost-efficient treatment decisions. 


 The selection and validation of the 21 genes, from 
potentially thousands of genes, to use in this test and 
development of RS from the expression levels was the 
culmination of thousands of hours of research by 
highly trained scientists at Genomic Health. The 
selection of 21 genes whose mRNA should be 
monitored was not the discovery of some mere 
principle of nature, rather it was the identification 
that certain arbitrary genes happen to be associated 
with the risk of cancer. HERmark® is a proprietary 
diagnostic of Monogram Biosciences that accurately 
quantifies HER2 total protein expression in patients 
with breast cancer. Preliminary data from three 
cohorts of Herceptin-treated patients with metastatic 
breast cancer who were identified as “HER2 positive” 
by conventional assays suggesting that HERmark® 
can identify patients who are likely to respond to 
trastuzumab with greater precision than currently 
available tests. To date, thousands of hours of re-
search have been involved in developing HERmark®. 


 The success of genomics in breast cancer is being 
repeated in other cancers, as well as in other fields. 
For example, about 40% of patients with metastatic 
colon cancer are unlikely to respond to two key 
therapies: cetuximab and panitumumab, because 
these patients have certain KRAS gene mutations. 
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Current practice guidelines recommend that only 
patients with the normal KRAS gene sequence be 
treated with chemotherapy, resulting in potential 
savings of approximately $604 million annually if all 
patients are first stratified using the KRAS molecular 
diagnostic.20 


 A patient’s genetic profile now allows physicians 
to determine whether a patient will respond to a 
particular therapy, and whether the risk of disease 
for that patient justifies the expense and burden of 
particular therapy. This information has the potential 
to increase patient adherence to treatment regimens, 
decrease costs and failure rates of drug clinical trials 
by focusing on appropriate sub-classifications of 
patients. It is no wonder, then, that the FDA has 
recognized and encouraged the development of per-
sonalized medicine pharmacogenic information, and 
nearly every major pharmaceutical project is in-
corporating information on genetic variation and 
effects on the safety and effectiveness of the 
candidate drug.21 The importance of supporting 
further development of this technology has also been 
recognized by the President’s Council on Science and 
Technology (2008 Report on Priorities for Personalized 


 
 20 National Comprehensive Cancer Network Guidelines in 
Oncology, Colon Cancer, v.2.2009 (available online at http://www. 
nccn.org/professionals/physician_gls/PDF/colon.pdf). 
 21 See, e.g., Guidance for Industry on Pharmacogenomic 
Data Submissions (2005); Drug-Diagnostic Co-Development 
Concept Paper (2005); 21 § C.F.R. 201.57. 
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Medicine), HHS (Personalized Health Care Initia-
tive,), the Legislature (Genomics and Personalized 
Medicine Act of 2006 (Obama, S. 3822)) and rules and 
comments put forth by many other professional, state 
and federal health care organizations. In her written 
testimony during Senate confirmation hearings, HHS 
Secretary Kathleen Sebelius made the following 
statement: 


As a result of these contributions to im-
provement in the quality of care, per-
sonalized medicine represents a key strategy 
on healthcare reform. The potential appli-
cation of this new knowledge, especially 
when supported through the use of health 
information technology in the patient care 
setting, presents the opportunity for trans-
formational change.22 


In sum, personalized medicine offers a model for 
efficient and high quality health care.  


   


 
 22 Katheen Sebelius, written testimony given during Senate 
confirmation hearings, April 2, 2009. 
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B. Because The Machine-Or-Transformation 
Test Endangers Funding For Personal-
ized Medicine Companies, It Will Under-
mine Personalized Medicine Companies, 
Stifle Development And Ultimately Harm 
Patients 


 In his dissent in Lab. Corp. of Am. Holdings, 
Judge Rader warns us of the consequences of 
endangering funding for personalized medicine. He 
characterized claim 13 of the ’658 patent as patent-
eligible and lamented that denying patent protection 
for such a claim will undermine and discourage 
future research for personalized medicine companies. 
According to Judge Rader: 


. . . this Court inadvertently advises in-
vestors that they should divert their unpro-
tectable investments away from discovery of 
“scientific relationships” within the body that 
diagnose breast cancer or Lou Gehrig’s 
disease . . .  


Given the long and expensive research, development 
and commercialization cycles and relatively limited 
resources of most personalized medicine companies, 
the patent system is essential to protect and foster 
innovation that, in turn, attracts financial investors. 
Denying valuable patent protection for personalized 
medicine companies will surely advise investors that 
they should divert their unprotectable investments 
away from personalized medicine and, as a result, 
slow the progress of science and harm the interests of 
human patients. 
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 A strict requirement that a process be tied to a 
particular machine or transform an article could 
exclude much of the technology that drives today’s 
information and knowledge-based economy from 
patent protection, and prospectively hinder innova-
tion in fields of biotechnology, health sciences and 
personalized medicine. The biotechnology industry 
touches upon many essential aspects of the U.S. 
economy, including pharmaceutical therapies, medi-
cal diagnostics, agricultures and industrial processes. 
The biotechnology industry has registered a fast 
growth since the early 1990s. For instance, their 
revenues increased from $8 billion in 1992 to $39.2 
billion in 2003. The job market forecast of biological 
technicians is expected to grow by 28.2 percent be-
tween 2004 and 2014, and that of biological scientists 
is projected to grow by 17.0 percent. In the health 
care sector, the biotechnology industry has more than 
370 therapeutic products currently in clinical trials 
being studied to treat more than 200 diseases. 
Because diagnostic correlating claims would not be 
patentable with a strictly machine-or-transformation 
step, the application of Bilski’s test threatens to 
undermine the development of personalized medicine, 
stem the progress of science and adversely affect the 
health and quality of life of patients. 


 Personalized medicine helps patients, and holds 
tremendous potential for improving their lives by its 
ability to more precisely identify potential diseases 
before they arise and select treatment options that 
are specific to the individual. The key to this 
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capability is the discovery not of some “scientific 
truth” or “law of nature” or even “natural phenom-
ena.” Rather, it is the discovery, like many medical 
discoveries before now, of certain relationships – 
“correlations.” The discovery of the correlations 
should be patentable subject matter in order to 
encourage and justify investments in the fledgling 
industry. 


 Patents are essential to ensure further research 
and development in personalized medicine and to 
encourage and protect investment. Patent claims 
directed to diagnostic correlations are the key to 
progressing these goals. Patents and the protection 
provided by them foster innovation as way leads on to 
way, one discovery leading on to another, and as other 
personalized medicine companies find other ways to 
help other patients. Perhaps we will be telling this 
story ages and ages hence: that we helped small 
personalized medicine companies improve ourselves. 
And that has made all the difference. 


--------------------------------- ♦ --------------------------------- 
 


CONCLUSION 


 Requiring, as does the Federal Circuit in Bilski, 
that all claims recite a “physical” step, such as a 
machine or physical transformation step, jeopardizes 
the future of research in personalized medicine by 
making many biologically-based inventions unpat-
entable under § 101. There is no support for the 
machine-or-transformation test or the idea that only 
physical processes should be patentable, and Amici 
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urge the Court to hold that all processes are patent-
eligible. Amici urge the Court to adopt a rational 
framework for determining patent-eligible subject 
matter that accords with the existing law, one that 
involves determining, as a threshold step, whether a 
fundamental principle (i.e., a law of nature, a 
phenomenon of nature, or an abstract idea) is 
claimed. The test should be simple and elegant and 
the terms law of nature, natural phenomena and 
abstract idea should be construed in an ordinary 
English sense as universal and having a central role 
in scientific practice and also as being fundamental. 
Once the Court sets forth the test, Amici believe the 
Court will determine that claims to the discovered 
diagnostic corrections are patent-eligible, such as 
claim 13 from the ’658 patent. 


 Patents to diagnostic correlations are essential to 
personalized medicine companies to attract the fund-
ing necessary to bring new diagnostics to market. 
Without adequate patent protection, personalized 
medicine companies will suffer, new research will dry 
up and new treatments will not become available to 
patients. 


Respectfully submitted, 


NARINDER S. BANAIT 
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QUESTIONS PRESENTED 


 
1. Whether the Federal Circuit erred by holding 
that a “process” must be tied to a particular machine 
or apparatus, or transform a particular article into a 
different state or thing (“machine-or-transformation” 
test), to be eligible for patenting under 35 U.S.C. 
§ 101, despite this Court’s precedent declining to limit 
the broad statutory grant of patent eligibility for 
“any” new and useful process beyond excluding 
patents for “laws of nature, physical phenomena, and 
abstract ideas.”  


2. Whether the Federal Circuit’s “machine-or-
transformation” test for patent eligibility, which 
effectively forecloses meaningful patent protection to 
many business methods, contradicts the clear 
Congressional intent that patents protect “method[s] 
of doing or conducting business.” 35 U.S.C. § 273. 
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INTEREST OF THE AMICUS CURIAE1 


 On Time Systems, Inc. is an advanced-technology 
company specializing in software for the optimization 
of complex industrial problems. The technology of 
On Time Systems has applications in numerous 
industries ranging from shipbuilding to the design 
of intelligent traffic control systems for urban areas. 
On Time Systems serves both public and private 
sector customers. The key executives at On Time 
Systems are Dr. Matthew Ginsberg and Dr. David 
Etherington, the co-founders of the University of 
Oregon’s Computational Intelligence Research 
Laboratory (“CIRL”). Since its foundation, CIRL has 
been a leading research laboratory in artificial 
intelligence, search optimization and constraint 
satisfaction. On Time Systems was created to work 
with CIRL to develop and commercialize applications 
of optimization technology. The personnel of On Time 
Systems have multidisciplinary education, training 
and industry experience. For example, Dr. Ginsberg’s 
education was as a relativistic astrophysicist and 
mathematician; Dr. Etherington was trained in 
computer science and artificial intelligence.  


 On Time Systems holds a number of patents on 
its technologies, and at the same time is aware that 


 
 1 In accordance with Sup. Ct. R. 37, On Time Systems 
states that this brief was not authored in whole or in part by 
counsel to a party, and that no monetary contribution to the 
preparation or submission of this brief was made by any person 
or entity other than this amicus curiae or its counsel. 
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third parties hold patents on technologies in the 
various industry segments in which On Time Systems 
operates. Those patents are the result of extensive 
and expensive research and development. Without 
patent protection, the results of those efforts could be 
easily copied by competitors, dramatically reducing 
the incentives for innovation.  


 On Time Systems has no interest in any party in 
the present case or any stake in the outcome of this 
case. Rather, On Time Systems has a strong interest 
that this Court interpret the patent law in a manner 
consistent with the constitutional underpinnings that 
have fostered the remarkable story of innovation that 
has defined this country from its agricultural 
beginnings, through the Industrial Age and now into 
the Information Age.2 


--------------------------------- ♦ --------------------------------- 
 


INTRODUCTION AND 
SUMMARY OF THE ARGUMENT 


 The standard for patentability stated by the 
Federal Circuit below is too narrow. This brief 
addresses an issue that the Court will encounter 
in drawing the line between patentable and 


 
 2 This brief is being filed with the consent of the parties. In 
accordance with Sup. Ct. R. 37.2(a), On Time Systems provided 
the parties with timely notice of its intention to file this amicus 
curiae brief. In accordance with Sup. Ct. R. 37.3(a), the parties 
have filed with the Clerk of this Court general consents to the 
filing of amicus briefs.  
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unpatentable subject matter. Whether an “abstract” 
claim is patentable depends critically on what one 
means by “abstract.” This word has been used in 
many different ways in the analysis of patentable 
subject matter, often with little specificity as to the 
sense in which it is used. It is entirely appropriate for 
“abstract ideas” to be unpatentable if “abstract” refers 
to something qualitative considered apart from a 
subject or application, or if “ideas” refers to amor-
phous mental notions without any application outside 
the mind. Historically, claims directed to “laws of 
nature” have also been categorized as abstract ideas. 
One may question the accuracy of such categorization 
but the result, i.e., unpatentability, seems appropriate 
in this usage as well.  


 However, when the word “abstract” is used to 
refer to specific applications that happen to manipu-
late abstract representations of things rather than 
physical objects, it is no longer sensible to presump-
tively rule out patentability on that basis alone. To 
extend a blanket preclusion against any claim labeled 
as “abstract” is to inaccurately conflate the distinct 
notions of abstractness and natural principles. Such a 
conflation does not honor the United States 
Constitution, the language used by Congress in § 101, 
this Court’s precedents, or the realities of modern life. 
Inventions can be patentable without being of a sort 
that would hurt if you dropped them on your foot. 


 On Time Systems takes no position on whether 
Messrs. Bilski and Warsaw deserve a patent on their 
method for managing consumption risk costs. There 
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may well be any number of reasons that such an 
invention should not be afforded patent protection. 
On Time Systems does, however, believe that the first 
question presented by the Court must be answered in 
the affirmative. The exclusive test for patentability 
asserted by the Federal Circuit is far too limited in its 
analysis, particularly in the context of modern 
technological advances. On Time Systems urges the 
Court to reject that standard in favor of a more 
flexible one that is consistent with the encompassing 
language of § 101. There is simply no reason in 
precedent or principle to limit patents to inventions 
that center on physical transformations or use of a 
particular machine. And, in rejecting the standard 
below, the Court should take care to distinguish 
carefully between different concepts of abstractness. 


--------------------------------- ♦ --------------------------------- 
 


DISCUSSION 


I. THE TERM “ABSTRACT” HAS BEEN USED 
TO DESCRIBE SEVERAL DIFFERENT 
CONCEPTS 


 Numerous other amici have addressed the “laws 
of nature, physical phenomena, and abstract ideas” 
precedents of this Court in the briefs below and at the 
petition stage. On Time Systems will not repeat those 
presentations here. Rather, this brief will focus on a 
very narrow issue within the larger discussion: the 
various ways in which a process can be said to be 
“abstract” and how that impacts its patentability.  







5 


 Much commentary about the scope of patentable 
subject matter has addressed the relationships 
between processes and “laws of nature, natural 
phenomena, and abstract ideas” as discussed, for 
example, in Diamond v. Diehr, 450 U.S. 175, 185 
(1981). There remains a paucity of discussion about 
what may or may not make a process abstract per se. 
This is a critical determination, since a process that is 
abstract in one sense may as a result be un-
patentable, while a process that is abstract in another 
sense should remain eligible for protection. The line-
drawing that needs to be done in this regard is 
admittedly difficult, as shown by the fact that many 
of this Court’s decisions regarding the boundaries of 
patentable subject matter have been accompanied by 
dissents evidencing a wide range of perspectives. This 
brief discusses four ways in which processes have 
been characterized as abstract. On Time Systems 
suggests that processes that are abstract solely 
because they involve manipulation of intangibles 
should not be disqualified from patent protection on 
that basis alone.  


 On Time Systems is not the first to recognize the 
need to undertake more detailed consideration of the 
precise words used in patentability analysis. This 
Court recognized it over 150 years ago: 


The word principle is used by elementary 
writers on patent subjects, and sometimes in 
adjudications of courts, with such a want 
of precision in its application, as to mislead. 
It is admitted, that a principle is not 
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patentable. A principle, in the abstract, is a 
fundamental truth; an original cause; a 
motive; these cannot be patented, as no one 
can claim in either of them an exclusive 
right. Nor can an exclusive right exist to a 
new power, should one be discovered in 
addition to those already known. Through 
the agency of machinery a new steam power 
may be said to have been generated. But no 
one can appropriate this power exclusively to 
himself, under the patent laws. The same 
may be said of electricity, and of any other 
power in nature, which is alike open to all, 
and may be applied to useful purposes by the 
use of machinery.  


In all such cases, the processes used to 
extract, modify, and concentrate natural 
agencies, constitute the invention. The 
elements of the power exist; the invention is 
not in discovering them, but in applying 
them to useful objects. 


Le Roy v. Tatham, 55 U.S. 156, 174-175 (1852).  


 As detailed in the sections below, processes have 
historically been labeled as “abstract” in at least the 
four following distinct ways: (A) as reciting a law of 
nature; (B) as referring to a broad application of a law 
of nature without limitation; (C) as being vague 
and lacking specificity; and (D) as referring to 
manipulations of intangible entities. While there may 
be reason to preclude patentability for the first three 
categories, whether under § 101 or otherwise, there 
is no similar reason to condemn inventions as 
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unpatentable solely because they can be placed in the 
last category. 


 
A. Laws of Nature 


 A first perspective on processes as abstractions 
focuses on those processes that merely recite a “law of 
nature,” and nothing more. Thus, a process of using 
the Pythagorean theorem to determine the length of a 
diagonal support piece (such as to support a wall 
during construction) is appropriately thought of as 
simply reciting and attempting to “own” that 
theorem. This Court has, on a number of occasions, 
held such processes to be unpatentable attempts to 
wholly appropriate natural principles.  


 In Funk Bros. Seed Co. v. Kalo Inoculant Co., 333 
U.S. 127, 132 (1948), the Court recognized that an 
application of a newly discovered natural principle 
may be commercially valuable, but that is not 
sufficient to make a claimed invention patentable. 
“Even though it may have been the product of skill, it 
certainly was not the product of invention. There is 
no way in which we could call it such unless we 
borrowed invention from the discovery of the natural 
principle itself.” In contrast, in Mackay Radio & 
Telegraph Co. v. Radio Corp. of America, 306 U.S. 86, 
94 (1939), the Court held patentable an antenna 
structure based on a mathematical formula, and 
observed that, “While a scientific truth, or the 
mathematical expression of it, is not patentable 
invention, a novel and useful structure created with 
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the aid of knowledge of scientific truth may be.” In 
Parker v. Flook, 437 U.S. 584, 591 (1978), the Court 
cited Funk Bros. and Mackay Radio for the analytical 
requirement that, “[T]he process itself, not merely the 
mathematical algorithm, must be new and useful.” 
Where a particular mathematical algorithm merely 
restates a scientific truth, a subject matter limitation 
based on “laws of nature” makes sense.  


 
B. Overbroad Claim Scope 


 A second perspective linking processes with 
“abstract ideas” is based on the potential overbreadth 
of such claims. This perspective arises where the 
claim recites a desired effect or result, with little or 
no limitation as to the mechanism for achieving that 
result. 


 For example, the Court found claim 8 of an 
invention by Samuel Morse to be unpatentable 
subject matter because it claimed use of 
electromagnetism to print intelligible characters at a 
distance, without regard to the means by which this 
could be accomplished. O’Reilly v. Morse, 56 U.S. 62, 
117-120 (1853). The Court expressed its concern that 
such a results-oriented claim, if allowed, would 
violate a longstanding tenet of patent law “that any 
one who afterwards discovered a method of 
accomplishing the same object, substantially and 
essentially differing from the one described, had a 
right to use it.” Id. at 119. The Court in that case 
could not reconcile such a broad grant with the 
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language Congress chose to use in enacting the 
patent law.  


 Over a hundred years later, the Court revisited 
O’Reilly and interim decisions in Gottschalk v. 
Benson, 409 U.S. 63, 68 (1972) and was likewise 
concerned about breadth, stating, “Here the ‘process’ 
claim is so abstract and sweeping as to cover both 
known and unknown uses of the BCD to pure binary 
conversion.”  


 
C. Lack of Specificity 


 A third perspective has to do with vagueness 
and ambiguity of claims, particularly disembodied 
thoughts that are “abstract” in the sense of “an 
abstract principle, which means a principle con-
sidered apart from any special purpose or practical 
operation. . . .” Le Roy, 55 U.S. at 185 (Nelson, J., 
dissenting, quoting from the Lord Justice in a patent 
case before the Court of Sessions in Scotland).  


 More recently, the Court in Benson observed that 
the chemical process and physical acts involved in an 
earlier case were “sufficiently definite to confine the 
patent monopoly within rather definite bounds.” 
Benson, 409 U.S. at 69 (distinguishing Corning v. 
Burden, 56 U.S. 252 (1853)). The use of the word 
“definite” twice in the same sentence suggests a focus 
not only on overbreadth as noted above, but also on 
lack of specificity. Concern about overbreadth of a 
patent claim can indeed come from either certainty 
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that the claim covers too much subject matter or 
uncertainty about the boundaries of the claim.  


 A process that is abstract in the sense that it 
remains unformed, ill-defined, or otherwise has not 
yet been reduced to reasonable certainty may well 
include subject matter that is outside the boundaries 
of 35 U.S.C. § 101. One of skill in the art would not be 
able to determine the metes and bounds of such a 
claim, and from that determine the scope of the 
inventor’s exclusive right. A patent drawn on such 
matter also violates various other provisions of the 
patent law, most notably the requirements in 35 
U.S.C. § 112 relating to written description, 
enablement, best mode, and definiteness. While in 
certain circumstances the question of patentable 
subject matter may be the most appropriate manner 
of preventing such abstract descriptions from being 
awarded patent protection, in most cases the sensible 
first line of defense against those should be the more 
directly applicable provisions of § 112. 


 
D. Manipulation of Intangibles 


 A fourth way in which processes can be “abstract” 
is the one most relevant to On Time Systems and 
thousands of other companies and individuals in their 
daily endeavors. This fourth perspective addresses 
processes that are abstract only in that they involve 
manipulation of items that are not physical objects. 
Often, these items are representations of real-world 
things. For instance, On Time Systems has developed 
software used to route airplanes to minimize fuel 
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usage. This software uses various inputs, such as 
weather forecasts that predict wind speed. The 
personnel of On Time Systems do not necessarily 
measure wind speed directly, much less determine 
the actual force at which the constituent oxygen, 
nitrogen and other particles in the air strike an 
airplane fuselage. In this sense the processes 
developed by On Time Systems for determining 
desirable airplane routes or shipbuilding task 
schedules are abstract. Each such process deals 
primarily with representations of real world objects – 
abstractions – rather than with the real world objects 
themselves. 


 
II. MANIPULATION OF INTANGIBLES ALONE 


IS AN INSUFFICIENT REASON TO PRE-
CLUDE PATENTABILITY 


 For decades, patent applicants and the U.S. 
Patent and Trademark Office (“PTO”) have 
sidestepped the muddiness of the “abstract” label by 
arguing that their processes really are manipulating 
physical objects, even when it is clear to those in the 
art that such physical manifestations are not core to 
the real innovation. The typical example is a patent 
application related to an algorithm.3 Historically, 


 
 3 This Court has recognized that the term “algorithm” is 
susceptible of various meanings and in the past has limited its 
consideration to purely mathematical algorithms. See, e.g., 
Diehr, 450 U.S. at 186 n.9 (“Our previous decisions regarding 
the patentability of ‘algorithms’ are necessarily limited to the 
more narrow definition. . . .”). In its use in industry, “algorithm” 


(Continued on following page) 
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applicants argue that their processes really are 
manipulating physical objects. They assert that 
computer memory is being manipulated (as it is), and 
suggest that this suffices to bind the abstract idea to 
a patentable process.  


 Avoiding the issue of abstractness in this manner 
may work in individual cases, but does not lead to a 
robust, generalizable solution to the issue. True, there 
is some manner of physical manipulation of elements 
of computer memory, and this does provide an appro-
priate basis for showing statutory subject matter. But 
to argue that an algorithm is not a process that 
manipulates abstract entities is to profoundly 
misdescribe it. Some algorithms manipulate repre-
sentations of physical objects; others manipulate 
representations that may not have direct physical 
counterparts. There is no sound basis for making 
patentability turn solely on whether such a physical 
counterpart exists.  


 The prohibition against patenting laws of nature 
would have appropriately prevented Isaac Newton 


 
is used synonymously with “process” and “method” as a way 
to do something. Algorithms may themselves manipulate 
entities that may be abstract (e.g., an algorithm for proving 
mathematical theorems) or may manipulate entities that refer 
to physical objects (e.g., an algorithm for determining how to 
load troops and materiel onto a fleet of cargo planes so as to 
minimize the number of planes needed for a mission). In Diehr, 
the Court expressly declined to pass judgment about the 
patentability of algorithms that are not mere recitations of 
mathematical formulas. Id. 
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from patenting the laws of motion that bear his 
name. However, it is and should continue to be 
possible to patent a device that uses those laws of 
motion to accelerate a specific object, such as a 
bowling ball, to a set speed, such as seven miles per 
hour. A process for implementing such acceleration, 
specific to a bowling ball, is likewise patentable, even 
under the test set forth by the Federal Circuit below. 
The notion that such a process is unpatentable as 
usurping an idea is distinct from the issue of whether 
it deals with abstract entities rather than concrete 
objects. Computer algorithms are processes that just 
happen to manipulate data structures instead of 
bowling balls. Reliance on a statement that electrons 
in a computer’s processing unit should be considered 
like bowling balls leads to the correct result (i.e., 
patentable subject matter). However, such analysis 
leaves unaddressed the broader question of how to 
handle processes that do not have electrons or other 
physical counterparts on which the applicant can rely.  


 The previously mentioned process for routing 
airplanes to minimize fuel burn is very unlikely, at 
the end of the day, to manipulate aircraft directly. At 
most, perhaps a piece of paper is printed that is 
presented to the pilot. The protectable innovation, 
assuming that there is one, is in the development of 
novel methods for producing the information that is 
given to the pilot. The end result is not a deflection of 
the airplane’s control surfaces. It is not the piece of 
paper. It is not the movement of electrons within the 
computer used to construct the flight plan. It is 
information itself, pure and simple. The patent bar, 
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PTO and bench should expressly acknowledge that 
manipulation of information or other abstract entities 
can be as applicable to the real world as can 
manipulation of physical objects. None of this Court’s 
precedent precludes such recognition. 


 As another example, consider one of the most 
important open questions in mathematics – the so-
called “Riemann hypothesis.” This hypothesis posits 
certain attributes of the “zeroes” or “roots” of a 
particular mathematical function, which are the 
points at which the function equals zero. While the 
hypothesis is entirely theoretical, the implications 
regarding the distribution of prime numbers, with 
corresponding ramifications on cryptography, are 
profound. Since being postulated 150 years ago, 
mathematicians and computer scientists have 
analyzed countless zeroes of the function in question, 
all suggesting that the hypothesis is true. To this day, 
however, the Riemann hypothesis remains no more 
than a hypothesis. From a practical perspective, if 
empirical evidence suggests that the hypothesis is 
true, it is irrelevant whether it is a scientific truth, as 
a process that assumes it to be true might well be 
extremely valuable in cryptographic applications. A 
patent claim based on this conjecture could hardly be 
said to usurp a scientific truth if the hypothesis has 
not been proven to be true (and may subsequently 
turn out to have been false all along), so any assertion 
of unpatentability must be based on something other 
than a “law of nature” argument. There is no basis 
under § 101 for precluding from patent protection a 
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cryptographic process that manipulates abstract 
representations in accordance with this hypothesis. 


 
III. THE FEDERAL CIRCUIT’S STANDARD IS 


CONTRARY TO CONGRESSIONAL INTENT 
AND THE COURT’S PRECEDENTS 


 Responding to the first question presented by the 
Court, the “machine-or-transformation” test utterly 
fails to recognize that at least some processes that 
manipulate abstract entities are eligible for patent 
protection, as set forth above. None of the Court’s 
decisions recited above calls for such a blanket 
prohibition whenever a claimed process operates on 
things that are not physical. 


 Congress has been careful to draft into the patent 
law a highly inclusive description of patentable 
subject matter in § 101, while at the same time 
providing a number of filters in other sections to 
ensure that inappropriate subject matter does not get 
the benefit of patent protection. Sections 102 and 103 
of the statute, both styled as “Conditions for 
patentability . . . ” in their titles, protect against 
granting patents where prior work is the same as, or 
makes obvious, a newly claimed invention. Section 
112 prevents vague and undeveloped notions from 
being conferred patent rights, requiring that a 
specification “contain a written description of the 
invention, and of the manner and process of making 
and using it, in such full, clear, concise and exact 
terms as to enable any person skilled in the art . . . to 
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make and use the same. . . .”4 Sections 302 and 311 
permit the public to request ex parte and inter partes 
reexamination of a patent that may have been 
improvidently granted. Section 101, in contrast, 
provides language that can only be read as broad and 
permissive rather than limiting. As noted by this 
court in Diamond v. Chakrabarty, 447 U.S. 303, 308 
(1980), in choosing expansive terms for § 101, 
“modified by the comprehensive ‘any,’ Congress 
plainly contemplated that the patent laws be given 
wide scope.” Congressional intent would hardly be 
served by foreclosing protection for processes that 
operate on intangibles, which are now such an 
important component of our industrial base. 


--------------------------------- ♦ --------------------------------- 
   


 
 4 In Tilghman v. Proctor, 102 U.S. 707, 727-728 (1880), the 
Court analyzed the scope of patentability of processes and 
quoted from O’Reilly, 56 U.S. 119 to establish that an inventor 
deserves a patent 


[P]rovided he specifies the means he uses in a manner 
so full and exact that any one skilled in the science to 
which it appertains can, by using the means he 
specifies, without any addition to or subtraction from 
them, produce precisely the result he describes. And if 
this cannot be done by the means he describes, the 
patent is void. 


O’Reilly, 56 U.S. 119. The Court in Tilghman held that such 
analysis (which would be § 112 analysis under today’s patent 
law), “affords the key to almost every case that can arise.” 102 
U.S. at 728. 
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CONCLUSION 


 A process that is “abstract” because it does little 
more than recite a law of nature is qualitatively 
distinct from a process that is “abstract” because it 
manipulates non-concrete entities. As evidenced by 
the fact that a large portion of the world’s industrial 
product is now comprised of intangible assets as 
opposed to material ones, modern society considers 
these non-physical objects to be just as “real” as their 
concrete counterparts. A new organism’s genetic code 
is as real as (and in a philosophical sense in-
distinguishable from) the organism itself. A digital 
circuit is a digital circuit, whether expressed as a 
Boolean truth table, a state diagram, or a schematic 
of interconnected electronic components. Nothing in 
§ 101 or in this Court’s precedents calls for a 
talismanic requirement that a process, in order to be 
patentable, must be tied to a particular machine or 
transform a particular article into a different state or 
thing. The evolution of science and technology 
requires us to recognize that manipulations of 
representations are fully within the scope of 
patentable subject matter.  


 The Federal Circuit erred in asserting that the 
“machine-or-transformation” test is the exclusive 
analytical tool to be used to determine whether a 
process claim recites patentable subject matter. The 
Court should reject the narrow standard asserted 
below, and at the same time remain vigilant against 
endorsing any limitations that might have similar 
harmful effects. Some claims that are characterized 
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as “abstract” are properly excluded from 
patentability, but others clearly should not be. 
Specifically, the mere fact that a claimed process 
manipulates abstract entities should not be sufficient 
reason to consider it nonstatutory subject matter for 
patenting. 
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QUESTIONS PRESENTED 


 
1. Whether the Federal Circuit erred by holding 
that a “process” must be tied to a particular machine 
or apparatus, or transform a particular article into a 
different state or thing (“machine-or-transformation” 
test), to be eligible for patenting under 35 U.S.C. 
§ 101, despite this Court’s precedent declining to limit 
the broad statutory grant of patent eligibility for 
“any” new and useful process beyond excluding 
patents for “laws of nature, physical phenomena, and 
abstract ideas.”  


2. Whether the Federal Circuit’s “machine-or-
transformation” test for patent eligibility, which 
effectively forecloses meaningful patent protection to 
many business methods, contradicts the clear Con-
gressional intent that patents protect “method[s] of 
doing or conducting business.” 35 U.S.C. § 273. 
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INTEREST OF AMICI CURIAE1 


 Robert R. Sachs2 is a patent attorney, with 
seventeen years of experience prosecuting software 
patents for high technology software and companies 
in the Silicon Valley. Mr. Sachs has been responsible 
for crafting patent strategies for a wide range of 
software inventions, including search engines, user 
interfaces, databases, networking protocols, encryp-
tion, compression, video codecs, interactive television, 
predictive modeling systems, as well as inventions 
related to e-commerce, financial services, financial 
instruments, and financial analytics. Mr. Sachs is 
also an inventor on several patents. Mr. Sachs is a 
frequent writer and speaker on patent law issues 
pertaining to software and business methods. Finally, 
Mr. Sachs is the primary patent evaluator for a 
number of patent pools covering a variety of audio, 
video, interactive cable, telecommunications, and 
wide-area networking standards.  


 Daniel R. Brownstone is a patent attorney and 
inventor, working for the past decade with numerous 


 
 1 No part of this Brief was authored in whole or in part by 
any of the parties. No monetary contributions to fund the 
preparation or submission of this Brief were made by anyone 
other than the Amici.  
 2 In compliance with Sup. Ct. R. 37.2(a), timely notice of 
Amici’s intent to file this Brief was given to counsel of record for 
both parties, and consent granted by both parties. This Brief is 
being filed with the consent of the parties. The parties have also 
filed with the Clerk of this Court general consents to the filing of 
amicus briefs. 
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companies in the software, communications and 
bioinformatics industries. Mr. Brownstone guides 
startups and public companies in developing and 
managing patent protection programs to identify and 
protect their core software and business technologies 
in this country and abroad. Mr. Brownstone is also an 
adjunct professor of law, and a frequent speaker on 
topics involving developments in patent law and 
practice.  


 By the nature of their concentration on software 
and financial clients,3 Amici have deep experience 
with how inventors, patent examiners, and the courts 
approach the question of patent eligibility.  


 As students of the patent law and 35 U.S.C. § 101 
in particular, Amici’s interest in this case is two-fold: 
First, to illustrate the potential impact of the Federal 
Circuit’s machine-or-transformation test on software-
related inventions; and second, to provide a frame-
work for analysis of patent eligibility that relies on 
the basic principles of patent law and a philosoph-
ically and scientifically sound approach to the nature 
of software innovations and software process claims.  


--------------------------------- ♦ --------------------------------- 
   


 
  3 Amici submits this brief pro se, and the views expressed 
here are not necessarily those of their firm or clients. 
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INTRODUCTION AND 
SUMMARY OF ARGUMENT 


 This Court has long recognized that the patent 
eligibility statute, 35 U.S.C. § 101 (“§ 101”), should be 
read broadly, with limited exceptions. These limited 
exceptions include processes claiming laws of nature, 
scientific phenomena or abstract intellectual ideas. 
These exclusions apply to inventions and discoveries 
of the modern Information Age just as surely as they 
did to those of the Industrial Age. The challenge is to 
“establish rules that enable a conscientious patent 
lawyer to determine with a fair degree of accuracy 
which, if any, program-related inventions will be 
patentable.” Diamond v. Diehr, 450 U.S. 175, 219 
(1981) (Stevens, J., dissenting).  


 The Federal Circuit’s machine-or-transformation 
test, derived from this Court’s decisions, is certainly a 
test for identifying patent-eligible subject matter. But 
it cannot be, as the Federal Circuit held, the only test. 
Such a requirement is not only inconsistent with the 
precedent of this Court, but fails to recognize that a 
“one-test-fits-all” rule cannot be easily applied across 
the three categories of exclusion – laws of nature, 
scientific phenomena, and abstract ideas. Even 
within a single category like abstract ideas, a single 
rigid test is not easily conformed to the vast array of 
technologies from which innovation springs. 


 Software inventions are an important illustrative 
example of why the machine-or-transformation test 
should not be the definitive test for patent eligibility. 
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Software inventions have long been recognized as 
deserving of patent protection, and it is software 
innovation that drives much of the modern economy. 
But software, by its very nature, abstracts from the 
physical world, both in its design and operation. To 
the extent that there is a test for whether a software 
process claim is patent eligible, that test must be able 
to distinguish between claims for purely abstract 
intellectual ideas, which are not patentable, and 
claims that use abstractions to achieve results having 
meaningful “real world” applications, which are 
patent eligible. 


 Amici take no position on whether claim 1 of 
Bilski’s application, or so called “business methods,” 
are patent eligible. Rather, Amici’s concern is that 
the machine-or-transformation test threatens to 
undermine patent protection for software. Even 
though the Federal Circuit declined “to adopt a 
broad exclusion over software,” in the short time 
since their decision, the machine-or-transformation 
test has been applied to software inventions in 
contradictory and inconsistent manner at every level 
of the patent system: by patent examiners, by the 
Board of Patent Appeals and Interferences,4 and by 


 
 4 Compare Ex parte Borenstein, No. 2008-3475, 2009 WL 
871128 (B.P.A.I. Mar. 30, 2009) (information stored in a data-
base provides sufficient structure to meet machine prong); Ex 
parte Greene, No. 2008-4073, 2009 WL 1134839 (B.P.A.I. Apr. 24, 
2009) (recitation of “vector processor” insufficient); Ex parte Koo, 
No. 2008-1344, 2008 WL 5054161 (B.P.A.I. Nov. 26, 2008) 


(Continued on following page) 
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various District courts.5 The Federal Circuit’s new 
test disturbs the settled expectations of the software 
industry by calling into question the validity of tens 
of thousands of issued patents – protection that such 
inventions have enjoyed under this Court’s broad 
understanding of patent-eligible subject matter. 


 The machine-or-transformation test should not 
be the only tool to test patent eligibility, because not 
every invention in every field will fit the same mold. 
Rather, the Court can reaffirm the law of patentable 
subject matter in its broad, open-ended form, 
recognizing the different technological contexts in 
which process claims appear. Applying a variety of 
balancing factors provides the flexibility necessary to 
leave “room for the revelations of the new, onrushing 
technology,” Gottschalk v. Benson, 409 U.S. 63, 71 
(1972).  


--------------------------------- ♦ --------------------------------- 
   


 
(recitation of a “relational database management system” insuf-
ficient). 
 5 DealerTrack, Inc. v. Huber, 2009 U.S. Dist. LEXIS 58125 
(C.D. Cal. July 7, 2009); Cybersource Corporation v. Retail 
Decisions, Inc., 2009 U.S. Dist. LEXIS 26056 (N.D. Cal. Mar. 27, 
2009); compare Versata Software, Inc. v. Sun Microsystems, Inc., 
2009 WL 1084412 (E.D. Tex. Mar. 31, 2009). 
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ARGUMENT 


I. THE RISK TO SOFTWARE INNOVA- 
TION FROM THE FEDERAL CIRCUIT’S 
MACHINE-OR-TRANSFORMATION TEST 


 The primary concern of this case is what appears 
to be an overly broad patent claim, potentially giving 
the patentee a greater exclusive right than he 
deserves. The Federal Circuit was attempting to de-
termine whether Bernard Bilski’s claim was nothing 
more than a claim for an “abstract intellectual 
concept.” In re Bilski, 545 F.3d 943, 952 (Fed. Cir. 
2008). That court attempted to find a single test that 
embodied this Court’s prohibition against patents 
claiming laws of nature, natural phenomenon, and 
abstract ideas. But this Court has recognized the 
difficulty in resolving questions like this, and has 
cautioned against assuming that even its own 
multiple different approaches are dispositive: “We do 
not hold that no process patent could ever qualify if it 
did not meet the requirements of our prior prec-
edents.” Gottschalk v. Benson, 409 U.S. 63, 71 (1972); 
see also Bilski, 545 F.3d at 979 (Newman, J., dissenting) 
(“Nonetheless, the Federal Circuit now so holds”). 


 The Federal Circuit unfortunately did not per-
ceive the larger view that this Court has had. In 
answering the narrow question before it, the Federal 
Circuit turned this Court’s identification of two 
possible sufficient conditions – that a process claim is 
patentable if it transforms its subject matter to a dif-
ferent state or thing or if it is machine implemented – 
into necessary conditions, that such a claim is 
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patentable if and only if it is either machine 
implemented or performs this transformation. The 
Federal Circuit took what this Court described in 
Benson as the “clue”6 to patentability, id., and turned 
it into a “definitive test.” This legal legerdemain has 
been exhaustively analyzed by others, and that 
analysis will not be repeated here. See In re Bilski, 
545 F.3d at 979 (Newman, J., dissenting); id. at 1012 
(Rader, J., dissenting). 


 The machine-or-transformation test is not an 
incorrect test, but it is a limited one. If a process 
claim meets the machine-or-transformation test, then 
the claim is patent eligible. However, the converse is 
not true: if a claim fails the machine-or-transformation 
test, it should not be automatically deemed patent 
ineligible. Indeed, the test fails to encompass many 
software innovations that have traditionally been 
considered patent eligible, as illustrated below. 


 
A. The Federal Circuit’s Test Does Not 


Encompass Many Software Innova-
tions 


 Software innovation covers such diverse fields 
as operating systems, memory management, com-
puter programming languages, communications pro-
tocols, networking topologies, databases, information 


 
 6 A clue is “the information or key that guides through an 
intricate procedure or a maze of difficulties” Webster’s Third 
New International Dictionary (1986). 
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retrieval, graphics processing, video processing, color 
processing, fonts, animation, word processing, email 
applications, web browsers, navigation systems, and 
of course, graphical user interfaces. The U.S. Patent 
Classification System has over one thousand specific 
classes directed to software and computer related 
inventions. Any test for patent eligible process claims 
should take into account this diversity. 


 Significant problems in applying the machine-or-
transformation test to software inventions arise from 
the transformation prong of the test. The Federal 
Circuit recognized that electronic signals and 
electronically-manipulated data are “the raw mate-
rials of many information-age processes” In re Bilski, 
545 F.3d at 962, and stated that “transformation” 
could under at least some circumstances include 
transformation of data that is representative of 
physical and tangible objects. Id. at 962-63.7  


 But a narrow construction of the test to require 
that the data being transformed always represent 
macroscopic physical and tangible objects – objects 
that can be seen and touched – ignores the reality 
that many useful software inventions use and trans-
form data that does not have clear tangible corre-
lates. Rather, many software applications operate on 


 
 7 In the court’s example, the data was transformed into a 
visual depiction on a display. Id. The court did not clarify 
whether the visual depiction itself was required to meet its test, 
or whether transforming data representative of physical objects 
without subsequent display would have been sufficient. 
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data representing information instead of physical 
objects, and it is the transformation of that infor-
mation that provides the ultimate practical applica-
tion of the software – the practical application that 
this Court has identified time and again as a 
touchstone of patentability. Several examples illus-
trate this point. 


 
1. Graphical User Interface Inven-


tions 


 A “graphical user interface,” or GUI, refers 
generally to the way in which people interact with 
modern personal computers and other electronic 
devices. The Microsoft Window XP and Linux 
operating systems are each examples of software that 
provide GUIs. Since the mid 1960s, the U.S. Patent 
and Trademark Office (“PTO”) has granted over 
22,000 patents in the GUI field.8 


 A GUI’s underlying functionality is what makes 
it more than just pictures behind glass. Using a 
mouse to drag a file from one folder to another is a 
simple example of the relationship between a GUI’s 
visual components and its underlying functionality. 
GUIs are typically protected with process claims 
that describe those functional operations. GUIs play 
a vital role in differentiating products in the 


 
 8 GUIs are part of class 715 of the U.S. Patent Classi-
fication System. User interface inventions are also found in a 
variety of other classes.  
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marketplace, and patent protection for new and 
useful functionality provided by GUIs is thus 
important to software industry.  


 Under the machine-or-transformation test’s 
transformation prong, data being transformed must 
be representative of physical objects. But it is unclear 
what data must be displayed in a GUI to be con-
sidered “representative,” and which “physical tangi-
ble objects” have to be represented. For example, it is 
common now to describe files stored on a computer as 
being in different “folders.” But clearly there are no 
physical folders inside a computer, nor could one 
locate a “trash can” or “recycle bin” on a hard drive. 
Each of these is an abstraction of the way computers 
store information; they are not themselves “physical 
tangible objects.” Under the machine-or-transformation 
test, however, these abstractions may be fatal to 
patent eligibility. 


 An “abstraction” is not the same as an “abstract 
intellectual idea.”9 Software designers and program-
mers regularly use abstractions to represent the 
objects, functions and interactions that make up 
modern computing. The abstraction of a “folder” is 
useful to represent something that stores a number of 
distinct “files” or “documents.” This does not, how-
ever, make a “folder” merely an abstract intellectual 
idea. 


 
 9 See discussion infra Part II.C. 
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 To be sure, a “document” shown on the screen can 
be printed and thus become a tangible piece of paper. 
But if a “document” is created electronically and 
never printed, it cannot represent a physical object, 
because the physical object does not and will never 
exist – and yet, surely, the document is more than an 
abstract intellectual idea. 


 Similarly, under the machine-or-transformation 
test, it is not clear what counts as a “transformation” 
of data in a user interface. To the user, being able to 
edit a document, construct a spreadsheet, design a 
web page, or even search the Internet for documents, 
all are useful operations that take a given state of the 
world, and upon user input, change that state in 
some degree, however small. The machine-or-
transformation test imposes an unguided qualitative 
assessment of whether such a transformation is “good 
enough.” 


 That process claims to user interfaces may be 
novel and useful, and yet excluded under the Federal 
Circuit’s test, illustrates that test’s unsuitability to 
software applications. Intended by the Federal 
Circuit to be applied generally to all technologies, it 
fails to appreciate the nuances of any. 


 
2. Color Processing Inventions 


 Output devices, such as computer monitors, 
television screens, printers, and projectors cannot yet 
output (e.g., display, print, or project) the entire range 
of colors that humans can perceive. The portion of the 
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color space that a particular device can output is 
called its color gamut. 


 Digital images are represented by pixels, and 
each pixel has a set of data values that represent the 
“color” of the pixel. In many images, pixels have 
colors that are “outside” the gamut of the device the 
pixels are being shown on. To create the best possible 
output for a given image, it is necessary to determine 
how to change the original color values of the pixels 
into color values that the device can output. The 
particular process (algorithm10) selected for the trans-
formation impacts the final quality of the output 
image. Solutions to this problem are useful in fields 
as diverse as medical imaging, digital cameras, and 
high-definition broadcasting of football games. There 
are over 500 patents that address various aspects of 
solving this problem. 


 A narrow construction of the machine-or-
transformation test could find claims on innovative 


 
 10 There is considerable case law about “algorithms.” An 
algorithm is a specific sequence of operations or steps that 
accomplish a task. Not all algorithms are “mathematical 
algorithms,” which are algorithms that are solely mathematical 
operations. In re Freeman, 573 F.2d 1237, 1246 (C.C.P.A. 1978) 
(“Because every process may be characterized as “a step-by-step 
procedure * * * for accomplishing some end,” a refusal to 
recognize that Benson was concerned only with mathematical 
algorithms leads to the absurd view that the Court was reading 
the word “process” out of the statute.”) (emphasis in original). 
Algorithms per se do not exist in nature, they are created by 
humans to achieve tasks.  
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color gamut mapping solutions unpatentable as 
neither tied to a particular machine, nor trans-
formative of data representing physical objects. First, 
algorithms used to solve the color gamut problem can 
be executed on a variety of computers and processors, 
and thus need not be tied to a “particular machine” 
other than a general-purpose computer.  


 Second, Bilski’s requirement that data represent 
physical tangible objects seems misplaced: the data 
here represents the “color” of pixels. The numerical 
representation of color is not what most people would 
consider “physical and tangible.”11 


 Third, if the test requires a claim to recite that 
the resulting transformation is displayed, then this 
rule ignores two significant facts: that the algorithms 
can be used for conversion without display, and more 
importantly, for infringement purposes, that the 
entity that performs the color conversion may not be 
the entity that outputs the image. For example, a 
first company may perform a pre-processing service, 
which performs the appropriate conversion and stores 
it on disk. A second company later purchases the 
converted data and displays it. By requiring a claim 
to the conversion technology to include the displaying 
step, both parties described above would avoid any 
liability for infringement. See BMC Resources, Inc. v. 


 
 11 Of course, scientifically, color in the sense of light exists 
as photons, and electromagnetic waves, which have measureable 
physical properties. 
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Paymentech, L.P., 498 F.3d 1373 (Fed. Cir. 2007) (no 
direct infringement where multiple parties individ-
ually performed only limited steps of the process 
claim). 


 
3. Encryption and Compression Algo-


rithms 


 Data compression algorithms are what make it 
possible to store 7,000 songs on a digital audio player, 
a full-length motion picture on a DVD, and 1,000 
photographs on a memory card. Data compression 
algorithms generally operate by identifying statistical 
patterns that occur in the data being compressed. By 
replacing some of these patterns with shorter 
patterns, the original file is “transformed” into the 
compressed file, which uses up less space in memory 
or on disk. 


 Encryption algorithms secure everything from 
ATM machines transactions to military communica-
tions to Internet transactions, including e-commerce 
online banking, and securities trading. Encryption 
algorithms make data files unreadable by those 
without the means to undo the encryption. 


 Many of these compression and encryption 
algorithms are agnostic as to the “meaning” of the 
data they are transforming, and do not require that 
the data represent tangible objects. What the data 
represents is irrelevant: a simple compression 
algorithm will compress an image of an elephant, as 
well as the full text of James Joyce’s Ulysses, or a 
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spreadsheet of random numbers. An encryption 
algorithm will secure the contents of a DVD just as 
effectively as it will protect a set of passwords. But 
under the Federal Circuit’s rule, these algorithms 
would be patent eligible only if the underlying data 
represents physical tangible objects, and not where 
the data represents letters and numbers without a 
tangible analogue – even though the algorithm proc-
esses both sets of data in exactly the same manner. If, 
as here, the innovation is in the mechanism – or 
algorithm – for compressing or encrypting, then a test 
for eligibility that depends on what underlying data 
is being compressed or secured neither furthers the 
advancement of the technology, nor meaningfully 
tests whether the subject matter is directed only to 
an abstract idea. 


 With respect to the machine prong of the test, 
like the color management algorithms, these algo-
rithms do not rely for their effectiveness on a specific 
physical device, but can be employed by general 
purpose computers. Decisions since Bilski have held 
that a general purpose computer is not sufficient to 
meet the machine prong of the Federal Circuit’s test. 
See, e.g., DealerTrack, Inc. v. Huber, 2009 U.S. Dist. 
LEXIS 58125, at *12-13 (C.D. Cal. July 7, 2009) 
(“Under Bilski and the recent decisions interpreting 
it, the central processor in this case cannot constitute 
a ‘particular machine’ ”). 


 Thus, there are many software innovations that 
are new, useful and deserving of patent protection,  
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but which would be excluded if the machine-or-
transformation test were the sole basis for deter-
mining eligibility. 


 
B. The Risk to Software Innovation from 


The Machine-or-Transformation Test  


 The above examples of software innovations are 
broadly representative of the wide range of software 
innovations in the following ways: 


• They solve problems that only arise from 
human innovation in the first place: 
graphical user interfaces solve the 
problem of how to interact with a 
computer; color management solves the 
problem of how to output images on 
devices created by humans; encryption 
and compression solve the problem of 
how to store and secure digital data on 
human-created devices; 


• They provide useful benefits even when 
the data they act on does not represent 
physical tangible objects;  


• They do not require the visual depiction 
of data that represents physical objects 
in order to provide useful benefits. 


 Thus, if the sole test remains that a patent-
eligible process must transform data representative 
of physical objects or be tied to a machine other than 
a general-purpose computer, many inventions already 
patented and many yet to come would be without 
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protection. The risk of invalidation of existing 
software disrupts the settled expectations of those 
inventors who pursued – and obtained – patent pro-
tection prior to the Bilski decision. To limit patent-
ability so narrowly would discourage innovation in 
some of the fields most important to our modern 
economy. 


 
II. A SYNTHETIC APPROACH TO SECTION 


101 AND SOFTWARE PROCESS CLAIMS 


A. Section 101 Is Not a Needle to Be 
Threaded 


 Section 101 implements the Constitutional 
invitation of Article I, Section 8, Clause 8, as an open 
call to all inventors to come forward with their 
discoveries in exchange for an exclusive right. Section 
101 defines the scope of protection for what by 
definition is now unknown and cannot be foreseen – 
inventions that have not yet come to be.  


 While its limited exclusions turn away at the 
outset those claims to the scientific principles and 
abstract intellectual ideas that are free to all, the 
remainder must withstand the tests of novelty, non-
obviousness, and enablement provided by other 
sections of the Act. It is there that overly broad claims 
are best identified and challenged.  


 Section 101 is too blunt an instrument with 
which to consistently differentiate between a patent 
claim that is properly broad, and one that is overly 
broad. A patent claim can be so broad that it reads on 
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the past, and hence is not novel.12 Alternatively, a 
patent claim can be so broad that it reads on the 
unknown future, capturing something that the 
inventor has not yet invented – in which case the 
patentee has failed to fully enable his invention. The 
appropriate way to prevent these types of overly 
broad patents is application of the statutory require-
ments for novelty, non-obviousness, and enablement. 
Section 101 is also a poor tool for differentiation if 
only because humans cannot foresee – let alone judge 
well – what will be invented tomorrow. What we can 
do is make judgments based on evidence from the 
past and the present, and this is precisely what 
§§ 102, 103 and 112 allow us to do.  


 There will always be cases of patent applications 
seeking claims on subject matter that exists outside 
the reach of human ingenuity. How else will the 
boundary of knowledge and invention be advanced if 
it is not occasionally pushed? The Benson Court was 
sensitive to this conundrum, and made clear that it 
was leaving “room for the revelations of the new, 
onrushing technology.” Benson, 409 U.S. at 71.  


 To balance these concerns – between over-
reaching rights of inventors and the need to keep the 
  


 
 12 Indeed, Benson hinted at precisely that: “Here the 
‘process’ claim is so abstract and sweeping as to cover both 
known and unknown uses of the BCD to pure-binary conver-
sion.” Benson, 409 U.S. at 69 (emphasis added). 







19 


door open to future innovations, this Court should 
maintain the framework that it has adopted over the 
past 100 years, using a mode of analysis based not on 
bright line rules and talismanic formulations, but 
guided by first principles of patent law. 


 
B. A Single Test Cannot Be Used to 


Identify Unpatentable Claims to Laws 
of Nature, Natural Phenomena, and 
Abstract Intellectual Ideas  


 The difficulty of determining patent eligibility 
under § 101 and its predecessors is evidenced by the 
numerous doctrines that have been adopted by this 
Court, the Federal Circuit, and its predecessor, the 
Court of Customs and Patent Appeals, over the last 
200 years. The multiple doctrines evince the need for 
a flexible framework that can accommodate the wide 
variety of different issues presented by patent claims 
at the boundary of ingenuity and the margins of 
invention.  


 Many courts have treated the exclusions from 
patent-eligible subject matter – laws of nature, 
natural phenomena, and abstract ideas – as one and 
the same, even though the case before them 
implicated only a single one of these categories. As 
Justice Breyer observed in Lab. Corp. of Am. 
Holdings v. Metabolite Labs., Inc., these are three 
different categories, and difficult to define precisely. 
548 U.S. 124, 134 (2006) (Breyer, J., joined by Stevens 
and Souter, JJ., dissenting from dismissal of writ of 
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certiorari). Logically, different categories of subject 
matter must be treated using different con-
siderations. Indeed, apparatus claims are treated 
differently from process claims for purposes of § 101 
analysis – so too must claims that implicate a law of 
nature, for example, be treated differently from those 
that implicate an abstract intellectual idea.  


 Even accepting Justice Breyer’s caveat, some 
basic differences between the categories can be noted. 
“Law of nature” evokes a sense of immutable, universal, 
generalized rules of how the universe – or “Nature,” 
or “reality” – works.13 The laws and constants of 
physics, Maxwell’s equations for electromagnetic 
fields, the speed of light, and pi are illustrative. By 
contrast, “natural phenomenon” connotes a naturally-
occurring physical event or condition, not produced by 
humans. Lightning, tornadoes, the aurora borealis, 
the 17-year cycle of the cicada, solar eclipses and the 
“green flash” are all examples of natural phenomena. 
These two categories are quite different in kind: the 
former captures the eternal, the fundamental aspect 
of reality, while the latter captures events that 
occur in the physical world, and that are contingent 
upon the particulars of geography, biology, physics, 


 
 13 A law of nature is “a generalized statement of natural 
processes; one of chief generalizations of science variously con-
ceived as imposed upon nature by the Creator, as representing 
an intrinsic orderliness of nature or the necessary conformity of 
phenomena to reason and understanding.” Webster’s Third New 
International Dictionary (1986). 
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etc. Natural phenomena certainly comport with the 
laws of nature, but they are not themselves laws of 
nature.  


 The Federal Circuit incorrectly assumed that the 
three categories of exclusion could be treated as one, 
under the gloss of a “fundamental principle.” In re 
Bilski, 545 F.3d at n.5 (“As used in this opinion, 
‘fundamental principle’ means ‘laws of nature, 
natural phenomena, and abstract ideas’ ”). That error 
was compounded by a misstatement of this Court’s 
precedent. Id. at 954 (“The Supreme Court, however, 
has enunciated a definitive test to determine whether 
a process claim is tailored narrowly enough to 
encompass only a particular application of a 
fundamental principle rather than to pre-empt the 
principle itself”). 


 The Federal Circuit’s assumption ignores the 
very diverse manifestations of these categories and 
how they may arise in process claims. A test that 
perhaps captures a process claim for a law of nature 
itself – by identifying its inclusion of a fundamental 
construct of physics and nothing more – would hardly 
do well to identify a claim for nothing more than a 
transient event or a naturally occurring substance.  


 Similarly, an abstract idea is not inherently a law 
of nature or natural phenomenon, and so claims that 
seem too abstract must be treated with their own 
appropriate considerations. Of these three areas, the 
one that most directly impacts the patentability of 
software is the exclusion of abstract intellectual 
ideas.  
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C. Broad Software Process Claims Are 
Not Inherently Unpatentable Abstract 
Ideas 


 Claims by definition are abstractions and neces-
sarily so. This has been long recognized: 


The difficulty which American courts . . . 
have had . . . goes back to the primitive 
thought that an “invention” upon which the 
patent gives protection is something tangi-
ble. The physical embodiment or disclosure, 
which, in itself is something tangible is 
confused with the definition or claim to the 
inventive novelty, and this definition or claim 
or monopoly, also sometimes called “inven-
tion” in one of that word’s meanings is not 
something tangible, but is an abstraction. 
Definitions are always abstractions. This 
primitive confusion of “invention” in the 
sense of physical embodiment with “inven-
tion” in the sense of definition of the 
patentable amount of novelty, survives to the 
present day, not only in the courts, but 
among some of the examiners in the Patent 
Office. 


E. Stringham, Double Patenting, Washington D.C., 
Pacot Publications (1933) (emphasis added). 


 There is a difference between an abstract idea 
and an abstraction: An abstraction is a generali-
zation, it is a definition that identifies the principle 
aspects or features of the concept. The concept of 
“dog” is itself an abstraction from the details of any 







23 


specific dog. But a “dog” is clearly not an abstract 
intellectual idea.  


 Given that philosophers have debated the nature 
of abstract ideas for more than 2000 years – the 
problem of universals – it is not surprising that the 
Federal Circuit did not cut this Gordian Knot. Nor 
does Amici presume to set forth a definitive frame-
work for analysis. Rather, Amici attempts to set forth 
a sufficient basis for aiding the Court in distin-
guishing between claims for abstract intellectual 
ideas and claims that are merely broad in scope. 


 All human language – and all patent claims – 
make use of concepts. Concepts such as “house,” 
“dog,” “red,” and “father” are used to reference 
physical objects, their attributes, and relationships. 
We understand what the word dog means, because we 
generalize from our experience with individual dogs. 
In philosophical terms these concepts are called “con-
crete concepts.” The other class of concepts involves 
abstract concepts. “Equality,” “fairness,” “justice,” and 
“humility” are abstract intellectual ideas pertaining 
to humans and social relationships. Mathematics is 
one domain of abstract ideas, with prime numbers, 
groups and sets, and the Pythagorean Theorem, being 
simple examples. Thus, “dog” may be an abstraction, 
but it is certainly not an “intellectual” one. The 
concern of this Court has properly been on abstract 
intellectual ideas – ideas, the core meaning of which 
is not simply a generalization of the attributes of 
physical objects and experiences, but rather ideas 
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that do not have any physical representation in the 
world.  


 Software process claims – even when they do not 
recite real world-entities – are not claims to abstract 
intellectual ideas. Rather, software process claims 
describe an invention in the very same manner that 
computer programmers develop computer programs. 
Computer programs use abstractions to define the 
relevant characteristics and features of the data and 
the operations of the program. Software process 
claims also use abstractions – indeed sometimes the 
very same abstractions as in the computer program – 
to define the relevant steps of the invention. Just as a 
computer program itself will not be an abstract 
intellectual idea, so too a software process claim does 
not inherently describe an abstract intellectual idea. 


 There is a difference between a broad process 
claim and a claim that is for an abstract intellectual 
idea. A broad claim is acceptable, and may protect 
patentable subject matter, as long as it is definite and 
supported by the disclosure. Only where the subject 
matter of the claim as a whole is directed to 
intellectual ideas of the type described above would it 
fail to be patent eligible.  


 And this is the actual teaching of the historical 
patent law cases that were thought to invalidate 
claims as unpatentable subject matter. Instead, this 
Court’s jurisprudence can be explained not as 
rejecting claims as nothing more than “abstract” per 
se, but rather as filtering out claims that were 
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abstract in the sense of being so overly broad that 
they were anticipated, indefinite or lacking enable-
ment. 


 
D. Selected Historical Cases: Le Roy, 


O’Reilly, Corning, and Tilghman 


 Several early Supreme Court cases that touch 
upon patent eligibility and are often cited in the 
modern case law are Le Roy v. Tatham, 55 U.S. 156 
(1852); O’Reilly v. Morse, 56 U.S. 62 (1853); Corning 
v. Burden, 56 U.S. 252 (1853); and Tilghman v. 
Proctor, 102 U.S. 707 (1880). Although these cases 
touch on patenting abstract ideas, their actual hold-
ings did not in fact turn on that issue. 


 Both Benson and Diehr cite Le Roy for the 
proposition that “A principle, in the abstract, is a 
fundamental truth; an original cause; a motive; and 
these cannot be patented, as no one can claim in 
either of them an exclusive right.”14 Le Roy, 55 U.S. at 
175. The actual holding of Le Roy is that the trial 


 
 14 This statement was dicta and expressly so, as the Court 
firmly stated that the issue of whether “The newly discovered 
principle, to wit, that lead could be forced, by extreme pressure, 
when in a set or solid state, to cohere and form a pipe, was not 
in the patent, and the question whether it was or was not the 
subject of a patent was not in the case.” Le Roy, 55 U.S. at 171 
(emphasis added). The quoted language itself came from the 
trial court, which specifically admonished the jury that “The 
word ‘principle’ is used by elementary writers on patent subjects, 
and sometimes in adjudications of courts, with such a want of 
precision in its application, as to mislead.” Id. at 174. 
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court erred in instructing the jury that it was not to 
consider the novelty of Tatham’s machinery when 
judging whether the patent was valid: “We think 
there was error in the above instruction, that the 
novelty of the combination of the machinery, specif-
ically claimed by the patentees as their invention, 
was not a material fact for the jury.” Id. at 177. The 
Le Roy Court did not hold Tatham’s patent invalid for 
covering a “principle,” rather it sent the patent back 
to the jury to determine whether the claim was 
invalid for want of novelty. Thus, the question of 
whether the patent claim was for an abstract 
principle did not arise in Le Roy. 


 The O’Reilly Court states that a patent on 
“principle” would be “void because the discovery of a 
principle in natural philosophy or physical science, is 
not patentable.” 56 U.S. at 116 (emphasis added). The 
context makes clear that the use of “principle” is in 
reference to universal laws or “scientific principles,” 
id. at 107, in other words, laws of nature, rather than 
“abstract ideas.” The O’Reilly Court in fact decided 
the validity of the patent by what today would be 
understood as a failure of enablement under § 112: 


In fine, he claims an exclusive right to use a 
manner and process which he has not 
described and indeed had not invented, and 
therefore could not describe when he 
obtained his patent. The court is of opinion 
that the claim is too broad, and not 
warranted by law.  


O’Reilly, 56 U.S. at 113 (emphasis added). 
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Now in this case, there is no description but 
one, of a process by which signs or letters may 
be printed at a distance. . . . The words of the 
acts of Congress above quoted show that no 
patent can lawfully issue upon such a claim. 
For he claims what he has not described in 
the manner required by law.  


Id. at 120 (emphasis added). 


 In contrast, in Tilghman, the process claim was 
patentable – yet the breadth of Tilghman’s claim is 
astounding to the modern reader: 


I claim as of my invention, the manu-
facturing of fat acids and glycerine from fatty 
bodies by the action of water at a high 
temperature and pressure.  


102 U.S. at 709. 


 This claim is no different in form from Morse’s 
invalid claim in O’Reilly, as it describes the desired 
effect – manufacturing of fats and glycerine as 
compared to Morse’s “making or printing intelligible 
characters” – by a generic mode of operation – the 
action of water at high temperature and pressure as 
compared to Morse’s “motive power of the electric or 
galvanic current.”  


 What saved Tilghman’s claim from invalidity? 
The Court plainly explains: “It [Tilghman’s process] is 
clearly pointed out in the specification, and one 
particular mode of applying it and carrying it into 
effect is described in detail. . . . The true construction 
of this claim is to be sought by comparing it, as have 
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already done, with the context of the specification; 
with the statement of the patentee.” Tilghman, 102 
U.S. at 729. Indeed, the Court quotes Tilghman’s 
specification at considerable length to demonstrate 
the completeness of the disclosure. See, id. at 718-21. 


 In short, Morse’s claim was not abstract, but 
overly broad – and invalid because he did not provide 
an enabling description commensurate with the 
breadth of the claim. Tilghman’s equally broad claim 
was acceptable because he provided a specific 
description of the apparatus and mode of operation 
for his invention.  


 Finally, the problem in Corning was that that the 
claim was indefinite – not that it was abstract or for a 
natural principle: “It is true that the patentee, after 
describing his machine, has set forth his claim in 
rather ambiguous and equivocal terms which might 
be construed to mean either a process or machine.” 
Corning, 56 U.S. at 269. The Court held that the trial 
court erred in instructing the jury that the claim was 
for a process. Id. at 270.  


 In sum, while many of this Court’s early 
decisions discuss the problem of process claims, a 
careful reading of the cases suggests that they did not 
actually hold any process claim unpatentable for 
being directed to an abstract intellectual idea. 
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E. The Modern Cases: Benson, Flook, 
Diehr and the Preemption Doctrine 


 This Court’s modern § 101 jurisprudence applies 
its earlier precedent to the modern computer age and 
the patentability of computer-related inventions. The 
cases evidence a similar concern with respect to 
overly broad claims, rather than claims to mere 
abstract ideas. 


 Benson was this Court’s first assessment of 
patentable subject matter as applied to software and 
digital computers. It is also the first case to raise the 
issue of whether a claim would “pre-empt” all uses of 
a mathematical formula: “The mathematical formula 
involved here has no substantial practical application 
except in connection with a digital computer, which 
means that if the judgment below is affirmed, the 
patent would wholly pre-empt the mathematical 
formula and in practical effect would be a patent on 
the algorithm itself.” 409 U.S. at 71-72. 


 As this sentence makes absolutely clear, “pre-
emption” is a conclusion, it is not an analysis itself. 
The preemption concern arose from the very specific 
problem before that Court, that “a scientific truth, or 
the mathematical expression of it, is not a patentable 
invention.” Id. at 67 (citing MacKay Radio & Tele-
graph Co. v. Radio Corp. of Am., 306 U.S. 86, 94 
(1939)). For the purposes of its analysis, the Benson 
Court appears to have adopted Webster’s very narrow 
definition of an algorithm: “A procedure for solving a 
given type of mathematical problem is known as an 
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‘algorithm.’ ” 409 U.S. at 65. The Court correctly 
appreciated that claim 13, which recited purely math-
ematical steps, was in essence the “mathematical 
expression” of a “scientific truth,” since the rules 
governing the conversion of BCD into binary are 
determined purely by number theory, not by human 
ingenuity. The Court’s analysis thus equated Benson’s 
particular “mathematical algorithm” with a “math-
ematical expression” of a scientific truth: “In Benson, 
. . . we concluded that such an algorithm, or 
mathematical formula, is like a law of nature, which 
cannot be the subject of a patent.” Diehr, 450 U.S. at 
186.  


 While that conclusion was appropriate given 
Benson’s claim, its premise is not true as a general 
rule. Not all mathematical algorithms are “scientific 
truths” like the relationship between BCD and 
binary. Mathematical algorithms (or formulas) for 
routing of cell phone calls, scheduling airplanes or 
elevators, or ranking Internet search results are not 
“scientific truths.”  


 The Flook decision also assumed, that like the 
algorithm for BCD to binary conversion, all mathe-
matical algorithms expressed “scientific truths,” and 
as such they are “one of the basic tools of scientific 
and technological work,” Parker v. Flook, 437 U.S. 584, 
591 (1987) (citing Benson 409 U.S. at 67) (internal 
quotation marks omitted). This then explains the 
basis of Flook’s rule that the algorithm must be 
“treated as though it were a familiar part of the prior 
art.” That rule is necessary only if all mathematical 
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algorithms in fact express scientific truths, i.e., 
something that was “true” before it was discovered, 
and thus part of the prior art. In his dissent in Diehr, 
Justice Stevens explained that the Flook Court’s 
reasons for finding Flook’s claim unpatentable were 
very basic: “The essence of the claimed discovery . . . 
was an algorithm that could be programmed on a 
digital computer.” Diehr, 450 U.S. at 209 (Stevens, J., 
dissenting). Justice Stevens makes clear that using a 
digital computer to solve a problem is not the stuff of 
patentability, urging the majority to adopt “an une-
quivocal holding that no program-related invention is 
a patentable process under § 101 unless it makes a 
contribution to the art that is not dependent entirely 
on the utilization of a computer.” Id. at 219. This view 
makes sense only on the assumption that mathematical 
algorithms implemented by computers always express 
scientific truths, an assumption that is not correct. 


 Flook’s analysis need not be discarded however, 
because the decision is consistent with the funda-
mental concerns of O’Reilly: a failure of enablement 
and thus of the constitutional bargain. As in O’Reilly, 
Flook claimed more broadly than he enabled: 


The patent application does not purport to 
explain how to select the appropriate margin 
of safety, the weighting factor, or any of the 
other variables. Nor does it purport to 
contain any disclosure relating to the 
chemical processes at work, the monitoring 
of process variables, or the means of setting 
off an alarm or adjusting an alarm system. 
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All that it provides is a formula for com-
puting an updated alarm limit.  


Flook, 437 U.S. at 586. 


 The Diehr Court made this very same point:  


We were careful to note in Flook that the 
patent application did not purport to explain 
how the variables used in the formula were 
to be selected, nor did the application contain 
any disclosure relating to chemical processes 
at work or the means of setting off an alarm 
or adjusting the alarm limit. All the appli-
cation provided was a “formula for comput-
ing an updated alarm limit.”  


Diehr, 450 U.S. at 193 n.14. 


 Thus Flook, too, lends support to a conclusion 
that software patent claims are not inherently 
abstract, but must be evaluated for their breadth in 
light of the disclosure.  


 Diehr also follows the preemption approach, but 
rather than dissecting the claim as in Flook, that 
Court considered the claim as a whole: “they do not 
seek to preempt the use of that equation. Rather, they 
seek only to foreclose from others the use of that 
equation in conjunction with all of the other steps in 
their claimed process” Diehr, 450 U.S. at 187. Diehr is 
consistent with the mode of analysis presented here, 
that the claim must be interpreted as a whole and 
with regard to what those of skill in the art would 
understand based upon the inventor’s disclosure. 
Preemption is not itself an analysis of the claim, but a 
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conclusion to be drawn only after the claim is 
understood as a whole in view of the disclosure and 
knowledge of one of skill in the art. 


 
F. A Multi-Factor Analysis for Section 101 


and Software Process Claims 


 This Court has recognized in the obviousness 
context of § 103 that a “one-test-fits-all” approach to 
patentability is not appropriate. See KSR Int’l Co. v. 
Teleflex Inc., 550 U.S. 398 (2007); Graham v. Deere, 
383 U.S. 1 (1966). It stands to reason that a similarly 
flexible test would be appropriate when considering 
whether a claim is directed to excluded subject 
matter, given the diversity of technologies to which a 
claim may be related, and the differences in the types 
of exclusions under § 101.  


 A multi-factor approach to § 101 employs no one 
test to judge the patent eligibility of a process claim. 
Instead, the claim is evaluated by multiple balancing 
considerations, some of which may include: 


• coverage of merely intellectual concepts 
versus coverage of concrete concepts and 
abstractions;  


• preemption of applications of the 
claimed invention versus the available 
arena in which others can invent in the 
future; 


• the breadth of the claim versus the 
definiteness and enablement provided by 
the specification; 
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• coverage of laws of nature versus 
coverage of applications of such laws for 
useful purposes; and 


• coverage of natural phenomena per se 
versus the use of natural phenomena for 
particular ends.  


 As applied to software claims, these factors 
would likely lead to a conclusion that most are within 
the dominion of § 101. While a software process may 
have no practical application “except in connection 
with a digital computer,” Benson, 409 U.S. 71, a 
modern analysis cannot stop there. Rather, the patent 
eligibility of a software process claim should be 
considered in view of the above factors.  


 First, even in the absence of explicit recitations of 
hardware, a software process claim describes the 
operations of a computer, as would be understood by 
anyone of skill in the art of computer engineering and 
programming. A computer cannot operate on “ideas,” 
let alone “abstract” ones. The first balancing factor 
tilts heavily towards the conclusion that a process 
claim necessarily deals with concrete concepts and 
acceptable “abstractions.” 


 Second, in the context of both the historical and 
modern cases, the concern over preemption as a 
standalone consideration is misplaced – rather pre-
emption is a balancing factor. By definition a patent 
claim operates to “preempt” others from implement-
ing a particular invention, for how else is the 
“exclusive right” obtained? It is not preemption per se 
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that is bad, but rather preemption that is un-
supported by an equally broad and enabling dis-
closure of invention that makes clear the metes and 
bounds of the invention, and thereby improperly 
forecloses future innovations by others. On the other 
hand, a broad scope of preemption is justified by a 
clear and definite claim and broadly enabling patent 
disclosure. Thus, the horse of preemption must 
always be shackled to the cart of disclosure. 


 So long as a claim for a software process is 
described as operating on a computer, then a claim, 
even a broad one, is patent eligible. If someone 
invents a particular algorithm, and a process claim 
for that algorithm is limited to operation on a 
computer – either explicitly or implicitly – then the 
sheer breadth of the claim does not defeat patent 
eligibility. The breadth of the claim must be 
understood not in a vacuum, but rather entirely in 
the context of what one of skill in the art would 
understand precisely because it is one of skill in the 
art who must be enabled by the patent disclosure.  


 Once the difference between laws of nature, 
natural phenomenon, and abstract intellectual ideas 
is recognized, claims implicating the former two 
categories can be more precisely identified. Separate 
tests and considerations appropriate to these claims 
remain to be identified.  


 Finally, only if the claim is so broad as to cover 
every possible implementation – and this is a 
question of fact that requires more than cursory 
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analysis – then the claim likely would be un-
patentable under § 102 or § 103 – but it would still be 
patentable subject matter under § 101. This is be-
cause such a claim would likely recite the desired 
result and without significant limitation as to the 
way of achieving that result. If the result is too 
broadly stated, then it is likely a result that has been 
obtained by others, and hence not novel. 


--------------------------------- ♦ --------------------------------- 
 


CONCLUSION 


 Applying a variety of balancing factors, rather 
than a single, complicated test, provides the flexi-
bility necessary to leave room for the unknown future 
of technology innovation, a future that begins with 
the first patent application filed tomorrow. 
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QUESTIONS PRESENTED 


Whether the Federal Circuit erred by holding 
that a "process" must be tied to a particular machine 
or apparatus, or transform a particular article into a 
different state or thing ('machine-or-transformation' 
test), to be eligible for patenting under 35 U.S.C. § 
101, despite this Court's precedent declining to limit the 
broad statutory grant of patent eligibility for "any" new and 
useful process beyond excluding patents for "laws of nature, 
physical phenomena, and abstract ideas." 


Whether the Federal Circuit's "machine-or
transformation" test for patent eligibility, which 
effectively forecloses meaningful patent protection to 
many business methods, contradicts the clear 
Congressional intent that patents protect "method[s] 
of doing or conducting business." 35 U.S.C. § 273. 
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I. INTRODUCTION AND 
STATEMENT OF INTEREST OF 
AMICUS CURIAEI 


Although Petitioners' patent application 
specifically relates to a "business method," the 
questions presented directly affect innovation in 
many other existing and unknown future types of 
technology. In fashioning a new and unprecedented 
rule, the Federal Circuit has restricted the threshold 
requirement for patent eligibility by excluding all 
processes unless they are tied to a machine or 
transform articles to a different form. The Federal 
Circuit test effectively curtails innovation in as yet 
unknown, future areas of discovery as well as 
disrupts settled expectations concerning issued 
patents in many existing technologies. 


The American Intellectual Property Law 
Association (CCAIPLA") is a national bar association of 
more than 16,000 members engaged in private and 
corporate practice, in government service, and in the 
academic community. AIPLA represents a wide and 
diverse spectrum of individuals, companies, and 


1 This amicus curiae brief is presented by the American 
Intellectual Property Law Association under Supreme Court 
Rule 37.3(a). Petitioners have consented to the filing of this 
amicus curiae brief via blanket letter of consent on file with the 
Court dated June 9, 2009, and respondent has consented via a 
separate letter of consent dated June 12, 2009. In accordance 
with Supreme Court Rule 37.6, amicus curiae states that no 
counsel for a party authored any part of this brief. Only this 
amicus curiae made monetary contribution to the preparation 
and submission of this brief. Counsel for amicus curiae 
prepared this brief on a pro bono basis. 
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institutions involved directly and indirectly in the 
practice of patent, trademark, copyright, and unfair 
competition law, as well as other fields of law 
affecting intellectual property. AIPLA members 
represent both owners and users of intellectual 
property. 


AIPLA takes no position on the merits of 
Petitioners' alleged innovation and on whether their 
application ultimately should or should not receive a 
patent. AIPLA's sole interest is in the threshold rule 
of law for obtaining patent rights, and in ensuring 
that the patent law continues to provide the 
incentives that serve the Constitutional purpose of 
promoting the progress of science and the useful arts 
in accordance with Article I, Section 8. 


In compliance with Rule 37 of this Court, 
AIPLA has notified and obtained the consent of both 
Petitioners and Respondent to file this amicus brief. 


II. SUMMARY OF ARGUMENT 


The first question presented, as in Diamond v. 
Chakrabarty, 447 U.S. 309 (1980), Diamond v. Diehr, 
450 U.S. 180 (1981), and J.E.M Ag Supply, Inc. v. 
Pioneer Hi-Bred International, Inc., 534 U.S. 124 
(2001), concerns the proper construction of Section 
101 of the Patent Act, the section that extends patent 
eligibility (but, importantly, not patentability) to "any 
new and useful process, machine, manufacture, or 
composition of matter, or any new and useful 
improvement thereof, subject to the conditions and 
requirements of this title." 35 U.S.C. § 101 
(emphasis added). 
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In the 1952 Patent Act, Congress added 35 
U.S.C. § 100(b) to make clear that the term "process" 
in § 101 was intended to have a broad meaning that 
subsumed all antecedent terms, such as "art": 


The term "process" means process, art or 
method, and includes a new use of a known 
process, machine, manufacture, composition of 
matter, or material. 


However, the Federal Circuit majority ignored 
the clear Congressional intent that any process be 
patent-eligible and instead, by misinterpreting this 
Court's precedents, held that to be patent-eligible 
under 35 U.S.C. § 101, any "process" must first (1) be 
tied to a particular machine or apparatus, or (2) 
transform a particular article into a different state or 
thing (the "machine or transformation" test). Pet. 
App. at 12a. 


There IS no support for a "machine or 
transformation" requirement found in the Patent 
Statute, or its legislative history. Instead, this test is 
derived from dictum and tied to the vocabulary of 
technologies developed in earlier ages, and thus is 
backward-looking and ill-fitted to future discoveries 
and technologies as yet unimagined. 


The Federal Circuit majority reasoned that 
this Court's prior decisions required a "machine or 
transformation" as the single test for patent
eligibility of a process, art or method. Pet. App. at 
12a, 16a-17a. In doing so, the Federal Circuit 
majority relied on descriptions in this Court's 
precedents, crafted in terms applicable to the 
technologies then at issue before the Court-such as 
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a process that "transformed" wheat into flour-but 
failed to recognize these descriptions were not 
intended as limitations to be applied to all future 
technological developments. Indeed, contrary to the 
Federal Circuit majority's conclusion, this Court has 
never imposed or suggested that "machine or 
transformation" should be the sole test for eligibility 
of processes. Even in decisions relied on by the 
Federal Circuit majority, this Court has repeatedly 
denied any such rigid limitation on process 
eligibility. In Parker v. Flook, 437 U.S. 584 (1978), 
this Court clearly stated that "a valid process patent 
may issue even if it does not meet one of these 
qualifications [transformation or machine
implementation] of our earlier precedents." [d. at 
589 n.9; see also Gottschalk v. Benson, 409 U.S. 63, 
71 (1972) ("We do not hold that no process patent 
could ever qualify if it did not meet with the 
requirements of our prior precedents."). 


The issue of Federal law thus presented by the 
decision of the Federal Circuit is not limited to so
called "business method" patents but, as stated and 
now applied by both the Federal Circuit and the 
United States Patent and Trademark Office 
("USPTO"), affects every "process" in every 
technology, including both existing technologies and 
those yet-to-be-discovered. Restricting eligibility to 
only those processes that are either tied to a specific 
machine or that transform a material, however, 
minimizes incentives for development of future and 
potentially very valuable technologies. As a result, 
the Constitutional purpose of promoting the progress 
of science and the useful arts likely will be 
undermined rather than served. 
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Remarkably, the majority acknowledged that 
recent advances in technology already have "begun 
to challenge" the suitability of its test. Pet. App. at 
17a. Technologies already impacted by the Federal 
Circuit's "machine or transformation" test include 
processes relating to computer software (not tied to a 
specific machine), processes relating to the 
administration of medicines and therapeutic 
treatments, and even claims to "systems" and 
apparatus. Circuit Judge Newman observed in her 
dissenting opinion that the full extent of the "impact 
on the future, as well as on the thousands of patents 
already granted, is unknown." Pet. App. at 60a 
(Newman, J., dissenting). 


Moreover, while broadly impacting many 
existing and future technologies, the majority's test 
does little or nothing to remedy its perceived 
"business method" issues since the application of the 
test, as suggested by the majority, raises more 
questions than it can answer. It thus fulfills no need 
and adds nothing useful to the fundamental 
principles that deny eligibility to "laws of nature, 
natural phenomena and abstract ideas." 


The Federal Circuit's quest for "bright-line" 
tests could help ease the administrative burdens of 
the Patent Office, and to that extent is a worthy 
objective. However, fashioning a new and rigid 
eligibility test to be applied at the very door-step of 
the Office is misguided and inappropriate. It upsets 
settled expectations with respect to numerous 
existing patents. It contravenes the expressed intent 
of Congress and conflates patent eligibility with 
patent worthiness. The latter issue is better dealt 
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with by an exacting application of the conditions for 
patentability codified in 35 U.S.C. §§ 102, 103 and 
112. Although the patent eligibility issue has been 
colored by public policy debates over patent quality 
and business methods, the answer is not to impose 
ill-fitting short cuts that restrict incentives for 
worthwhile future innovation. Instead, the answer 
to the need for "better patents" in all fields of 
endeavor is to provide the resources needed by the 
USPTO and require that it apply greater diligence to 
the task of strictly enforcing these conditions for 
patentability across all types of inventions. 


III. ARGUMENT 


A. The Federal Circuit's 
"Machine Or Transformation" 
Requirement Misinterprets 
This Court's Precedents 


1. This Court's precedents 
neither hold nor suggest 
that, to be patent-eligible 
under Section 101, a process 
must result in a physical 
transformation or be tied to 
a machine 


Relying primarily on four prior decisions of 
this Court - Gottschalk v. Benson, Cochrane v. 
Deener, Parker v. Flook, and Diamond v. Diehr - the 
Federal Circuit majority concluded that this Court 
established a definitive "machine or transformation" 
test for determining the patent eligibility of a 
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claimed process under § 101. Pet. App. at 12a-13a. 
However, this Court's precedents offers no support 
for the majority's conclusion. The precedents cited 
by the Federal Circuit majority neither holds nor 
suggests that a claimed process is patent-eligible 
only if "(1) it is tied to a particular machine or 
apparatus, or (2) it transforms a particular article 
into a different state or thing." Pet. App. at 12a. 


Gottschalk v. Benson, 409 U.S. 63 (1972), does 
not require a process be "tied to a particular 
machine" or "transform a particular article into a 
different state or thing" to be patent-eligible. In fact, 
Benson actually declined to adopt a "machine or 
transformation" test, stating: "It is argued that a 
process patent must either be tied to a particular 
machine or apparatus or must operate to change 
articles or materials to a 'different state or thing.' 
We do not hold that no process patent could ever 
qualify if it did not meet the requirements of our 
prior precedents." Benson, 409 U.S. at 71. 


Indeed, in Benson, the Court did not consider 
the existence - or non-existence - of a "machine-or
transformation" in evaluating the patent-eligibility 
of a method of programming a computer with a 
mathematical algorithm to convert binary-coded 
decimal numerals. Instead, it concluded that the 
claimed method did not cover patent-eligible subject 
matter because it would "wholly pre-empt the 
mathematical formula and in practical effect would 
be a patent on the algorithm itself." Benson, 409 
U.S. at 72. The Court explained that there was "no 
substantial practical application [for the claimed 
method] except in connection with a digital 
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computer," id. at 71, and the claim "purported to 
cover any use of the claimed method in a general
purpose digital computer of any type." [d. at 64. 
Thus, based on the established principle that one 
cannot patent an abstract intellectual concept such 
as a mathematical expression, the Court held the 
claims in Benson unpatentable. [d. at 72. 


The Federal Circuit majority's misplaced 
reliance on Benson is based primarily upon 
misinterpretation - and misapplication - of a single 
statement (made in dicta) in Benson that 
"[t]ransformation and reduction of an article 'to a 
different state or thing' is the clue to the 
patentability of a process claim that does not include 
particular machines." See, e.g., Pet. App. at 12a. 
This "transformation and reduction of an article 'to a 
different state or thing'" language actually originated 
in the Court's opinion in Cochrane u. Deener, 94 U.S. 
780 (1877). However, like Benson, Cochrane neither 
held nor suggested that, to be patent-eligible, a 
process must result in a physical transformation. 


Instead, Cochrane considered whether a 
process for improving the qualities of superfine flour 
may be infringed irrespective of the physical 
mechanism used by the alleged infringer to effect the 
desired result of the process. [d. at 788. The 
patentee claimed that his invention was in the 
process itself, and "not limited to any special 
arrangement of machinery." [d. at 785. It was in the 
context of that level of technology (first separating 
the superfine flour and then purifying the flour
producing portions of the middling-meal prior to 
regrinding), and with that perspective, that 
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Cochrane characterized a "process" as "an act, or a 
series of acts, performed upon the subject-matter to 
be transformed and reduced to a different state or 
thing." Id. at 788.. Nothing in Cochrane suggested 
that, to be patent-eligible, every future "act or series 
of acts" must transform subject matter into a 
different state or thing. 


Indeed, this Court III Cochrane stated the 
following: "That a process may be patentable, 
irrespective of the particular form of the 
instrumentalities used, cannot be disputed." 94 U.S. 
at 787. The "machine" branch of the "machine or 
transformation" test goes directly against this 
principle by requiring the inventor to include the 
particular instrumentalities in a claim to his new 
process. 


The Federal Circuit majority's reliance on 
Parker v. Flook, 437 U.S. 584 (1978), is also 
misplaced. In Flook, the Court considered the 
patent-eligibility of a method for updating alarm 
limits used in catalytic conversion. Flook, 437 U.S at 
585. The Court recognized that the only difference 
between the conventional methods and that 
described in the patent application was the use of a 
mathematical algorithm to calculate an updated 
alarm-limit value. Id. at 585-86. In response, the 
patent applicant argued that the presence of a claim 
limitation directed to "post-solution" activity - i.e., 
subsequent adjustment of the alarm limit to the 
figure computed according to the claimed algorithm -
distinguished the claim from one that merely defined 
a mathematical algorithm (like that found 
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unpatentable in Benson) and thus made the process 
patentable. Id. at 590. 


The Court disagreed, concluding that one 
cannot make patentable an inherently unpatentable 
process simply by including a limitation directed to 
"post-solution" activity - "[t]he notion that post
solution activity, no matter how conventional or 
obvious in itself, can transform an unpatentable 
principle into a patentable process exalts form over 
substance." Id. at 590. When, considered as a whole, 
the claim is directed essentially to an unpatentable 
principle, the claim is not patent-eligible. 


Flook thus rejected the application in question 
because it was "directed essentially to a method of 
calculating" and sought to patent the equivalent of a 
fundamentally non-patentable law of nature (a 
mathematical formula), 437 U.S. at 595-96, not 
because it failed to tie that formula to a particular 
machine or failed to transform a particular article 
into a different state or thing. Indeed, the Court 
again dismissed the notion that, to be patent-eligible, 
a process patent must be "tied to a particular 
apparatus or operated to change materials to a 
'different state or thing.'" Id. at 589 n.9 (quoting 
Cochrane v. Deener, 94 U.S. 780, 787-88 (1877)). "As 
in Benson, [this Court] assume[d] that a valid 
process patent may issue even if it does not meet one 
of these qualifications of our earlier precedents." 
Flook, 437 U.S. at 589 n.9 (citing Benson, 409 U.S. at 
71). 2 


2 The Federal Circuit majority dismissed with little discussion 
these clear disclaimers in Benson and Flook of any categorical 
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Further, the Federal Circuit majority's 
proclamation that Diamond v. Diehr "once again" 
enunciated a definitive "machine-or-transformation" 
test for patent-eligibility is incorrect. See Pet. App. 
at 16a. In Diehr, the Court did nothing more than 
reiterate the teachings of both Benson and Flook in 
recognizing not only that a claim seeking patent 
protection for a mathematical formula will not be 
patent-eligible, but that "this principle cannot be 
circumvented by attempting to limit the use of the 
formula to a particular technological environment" or 
by also claiming "insignificant postsolution activity." 
Diehr, 450 U.S. at 191-92 (citing to Benson and 
Flook). Indeed, Diehr confirmed that this Court's 
holdings in Benson and Flook "stand for no more 
than" that the only limits to patent eligibility are 
those processes that claim the "laws of nature, 
natural phenomena, and abstract ideas." Diehr, 450 
U.S. at 185. 


Thus, in evaluating the patent-eligibility of 
the claimed method for molding raw, uncured 
synthetic rubber that used a well-known 
mathematical equation, Diehr considered only 
whether, when taken as a whole, the claim was 
directed to a mathematical equation. ld. at 192. 
Diehr did not conclude that the claim was patent
eligible because it was tied to a particular machine 


"machine or transformation" test, characterizing them as 
"equivocal" or as a mere "caveat." Pet. App. at 16a. It placed 
great significance in the fact that these disclaimers were not 
expressly repeated in Diehr, Pet. App. at 16a-17a, but failed to 
recognize that a similar disclaimer was neither needed nor 
appropriate in Diehr. 
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or transformed a particular article into a different 
state or thing. Rather, Diehr concluded the claim 
was patent-eligible because what the applicant 
sought to patent was an industrial process for the 
molding of rubber products and not the 
mathematical formula used in that process. Id. at 
192-93. Diehr thus nowhere suggests that a 
"machine" or "transformation" is required for a 
process to come within the § 101 categories of 
possible patentable subject matter. 


2. Other precedents overlooked 
by the Federal Circuit 
confirm the absence in this 
Court of rigid tests under 
Section 101 


Without any explanation, the Federal Circuit 
majority's opinion bypassed two important decisions 
of this Court - Diamond v. Chakrabarty, 447 U.S. 
303 (1980), and J.E.M. Ag Supply, Inc. v. Pioneer Hi
Bred International, Inc., 534 U.S. 124 (2001) - that 
addressed § 101 statutory classes other than 
"process," but nevertheless confirmed the absence in 
this Court of rigid limitations on patent eligibility. 


In Chakrabarty, the respondent's application 
included claims to a method of producing a new type 
of bacterium capable of breaking down components of 
crude oil (a property not possessed by naturally 
occurring bacteria) and claims to the genetically
engineered bacteria. 447 U.S. at 305. The patent 
examiner rejected the claims to the bacteria on two 
grounds: "(1) that micro-organisms are 'products of 
nature,' and (2) that as living things they are not 
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patentable subject matter under 35 U.s.C. § 101." 
[d. at 306. 


In ruling that the claimed micro-organism, 
although technically "alive," constituted patent
eligible subject matter, Chakrabarty considered -
and rejected - the argument that patent eligibility 
should not extend to new technologies that were not 
foreseen and expressly authorized by Congress, such 
as the genetically-engineered micro-organisms then 
at issue. See id. at 314-16. The Court reasoned that 
"[a] rule that unanticipated inventions are without 
protection would [not only] conflict with the core 
concept of the patent law that anticipation 
undermines patentability," id. at 315-16, but would 
also frustrate Congress' intent in employing broad 
general language in § 101 - i.e., that the inventions 
most benefiting mankind, such as "those that 'push 
back the frontiers of chemistry, physics, and the 
like,'" are generally unforeseeable. [d. at 316. The 
Court confirmed that patent eligibility should be 
scrutinized instead under '''the principles underlying 
the prohibition against patents for mere "ideas" or 
phenomena of nature.'" [d. at 315 (citation omitted). 


Twenty years later, in J.E.M. Ag Supply, the 
Court again considered the scope and application of 
patent eligibility under § 101. Faced with the 
question of whether newly-engineered corn plant 
breeds fell within § 101, the Court specifically 
addressed whether eligibility should be governed by 
what was foreseen at the time the patent laws were 
drafted. Reaffirming that "the language of § 101 is 
extremely broad" and that "'Congress plainly 
contemplated that the patent laws would be given 
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wide scope,'" 534 U.S. at 130, this Court again 
refused to adopt as a test for patent-eligible subject 
matter whether the invention was of a type expressly 
authorized by Congress. Id. at 134-35. The Court 
recognized that "101 ... is a dynamic provision 
designed to encompass new and unforeseen 
inventions," and that "[d]enying patent protection 
under § 101 simply because such coverage was 
thought technologically infeasible in 1930 ... would be 
inconsistent with the forward-looking perspective of 
the utility patent statute. As we noted in 
Chakrabarty, 'Congress employed broad general 
language in drafting § 101 precisely because [new 
types of] inventions are often unforeseeable.'" Id. at 
135 (citation omitted). 3 


Thus, both Chakrabarty and J.E.M. Ag Supply 
affirm this Court's recognition of the broad scope and 
applicability of § 101, as well as a wise reluctance to 
engraft "tests" on § 101 that might limit patent 
eligibility to known technologies of the past and 
foreclose possibilities offered by new and 
unanticipated technology. 


3 Accord, Benson, 409 U.S. at 71: "[It is not our purpose to] 
freeze process patents to old technologies, leaving no room for 
the revelations of the new, onrushing technology." 
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B. The Federal Circuit's Rigid 
"Machine Or Transformation" 
Test Overlooks Congress' 
Intent That Section 101 Have 
A Broad Construction 


In adopting a new and unprecedented 
limitation on patent-eligibility, the Federal Circuit 
majority overlooked this Court's repeated recognition 
that Congress intended § 101 to have a broad 
construction: "[t]he subject-matter provisions of the 
patent law have been cast in broad terms to fulfill 
the constitutional and statutory goal of promoting 
'the Progress of Science and the useful Arts' with all 
that means for the social and economic benefits 
envisioned by Jefferson." Chakrabarty, 447 U.S. at 
315. 


The Chakrabarty Court further recognized 
that the legislative history of § 101 supports a broad 
reading: 


The Patent Act of 1793, authored by 
Thomas Jefferson, defined statutory 
subject matter as "any new and useful 
art, machine, manufacture, or 
composition of matter, or any new or 
useful improvement [thereof]." The Act 
embodied Jefferson's philosophy that 
"ingenuity should receive a liberal 
encouragement." Subsequent patent 
statutes in 1836, 1870, and 1874 
employed this same broad language. 


Id. at 308-09 (citations omitted). 
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Further, in Diehr, this Court noted that the 
Committee Reports accompanying the 1952 Patent 
Act, in which Congress replaced the word "art" with 
the word "process," "inform us that Congress 
intended statutory subject matter to 'include 
anything under the sun that is made by man.'" 
Diehr, 450 U.S. at 182 (quoting S. Rep. No. 1979, 82d 
Cong., 2d Sess., 5 (1952); H.R. Rep. No. 1923, 82d 
Cong., 2d Sess., 6 (1952».4 


The Federal Circuit majority, however, never 
referred to or considered the Congressional intent or 
purpose underlying § 101. As a result, it has done 
exactly what this Court has repeatedly cautioned 
against - it has "'read into the patent laws 
limitations and conditions which the legislature has 
not expressed.'" Chakrabarty, 447 U.S. at 308 
(quoting United States v. Dubilier Condenser Corp., 
289 U.S. 178, 199, 53 S.Ct. 554, 561, 77 L.Ed. 1114 
(1933». Nothing in § 101 or its legislative history 
supports limiting patentable "processes" to those 
that transform physical matter or are performed by 
particular machines. 


In Chakrabarty, this Court, noting that 
section 101 had been "cast in broad terms," 
confirmed: 


Congress has performed its 
constitutional role in defining 
patentable subject matter in § 101; we 
perform ours in construing the language 


4 There are, of course, legitimate, well-established limits to 
patent-eligible subject matter. See Section C, infra. 
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Congress has employed. In so doing, 
our obligation is to take statutes as we 
find them, guided, if ambiguity appears, 
by the legislative history and statutory 
purpose. Here, we perCeIve no 
ambiguity. 


447 U.S. at 315. Here, by ignoring the unambiguous 
language of § 101, as well as its legislative history 
and statutory purpose, the Federal Circuit's decision 
effectively removes the "any ... process" language 
from § 101 and effectively substitutes "only those 
processes that meet the 'machine or transformation' 
test" into the statute. Thus, its decision amounts to 
legislation, not interpretation, that contravenes the 
expressed intent of Congress. 


C. This Court's Decisions 
Uniformly Reflect A Wise 
Openness, Consistent With The 
Congressional Intent, To New 
Forms Of Innovations, And 
Exclude Only Claims To Laws Of 
Nature, Natural Phenomena And 
Abstract Ideas 


As shown by the precedents cited herein, this 
Court's opinions uniformly have been open to patent 
eligibility of new forms of innovation undreamed of 
at the time of Cochrane in 1876. See, e.g., 
Chakrabarty, 447 U.s. at 309 (patentable subject 
matter includes "anything under the sun that is 
made by man") (citation omitted); J.E.M. Ag Supply, 
534 U.S. at 135 ("Denying patent protection under § 
101 simply because such coverage was thought 
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technically infeasible [previously] would be 
inconsistent with the forward-looking perspective of 
the utility patent statute."). This Court's decisions 
have not excluded particular technologies, but 
instead have embraced even new or unusual types of 
processes. See, e.g., Diehr, 450 U.S. at 185-86 
(recognizing that a process claiming a mathematical 
formula and a programmed digital computer is not 
precluded per se from patent eligibility). 


Moreover, this Court's decisions have never 
treated the classes of eligible subject matter 
established by Congress in § 101 - any "process, 
machine, manufacture, or composition of matter" -
as rigid limitations, but rather as "expansive" 
guideposts. J.E.M. Ag Supply, 534 U.S. at 130 
(citing Chakrabarty, 447 U.S. at 308). Section 101 is 
thus "a dynamic provision designed to encompass 
new and unforeseen inventions." J.E.M. Ag Supply, 
534 U.S. at 135. 


To the extent this Court has ever refused 
patent eligibility, it has done so based on the facts of 
each case and applications of the fundamental 
principle that excludes from eligibility claims to 
"laws of nature, natural phenomena, and abstract 
ideas." Diehr, 450 U.S. at 185. Such discoveries are 
'''manifestations of . . . nature, free to all men and 
reserved exclusively to none.'" Chakrabarty, 447 
U.S. at 309 (citation omitted). They cannot be 
"invented" by man, or are abstract and not "useful," 
and thus are excluded from patent eligibility. Id.; 
Flook, 437 U.S. at 589; see also Benson, 409 U.S. at 
71. 







19 


Laws of nature, physical phenomena, and 
abstract ideas thus exist in the public domain for all 
time. See, e.g., Diehr, 450 U.S. at 185. An inventor 
is not entitled to exclusive use of one of these basic 
principles because to do so would remove it from the 
public. ld. Yet, this protection of the public 
commons does not require limits on or exclusions 
from the four specified categories, "process, machine, 
manufacture or composition of matter," of § 10l. 
Instead, it provides guidance to the decision-maker, 
regardless of category, to avoid removal from the 
public of natural or fundamental scientific principles. 
In this way, the patent law navigates successfully 
between excessive levels of protection that may 
impede the further spread of useful knowledge, while 
also providing the necessary incentives for future 
innovation. 


D. A New And Exclusionary 
"Machine Or Transformation" 
Test Is Not Needed 


1. This Court's precedent 
provides sufficient guidance 
for determining the patent
eligibility of a process claim 


There was no need for the Federal Circuit 
majority to formulate a rigid "machine or 
transformation" test for determining whether a 
process claim is patent-eligible. This Court's 
precedents provide ample guidance for determining 
the patent-eligibility of a process claim without 
requiring a "machine or transformation" test. 
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Indeed, the Federal Circuit majority 
recognized this: "Looking to [this Court's precedents 
in Benson, Flook and Diehr], we find a wealth of 
detailed guidance and helpful examples on how to 
determine the patent-eligibility of process claims." 
Pet. App. at 21a; see also Pet. App. at lOa; Pet. App. 
at 18a; Pet. App. at 20a-21a. Yet, without 
explanation, the Federal Circuit majority ignored 
this Court's "detailed guidance," and focused instead 
on a single statement (made in dicta) that 
"'[t]ransformation ... is the clue'" as the sole criteria 
for determining the patent-eligibility of a process 
claim that does not include particular machines. 
See, e.g., Pet. App. at 12a. There was no basis - and 
the Federal Circuit majority offered none - for that 
narrow focus. 


Specifically, this Court has repeatedly held 
that the only restriction on the patent-eligibility of a 
process is if it claims "laws of nature, natural 
phenomena, [or] abstract ideas'" because "[s]uch 
fundamental principles are 'part of the storehouse of 
knowledge of all men ... free to all men and reserved 
exclusively to none.'" See Pet. App. at 7a-8a. In 
applying this restriction, this Court's precedents 
offer numerous "criteria govern [ing] the 
determination ... as to whether a claim to a process 
... claims only a fundamental principle." Pet. App. at 
8a. The most recent articulation of these criteria 
occurs in Diamond v. Diehr, wherein this Court 
noted that a claim reciting a mathematical formula, 
scientific principle, or phenomenon of nature is not 
patent eligible if its application would preempt the 
use of that formula or scientific principle or 
phenomenon of nature. Id. at 182, 187 
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Diehr also clarifies that "[i]n determining the 
eligibility of [the] claimed process for patent 
protection under § 101, [the] claims must be 
considered as a whole," 450 U.S. at 188, rather than 
considered on a limitation-by limitation basis. This 
is consistent with the Court's additional guidance in 
Diehr that "[t]he novelty of any element or steps in a 
process, or even of the process itself, is of no 
relevance in determining whether the subject matter 
of a claim falls within the § 101 categories of possibly 
patentable subject matter." Id. at 188. Thus, "[i]t is 
inappropriate to dissect the claims into old and new 
elements and then to ignore the presence of the old 
elements in the analysis" in determining the patent
eligibility of the claim. Id. at 188. 


Diehr further offers guidance that a claim 
directed to a mathematical formula (or scientific 
principle or phenomenon of nature) cannot be made 
patent-eligible "by attempting to limit the use of the 
formula [or scientific principle or phenomenon of 
nature] to a particular technological environment," 
450 U.S. at 191, or by also including "token post
solution activity." Id. at 192 n. 14. This is consistent 
with this Court's earlier decision in Flook. 437 U.s. 
at 590 (one cannot make patentable an unpatentable 
process simply by including a limitation directed to 
"post-solution" activity - "[t]he notion that post
solution activity, no matter how conventional or 
obvious in itself, can transform an unpatentable 
principle into a patentable process exalts form over 
substance"). 


This Court's precedents thus clearly provide 
ample guidance for determining whether a process 
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claim is patent-eligible. A rigid "machine or 
transformation" test is neither useful nor needed. 


2. There is no logical connection 
between the "Machine Or 
Transformation" Test and 
whether a process claim is for 
a fundamental principle 


At the outset of its opinion, the Federal Circuit 
identified as "[t]he true issue before us ... whether 
Applicants are seeking to claim a fundamental 
principle (such as an abstract idea) or a mental 
process." Pet. App. at 8a. Rather than addressing 
this "true issue" directly, in accordance with the 
principles laid down in Benson, Flook and Diehr, the 
Federal Circuit majority instead adopted "machine 
or transformation" as the sole test for the patent 
eligibility of a process. Pet. App. at 17a, 22a. The 
majority did so after it perceived some challenge in 
determining "whether a given claim would pre-empt 
all uses of a fundamental principle." Pet. App. at 
12a. But the majority failed to connect its new test 
in any way to its "true issue": proper application of 
the long-established principle that excludes 
eligibility only when a patent claims "laws of nature, 
natural phenomena, [or] abstract ideas." 


The Federal Circuit majority did not explain 
how a process that meets its "machine or 
transformation" test - i.e., a process that is "tied to a 
particular machine or apparatus" or a process that 
"transforms a particular article into a different 
thing" - necessarily excludes "laws of nature, natural 
phenomena, [or] abstract ideas." The majority 
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opmIOn thus never provided a logical connection 
between the "machine or transformation" test and 
this Court's principle that claims to "laws of nature, 
natural phenomena, and abstract ideas" are 
precluded from patent eligibility. Nor did the 
majority show that the "machine or transformation" 
test fills any need or gap that these established 
exclusions leave unfilled. 


Further, the majority did nothing to 
demonstrate that its "machine or transformation" 
test avoids conflict with this Court's application of 
"abstract idea" principles. For example, Flook 
rejected a process claim to a mathematical "law of 
nature" that nevertheless was "tied" to a computer. 5 


437 U.S. at 594-595. And Benson rejected a process 
that performed a "transformation," converting BCD 


5 The Federal Circuit majority declined to provide guidelines as 
to the "precise contours" a "particular machine" must have, but 
expressly left open "whether or when recitation of a computer" 
will suffice. Pet. App. at 28a. This has resulted in multiple 
Board of Patent Appeals and Interferences ("BP AI") decisions, 
for example, rejecting claims reciting a general purpose 
computer or processor. See Ex parte Halligan, Appeal No. 2008-
1588 (Bd. Pt. App. & Interf. Nov 24, 2008); Ex parte Snyder, 
Appeal No. 2008-4598 (Bd. Pat. App. & Interf. May 12, 2009). 
In addition, the lower courts have rejected the following as 
ineligible subject matter under § 101: (1) claims reciting a 
"network," an "entry means," an "identification entry means," 
and a "computing means" (Every Penny Counts v. Bank of 
America Corp., C.A. No. 2:07-cv-042, 2009 U.S. Dist. LEXIS 
53626, (M.D. Fla., May 27, 2009); and (2) claims reciting "a 
remote application entry and display device" and "remote 
funding source terminal devices" (Dealer Track, Inc. v. Huber, 
Case No. CV 06-2335 AG (FMOx), 2009 U.S. Dist. LEXIS 58125 
(C.D. CaL July 7, 2009). 
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numerals into binary numerals by an algorithm.6 


Benson, 409 U.S. at 71-72. In both instances, 
exclusive use of the "machine or transformation" test 
would have found eligible patent claims that clearly 
were directed to ineligible "abstract ideas." 


On the other hand, rigid application of 
"machine or transformation" will defeat claims for 
ground-breaking inventions such as this Court has 
approved in the past. For example, in O'Reilly v. 
Morse, 56 U.S. 62 (1854), Samuel Morse's invention 
of the telegraph was at issue. Morse's 5th claim 
recited, as his invention: 


the system of signs, consisting of dots 
and spaces, and of dots, spaces and 
horizontal lines, for numerals, letters, 
words or sentences, substantially as 
herein set forth and illustrated, for 
telegraphic purposes. 


56 U.S. at 86. The 5th claim thus did not tie its 
subject matter to any machine, nor did it transform 
any article, yet this Court rejected the challenges to 
that 5th claim. 7 However, if "machine or 


6 Similarly, the Federal Circuit also confusingly left open 
whether information-age processes such as "business methods 
... [that] involve the manipulation of even more abstract 
constructs such as legal obligations" qualify under its test as a 
"transformation" of an article to a different state. Pet. App. at 
29a. 


7 While the Federal Circuit majority ignored completely the 
implications of this Court's approval of Morse's 5th claim, the 
majority also erred in implying that this Court rejected Morse's 
8th claim because it "was not transformative or tied to any 
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transformation" had been the sole test, it would have 
defeated the 5th claim.8 


Thus, the majority's "machine or 
transformation" test does not clearly delineate 
statutory subject matter as it has been defined by 
this Court. Instead, as one Federal Circuit dissenter 
(Rader, J.) recognized, the "machine or 
transformation" test does nothing more than 
generate more questions, such as "What form or 
amount of 'transformation' suffices? When is a 
'representative' of a physical object sufficiently 
linked to that object to satisfy the transformation 
test? . .. What link to a machine is sufficient to 
invoke the 'or machine' prong? Are the specific 
machines of Benson required, or can a general 
purpose computer qualify?" Pet. App. at 142a. 
Another dissenter (Mayer, J) recognized that the 
majority's "proposed" test "is unnecessarily complex 


particular apparatus." Pet. App. at 14a. Instead, this Court 
rejected the 8th claim because of its vagueness and undue 
breadth that exceeded the invention described in Morse's 
specification. 56 U.S. at 112-115. These grounds are unrelated 
to eligibility, remain applicable to all patents and are codified in 
35 U.S.C. § 112. 


8 That Morse's 5th claim recited a "system" rather than 
"process" or "method" is not a basis for distinction. In applying 
the Bilski "machine or transformation" test, lower courts have 
interpreted "system" claims as processes for purposes of § 101 
eligibility. See Every Penny Counts v. Bank of America Corp., 
C.A. No. 2:07-cv-042, 2009 U.S. Dist. LEXIS 53626 (M.D.Fla. 
May 27, 2009); see also Research Corp. Technologies, Inc. v. 
Microsoft Corp., slip op. No. CV-01-658-TUC-RCJ (D. Az. July 
28, 2009), pp. 22-25 (applying Bilski "machine or 
transformation" test to apparatus claims). 
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and will only lead to further uncertainty regarding 
the scope of patentable subject matter." Pet. App. at 
131a. Thus, the Federal Circuit's "machine or 
transforma tion" test not only fails to fill an existing 
need in the law, but raises more difficult questions 
than it resolves. 


In particular, although arIsmg in connection 
with a "business method" patent, the "machine or 
transformation" test sweeps across many other 
technologies, existing and future. 9 At the same time 
it provides no solution with respect even to perceived 
difficulties with business methods. Dissenter 
(Mayer, J) explained that, "as written, Bilski's claim 
arguably involves a physical transformation," thus 
conforming to the majority's "transformation" 
requirement. Pet. App. at 128. 


9 Indeed, in applying the "machine or transformation" test, the 
BP AI has rejected claims across many other technologies for 
failure to claim either a "particular" machine or a 
transformation of physical object or substance or representation 
thereof. See, e.g., Ex parte Hardwick, Appeal No. 2009-002399 
(Bd. Pt. App. & Interf. June 22, 2009) (method for synthesizing 
digital speech samples corresponding to a selected voicing 
state); Ex parte Caputo, Appeal No. 2008-004868 (Bd. Pt. App. 
& Interf. June 18, 2009) (method for generating complex 
waveforms and signal modulation techniques for use in 
communications, signal processing and manufacturing); Ex 
parte Johnson, Appeal No. 2009-000470 (Bd. Pt. App. & Interf. 
June 10, 2009) (method for computer-implemented network 
collaboration through embedded annotation and rendering 
instructions allowing collaborators to generate, share or 
transmit content over the internet with only a web browser); Ex 
parte Barnes, Appeal No. 2007-4114 (Bd. Pt. App. & Interf. Jan. 
22, 2009) (method for filtering seismic discontinuity data to 
enhance those features that have the geometrical 
characteristics of a fault). 
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By effectively eliminating incentives to 
research and innovate with respect to processes not 
tied to a particular machine and do not necessarily 
transform an article to a new state, the Federal 
Circuit's decision has chilling effects, both immediate 
and potentially long-lasting, on new areas of 
innovation. In the current global economic climate, 
incentives for new technological breakthroughs 
should be encouraged, not discouraged. The public 
interest is best served if the United States patent 
system remains open to all forms of technological 
development. If it does not remain open, such 
developments may happen outside the U.S. patent 
system, and without its requirements for public 
disclosure and limited periods of exclusivity. Worse 
yet, such developments may not happen at all. 


3. Solutions to overly broad 
patent claims exist that do 
not require engrafting 
limitations on Section 101 


To the extent it may be feared that certain 
patents, including "business method" patents, 
contain overly broad claims, solutions lie (a) in this 
Court's precedents that, e.g., refuse eligibility to 
"abstract ideas," and (b) in other conditions for 
patentability set out in the patent statute. 


First, as noted above, this Court rejected the 
eligibility of specific inventions on the basis of the 
long-standing principle excluding from eligibility 
"laws of nature, natural phenomena and abstract 
ideas." Those principles have been widely followed 
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and successfully applied by the lower courts and the 
PTO for many years. While the Federal Circuit 
majority noted the "more challenging process claims 
of the twenty-first century," it identified no unique 
challenges in applying those principles, nor any 
pressing need or justification for anew, more 
restrictive test that forecloses incentives for 
innovation across broad areas of technology. Pet. 
App. at 12a. Indeed, one dissenter, Circuit Judge 
Rader, would have dealt with Petitioners' application 
solely on the basis of whether its claims state an 
"abstract idea." Pet. App. at 134a, 142a. 


Second, simply because an invention involves 
patent-eligible subject matter does not mean that a 
patent should issue. Indeed, as this Court 
recognized in Diehr, a determination that claims 
recite subject matter that is eligible for patent 
protection under § 101 does nothing to preclude a 
later finding that a "process is not deserving of 
patent protection because it fails to satisfy the 
statutory conditions of novelty under § 102 or 
nonobviousness under § 103." 450 U.S. at 191; see 
Flook, 437 U.s. at 600 (Stewart, J. and Rehnquist, J., 
dissenting) ("Section 101 is concerned only with 
subject-matter patentability. Whether a patent will 
actually issue depends upon the criteria of §§ 102 
and 103, which include novelty and inventiveness, 
among many others."). 


The legislative history is in accord, stating 
that "Section 101 sets forth the subject matter that 
can be patented, 'subject to the [other] conditions and 
requirements of this title.'" Diehr, 450 U.S. at 190 
(quoting S. Rep. No. 1979, 82d Cong., 2d Sess., 5 
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(1952». As also recognized by one Bilski dissenter, 
"the Patent Act from its inception focused 
patentability on the specific characteristics of the 
claimed invention-its novelty and utility-not on its 
particular subject matter category .... Specifically, 
section 101 itself distinguishes patent eligibility from 
the conditions of patentability-providing generously 
for patent eligibility, but noting that patentability 
requires substantially more." Pet. App. at 135a-136a 
(Rader, J. dissenting). 


Rather than imposing a rigid test on § 101 
that threatens the eligibility of new technologies, 
questions of whether a given advance is patent
worthy are better dealt with by application of 
sections 102 (requiring novelty), 103 (requiring non
obviousness) and 112 (requiring that the invention 
defined by the claims be "enabled" and that it be 
distinctly claimed). See, e.g., KSR Int'l Co. v. Teleflex 
Inc., 550 U.S. 398, 415 (2007). As one Bilski 
dissenter noted (Rader, J.), "[t]hese statutory 
conditions and requirements better serve the 
function of screening out unpatentable inventions 
than some vague 'transformation' or 'proper machine 
link'test." Pet. App. at 142a. 


The Federal Circuit's rigid approach to subject 
matter eligibility undercuts this Court's precedents 
by prematurely foreclosing any additional inquiry 
into patentability and/or individual worthiness of the 
particular innovation, i.e., whether it is new, 
nonobvious, useful, and whether it is properly 
described and defined. This not only upsets the 
Congressional intent, but threatens incentives to 
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produce valuable and unforeseeable future 
innovations. 


E. Any Changes In The Broad 
Scope Of Section 101 Should 
Be Left To Congress 


When the Constitution was written, the 
Framers wisely authorized a patent system that 
would provide incentives for innovations in the 
"useful arts," but they could not have foreseen the 
myriad developments and discoveries that would 
occur over the following centuries. Thus, the 
Framers left it to Congress to determine, and to 
modify, as events necessitated, the types or classes of 
things that could be the subject of an exclusive right. 
Congress, of course, has broad powers to initiate 
investigations, hold hearings, gain insights from 
interested parties from a broad range of technologies, 
and ultimately to determine the proper balance and 
need, if any, for new limitations on patent eligibility. 


This Court has consistently recognized both 
the constitutional authority of Congress, 
Chakrabarty, 447 U.S. at 315 ("It is, of course, 
correct that Congress, not the courts, must define the 
limits of patentability ... "), as well as the greater 
resources available to Congress to make such policy 
choices. Id. at 317 ("the kind of investigation, 
examination, and study that legislative bodies can 
provide and courts cannot"). 


In construing § 101, this Court has frequently 
noted the dangers of reading in limitations to patent 
eligibility not expressly authorized by Congress. 
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[W]e have more than once cautioned 
that "courts 'should not read into the 
patent laws limitations and conditions 
which the legislature has not 
expressed.'" Diamond v. Chakrabarty, 
supra, at 308, 100 S.Ct., at 2207, 
quoting United States v. Dubilier 
Condenser Corp., 289 V.S. 178, 199, 53 
S.Ct. 554, 561, 77 L.Ed. 1114 (1933). 


Diehr, 450 V.S. at 182. Such deference is wise, and 
has served the public interest by allowing the patent 
system to remain dynamic and able to accommodate 
new forms of innovation. Consideration of whether 
any limitations or conditions should be added to § 
101 should continue to be left to Congress. 


CONCLUSION 


The AIPLA respectfully requests that this 
Court reverse the en bane decision of the Federal 
Circuit, reject that court's "machine or 
transformation" test and affirm that patent 
eligibility for "processes" remains as expressed by 
this Court in Diehr and the Court's similar 
precedents. 
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Questions Presented for Review 
 
1)  Whether the Federal Circuit erred by holding 
that a “process” must be tied to a particular machine 
or apparatus, or transform a particular article into a 
different state or thing (“machine-or-transformation” 
test), to be eligible for patent under 35 U.S.C. § 101, 
despite this Court’s precedent declining to limit the 
broad statutory grant of patent eligibility for “any” 
new and useful process beyond excluding patents for 
“laws of nature, physical phenomena, and abstract 
ideas.” 
 
2)  Whether the Federal Circuit’s “machine-or-
transformation” test for patent eligibility, which 
effectively forecloses meaningful patent protection to 
many business methods, contradicts the clear 
Congressional intent that “patents protect 
“method[s] of doing or conducting business.” 35 
U.S.C. § 273. 
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STATEMENT OF INTEREST 
OF THE AMICUS CURIAE1 


 
 Amicus curiae Austin Intellectual Property 
Law Association (“Austin IPLA”) is a bar association 
located in Austin, Texas with approximately 300 
members engaged in private and corporate practice 
across a wide range of industries and technologies.  
(See www.austin-ipla.org.)  Austin IPLA members 
represent both the owners of and users of 
intellectual property. 
 
 Austin IPLA takes no position on the ultimate 
outcome of this matter, and specifically takes no 
position on whether petitioner’s particular process 
claims should be granted patent protection.  Austin 
IPLA’s sole interest is that the integrity of the 
Patent Act be maintained through consistent 
statutory interpretation.  
 


                                                        
1  This amicus curiae brief is presented by the Austin IPLA 
under Supreme Court Rule 37(a).  Petitioner and Respondent 
have consented to the filing of this brief.  In accordance with 
Supreme Court Rule 37.6, Austin IPLA states that this brief 
was authored by Jennifer C. Kuhn, Esq., Amicus Committee 
Chair for Austin IPLA.  No counsel for a party authored this 
brief in whole or in part, and no counsel or party made a 
monetary contribution intended to fund the preparation or 
submission of this brief.  No person other than amicus curiae, 
its members, or its counsel made a monetary contribution to its 
preparation or submission.   
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I. Introduction and Summary of Argument 
 


Patent law is in no way exempt from the 
general rules of statutory interpretation that apply 
to all other statutes.  Accordingly, when faced with 
an issue of statutory construction in a patent case, 
as here, this Court should look not only to its patent 
law precedent, but also its non-patent statutory 
interpretation precedent.     


 
Austin IPLA expects that the parties and 


other amici may focus their arguments on patent 
related jurisprudence.  So as to avoid arguments 
already presented by others, Austin IPLA focuses 
instead on the proper statutory interpretation of 35 
U.S.C. §101 under the Supreme Court’s non-patent 
general statutory interpretation precedent.   


 
This Court’s non-patent precedent 


overwhelmingly shows that the statutory 
interpretation adopted by the Federal Circuit in In 
re Bilski, 545 F.3d 943 (2008) cannot be affirmed by 
this Court.   


 
First, the Federal Circuit’s interpretation of 


“process” does not comport with the general 
statutory interpretation canon that statutory terms 
must be interpreted consistently throughout a 
statute.  The Federal Circuit’s version of “process” in 
35 U.S.C. § 101 is far narrower than the broad 
definition of “process” in 35 U.S.C. § 100(b) (2008).  
The Federal Circuit’s decision in Bilski notes that 
the definition in 35 U.S.C. § 100(b) is “unhelpful” 
because the term “process” is repeated in the 
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definition.  545 F.3d at 951, n.3.  The inclusion of the 
term “process” in the statutory definition of “process” 
is not circular or unhelpful.  Instead, it suggests that 
Congress incorporated the settled common law 
meaning of “process” into the statutory definition of 
“process.”2  Applying the broader statutory definition 
of “process,” the “machine-or-transformation” test is 
a sufficient, but not necessary test to determine the 
patentability of a process patent under 35 U.S.C. § 
101.  The proper statutory interpretation of 35 
U.S.C. § 101 will include the “machine-or-
transformation” test.   


 
Second, the Federal Circuit’s decision in Bilski 


applies a statutory interpretation that renders 
superfluous another portion of the statute, an 
interpretation that is highly disfavored according to 
principles of general statutory interpretation.  The 
Federal Circuit’s statutory interpretation in Bilski 
renders superfluous portions of 35 U.S.C. § 273, a 
statute that provides a defense to the infringement 
of business method patents. 


 
 As a result, the Federal Circuit’s decision 
appears to be in conflict with two separate, well-
established canons found in Supreme Court non-


                                                        
2 See Kungys v. United States, 485 U.S. 759, 770 (1988) (Scalia, 
J.) (“Where Congress uses terms that have accumulated settled 
meaning under either equity or the common law, a court must 
infer, unless the statute otherwise dictates, that Congress 
means to incorporate the established meaning of these terms.”  
NLRB v. Amax Coal Co., 453 U.S. 322, 329 (1981). See also 
Perrin v. United States, 444 U.S. 37, 42-43 (1979)). 







4 


 
Austin 52789v2 


patent statutory interpretation case law.  Austin 
IPLA addresses each of these in greater detail below.  
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II. The Federal Circuit’s Bilski Decision Is 


Contrary to the Canon that Statutory 
Terms Must Be Construed Consistently 
Throughout a Statute 


It is a “basic canon of statutory construction 
that identical terms within an Act bear the same 
meaning.” Estate of Cowart v. Niklos Drilling Co., 
505 U.S. 469, 479 (1992)(citing Sullivan v. Stroop, 
496 U.S. 478, 484 (1990) and Sorenson v. Secretary 
of Treas., 475 U.S. 851, 860 (1986)).  In rejecting 
arguments based on two different interpretations of 
the phrase “other than” this Court stated that 
attempting to give a single term two different 
interpretations in single statute “strains the 
meaning of ordinary words.”  Bankamerica Corp. v. 
United States, 462 U.S. 122, 129 (1983).  


By giving the term “process” in 35 U.S.C. § 
101 an interpretation distinctly narrower than the 
definition of “process” in 35 U.S.C. § 100(b), the 
Federal Circuit’s decision in Bilski “strains the 
meaning of ordinary words,” contrary to this Court’s 
precedent.  462 U.S. at 129.  The Federal Circuit’s 
stated reason for not applying the definition of 
“process” in 35 U.S.C. § 100(b) is that it contains the 
very term it is defining, such that the Federal 
Circuit deemed the statutory definition “unhelpful.”  
545 F.3d at 951, n.3.    


This Court’s statutory construction precedent, 
however, suggests a deeper analysis.  First, 
statutory interpretation begins with the language of 
sections 101 and 100(b).  Second, an express 
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statutory definition such as that found in section 
100(b) should control.  Third, the fact that the 
express statutory definition of “process” contains the 
term “process” is not necessarily circular or 
“unhelpful” as the Federal Circuit noted in Bilski, 
but instead, is consistent with Congress’s use of term 
“process” in its common law sense to arrive at a 
broader statutory definition of the term “process.”   
Austin IPLA treats these points seriatim. 


 
A. Statutory Interpretation Begins With the 


Language of Sections 101 and 100(b) 
  


The starting point for any question of 
statutory interpretation is the language of the 
statute.  See Diamond v. Diehr, 450 U.S. 175, 182 
(1981).  First, the term “process” is used in 35 U.S.C. 
101 as follows:  


Whoever invents or discovers any new 
and useful process, machine, 
manufacture, or composition of 
matter, or any new and useful 
improvement thereof, may obtain a 
patent therefor, subject to the 
conditions and requirements of this 
title. 


35 U.S.C. § 101. 


 Second, the term “process” is defined in 35 
U.S.C. § 100(b) as follows: 
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The term ‘process’ means process, art 
or method, and includes a new use of a 
known process, machine, 
manufacture, composition of matter or 
material. 


35 U.S.C. § 100(b). 


 Any statutory interpretation of the term 
“process” in 35 U.S.C. § 101 must be consistent with 
the language of 35 U.S.C. § 100(b), which defines the 
term “process” for the entire Patent Act.  See 
Stenberg v. Carhart, 530 U.S. 914, 942 (2000).   


B. A Court Must Follow an Explicit 
Statutory Definition, Such as 35 U.S.C. § 
100(b) 


The Federal Circuit’s failure to follow the 
statutory definition of “process” in section 100(b) 
when interpreting “process” in section 101 is 
inconsistent with this Court’s non-patent precedent.  
In addition to requiring statutory terms to be 
interpreted consistently throughout a statute, this 
Court accords a special status to statutory 
definitions:  “When a statute includes an explicit 
definition, we must follow that definition, even if it 
varies from that term’s ordinary meaning.”  Stenberg 
v. Carhart, 530 U.S. 914, 942 (2000).   The question 
of the proper statutory interpretation of “process” in 
section 101 then depends solely on the proper 
interpretation of the statutory definition of “process” 
in section 100(b). See 35 U.S.C. §§ 100(b) & 101; cf. 
Stenberg, 530 U.S. at 942. 
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C. The Fact That the Statutory Definition of 
the Term “Process” in 35 U.S.C. § 100(b) 
Recites the Term “Process” Illustrates 
That Congress Intended to Include the 
Common Law Meaning of “Process” 
Within a Broader Statutory Definition of 
“Process” 


The Federal Circuit in Bilski dismissed 
section 100(b) as “unhelpful given that the definition 
itself uses the term ‘process.’”  Bilski, 545 F.3d at 
951, n.3.  The use of the term “process” within the 
statutory definition of “process” does not necessarily 
render the statutory definition circular or invalid.  
Analysis of the manner in which “process” is used in 
section 100(b) suggests that Congress intended to 
incorporate the common law meaning of “process” 
into a broader statutory definition.  


This Court has held that grammar, syntax 
and punctuation play a role in statutory 
interpretation.  See United States v. Ron Pair 
Enters., 489 U.S. 235, 242 (1989) (“The language and 
punctuation Congress used cannot be read any other 
way.”)  In this case, analysis of the way the words in 
section 100(b) are used and punctuated demonstrate 
that the defined term “process” is distinct from the 
common law meaning of “process” used in the 
statutory definition: 


The term ‘process’ means process, art 
or method, and includes a new use of a 
known process, machine, 
manufacture, composition of matter or 
material. 
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35 U.S.C. § 100(b) (emphases added to show three 
uses of the term “process”). 


 The first use of “process” shows the term 
“process” in single quotation marks.  Those quotation 
marks serve to show it is the term being defined, and 
set it apart from the rest of the definition.  The 
second and third uses of “process” in the definition 
show “process” with no quotation marks.  Without 
the quotation marks, the use of “process” shows that 
it is being used as an undefined term in the statute.   
Thus, the definition of “process” in 35 U.S.C. § 100(b) 
includes the normal meaning that the rules of 
statutory interpretation would assign to the 
undefined term “process” because the undefined 
term “process” is part of the definition.  Properly 
interpreting both uses of “process” is necessary to 
determine the scope of 35 U.S.C. § 101(b). 


According to this Court’s precedent, terms 
used in statutes receive their ordinary meanings, or 
their settled, common law meanings, if the term has 
such an “established meaning.”  See Kungys 485 U.S. 
at 770.  (Where Congress uses terms that have 
accumulated settled meaning under either equity or 
the common law, a court must infer, unless the 
statute otherwise dictates, that Congress means to 
incorporate the established meaning of these 
terms”.)  When section 100(b) was added to the 
Patent Act in 1952, the term “process” had a settled 
meaning in the common law that was, essentially, 
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the “machine-or-transformation” test adopted by the 
Federal Circuit in Bilski.3   


The creation of a separate definition of 
“process” in 35 U.S.C. § 100(b) in the 1952 Patent 
Act clearly indicates Congress’s intent that subject 
matter of processes in the Patent Act extend beyond 
what the common law had previously recognized as 
patentable, but should include all previously 
patentable subject matter.  Congress’s use of 
“process” within the definition, without quotation 
marks, shows that Congress intended the common 
law definition of “process” to become part of the 
statutory definition of “process.”4   


                                                        
3 The historical development of the term “process” is discussed 
at length in the Federal Circuit’s opinion and dissenting 
opinions.  See 545 F.3d 943 et seq.  Mindful of Supreme Court 
Rule 37.1, amicus curiae Austin IPLA will not repeat that 
material here.  
4 On two occasions this Court has acknowledged that the 
“machine-or-transformation” test does not encompass the full 
scope of patentable subject matter for processes.  See 
Gottschalk v. Benson, 409 U.S. 63, 71 (1972) (“It is argued that 
a process patent must either be tied to a particular machine or 
apparatus or must operate to change articles or materials to a 
‘different state or thing.’  We do not hold that no process patent 
could ever qualify if it did not meet the requirements of our 
prior precedents.”) & Parker v. Flook, 437 U.S. 584, 588 n.9 
(1978) (citing Benson).  In both Benson and Flook, this Court 
rejected the process claims at issue as unpatentable, but took 
care to note that precedent did not describe the entire set of 
patentable process subject matter.  These statements support 
the interpretation of section 100(b) as incorporating, but not 
limited to, the common law meaning of “process.”  Thus, the 
“machine or transformation test” test is a sufficient, but not 
necessary, test for determining the patentability of a process. 
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Hence 35 U.S.C. § 100(b) expressly defines 
“process,” and the statute’s use of the term “process” 
in the definition of the term “process” is not 
necessarily circular.  Accordingly, the Federal 
Circuit’s “machine-or-transformation” test in Bilski 
does not comport with the general statutory 
interpretation canon that statutory terms must be 
interpreted consistently throughout a statute.   
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III. The Federal Circuit’s Interpretation in 


Bilski Is Contrary to the Canon that 
Statutory Terms Should Not Be 
Interpreted So As to Render Another 
Portion of the Same Statute 
Superfluous 


The Federal Circuit’s “machine-or-
transformation” test also violates another statutory 
interpretation rule found in the Supreme Court’s 
non-patent precedent:  a statutory interpretation 
should not render another section of the same 
statute superfluous.  Mackey v. Lanier Collection 
Agency & Serv., Inc., 486 U.S. 825, 837 (1988).  In 
Mackey, this Court rejected an interpretation that 
would have rendered a section of the ERISA statute 
superfluous. 


In this case, the Federal Circuit’s 
interpretation of 35 U.S.C. § 101 as being limited to 
the “machine-or-transformation” test renders 
portions of 35 U.S.C. § 273 completely superfluous.  
Section 273(a)(3) reads as follows:    


 
§ 273 Defense to infringement based 
on earlier inventor 
(a) Definitions. For the purposes of 
this section… 
(3) The term “method” means a 
method of doing or conducting 
business. 
 (b) Defense to Infringement.— 







13 


 
Austin 52789v2 


 (1) In general.—It shall be a 
defense to an action for infringement 
under section 271 of this title with 
respect to any subject matter that 
would otherwise infringe one or more 
claims for a method… 


35 U.S.C. § 273. 


  Section 273 was added to the Patent Act in 
1999 specifically to create a defense against the 
business method patents allowed after the Federal 
Circuit’s decision in State Street Bank & Trust Co. v. 
Signature Financial Group, Inc., 149 F.3d 1368 (Fed. 
Cir. 1998).  


 The quoted portions of section 273 become 
superfluous under the Federal Circuit’s “machine-or-
transformation” test because no State Street-type 
business method patent claim could pass such a test, 
and therefore no defense against infringement of 
such a business method would be necessary.  If 
patentable processes are limited by the “machine-or-
transformation” test, then the statutory subject 
matter would be too narrow to encompass such a 
business method, and there would be no need for a 
defense for prior users of such a business method.   
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IV.  Conclusion 


For the foregoing reasons, amicus curiae 
Austin IPLA suggests that the Federal Circuit’s 
decision in Bilski should be vacated in view of this 
Court’s general statutory interpretation precedent, 
and remanded for further proceedings. 
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INTEREST OF AMICUS CURIAE 
 


Pursuant to Supreme Court Rule 37, AwakenIP, 
LLC (hereinafter "AwakenIP") submits this brief as 
amicus curiae in support of Petitioners Bernard L. 
Bilski, et al.1  All parties have consented to the 
filing of amicus curiae briefs with this Court. 


AwakenIP provides intellectual property 
consulting services that help maximize the value of 
intellectual assets.  Furthermore, through its new 
blog website at AwakenIP.com, it attempts to 
reignite broader recognition of the full value of 
intellectual property.  Much criticism has been 
levied against the usefulness of intellectual property 
and its place in our new economy, but there are 
those among us who continue to recognize the 
wisdom of maintaining strong intellectual property 
protection for worthwhile contributions that 
“promote the progress of science and useful arts.” 


While there has always been a need to 
distinguish and properly limit the scope of protection 
for worthwhile contributions, the pendulum of 
protection has been swinging in the direction of 
weaker protection for a number of years.  It is time 
for the pendulum to begin swinging in the other 
direction, or the value of innovation and creativity 
will eventually disappear.  It is time for intellectual 


                                                 
1 Pursuant to Supreme Court Rule 37.6, counsel for amicus 


curiae certifies that no counsel of either party authored the 
brief in whole or in part and that no person or entity other than 
the named amicus curiae or its counsel has made a monetary 
contribution to the preparation or submission of this brief. 
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property and those who recognize our vital need for 
it to wake up. 


AwakenIP is very interested in the outcome of 
the case before the Court and is concerned that the 
Court of Appeals for the Federal Circuit obfuscated 
Congressional intent by rigidly construing § 101 of 
the Patent Act and imposing ambiguous and 
arbitrary requirements on patent seekers. 
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SUMMARY OF ARGUMENT 
 


 
1. The Federal Circuit’s decision held that a 


process that is not tied to a particular 
machine or fails to transform a particular 
article is not patentable.  This test requires 
courts and examiners at the United States 
Patent and Trademark Office (USPTO) to 
distinguish abstract ideas from processes that 
satisfy the machine-or-transformation test.  
This task of distinguishing abstract ideas from 
protectable subject matter suffers from the 
same vagaries that plague the copyright 
idea/expression dichotomy.  The Federal 
Circuit’s decision threatens to transform 
patentable subject matter analysis from a 
once bright-line rule to a complicated and 
unworkable analysis that currently haunts 
copyright law. 


 
2. The Federal Circuit’s machine-or-


transformation test resonates negative 
implications across fields beyond business 
methods.  For instance, courts have 
experienced difficulty in applying the rigid 
test to unpredictable fields such as 
biotechnology.  Moreover, existing 
patentability guidelines proscribed by sections 
102, 103, and 112 of the Patent Act provide 
clear and adequate direction for determining 
patentability in the unpredictable fields.  In 
fact, courts have recognized the importance of 
sections 102, 103, and 112 in evaluating 
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patent applications in the unpredictable 
fields. 


 
 
3. The Federal Circuit’s machine-or-


transformation test has created superfluous 
confusion among lower courts and the 
USPTO.  Consequently, the Federal Circuit 
has disrupted long-settled court precedent.  As 
such, this Court should resolve the pending 
action in favor of Petitioners. 
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ARGUMENT 
 


I. THE FEDERAL CIRCUIT HAS CREATED 
AN UNWORKABLE ABSTRACT IDEA 
TEST FOR DETERMINING 
PATENTABILITY THAT WILL UNDULY 
SUFFER LIKE THE VAGUE COPYRIGHT 
IDEA/EXPRESSION DICHOTOMY  


 
 The machine-or-transformation test is forcing 
the well-defined concepts of patentable subject 
matter toward the complex abstract idea analysis 
that has frustrated copyright attorneys for decades.  
Specifically, following the Federal Circuit’s decision, 
the task of relegating protected elements and 
abstract elements in computer program patent 
infringement claims will soon mirror the baffling 
and multifarious procedures of computer program 
copyright analysis. 


It is a fundamental principle of copyright law 
that copyright protection does not extend to an idea, 
only to the expression of the idea.  See 17 U.S.C. § 
102(b); Mazer v. Stein, 347 U.S. 201, 217 (1954); 
Baker v. Seldon, 101 U.S. 99 (1879).  In recent years 
the limitation on ideas has developed into the 
“idea/expression dichotomy.”  As this Court stated in 
Harper & Row Publishers, Inc. v. Nation Enterprises, 
quoting the Second Circuit’s analysis, 
“idea/expression dichotomy strike[s] a definitional 
balance between the First Amendment and the 
Copyright Act by permitting free communication of 
facts while still protecting an author's expression.” 
471 U.S. 539, 556 (1985). 
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Computer programs are regulated under the 
same laws, and no special exceptions exist.   
Legislative history specifically states that copyright 
laws protect computer programs only “to the extent 
that they incorporate authorship in programmer’s 
expression of original ideas, as distinguished from 
the ideas themselves.”  See H.R.Rep. No. 1476, 94th 
Cong., 2d Sess. 54, reprinted in 1976 U.S.C.C.A.N. 
5659, 5670.  Confirming this principle, a definition of 
the term “computer program” was added to 17 U.S.C. 
§ 101 as an amendment to the 1976 Copyright Act.  
See Pub.L. No. 96-517, § 10(a), 94 Stat. 3028 (1980). 


Through years of analyzing the idea/expression 
dichotomy, the courts have struggled with 
attempting to define what is protected under 
copyright law and what is simply an abstract idea 
regarding computer programs.  Judge Learned Hand 
noted that “[n]obody has ever been able to fix that 
boundary, and nobody ever can.” Nichols v. 
Universal Pictures Co., 45 F.2d 119, 121 (2d Cir. 
1930).  Thirty years later Judge Hand concluded 
“[o]bviously, no principle can be stated as to when an 
imitator has gone beyond copying the ‘idea,’ and has 
borrowed its ‘expression.’”  Peter Pan Fabrics, Inc. v. 
Martin Weiner Corp., 274 F.2d 487, 489 (2d Cir. 
1960).  Instead, no bright line test exists and 
“[d]ecisions must therefore inevitably be ad hoc.”  Id.  


 In 1986, the Third Circuit in Whelan Associates, 
Inc. v. Jaslow Dental Laboratory, Inc., tried in vain 
to utilize the idea/expression dichotomy with 
software programs.  797 F.2d 1222, 1237 (3d Cir. 
1986).  The court was tasked with determining 
which aspects of a computer program were ideas and 
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which were expression.  Id. at 1234.  The court 
observed “the purpose or function of a utilitarian 
work would be the work’s idea, and everything that 
is not necessary to that purpose or function would be 
part of the expression of the idea.”  Id. at 1236.  This 
attempt to simplify an already impossible 
examination with an even more complicated series of 
tests was immediately criticized by subsequent 
courts and even the academic community at large.  
See Broderbund Software Inc. v. Unison World, Inc., 
648 F.Supp. 1127, 1133 (N.D. Cal. 1986); Plains 
Cotton Co-op v. Goodpasture Computer Serv., Inc., 
807 F.2d 1256, 1262 (5th Cir.) cert. denied, 484 U.S. 
821 (1987); See generally Steven R. Englund, Note, 
Idea, Process, or Protected Expression?: Determining 
the Scope of Copyright Protection of the Structure of 
Computer Programs, 88 MICH.L.REV. 866, 867-73 
(1990). 


Seeing the Whelan court’s failed attempt, in 1992 
the Second Circuit created the abstraction-filtration-
comparison test in Computer Associates 
International v. Altai as an attempt to clarify some 
of the confusion surrounding the idea/expression 
dichotomy for computer program protection.  982 
F.2d 693, 707 (2nd Cir. 1992).  According to the 
Second Circuit, Whelan's approach of separating idea 
from expression in computer programs "relies too 
heavily on metaphysical distinctions" and "a 
satisfactory answer to this problem cannot be 
reached by resorting, a priori, to philosophical first 
principals."  Id. at 706.  The Altai case involved a 
copyright infringement claim where the defendant 
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enlisted clean room programmers2 to produce code 
designed to operate like the plaintiff’s code.  Id. at 
700.  The Second Circuit implemented a new 
substantial similarity test to determine whether the 
defendant had infringed the plaintiff’s protected 
expression, as opposed to permissibly using the 
unprotectable ideas.  Id. at 701.  That is, the court 
applied the abstraction-filtration-comparison test, 
which offers one way to determine which aspects of 
the computer program involve ideas and which are 
expressions.  Ultimately, no copyright infringement 
was found as a result in that case. 


It is instructive to appreciate the complexity that 
is involved in distinguishing protectable subject 
matter from abstract ideas in the copyright context 
under this test. First, the abstraction step of the 
abstraction-filtration-comparison test requires that 
“a court should dissect the allegedly copied 
program’s structure and isolate each level of 
abstraction contained within it.”  Id. at 707.  The 
implementation begins with the lowest level of 
abstraction, the physical code, and ends with the 
highest level of abstraction, the program’s ultimate 
function.  Id.   


Once the levels of abstraction have been 
determined and separated, the filtration step is then 
used to separate protectable expressions from non-
protectable material.  Id.  A “successive filtering 
method” is first implemented to “examine the 
structural components at each level of abstraction.” 
On a per level basis, particular inclusions are 
                                                 
2 Programmers with no direct access to the original code. 
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determined to be “[an] ‘idea’ or . . . dictated by 
considerations of efficiency, so as to be necessarily 
incidental to that idea.”  Id.  Courts must consider 
the “structural content of an allegedly infringed 
program for elements that might have been dictated 
by external factors.”  Id. at 710.  Courts must also 
consider elements dictated by efficiency through 
examining “‘whether the use of this particular set of 
modules is necessary efficiently to implement that 
part of the program’s process’ being implemented.” 
Id. at 708.  If the court finds elements dictated by 
efficiency, then “the expression represented by the 
programmer’s choice of specific module or group of 
modules has merged with their underlying idea and 
is unprotected.”  Id.  Courts must then filter out 
unprotectable material that is determined to be “free 
for the taking and cannot be appropriated by a single 
author even though included in a copyrighted work”. 
 Id. at 710. 


Finally, the comparison step occurs once courts 
have filtered out “all elements of the allegedly 
infringed program which are ‘ideas’ or are dictated 
by efficiency or external factors, or taken from the 
public domain.” Id. at 710.  What remains is 
considered the “core of protectable expression.”  Id.  
This ‘core of protectable expression’ is then compared 
to the alleged infringing work to determine whether 
the defendant copied any aspect of the protected 
expression.  Id.  If all similarities in expression arise 
from external factors, elements of efficiency, or use 
of common ideas, then no substantial similarity can 
be found. Data East USA, Inc. v. Epyx, Inc., 862 F.2d 
204, 208 (9th Cir. 1988). 
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One year after the Altai decision, the Tenth 
Circuit reaffirmed the abstraction-filtration-
comparison test in Gates Rubber v. Brando 
Chemical.  9 F.3d 823, 830 (10th Cir. 1993).  The 
court in Gates Rubber divided the levels of 
abstraction into six categories:  “(i) the main 
purpose, (ii) the program structure or architecture, 
(iii) modules, (iv) algorithms and data structures, (v) 
source code, and (vi) object code.”  Id. at 835.  The 
imposition of abstraction levels allows for some 
generalities regarding filtering.  For example, the 
program’s purpose, the highest level of abstraction, 
will generally always be filtered out because it is 
simply an abstract idea.  Similarly, the object code, 
the lowest abstraction, if copied, will generally 
always lead to copyright infringement.  However, the 
intermediate levels require complex and ad hoc 
filtering examination. 


While the abstraction-filtration-comparison test 
likely constricted the unfixable boundary analogized 
by Judge Hand in Nichols, it is still far from 
concrete.  Furthermore, the additional levels of 
analysis provide even more opportunity for 
uncertainty.  In stark contrast, prior patent law has 
successfully steered clear of the complexities and 
vague procedures that have hindered copyright 
abstraction analysis.  Patents, on the other hand, 
have claims that are intended to provide just such a 
bright line.  Whereas the abstraction-filtration-
comparison test determines what is protected and 
what is an abstract idea for copyright infringement, 
a potential patent infringer need only construe the 
patent’s claims for notice of protected subject matter.  
As best stated in Warner-Jenkinson Co., Inc. v. 
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Hilton Davis Chemical Co., “[t]he presumption we 
have described . . . gives proper deference to the role 
of claims in defining an invention and providing 
public notice.”  520 U.S. 17, 33-34 (1997). 


The Federal Circuit’s decision threatens to 
transform patentable subject matter analysis from a 
once bright-line rule to a complicated and seemingly 
impossible analysis.  By requiring a process to meet 
its arbitrary machine-or-transformation test, the 
Federal Circuit has rejected this Court’s definition of 
patentable subject matter: “anything under the sun 
that is made by man” except “laws of nature, natural 
phenomena, and abstract ideas.”  Diamond v. Diehr, 
450 U.S. 175, 182, 185 (1981).  This test now 
requires District Courts, and even examiners at 
United States Patent and Trademark Office 
(USPTO), to determine whether a process passes the 
complex machine-or-transformation test.   


How can we possibly expect USPTO examiners 
and District Courts to distinguish abstract processes 
from process that satisfy the machine-or-
transformation test when this Court has noted its 
own struggles in examining this issue?  Dissenting  
from the Court’s dismissal in Laboratory Corp. of 
American Holdings v. Metabolite Laboratories, Inc., 
Justice Breyer conceded the difficulty of defining 
non-patentable subject matter such as mental 
processes and abstract intellectual concepts.  548 
U.S. 124, 134 (2006).  Drawing this conclusion, he 
analogized those categories of subject matter to 
similar categories within copyright law.  Id.  To 
support his contention, Justice Breyer cited Nichols 
v. Universal Pictures Corp.:  “[W]e are as aware as 
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anyone that the line [between copyrighted material 
and non-copyrightable ideas], wherever it is drawn, 
will seem arbitrary.”  Id.  Further, Justice Breyer 
recognized that “all conscious human interaction 
involves a mental process” and as such “many a 
patentable invention rests upon its inventor’s 
knowledge of natural phenomena,” and “many 
‘process’ patents seek to make abstract intellectual 
concepts workably concrete.”  Id.  Much as copyright 
law’s approach to determining protectable material 
resides in a quagmire of uncertainty, Justice 
Breyer’s recognition reveals that a similar approach 
to patents would create similar confusion. 


In truth, words are themselves abstractions of 
reality, so it is logically futile, or at least immensely 
problematic, to attempt to use abstractions to define 
meaningful and workable distinctions between 
different types of abstractions, or between un-
protectable "fundamental principles" and protectable 
"applications" of those principles.  Indeed, the words 
"fundamental principle" and "application of a 
fundamental principle" can almost always be applied 
to the same claim terminology since there usually 
exist both higher and lower levels of abstraction in 
most situations, regardless of the context.  This 
Court is urged not to make the mistake of attaching 
additional words that beg further definitions, such 
as merely claiming a "result" or "effect," since such 
scope analyses are more appropriately handled 
under Title 35 U.S.C. § 102 novelty and §103 
obviousness.  Similarly, claims also should not be 
considered abstract simply because of their 
vagueness or lack of specificity since such analyses 
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are more appropriately handled under Title 35 
U.S.C. § 112.   


As such, the Federal Circuit’s holding creates a 
further undefinable standard that brings the once 
concrete patentable subject matter analysis an 
unfixable boundary similar to that between abstract 
idea and expression that currently haunts copyright 
law. Instead, the Court should stick very close to the 
statutory phrase "useful process" for evaluating the 
statutory subject matter question for processes.  This 
Court should leave behind all other abstractions of 
abstractions. 


 


II. A BROAD, JUDICIALLY-MADE § 101 
TEST WILL PRECLUDE PATENTS AND 
STIFLE INNOVATION FOR NEW 
TECHNOLOGY IN THE 
UNPREDICTABLE FIELDS 


 
A. The Federal Circuit’s decision 


negatively affects biotechnologies, 
not simply business methods 


It will be difficult to apply the machine-or-
transformation test to biotechnology inventions, 
where patentable subject matter challenges often 
allege preemption of a natural phenomena or law of 
nature.  In Classen Immunotherapies, Inc. v. Biogen 
IDEC, claims were directed to methods for 
determining an optimal immunization schedule by 
comparing the observed incidence of immune-
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mediated disorders in treatment groups subjected to 
different vaccination schedules. 304 Fed. Appx. 866, 
866 (Fed. Cir. 2008); Classen Immunotherapies, Inc. 
v. Biogen IDEC, 2006 WL 6161856 at *1 (N.D. Md. 
Aug. 16, 2006).  The Federal Circuit summarily 
applied its new machine-or-transformation test to 
find the claims to be outside the scope of § 101.  
Classen, 304 Fed. Appx at 866.  Unfortunately, the 
court provided no framework for future analyses.  
This § 101 test is clearly incompatible with many 
biotechnology inventions, as they do not require 
machines (in the customary way of thinking about 
machines).  However, the claims do arguably involve 
a transformation.  Claim 1 of the Classen patent 
recites a “method . . . which comprises immunizing 
mammals in the treatment group of mammals with 
one or more doses of one or more immunogens.”  The 
immunization of a mammal clearly effects a 
transformation of a particular article (a mammal) 
into a different state (a state of induced immunity).   


Classen is a good demonstration that the 
machine-or-transformation test fails to function in 
the unpredictable fields. 


 
B. Sections 102, 103, and 112 of the 


Patent Act provide sufficient 
guidance for determining 
patentability in the unpredictable 
fields 


For an inventor to be entitled to a patent on a 
claimed invention, the inventor must, at the very 
least, meet the utility, novelty, non-obviousness, and 
disclosure requirements of sections 101, 102, 103, 
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and 112 of the Patent Act.  It is important to 
emphasize that the issue in this case is only whether 
a claimed invention is statutory subject matter 
under § 101.  


Recently, this Court considered addressing the 
merits of a § 101 dispute and clarifying what is 
patentable in Lab. Corp.  548 U.S. at 124.  This 
Court granted certiorari but dismissed the case 
before reaching the merits. Id.  Wishing to address 
the merits, three dissenting justices objected to the 
claimed process as being unpatentable.  Id. at 133.  
Writing for the dissent, Justice Breyer stated:  “[The 
patent] embod[ies] only the correlation between 
homocysteine and vitamin deficiency that the 
researchers uncovered. In my view, that correlation 
is an unpatentable ‘natural phenomenon,’ and I can 
find nothing in [Lab. Corp.’s] claim 13 that adds 
anything more of significance.” Id at 137-138. 


Specifically, Lab. Corp.’s claim 13 recites:  
A method for detecting a deficiency of 
cobalamin or folate in warm-blooded animals 
comprising the steps of:  
assaying a body fluid for an elevated level of 
total homocysteine; and  
correlating an elevated level of total 
homocysteine in said body fluid with a 
deficiency of cobalamin or folate. 


Id at 129. 
Although Justice Breyer determined that Lab. 


Corp.’s claim 13 was unpatentable as being a 
“phenomenon of nature,” he conceded that 
categorizing non-patentable “phenomena of nature” 
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is difficult.  Id.  Considering then the difficulty of 
categorizing non-patentable “phenomena of nature,” 
it stands to reason that Justice Breyer’s thoughtful 
concern as to the patentability of Lab. Corp.’s claim 
13 may be misplaced. 


In Lab. Corp., there was a specifically tailored 
use derived from the phenomena by the creativity of 
man.  This was why the lower courts and the 
USPTO affirmed the validity of the claim, 
illustrating further that the issue of patentability is 
better dealt with through novelty, obviousness and 
written description inquiries.  In addition, the patent 
owner, Competitive Technologies, Inc., subsequently 
initiated reexamination in the USPTO.  Id. at 128; 
Ex parte Competitive Technologies, Inc., Appeal No. 
2009-005519 (B.P.A.I. July 30, 2009).  Upon 
reexamination of the patent, the Board of Patent 
Appeals and Interferences (BPAI) reversed the 
examiner’s § 103 rejection.  Ex parte Competitive 
Technologies, Inc., Appeal No. 2009-005519.  
Determining that the claims are patentable under § 
103, this decision by the BPAI provides evidence 
that  sections 102, 103, and 112 of the Patent Act 
provide sufficient guidance for determining 
patentability in the unpredictable fields. 


In Ariad Pharms., Inc. v. Eli Lilly & Co., the 
Federal Circuit found that the claims were invalid 
for violating the written description requirement of § 
112.  560 F.3d 1366, 1376 (Fed. Cir. 2009).  Ariad 
Pharms and Classen together demonstrate that 
reviewing patentability through §§ 102, 103, and 112 
provides clearer guidance than a § 101 analysis.  
That is, the Federal Circuit provided clear standards 
for reviewing written description and enablement 
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standards in Ariad Pharms but failed to articulate 
the application of the machine-or-transformation 
test to unpredictable arts in Classen.  This Court 
faces the question of whether a judge-made test is 
appropriate, or for that matter necessary, in light of 
other statutory tests that are clear, articulate, and 
well established, especially in the unpredictable arts 
where scientific advances are, by definition, 
unpredictable and likely to suffer from rigidly 
applied tests. 


Finally, the timing delay implications for ad hoc 
determinations of statutory subject matter can be 
particularly harmful for biotechnology inventions.  
In hearings by the Federal Trade Commission on 
Intellectual Property in the Marketplace, Assistant 
Vice Chancellor for Intellectual Property & Industry 
Research Alliances Carol Mimura stated that “in the 
area of early-stage patents . . . these [biotechnology] 
patents are very crucial to the success of start-up 
companies that are spawned from university 
research.”  Federal Trade Commission hearings, The 
Evolving IP Marketplace:  The Operation of IP 
Markets, 6 Monday, May 4, 2009.  The patent 
application in the present case was filed in 1997. 
Twelve years have transpired, and the ad hoc 
analysis continues.  When patents are so important 
to the growth of entire industries, the determination 
of patent eligibility—a gateway question—must be 
clear.   
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III. AMBIGUITY IN THE FEDERAL 
CIRCUIT’S NEW MACHINE-OR-
TRANSFORMATION TEST HAS 
ALREADY FOSTERED HARMFUL 
CONFUSION AND UNCERTAINTY IN 
THE CASE LAW AND USPTO APPEALS 
THAT HAVE FOLLOWED 


 The Federal Circuit’s decision held that 
processes not transforming a particular article must 
be tied to a particular machine.  In re Bilski, 545 
F.3d at 954.  However, the Federal Circuit declined 
to offer guidance on what is meant by “particular 
machine,” including the question of whether reciting 
particular software suffices to tie a process to a 
particular machine.  Id. at 962.   


Prior to the Federal Circuit’s decision, it had 
been well-settled law that a computer programmed 
with particular software was patentable subject 
matter.  In re Alappat, 33 F.3d 1526, 1545 (Fed. Cir. 
1994).  In the front-page holdings, the Federal 
Circuit expressly “abrogated” Alappat by name.  In 
re Bilski, 545 F.3d at 943.  However, the only 
negative treatment offered in the body of the opinion 
was directed toward Alappat’s role in establishing 
the “useful, concrete and tangible result” test, from 
which the Federal Circuit now departs.  Id. at 959.  
No mention was made regarding Alappat’s guidance 
on machines particularized by programming, despite 
Judge Newman’s dissent urging the majority to 
clarify what exactly was being abrogated.  Id. at 994.  
The majority simply left the question to future cases.  
Id. at 962. 
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 The Federal Circuit again declined to provide 
clarity in In re Comiskey.  554 F.3d 967 (Fed. Cir. 
2009).  Faced with an arbitration system 
implemented with various software modules and a 
database, the court held that “under the broadest 
reasonable interpretation” the system represented a 
machine.  Id. at 981.  However, the Federal Circuit 
panel nevertheless remanded to the USPTO for 
determining whether the system claims were 
statutory as machines.  Id. at 971.  Dissenting from 
the en banc decision, Judge Moore sharply criticized 
the majority for remanding the case on this issue 
since In re Bilski, in her opinion, did not affect 
whether machine claims were statutory under 
Alappat.  In re Comiskey, 89 U.S.P.Q.2d 1641, 1650 
(Fed. Cir. 2009). 


The result of this ambiguity has been confusion 
and conflict in the USPTO and lower courts, with 
rampant uncertainty for American inventors.  The 
USPTO still seems to regard particularized software 
as sufficiently particularizing a machine for § 101 
purposes.  In Ex parte Cornea-Hasegan, the Board of 
Patent Appeals and Interferences considered a 
method for routing computations to either software 
or specialized hardware, based on which of the two 
would be best suited for the task.  89 U.S.P.Q.2d 
1557, 1558 (B.P.A.I. 2009).  The BPAI rejected the 
claims for merely reciting a “processor” because a 
general purpose processor is not patentable when 
programmed in an “unspecified manner.”  Id. at 
1560-61.  Subsequent BPAI decisions reiterated that 
claims reciting a general purpose processor are 
unpatentable unless they specify the manner of 
programming with particularity.  See, e.g., Ex parte 
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Gutta, 2009 WL 112393 (B.P.A.I. Jan. 15, 2009); Ex 
parte Barnes, 2009 WL 164074 (B.P.A.I. Jan 22, 
2009).  Additionally, in Ex parte Atkin, the BPAI 
established that sufficient particularity may exist 
when referring to the patent specification via means-
plus-function language.  2009 WL 247868 at *9 
(B.P.A.I. Jan. 30, 2009). 


Fissures have also emerged at the district court 
level as judges attempt to decipher the new 
landscape.  In March of 2009, the Northern District 
of California granted summary judgment in an 
infringement action involving a process for detecting 
credit card fraud in online transactions.  
CyberSource Corporation v. Retail Decisions, Inc., 
620 F.Supp.2d 1068, 1071, 1081 (N.D.Cal. 2009).  
Judge Patel viewed Bilski as abrogating more than 
those portions of Alappat that laid the foundation for 
State Street’s “useful, concrete and tangible result” 
test.  Id. at 1080-81.  Indeed, she viewed all portions 
of Alappat as abrogated entirely, including the 
software question which the Federal Circuit’s 
decision in In re Bilski expressly deferred to future 
cases.  Id. at 1080-81. 


This view has carried a weight inordinate to a 
lone California district court ruling.  Judge Patel 
was shortly thereafter invited to sit by designation 
on the Federal Circuit bench, authoring the panel 
decision for Wavetronix LLC v. EIS Electronic 
Integrated Systems.  2009 WL 2245213 (Fed. Cir. 
2009).  Judge Patel’s views on In re Bilski and 
Alappat may thus have more in common with the 
direction in which the Federal Circuit is headed.  
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Even so, Judge Patel’s neighboring district gave 
little deference to this CyberSource view three 
months later.  In DealerTrack, Inc. v. Huber, the 
Central District of California granted summary 
judgment against the patentee in an infringement 
action involving an automated credit approval 
process for automotive dealers.  2009 WL 2020761 at 
*1 (C.D.Cal. 2009).  The court correctly noted that 
Bilski declined to adopt any new broad exclusion 
over software, and that it has been well-settled law 
that “a general purpose computer in effect becomes a 
special purpose computer once it is programmed to 
perform particular functions pursuant to 
instructions from program software.”  Id. at *3 
(citing In re Alappat, 33 F.3d 1526, 1545 (Fed. Cir. 
1994)). 


The Central District of California acknowledged 
the CyberSource court’s holding that a process 
performed “over the Internet” does not satisfy the 
“machine” rubric of Bilski.  Id.  But the court 
rejected the view that particularized programming 
on a general purpose computer is no longer 
patentable subject matter.  Id. at *4.  The court’s 
determination of invalidity was expressly based on 
the finding that DealerTrack’s patent did not specify 
the programming with sufficient particularity to 
meet the discussed Alappat standard.  Id. 


None of the present uncertainty is proper in light 
of the plain language of § 101 and subsequent 
legislative treatment of the statute, nor is it 
necessary to meet the policy considerations behind 
this Court’s precedent upon which the Federal 
Circuit relied.  At each step of the way in the Federal 
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Circuit’s analysis, the question of preempting 
abstract ideas and other fundamental principles was 
presented as the underlying Supreme Court concern.  
See Diamond v. Diehr, 450 U.S. 175, 187 (1981) 
(“[the inventors] do not seek to pre-empt the use of 
that equation”); Gottschalk v. Benson, 409 U.S. 63, 
72 (1972) (“the patent would wholly pre-empt the 
mathematical formula”). 


In broad terms, the preemption question is 
already addressed by code sections pertaining to 
anticipation, obviousness, and overbreadth.  In the 
specific field of software, it is addressed by Alappat 
and its requirement that only particular software 
can render patentable a process performed by 
general purpose computers.  By requiring inventors 
to claim with particularity the “how and why” of 
their software-driven inventions, other practitioners 
remain free to practice non-infringing methods of 
achieving the same result.  Any underlying abstract 
ideas are not monopolized or removed from the 
public domain.  At the same time, the patentee is 
rewarded with limited-term protection for 
contributing a particularly innovative means for 
achieving the result to the public knowledge. 


The Federal Circuit may be wary of emerging 
technologies and unsure as to whether the USPTO 
can successfully adapt to avoid issuing patents for 
inventions that are anticipated, obvious, or overly 
broad.  However, the BPAI decisions discussed supra 
illustrate that the USPTO is fully versed in Alappat 
guidance and equipped to bar those patents that do 
not claim the “hows and whys” with particularity 
sufficient to avoid preemption.   
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If the problem is a lag between the emergence of 
new technologies and the sources with which 
subject-matter experts may search prior art, then 
the solution is more resources for the subject-matter 
experts to shorten this lag.  The Federal Circuit’s 
chosen alternative, fabricating a new restrictive § 
101 standard, treats the skin rash with amputation.  
Matters are made even worse when ambiguity and 
silence leave questions as to what exactly has been 
amputated.   


CONCLUSION 
 


Between the conflicting views of the BPAI and 
lower courts and the ambiguity of the new exclusive 
test from the Federal Circuit, the owners of tens if 
not hundreds of thousands of patents now sit in 
limbo regarding the legal status of their intellectual 
property.  Businesses and individual inventors are 
clouded by uncertainty as to whether they would 
receive the protection needed to recoup investment 
in new innovation.  Without the finality provided by 
the customary presumption of patent validity, 
opportunities for sale or licensing diminish as the 
limited window of each patent’s protection dwindles.  
Legal practitioners have no way to advise clients 
when rigid-yet-ambiguous new § 101 rules place a 
question mark atop wide swaths of the patent 
landscape, and America’s leadership in global 
innovation suffers as a result. 


Neither the plain language of § 101 nor the cited 
Supreme Court precedent support the new, exclusive 
Federal Circuit standard.  Further, other statutory 
tools are readily available to protect the policy 
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concerns of overly broad preemption.  This Court 
should therefore rely on those tools and quiet the 
confusion and uncertainty imposed by the Federal 
Circuit’s decision below by reversing that decision. 
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BRIEF FOR THE BUSINESS SOFTWARE
ALLIANCE AS AMICUS CURIAE


IN SUPPORT OF NEITHER PARTY


INTEREST OF AMICUS CURIAE


The Business Software Alliance (BSA) is an asso-
ciation of the world’s leading software and hardware
technology companies. On behalf of its members,
BSA promotes policies that foster innovation,
growth, and a competitive marketplace for commer-
cial software and related technologies. BSA mem-
bers pursue patent protection for their intellectual
property and as a group hold a significant number of
patents. Because patent policy is vitally important
to promoting the innovation that has kept the United
States at the forefront of software and hardware de-
velopment, BSA members have a strong stake in the
proper functioning of the U.S. patent system.


The members of the BSA are Adobe, Apple,
Autodesk, Bentley Systems, CA, Cadence Design
Systems, Cisco Systems, Corel, CyberLink, Dell,
Embarcadero Technologies, HP, IBM, Intel, Intuit,
McAfee, Microsoft, Minitab, Quark, Quest Software,
Rosetta Stone, SAP, Siemens, SolidWorks, Sybase,
Symantec, Synopsys, and The MathWorks.1


1 Pursuant to this Court’s Rule 37.6, amicus affirms that no
counsel for a party authored this brief in whole or in part and
that no person other than amicus and its counsel made a mone-
tary contribution to its preparation or submission. The parties’
letters consenting to the filing of this brief have been filed with
the Clerk’s office.
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INTRODUCTION AND
SUMMARY OF ARGUMENT


If innovation is the engine of the American econ-
omy, then intellectual property is its fuel. From the
time of the Founding, it has been understood that, to
“promote the progress of * * * useful arts,” U.S.
CONST. art. I, § 8, cl. 8, economic incentives must be
provided to those who develop new inventions.


At one point in the Nation’s history, those inven-
tions involved methods for forging iron or harnessing
the illuminating capacity of tungsten. Innovation
takes more varied forms today. Computers, for ex-
ample, are an ever-present feature of modern life and
modern industry, and they perform a myriad of use-
ful functions through the interaction between hard-
ware and software. Much innovation today arises
from the expanded use and sophistication of com-
puters and the software that directs their operations.
The Patent Act is not so limited that it impedes the
progress of these new technologies. To the contrary,
the patent system was developed to foster such inno-
vation.


The importance of technological innovation to the
growth of the American economy and the continued
success of American industry cannot be overstated.
Undue narrowing of the scope of patent protection
would produce a concomitant reduction in innova-
tion, with adverse effects on the entire economy. At
the same time, an interpretation of patentable sub-
ject matter that extends to laws of nature and ab-
stract ideas could deter innovation by blocking de-
velopment of new technologies.


In interpreting the scope of 35 U.S.C. § 101, this
Court should be mindful of its long tradition of vindi-
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cating the purposes of the Patent Act. Throughout
its history, this Court has been careful to protect
avenues for innovation while limiting efforts to claim
entire fields of scientific discovery. Those dual
guideposts stem directly from Section 101, which au-
thorizes patents for “any new and useful process,
machine, manufacture, or composition of matter.”
This language is broad but not infinite. Likewise, its
role is important but not exclusive. The fundamental
purpose of Section 101 is to establish the scope of the
“useful arts,” U.S. CONST. art. I, § 8, cl. 8, not to filter
out every unjustified patent claim. An invention
that qualifies as patentable subject matter may re-
ceive a patent only if in addition it satisfies the re-
quirements of novelty, nonobviousness, and enable-
ment. 35 U.S.C. §§ 102, 103, 112.


Courts have consistently, and correctly, con-
cluded that—except in narrow circumstances—
software-implemented inventions satisfy Section 101.
That conclusion is legally correct and economically
essential, and it should be reaffirmed by this Court.
The decision below does not disturb the Federal Cir-
cuit’s understanding that Section 101 extends to in-
ventions implemented by computer software. How-
ever, in adopting its machine-or-transformation test,
the Federal Circuit unduly narrowed the scope of
patent protection for future technological advances
and failed in its effort to bring clarity to Section 101.
This Court has never endorsed the machine-or-
transformation test as an indispensable criterion for
satisfying Section 101. Instead, the proper focus is
whether a patent claim would control all applications
of a law of nature, a natural phenomenon, or an ab-
stract idea—the fundamental building blocks of in-
novation that no person has invented and no person
should control.
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Petitioners’ claim fails that test, because they
seek a patent that would preempt the entire concept
of hedging. Accordingly, the judgment of the Federal
Circuit should be affirmed. In reaching the correct
result, however, the Federal Circuit employed the
wrong standard, introducing inappropriate and un-
necessary obstacles that could impede future techno-
logical development in new fields of innovation.


The judgment below should therefore be upheld
only after this Court removes the Federal Circuit’s
ill-advised limitations on Section 101. In so doing,
the Court should reaffirm that the patent system
remains open to critical areas of developing technol-
ogy such as inventions implemented by computer
software.


ARGUMENT


I. SECTION 101 HAS CONSISTENTLY—AND
CORRECTLY—BEEN INTERPRETED TO
ENCOMPASS SOFTWARE-IMPLEMENTED
INVENTIONS.


Software-implemented inventions have had, and
continue to have, a profound impact on the American
economy. And patent protection is a critical compo-
nent of the information economy’s success. Indeed,
both the legal and the economic systems have ac-
cepted and relied upon the patentability of machines
and processes implemented through software. In as-
sessing the scope of Section 101, therefore, this Court
should be mindful of settled expectations and avoid
interpreting Section 101 in a manner that would de-
feat those expectations and undermine a major area
of innovation.
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A. Patents For Software-Implemented In-
ventions Provide Important Benefits To
The Economy And Society At Large.


Much like the other “useful arts,” innovations in
software technology bring important advances to the
American economy. Computer software is now used
not just for word processing and calculating spread-
sheets but also for designing bridges, diagnosing dis-
eases, and directing our energy infrastructure. Most
of the technologies that we encounter every day—
from cellular phones and antilock brakes to airplane
flight controls and pacemakers—require computers
and software and incorporate technological ad-
vancements. The automation of previously manual
tasks through computer software has improved qual-
ity, consistency, efficiency, and access to a wide vari-
ety of products and services, such that the vast ma-
jority of patents on software-implemented inventions
go to companies in the manufacturing sector. In
short, “[t]oday’s software transforms our lives with-
out physical anchors.” Pet. App. 143a (Rader, J., dis-
senting).


Investment in software reflects its increasing
importance to American industry. In 2000, software
represented nearly 15% of non-residential fixed capi-
tal investment in the entire economy, up from only
3% in 1980. Organisation for Economic Co-
Operation and Development, Measuring the Informa-
tion Economy 11 (2002), http://www.oecd.org/data-
oecd/16/14/1835738.pdf. On a broader level, the in-
formation technology industry has been described as
“the key factor responsible for reversing the 20-year
productivity slow-down from the mid-1970s to the
mid-1990s and in driving today’s robust productivity
growth.” Pet. App. 94a (Newman, J., dissenting)
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(quoting Robert D. Atkinson & Andrew S. McKay,
Digital Prosperity: Understanding the Economic
Benefits of the Information Technology Revolution 10
(Info. Tech. & Innovation Found. 2007),
http://www.itif.org/files/digital_prosperity.pdf).


Industry estimates suggest that 20,000 new pat-
ent applications for software-implemented inventions
are granted each year, James E. Bessen & Robert M.
Hunt, An Empirical Look at Software Patents, 16 J.
ECON. & MGMT. STRATEGY 157, 158 (2007). “[B]oth
economic theory and practical experience suggest
that the availability of patents for software promotes
innovation by supplying (additional) incentives to in-
ventors.” Julie E. Cohen & Mark A. Lemley, Patent
Scope and Innovation in the Software Industry, 89
CAL. L. REV. 1, 5 (2001).


BSA member companies exemplify the principle
that patent protection creates an environment con-
ducive to the pursuit of innovation—each year, they
spend in excess of $32 billion on research and devel-
opment to expand their innovation portfolios. See
BSA, Patent Reform: The Verdict Is In 4 (2007),
http://www.bsa.org/~/media/63E3364BBA7148828D2
CE880AF5371D2.ashx. For example, these compa-
nies are pursuing breakthroughs that will provide
doctors with access to “previously unimaginable
amounts of clinical data” through advances in cloud
computing, help water supply networks to identify
the leaks in their infrastructure that result in the
loss of 26% of treated water, and allow printers to
generate three-dimensional objects. BSA, Innovation
Nation, SOLUTIONS MAGAZINE, June 2009, at 3, 4, 7,
http://www.bsa.org/country/Public%20Policy/~/media
/Files/Policy/Solutions/Solutions_Magazine_1.ashx.
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None of these pursuits would be possible without
software.


As early as 1992, congressional reports recog-
nized that “patent protection is of importance to the
U.S. software industry, both domestically and in the
global market.” U.S. Congress, Office of Technology
Assessment, Finding a Balance: Computer Software,
Intellectual Property and the Challenge of Techno-
logical Change 23 (1992). Without intellectual prop-
erty protection, prospective software entrepreneurs
face serious risks that competitors will free-ride on
their innovations by pilfering the essential elements
of a software program. See, e.g., Bradford L. Smith
& Susan O. Mann, Innovation and Intellectual Prop-
erty in the Software Industry: An Emerging Role for
Patents?, 71 U. CHI. L. REV. 241, 241–242 (2004).
This free-riding comes at the expense of the inven-
tor’s return on his investment. Conversely, with
proper protection, potential innovators are motivated
to pursue new inventions and to proceed to commer-
cial development to collect their economic rewards.
Id. at 256–257; see also Erik S. Maurer, Note, An
Economic Justification for a Broad Interpretation of
Patentable Subject Matter, 95 NW. U. L. REV. 1057,
1087–1088 (2001).2


2 Software entrepreneurs are also harmed when identical cop-
ies of finished programs are duplicated in what, under the cur-
rent intellectual property regime, constitutes illegal piracy. Pi-
racy is sometimes combated through the Copyright Act, which
protects “the author’s original expression of an idea.” Smith &
Mann, supra, at 256. However, copyright law does not prevent
a competitor from extracting the innovative elements of soft-
ware and incorporating them into a new creative shell. Patent
protection is necessary for an inventor to “protect the actual in-
vention, not just a single implementation of it.” Ibid.
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Simple economics suggests that, if patent protec-
tion for software were curtailed, the adverse conse-
quences would be swift and severe. With less profit
to capture from the commercialization of the fruits of
research and development, businesses would divert
their resources into other ventures, and software de-
velopment would suffer. That would have a ripple ef-
fect on economic productivity. Advanced software al-
lows factory workers to be more precise, cars more
fuel efficient, and healthcare more effective. Any
new obstacles to software development would carry a
penalizing multiplier effect that could threaten the
continued technological advantage of the United
States.


B. This Court Should Not Interpret Section
101 In A Manner That Upsets Settled
Expectations And Has Harmful Eco-
nomic Consequences.


Because so much has already been invested in
computer software, both in resources and in man-
power, this Court should be careful not to upset this
settled industry of innovators by narrowing Section
101. See, e.g., Cohen & Lemley, supra, at 4 (“With
some eighty thousand software patents already is-
sued * * * software patentability is a matter for the
history books.”). This necessity is driven both by the
legal imperative of statutory stare decisis and by the
extra force this doctrine carries in light of the par-
ticularly severe costs of upsetting patent expecta-
tions.


Stare decisis “promotes the evenhanded, predict-
able, and consistent development of legal principles,
fosters reliance on judicial decisions, and contributes
to the actual and perceived integrity of the judicial
process.” Payne v. Tennessee, 501 U.S. 808, 827
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(1991). Departure from settled precedent always re-
quires “special justification,” Arizona v. Rumsey, 467
U.S. 203, 212 (1984), and “[c]onsiderations in favor of
stare decisis are at their acme in cases involving
property and contract rights, where reliance inter-
ests are involved,” Pearson v. Callahan, 129 S. Ct.
808, 816 (2009) (quoting Payne, 501 U.S. at 828).
Among property rights, intellectual property invites
particularly strong reliance. Moreover, “[c]onsid-
erations of stare decisis have special force in the area
of statutory interpretation, for here, unlike in the
context of constitutional interpretation, the legisla-
tive power is implicated, and Congress remains free
to alter what [the courts] have done.” Shepard v.
United States, 544 U.S. 13, 23 (2005) (quoting Patter-
son v. McLean Credit Union, 491 U.S. 164, 172–173
(1989)).


Thus, where decisions interpreting a statute con-
cern a right in intellectual property, stare decisis
concerns apply with the greatest possible force. This
Court has spoken on several occasions about the
scope of Section 101. A dramatic change in patent
law might invalidate certain patents notwithstand-
ing the fact that—had the law imposed different re-
quirements—claims would have been prosecuted dif-
ferently, or unappealed rejections might have been
pursued. For that reason, this Court has empha-
sized that “[f]undamental alterations in these rules
risk destroying the legitimate expectations of inven-
tors in their property” and that “courts must be cau-
tious before adopting changes that disrupt the set-
tled expectations of the inventing community.” Festo
Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 535
U.S. 722, 739 (2002); see also Warner-Jenkinson Co.
v. Hilton Davis Chem. Co., 520 U.S. 17, 32 (1997)
(“[W]e should be extremely reluctant to upset the ba-
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sic assumptions of the PTO without substantial rea-
son for doing so.”).


II. THE FEDERAL CIRCUIT’S UNDULY NAR-
ROW TEST FOR PATENTABLE SUBJECT
MATTER IS INCONSISTENT WITH THIS
COURT’S PRECEDENTS.


The Federal Circuit correctly recognized that
“[t]he true issue” in this case is “whether [Bilski is]
seeking to claim a fundamental principle (such as an
abstract idea) or a mental process.” Pet. App. 8a.
Application of this Court’s decisions barring patents
that claim “laws of nature, natural phenomena, [or]
abstract ideas,” Diamond v. Diehr, 450 U.S. 175, 185
(1981), compels rejection of petitioners’ claim.


Rather than resting its holding on that ground,
however, the court of appeals engaged in an ex-
tended discussion of other potential limits on pat-
entability grounded in Section 101. It concluded that
this Court’s precedents required it to adopt the nar-
row machine-or-transformation test—even though
the court of appeals itself recognized that the test
may be inadequate to ensure that patent protection
is available for new and emerging technologies. Pet.
App. 17a. This is contrary to the basic purpose of the
Patent Act, which is to promote innovation.


By elevating the machine-or-transformation test
from a sufficient criterion for satisfying Section 101
into a necessary one, the Federal Circuit has unduly
narrowed the scope of patentability and threatened
future innovation. This Court has enunciated no
such “definitive test” and the Federal Circuit’s adop-
tion of the machine-or-transformation test as the ex-
clusive basis for satisfying Section 101 is not sup-
ported by this Court’s precedents. To the contrary,
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this Court has emphasized the breadth of Section
101 and refused to recognize artificial limits on what
constitutes a “process,” mindful that technologies
evolve and that the patent system was designed to be
flexible and to accommodate new paths for innova-
tion.


This Court should reject the court of appeals’
narrow conception of patentable “process[es]” and re-
affirm its prior decisions emphasizing Section 101’s
role in preventing preemption of “laws of nature,
natural phenomena, and abstract ideas.” Diehr, 450
U.S. at 185. Applying that standard, this Court
should nonetheless affirm the Federal Circuit’s re-
sult, because the disputed patent claim is an attempt
to patent a disembodied abstract idea.


A. This Court’s Holdings That Patents May
Not Encompass “Laws Of Nature, Natu-
ral Phenomena, And Abstract Ideas”
Dispose Of Petitioners’ Claim.


1. Section 101 defines patentability broadly
but precludes patents for scientific princi-
ples.


The scope of patentable subject matter is broad,
but it is far from unlimited. Section 101 permits the
protection of “any new and useful process, machine,
manufacture, or composition of matter.” However, as
this Court has long recognized, “[a]n idea of itself is
not patentable.” Rubber-Tip Pencil Co. v. Howard,
87 U.S. (20 Wall.) 498, 507 (1874). For that reason,
“[p]henomena of nature, though just discovered,
mental processes, and abstract intellectual concepts
are not patentable.” Gottschalk v. Benson, 409 U.S.
63, 67 (1972); accord Parker v. Flook, 437 U.S. 584,
589 (1978). Patent law does not extend to “the dis-
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covery of some of the handiwork of nature,” Funk
Bros. Seed Co. v. Kalo Inoculant Co., 333 U.S. 127,
130 (1948), because laws of nature are “the basic
tools of scientific and technological work,” Benson,
409 U.S. at 67. Thus, no patent could claim Albert
Einstein’s equation for mass-energy equivalence,
E = mc2. Diamond v. Chakrabarty, 447 U.S. 303, 309
(1980).


The principle that ideas are not patentable, how-
ever, does not extend to “the application of [a] law of
nature to a new and useful end.” Funk Bros., 333
U.S. at 130; see also Mackay Radio & Tel. Co. v. Ra-
dio Corp. of Am., 306 U.S. 86, 94 (1939) (“While a
scientific truth, or the mathematical expression of it,
is not a patentable invention, a novel and useful
structure created with the aid of knowledge of scien-
tific truth may be.”). In drawing this critical distinc-
tion between abstract ideas and their applications,
this Court has looked to whether “the patent would
wholly pre-empt” the underlying idea, such that it
“in practical effect would be a patent on the [idea] it-
self.” Benson, 409 U.S. at 72; accord Diehr, 450 U.S.
at 187. Thus, the critical question is whether other
inventors may make use of the fundamental princi-
ple in their own specific applications thereof—or, in-
stead, whether the patent claims all such uses.


The non-preemption standard has long formed
the foundation of this Court’s Section 101 jurispru-
dence.3 In Tilghman v. Proctor, 102 U.S. 707 (1881),
the Court examined a patent claiming a novel


3 A similar non-preemption principle applies to copyrights.
Whereas an “idea” itself is not copyrightable, the particular ex-
pression of an idea is. Harper & Row Publishers, Inc. v. Nation
Enters., 471 U.S. 539, 556–557 (1985); see 17 U.S.C. § 102(b).
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method for decomposing fats that applied the chemi-
cal principle that “the elements of neutral fat [are]
require[d] to be severally united with an atomic
equivalent of water in order to separate from each
other and become free.” Id. at 729. Tilghman’s
method involved heating a mixture of fat and water
in a vessel strong enough to resist the escape of
steam. This Court determined that this process con-
stituted patentable subject matter for two reasons:
Tilghman did not claim the chemical principle itself;
and the principle was not preempted, because his
claim did not cover the other known methods for em-
ploying the chemical fact—lime-saponification, sul-
phuric-acid distillation, and steam distillation. Ibid.


Conversely, in O’Reilly v. Morse, 56 U.S. (15
How.) 62 (1854), the Court examined Samuel Morse’s
eight claims relating to his electromagnetic telegraph
and concluded that the eighth claim was unpat-
entable. Morse explained that he sought to protect
not merely the specific application of direct current
that he employed in his telegraph, but any use of
electromagnetism for distance transmission “how-
ever developed.” Id. at 86. The Court rejected the
eighth claim because Morse had not—and could not
have—invented every possible implementation of
electromagnetism. Id. at 112–113. As the Federal
Circuit’s predecessor court has explained, “claim 8
was held improper because by disclaiming all appa-
ratus limitations, Morse was attempting to define
the limit of his invention in terms of the natural
phenomenon of electromagnetism and would, there-
fore, preempt the use of this phenomenon.” In re
Bergy, 596 F.2d 952, 990 (C.C.P.A. 1979), aff’d sub
nom. Diamond v. Chakrabarty, 447 U.S. 303 (1980).
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Recently, in dissenting from the dismissal of cer-
tiorari in Laboratory Corp. of America Holdings v.
Metabolite Laboratories, Inc., 548 U.S. 124 (2006),
Justice Breyer (joined by Justices Stevens and
Souter) recognized that patents are unavailable for
laws of nature, natural phenomena, and abstract
ideas. Id. at 126–128. In expressing his view of the
merits of that case, Justice Breyer applied the non-
preemption test to determine that a process for de-
tecting vitamin deficiencies by measuring the level of
a correlated amino acid fell outside Section 101. See
id. at 137–138 (“[O]ne can reduce any process to a
series of steps. The question is what those steps em-
body. And here, aside from the unpatented test, they
embody only the correlation,” which is “an unpat-
entable ‘natural phenomenon.’ ”).


2. Preemption analysis can be used success-
fully to screen out non-patentable subject
matter.


Properly applied, the non-preemption standard is
an important means for determining whether an in-
ventor claims an abstract idea or an implementation
thereof—and therefore whether the subject matter is
patentable under Section 101. The Federal Circuit
and its predecessor court have employed this stan-
dard frequently to disqualify patent claims whose
preemptive effect would be equivalent to patenting a
natural law.


In In re Warmerdam, 33 F.3d 1354 (Fed. Cir.
1994), for example, the court reviewed an application
for a method to control the motion of objects to avoid
collision with other (fixed or moving) objects. It as-
sessed the interaction between Warmerdam’s claim 1
and the Hilditch Skeletonization method for creating
a bubble hierarchy on an object’s medial axis. See id.
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at 1359–1360. After concluding that “the only prac-
tical[] embodiment of the claimed method” was a rep-
lication of the Hilditch Skeletonization method itself,
the court correctly determined that Warmerdam’s
claim 1 “describe[d] nothing more than the manipu-
lation of basic mathematical constructs, the para-
digmatic ‘abstract idea.’ ” Id. at 1360.


Similarly, in In re Schrader, 22 F.3d 290 (Fed.
Cir. 1994), the court rejected a claim for a supposedly
novel method for conducting auctions, because the
patent claimed “two obvious and familiar modes of
human behavior: that potential buyers naturally
may submit bids on one, some, or all of the items
available for sale, and that sellers may naturally
choose that combination of bids that maximize their
profits.” Id. at 293 n.8. Exclusive control over modes
of human behavior could not be awarded to an enter-
prising patent applicant.4


Consistent with this Court’s guidance in Benson,
the exclusion from Section 101’s scope of claims that
would preempt a law of nature, natural phenomenon,
or abstract idea imposes substantial and important


4 The court has reached the same conclusion with respect to
other claims. See In re Grams, 888 F.2d 835, 840 (Fed. Cir.
1989) (affirming denial of a patent for a method of testing a
complex system, because the only difference between the proc-
ess and the underlying scientific principle was the gathering of
data); In re Meyer, 688 F.2d 789, 796 (C.C.P.A. 1982) (affirming
denial of a patent for a process to identify locations of malfunc-
tion in a complex system, because the process was merely a
mathematical algorithm to be employed through mental steps);
In re Maucorps, 609 F.2d 481, 486 (C.C.P.A. 1979) (affirming
denial of a patent for a model sales organization, because the
“claimed invention as a whole comprises each and every means
for carrying out a solution technique for a set of equations
wherein one number is computed from a set of numbers”).







16


limits on the scope of patentability, guaranteeing
that the elemental tools of innovation will not be de-
nied public use.


3. The Bilski patent fails preemption analy-
sis.


Petitioners’ application was correctly denied as
an attempt to patent an abstract principle.


Claim 1 is directed toward:


A method for managing the consumption
risk costs of a commodity sold by a commod-
ity provider at a fixed price comprising the
steps of:


(a) initiating a series of transactions be-
tween said commodity provider and consum-
ers of said commodity wherein said consum-
ers purchase said commodity at a fixed rate
based upon historical averages, said fixed
rate corresponding to a risk position of said
consumers;


(b) identifying market participants for said
commodity having a counter-risk position to
said consumers, and


(c) initiating a series of transactions be-
tween said commodity provider and said
market participants at a second fixed rate
such that said series of market participant
transactions balances the risk position of
said series of consumer transactions.


JA 19–20.


Although Bilski developed this method with en-
ergy hedging in mind, Claim 1 does not require a
link to energy hedging and Bilski specifically dis-
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claims any limitation on the embodiment of the in-
vention. See JA 19 (“[I]t is distinctly understood that
the invention is not limited [to the preferred em-
bodiments] * * *.”). Claim 1 does not specify a par-
ticular method for determining how to “identify[]”
persons or entities with a counter-risk position or
how to “balance[]” the risk position of the consumer
transaction; it seeks to cover any possible method
with these characteristics. See In re Morris, 127
F.3d 1048, 1055 (Fed. Cir. 1997).


Claim 1 therefore does not satisfy Section 101,
because it is a general claim on the concept of hedg-
ing and thus an attempt to patent an abstract idea.
Its vague steps preempt “every possible way of per-
forming the steps of the plan, by human or by any
kind of machine or by any combination thereof.” Pet.
App. 184a. As a result, “the claim is so broad that it
is directed to the ‘abstract idea’ itself, rather than a
practical implementation of the concept.” Ibid.


Claim 1 suffers from a defect similar to that of
Morse’s eighth claim—by trying to cover all possible
uses of an idea (including those the claimant has not
invented), the claim degenerates into a disembodied
concept without a particular application. The dis-
tinction between Bilski’s claim and a related claim
that might satisfy the non-preemption criterion par-
allels the distinction between Morse’s failed eighth
claim on telegraphy and Alexander Graham Bell’s
successful patent for telephony. As this Court ex-
plained in Benson, whereas Morse claimed an entire
field of science (electromagnetism), Bell claimed only
a particular method and not “all telephonic use of
electricity.” 409 U.S. at 68–69; compare Morse, 56
U.S. (15 How.) at 111–113, with The Telephone
Cases, 126 U.S. 1, 534–538 (1888). As far as Section
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101 is concerned, Claim 1 here is indistinguishable
from Morse’s eighth claim.


B. This Court Has Rejected Artificial Lim-
its On What Constitutes A “Process.”


This Court has had several opportunities to ad-
dress the meaning of Section 101. On each occasion,
the Court has been mindful that technologies evolve
and that the patent system was designed to be flexi-
ble and to accommodate new paths for innovation.
Nonetheless, in affirming the rejection of the patent
application here, the Federal Circuit asserted that
this Court


has enunciated a definitive test to determine
whether a process claim is tailored narrowly
enough to encompass only a particular appli-
cation of a fundamental principle rather than
to pre-empt the principle itself. A claimed
process is surely patent-eligible under § 101
if: (1) it is tied to a particular machine or ap-
paratus, or (2) it transforms a particular ar-
ticle into a different state or thing.


Pet. App. 12a. This Court has never required such a
“definitive” test, and with good reason: such a test
would undermine the objectives of the patent system.


1. This Court has never required a “process”
to be tied to an apparatus or to be trans-
formative to be patentable.


The machine-or-transformation formulation orig-
inated in Cochrane v. Deener, 94 U.S. 780 (1877),
where this Court stated that Section 101’s reference
to “process” includes methods (a) that are tied to an
apparatus or (b) that, when “performed upon the
subject-matter,” result in its being “transformed and
reduced to a different state or thing.” Id. at 788.
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Cochrane considered whether an improved process
for manufacturing flour constituted patentable sub-
ject matter. The applicant did not invent the ma-
chinery used in the individual steps of his process,
id. at 785–786, but instead invented a series of steps
that, when considered as a whole, “produced a revo-
lution in the manufacture of flour,” id. at 787. The
Court provided the two examples of a patentable
“process” only after emphasizing that “it cannot be
disputed” that the patentability of a process does not
depend on “the particular form of the instrumentali-
ties used.” Id. at 787–788.


Consistent with that observation, this Court has
never held that Cochrane’s two examples—machine-
based and transformative methods—were intended
to be exhaustive. Nonetheless, the Federal Circuit
held that the machine-or-transformation standard is
“the sole test governing § 101 analyses,” Pet. App.
15a, relying upon this Court’s decisions in Benson,
Flook, and Diehr, id. at 12a–15a. None of those
cases supports the Federal Circuit’s conclusion.


To the contrary, in both Benson and Flook, the
Court was careful to point out that the Cochrane
categories were not intended to be exhaustive. See
Benson, 409 U.S. at 71 (“[w]e do not hold that no
process patent could ever qualify” if it was not “tied
to a particular machine or apparatus” and did not
“operate to change articles or materials to a ‘different
state or thing’ ”); Flook, 437 U.S. at 588 n.9 (“we as-
sume that a valid process patent may issue even if it
does not meet one of these qualifications”). Diehr
concluded that the machine-or-transformation stan-
dard was satisfied, quoting Benson; there was thus
no occasion to discuss the breadth of the definition of
“process” in Section 101. Nothing in Diehr suggests
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that the Court was abandoning what it made clear in
Benson and Flook.


2. The statutory term “process” should be in-
terpreted broadly.


In contrast to the Federal Circuit, which nar-
rowed Section 101, this Court has emphasized that
“the language of § 101 is extremely broad” and that
“Congress plainly contemplated that [it] would be
given wide scope.” J.E.M. Ag Supply, Inc. v. Pioneer
Hi-Bred Int’l, Inc., 534 U.S. 124, 130 (2001) (quoting
Chakrabarty, 447 U.S. at 308). Beyond the historical
limitations just discussed (the exclusion of laws of
nature, natural phenomena, and abstract ideas), this
Court has “more than once cautioned” that courts
“should not read into the patent laws limitations and
conditions which the legislature has not expressed.”
Diehr, 450 U.S. at 182 (quoting Chakrabarty, 447
U.S. at 308, in turn quoting United States v. Dubilier
Condenser Corp., 289 U.S. 178, 199 (1933)). Apply-
ing that principle, the Court has held that “anything
under the sun that is made by man” presumptively
constitutes patentable subject matter under Section
101. Diehr, 450 U.S. at 182 (quoting S. REP. NO. 82-
1979, at 5 (1952), and H.R. REP. NO. 82-1923, at 6
(1952)); accord Bonito Boats, Inc. v. Thunder Craft
Boats, Inc., 489 U.S. 141, 154 (1989); Chakrabarty,
447 U.S. at 308.


In interpreting “process,” the Court has applied
the general principle that an undefined statutory
term should be given its “ordinary, contemporary,
common meaning.” Diehr, 450 U.S. at 182. The or-
dinary meaning of “process” is broad: “an artificial or
voluntary progressively continuing operation that
consists of a series of controlled actions or move-
ments systematically directed toward a particular
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result or end.” WEBSTER’S NEW INTERNATIONAL DIC-


TIONARY 1808 (3d ed. 1986); see also WEBSTER’S NEW


INTERNATIONAL DICTIONARY 1972 (2d ed. 1950) (“A
series of actions, motions, or operations definitely
conducing to an end, whether voluntary or involun-
tary.”). Giving the term its broad, ordinary meaning
leaves the door open to the granting of patents with
respect to new technologies. A construction that is
not technology-neutral would threaten to arbitrarily
short-circuit entire fields of development.


When Congress wishes to exclude a particular
subject matter from the patent laws, it knows how to
do so. For example, Congress has instructed the
PTO to issue no patents for inventions “useful solely
in the utilization of special nuclear material or
atomic energy in an atomic weapon.” 42 U.S.C.
§ 2181(a); cf. 17 U.S.C. § 102(b) (exclusions from
copyrightable subject matter). But Congress has
made no similar exception for certain types of proc-
esses, and the courts are not free to introduce a new
exception in its stead.


Reinterpreting Section 101 to impose restrictions
on the scope of patentable processes not found in the
statutory text also would be inconsistent with this
Court’s decision in KSR International Co. v. Teleflex
Inc., 550 U.S. 398 (2007). There, in assessing the
evaluation of nonobviousness under Section 103, the
Court rejected replacement of the “expansive and
flexible approach” mandated by the statute with a
“rigid approach” that added criteria not found in the
text. Id. at 415. So too here, the Federal Circuit
erred by inserting into Section 101 restrictions not
found in the statutory text.


Finally, this Court has made clear that “process”
claims must be “considered as a whole.” Diehr, 450
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U.S. at 188. Thus, “a new combination of steps in a
process may be patentable even though all the con-
stituents of the combination were well known and in
common use before the combination was made.”
Ibid. By refusing to compartmentalize process
claims, the Court has provided further confirmation
that Section 101 should not be construed to embody
restrictive standards not reflected in the statutory
text and that the “process” standard should be ap-
plied in light of all the facts and circumstances in a
particular case.


C. The Federal Circuit’s Narrow Standard
Creates Needless Uncertainty About
Patentable Subject Matter.


The Federal Circuit’s machine-or-transformation
standard for patentable subject matter is not only in-
consistent with this Court’s precedents; it will also
lead to needless confusion about what constitutes
patentable subject matter as technology evolves. The
Federal Circuit in effect acknowledged as much,
when it said that “future developments in technology
or the sciences may present difficult challenges to
the machine-or-transformation test,” such that “the
Supreme Court may ultimately decide to alter or
perhaps even set aside this test to accommodate
emerging technologies.” Pet. App. 17a.


It is unwise in any circumstance to adopt a test
that is acknowledged to be under-inclusive. These
concerns are even greater in the context of the patent
system, which is designed to be forward-looking and
to promote the development of new fields of innova-
tion. As Judge Rader aptly put it, the Federal Cir-
cuit’s test “links patent eligibility to the age of iron
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and steel at a time of subatomic particles and tera-
bytes.” Pet. App. 134a (dissenting opinion).5


In the modern age, the Federal Circuit’s test ap-
parently contemplates that innovators will pursue
new avenues even if they may not satisfy the ma-
chine-or-transformation test, somehow expecting
that their cause will lead the Federal Circuit or this
Court to craft a new standard. That is not a reason-
able expectation. “Uncertainty is the enemy of inno-
vation,” Pet. App. 61a (Newman, J., dissenting), and
an under-inclusive test will have an obvious chilling
effect. To avoid this counterproductive outcome—
which is compelled neither by the text of Section 101
nor by this Court’s precedent—the standard for Sec-
tion 101 must be sufficiently flexible to account for
new fields of innovation.


Software provides a case study for the predica-
ment that arises from the Federal Circuit’s test.
From a technical perspective, “software” is typically
a series of commands that reside on a storage me-
dium and are performed on a general purpose com-
puter to accomplish a desired task. The physical
counterpart of software is “hardware.” Virtually any
task that is performed by programming a general
purpose computer with software could also be
achieved by hard-coding those same instructions into
a hardware device. To advance innovation, it would


5 Even during the age of iron, the machine-or-transformation
test was understood to present a sufficient—but not neces-
sary—criterion for patentable subject matter. The Cochrane
formulation was designed “not to limit process patentability but
to point out that a process is not limited to the means used in
performing it.” In re Prater, 415 F.2d 1378, 1387–1388
(C.C.P.A. 1968), aff’d in part and rev’d in part on reh’g, 415 F.2d
1393 (C.C.P.A. 1969).
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make little sense to differentiate between tasks per-
formed by hardware and those performed by soft-
ware. Recognizing this, the Federal Circuit has held
that “[computer] programming creates a new ma-
chine, because a general purpose computer in effect
becomes a special purpose computer once it is pro-
grammed to perform particular functions pursuant to
instructions from program software.” In re Alappat,
33 F.3d 1526, 1545 (Fed. Cir. 1994) (en banc).


Accordingly, even under the court of appeals’ re-
strictive machine-or-transformation test, software-
implemented inventions are patentable subject mat-
ter—so long as they do not preempt a law of nature,
a natural phenomenon, or an abstract idea. Not-
withstanding this framework, the Bilski decision has
resulted in an increased level of uncertainty within
the Board of Patent Appeals and Interferences.
Some panels have concluded that Bilski requires the
rejection of methods that “could be implemented on a
software system.” Ex parte Motoyama, 2009 WL
524946, at *5 (B.P.A.I. Feb. 27, 2009); Ex parte
Scholl, 2009 WL 288204, at *7 (B.P.A.I. Feb. 4,
2009). Another panel has concluded that software, to
be patentable, requires a “structural tie to an article
of manufacture, machine, process or composition of
matter.” Ex parte Petculescu, 2009 WL 1718896, at
*8 (B.P.A.I. June 4, 2009). Although these decisions
fail to comport with established precedent, see, e.g.,
Eolas Techs., Inc. v. Microsoft Corp., 399 F.3d 1325,
1339 (Fed. Cir. 2005) (“Without question, software
code alone qualifies as an invention eligible for pat-
enting under these categories, at least as proc-
esses.”), they underscore the need for this Court to
develop an appropriately flexible standard for Sec-
tion 101 compliance and to reaffirm that software-
implemented inventions are eligible for patent pro-
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tection. They also underscore the need for clarity in
this Court’s opinion.


Although the Federal Circuit sought to provide
clarity through the opinion below, the early response
from the Patent Office suggests that, not only was
the decision based on faulty reasoning, but confusion
reigns. Accordingly, even if the Court decides to af-
firm the Federal Circuit’s adoption of the machine-
or-transformation test, it is critical that the Court
make clear that software-implemented inventions
are protected by that framework.


Further difficulty arises in contemplating future
developments in software and other fields. Just as
there is neither a statutory basis nor a practical rea-
son to award patents to hard-wired appliances but
not to software-programmed general computers that
perform the same process, there is no reason to dis-
tinguish between software that runs on personal
computers and software that operates on the Inter-
net. But at least one district court has concluded
that Bilski mandates such a distinction. See Cyber-
Source Corp. v. Retail Decisions, Inc., 620 F. Supp.
2d 1068 (N.D. Cal. 2009).


Dissenters on the Federal Circuit recognized the
limitations of the majority’s standard. Already, in-
ventions that employ “today’s electronic and photonic
technology” may be excluded by the machine-or-
transformation limitation, even though they “con-
tribute to the vigor and variety of today’s Informa-
tion Age” in the manner that the Patent Act is de-
signed to promote. Pet. App. 60a (Newman, J., dis-
senting). As new fields of innovation develop, those
limitations will become even more pronounced and
even more damaging to innovation.
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D. The Proper Standard Should Acknowl-
edge The Role Of Section 101 Pat-
entability As A Threshold Determina-
tion.


This Court’s precedent establishes that mere
ideas are not patentable but that methods satisfying
Cochrane are. The remaining question is how to as-
sess the Section 101 eligibility of methods that nei-
ther claim an abstract idea, as determined by the
non-preemption test, nor are encompassed by the
Cochrane categories. For this task, the ordinary
tools of statutory construction are all that is re-
quired. The appropriate standard should reflect the
text of the patent laws and carry out their underly-
ing policy: that inventors should be rewarded for con-
tributions to knowledge but not for those basic scien-
tific principles over which no person should be al-
lowed exclusive rights.


Toward this end, Section 101 acts as an impor-
tant—if only partial—restraint. Section 101 pre-
cludes patent protection for abstract principles or
natural laws—or their equivalents—that claim too
much and would impede technological advancement
if they could be controlled by one person. But Sec-
tion 101 is not the sole filter. Read in context, its
purpose must be to set a threshold requirement for
patentability that, while meaningful, does not bear
the full burden of ensuring that only meritorious in-
ventions receive the benefits of a patent. That bur-
den is shared by Sections 102, 103, and 112, which
impose additional requirements of novelty, nonobvi-
ousness, and enablement.


The threshold set by Section 101 must not be
rigid, lest it fail to recognize the dynamic nature of
scientific progress and inventorship. As this Court
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has previously mentioned, the Patent Act was de-
signed to reach “anything under the sun that is made
by man.” Chakrabarty, 447 U.S. at 308. In this
spirit, the Court should adopt a standard that pre-
vents patents on the building blocks of innovation—
principally through the non-preemption doctrine—
while staying true to the broad ordinary meaning of
“process.” This can be achieved by continuing to em-
ploy the preemption analysis. The cost of an under-
inclusive test is serious, because inventions not pur-
sued cannot be quantified. The cost of an over-
inclusive approach is decidedly less pronounced, be-
cause borderline claims still will be required to sat-
isfy the other stringent criteria for patentability.
Consistent with this Court’s teachings, therefore, the
standard under Section 101 should err on the side of
finding processes to be patentable subject matter.


CONCLUSION


The judgment of the court of appeals should be
affirmed.
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INTEREST OF AMICUS CURIAE1 


 Amicus curiae Caris Diagnostics, Inc. (“Caris”) is 
a leader in personalized medicine, which is the 
relatively new science of tailoring therapeutics for 
individual patients through diagnostic tests for 
genetic mutations known as biomarkers. By using 
such molecular profiling techniques, Caris enables 
patients to receive safe and effective drug therapies 
for cancer and other serious illnesses.  


 For example, Caris’s laboratories examine 
tumors to discover biomarkers that are associated 
with drug resistance or toxicity. A recent study 
showed that cetuximab (or Erbitux®), a standard 
treatment for colorectal cancer, shrinks tumors in 
40% of patients lacking a particular genetic mutation 


 
 1 Counsel for amicus appear in this matter in their 
individual capacities and not on behalf of the law firm with 
which they are affiliated. Counsels’ law firm represents many 
technology companies operating in diverse business sectors, 
including biotechnology, electronics, software, and internet 
companies, and such companies may have different opinions on 
the issues presented by the Federal Circuit’s decision below. 
Nothing in this brief should be attributed or imputed to 
counsels’ law firm or its clients, other than those specific ones on 
whose behalf this brief is filed.  
 Counsel for all parties have consented to the filing of this 
brief, and their consents have been lodged with the Clerk of this 
Court. No counsel for any party had any role in authoring this 
brief, and no person other than the named amicus and its 
counsel has made any monetary contribution to the preparation 
and submission of this brief. See Rule 37. 
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but is ineffective in patients possessing the mutation.2 
Before the sequencing of the human genome and the 
possibility of fast, affordable, and accurate tests for 
individualized genetic profiles, the treatment would 
be prescribed generally to colorectal cancer patients, 
and only time would tell which subpopulation of 
patients would have treatment-resistant tumors.  


 Now that biomarkers for resistance to the drug 
have been discovered, and Caris has developed tests 
for those biomarkers, an oncologist need not waste 
valuable time with hit-and-miss treatment. Instead, 
to obtain early validation of drug choices, the 
oncologist sends a biopsy to Caris – one of thousands 
of biopsies that Caris examines daily – which then 
determines whether the particular patient’s tumor 
has the biomarker associated with drug resistance. 
Caris’s development and provision of such biomarker 
tests3 thus enable doctors to devote critical months to 
effective treatments. Caris’s work thereby saves lives 


 
 2 See Astrid Lievre et al., KRAS Mutations As an Inde-
pendent Prognostic Factor in Patients With Advanced Colorectal 
Cancer Treated With Cetuximab, 26 J. Clinical Oncology 374, 375 
(Jan. 20, 2008), available at http://jco.ascopubs.org/cgi/content/ 
full/26/3/374; see also Christos S. Karapetis, M.D., et al., K-ras 
Mutations and Benefit from Cetuximab in Advanced Colorectal 
Cancer, 359 New Eng. J. Med. 1757, 1757-65 (Oct. 23, 2008), 
available at http://content.nejm.org/cgi/reprint/359/17/1757.pdf. 
 3 Such biomarker tests when used to diagnose a patient’s 
illness or medical condition are known as diagnostics, and when 
used to diagnose a patient’s resistance to a particular drug are 
known as theragnostics. For simplicity, the term “diagnostics” as 
used herein refers to both diagnostics and theragnostics.  
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– as well as the several hundred million dollars that 
would otherwise be spent on useless, expensive 
therapy.4 


 In patent terms, each biomarker test is a method 
for determining the presence of the biomarker in a 
given patient. A process patent provides the soundest 
legal protection for the intellectual property under-
lying each such method, and thus provides the 
strongest incentive for venture capitalists and large, 
established companies to invest – and hence fund 
research, development, regulatory approval, and 
commercialization – in hopes of obtaining a return in 
the marketplace. Since roughly half of Americans will 
get cancer before dying, and about half of these will 


 
 4 Roxanne Nelson, GICS 2009: Huge Cost Savings From 
KRAS Testing in Metastatic Colorectal Cancer, Medscape 
Medical News, Jan. 16, 2009, available at http://www.medscape. 
com/viewarticle/586946 (screening for KRAS mutations before 
initiating treatment with cetuximab or related drugs could 
result in drug cost savings of $604 million if annual American 
population with metastatic colorectal cancer undergoes first-line 
therapy with cetuximab-containing regimen). The savings to the 
U.S. health care system from genetic profiling to optimize 
treatment with a single drug are estimated to be more than $1 
billion. See Paul H. Keckley, PhD et al., Deloitte Center for 
Health Solutions, The ROI for Targeted Therapies: A Strategic 
Perspective Assessing the Barriers and Incentives for Adopting 
Personalized Medicine, at 5 (2009) (fig. 2), available at http:// 
www.personalizedmedicinecoalition.org/programs/roi_seminar_2009/ 
ROIforTargeted%20Therapies_DCHSstudy_FINAL.pdf (estimated 
potential annual health care cost savings from individual dosing 
of Warfarin based on genetic testing are $1.1 billion with a range 
of $100 million to $2 billion for U.S. health care system). 
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die of their cancer,5 continued financing is important 
not only to Caris and other diagnostics companies but 
also to public health.  


 In In re Bilski, 545 F.3d 943 (Fed. Cir. 2008), 
which involved a claim for a business method, the 
United States Court of Appeals for the Federal 
Circuit held that the exclusive test for determining 
whether a process claim recites patentable subject 
matter under 35 U.S.C. § 101 is whether the claim is 
(a) tied to a machine or (b) transforms an article into 
a different state or thing. Only by misapplying this 
Court’s precedents did the Federal Circuit reach its 
holding. Further, by mandating the machine-or-
transformation test for all process claims (not just 
business method claims), the Federal Circuit 
drastically narrowed the scope of patentable subject 
matter, undermined the settled expectations of 
owners of process patents, raised doubt as to the legal 
protection of new diagnostic and treatment methods, 
and diminished the ability of biotechnology com-
panies to attract investment capital. Particularly in 
an economy increasingly based on information and 
biotechnology, the outmoded “machine tie” and 
“transformation” analyses are too uncertain of 


 
 5 See Lifetime Probability of Developing or Dying from 
Cancer, American Cancer Society, July 13, 2009, available at http:// 
www.cancer.org/docroot/CRI/content/CRI_2_6x_lifetime_probability_ 
of_developing_or_dying_from_cancer.asp (indicating about 1 in 2 
males and 1 in 3 females will develop cancer in their lifetime, 
and 1 in 4 and 1 in 5, respectively, will die from cancer). 
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application to provide such companies with genuine 
legal protection. Moreover, the U.S. Patent and 
Trademark Office (“USPTO”) has now adopted new 
guidelines for review of life sciences patents and is 
routinely rejecting patents based on the decision 
below. Without such patent protection, Caris and 
other biotechnology companies will face a shortage of 
funding and hence will be unable to make critical 
discoveries and to translate them into improved 
patient care. It is not an overstatement to say that 
biotechnology companies depend for their survival on 
strong patent protection, as only the limited 
exclusivity of patents will genuinely compensate such 
companies and their investors for their significant 
research and regulatory costs, and for assuming the 
risk of biological obstacles and fierce marketplace 
competition. 


 Accordingly, Caris has a strong interest in 
ensuring that the decision below is reversed insofar 
as it held the machine-or-transformation test to be 
the exclusive test for patentable subject matter in 
process claims. 


--------------------------------- ♦ --------------------------------- 
 


SUMMARY OF ARGUMENT 


 The judgment of the Federal Circuit should be 
reversed insofar as it held the machine-or-
transformation test to be the exclusive test for the 
patentability of claimed processes under 35 U.S.C. 
§ 101. Subject matter is patentable if it fits into one of 
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the four statutory categories – process, machine, 
manufacture, composition of matter – and is useful 
and man-made. Nothing in the statute or this Court’s 
precedents requires that, to be patentable, a process 
must either be tied to a machine or transform an 
article into a different state or thing. Only 
fundamental principles – laws of nature, natural 
phenomena, and abstract ideas – are unpatentable 
subject matter, though an application of a funda-
mental principle is patentable if useful and inventive. 
These flexible standards governing patentability 
should not be replaced with a rigid, Industrial-Age 
rule requiring the presence of machinery or physical 
transformation. Such a rule would bar vast areas of 
innovation from patent protection and would 
therefore be contrary to Congress’s intent that 
patentable subject matter be broad in scope. 


 Twice, this Court has ruled expressly that the 
machine-or-transformation test is not the exclusive 
test for the patentability of a process under § 101. 
The Federal Circuit misinterpreted both decisions by 
baselessly reading into them a directive of exclusivity 
and by wholly ignoring the decisions’ express 
rejection of exclusivity. The essential holding of the 
decisions is that a process claim may not preempt a 
fundamental principle, and not that machine imple-
mentation and transformation are the exclusive 
means by which a process claim can avoid such 
preemption. 
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 The decision below dramatically weakens patent 
protection for diagnostics and thus will chill invest-
ment and innovation. Although certain steps of some 
diagnostic methods involve machines or trans-
formations, the focus of diagnostic methods is the 
generation of information. Thus, it is unclear if 
machine implementation and transformation are 
sufficiently central to each method to satisfy the 
machine-or-transformation test. Such doubt will 
discourage investment by venture capitalists and 
larger, mature companies, because of resulting 
uncertainty as to whether future diagnostic 
innovations will receive patent protection. Moreover, 
the decision below applies the machine-or-
transformation test to all claimed processes – 
including diagnostic methods – and not just business 
methods. Consequently, diagnostic method claims are 
already being rejected under Bilski, and many 
already-issued patents are now subject to invalidity 
defenses in infringement litigation. 


 Without the limited exclusivity of patent 
protection, health care companies and their investors 
will lose incentive to research, develop, and com-
mercialize new diagnostics. The decision below 
constitutes the sort of fundamental change in settled 
patent law that only Congress is equipped to make. 


--------------------------------- ♦ --------------------------------- 
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ARGUMENT 


I. THE FEDERAL CIRCUIT MISAPPLIED 
THIS COURT’S PRECEDENTS, WHICH 
HAVE NEVER HELD THE MACHINE-OR-
TRANSFORMATION TEST TO BE THE 
EXCLUSIVE TEST FOR THE PATENT-
ABILITY OF CLAIMED PROCESSES 


 Under this Court’s precedents, patentable subject 
matter under 35 U.S.C. § 101 consists of any man-
made and useful process, machine, manufacture, or 
composition of matter, but must not be laws of 
nature, natural phenomena, or abstract ideas. Lest 
lower courts usurp Congress’s function, this Court 
has warned that “courts should not read into the 
patent laws limitations and conditions which the 
legislature has not expressed.” Diamond v. 
Chakrabarty, 447 U.S. 303, 308 (1980) (citation and 
internal quotation marks omitted). Moreover, this 
Court has twice held that subject matter may be 
patentable even if it does not satisfy the machine-or-
transformation test. See Gottschalk v. Benson, 409 
U.S. 63, 71 (1972); Parker v. Flook, 437 U.S. 584, 588 
n.9 (1978). Contrary to the statute and these clear 
holdings, however, the court below held that a process 
claim cannot recite patentable subject matter under 
35 U.S.C. § 101 unless it also satisfies the machine-
or-transformation test. That holding is erroneous and 
should be reversed. 
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 Section 101 is broadly worded: 


Whoever invents or discovers any new and 
useful process, machine, manufacture, or 
composition of matter, or any new and useful 
improvement thereof, may obtain a patent 
therefor, subject to the conditions and 
requirements of this title. 


35 U.S.C. § 101 (emphasis added).6 According to the 
plain statutory language, subject matter is patentable 
as long as it fits into one of the four categories – 
process, machine, manufacture, composition of matter 
– and is useful and man-made.7 As the repeated use 
of the term “any” indicates, “Congress plainly con-
templated that the patent laws would be given wide 
scope.” Chakrabarty, 447 U.S. at 308. In J.E.M. Ag 
Supply, Inc. v. Pioneer Hi-Bred Int’l, Inc., 534 U.S. 
124 (2001), this Court stated that § 101 is “extremely 
broad,” id. at 130, and is a “dynamic provision 
designed to encompass new and unforeseen inven-
tions,” id. at 135. Nothing on the face of the statute 


 
 6 According to the statutory definitional provision, “[t]he 
term ‘process’ means process, art or method, and includes a new 
use of a known process, machine, manufacture, composition of 
matter, or material.” 35 U.S.C. § 100(b). 
 7 Although § 101, which addresses patent eligibility of 
subject matter, also uses the term “new,” it has long been held 
that novelty and non-obviousness should be addressed under 
§§ 102 and 103. 35 U.S.C. §§ 102, 103. 35 U.S.C. §§ 102, 103. 
See, e.g., Diamond v. Diehr, 450 U.S. 175, 189-91 (1981). Addi-
tional safeguards against undeserved grants of patent protection 
appear in § 112, which imposes the requirements of enablement, 
written description, and definiteness. 35 U.S.C. § 112. 
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requires that, to be patentable, a process (i) be tied to 
a machine (or, for that matter, to a manufacture or 
composition of matter) or (ii) transform an article into 
a different state or thing.8  


 This Court’s only limiting gloss on § 101 is that 
fundamental principles – “laws of nature, natural 
phenomena, and abstract ideas” – are not patentable 
subject matter. Chakrabarty, 447 U.S. at 309. The 
reason is that such principles, like mental processes, 
“are the basic tools of scientific and technological 
work.” Benson, 409 U.S. at 67; Flook, 437 U.S. at 589, 
593 n.15; Funk Bros. Seed Co. v. Kalo Inoculant Co., 
333 U.S. 127, 130 (1948) (“[Fundamental principles] 
are part of the storehouse of knowledge of all men. 
They are . . . free to all men and reserved exclusively 
to none.”). However, an application of a fundamental 
principle can be patentable under § 101, provided the 
application is useful and inventive. See Flook, 437 
U.S. at 594 (“[E]ven though a phenomenon of nature 
or mathematical formula may be well known, an 
inventive application of the principle may be 


 
 8 The Federal Circuit itself acknowledged that the machine-
or-transformation test does not appear on the face of the statute. 
Bilski, 545 F.3d at 956 n.11 (“the statute itself does not explicitly 
mention machine implementation or transformation”). As one of 
the dissents below stated, “The United States Supreme Court 
has never held that ‘process’ inventions suffered a second-class 
status under our statutes, achieving patent eligibility only 
derivatively through an explicit ‘tie’ to another statutory 
category. . . . Yet second-class status is today engrafted on 
‘process’ inventions.” Id. at 990 (Newman, J., dissenting).  
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patented.”); Funk Bros., 333 U.S. at 1309 (“He who 
discovers a hitherto unknown phenomenon of nature 
has no claim to a monopoly of it which the law 
recognizes. If there is to be invention from such 
discovery, it must come from the application of the 
law of nature to a new and useful end.”).10 If the 
fundamental principle cannot be applied except in a 
single, limited fashion, then no patent may be 
granted on the application; if granted, such a patent 
would preempt the fundamental principle and hence, 
in effect, be a patent on the principle itself. Benson, 
409 U.S. at 71-72. If the claim is drawn so broadly, or 
is so unrelated to any particular use of a fundamental 
principle, that it preempts substantially all uses of 
that principle, it is similarly unpatentable. Id. at 68-
69. 


 The question here is whether, in the case of a 
process claim, the foregoing standards need to be 
supplemented, or even supplanted, by an exclusive 
and rigid rule for distinguishing between a 


 
 9 Although Funk Bros. concerned a product claim, its 
holding applies to a process claim. Diehr, 450 U.S. at 188 n.11 
(citing Benson, 409 U.S. at 68). 
 10 See also Diehr, 450 U.S. at 187 (“It is now commonplace 
that an application of a law of nature or mathematical formula 
to a known structure or process may well be deserving of patent 
protection.”); Mackay Radio & Telegraph Co. v. Radio of Am., 
306 U.S. 86, 94 (1939) (“While a scientific truth, or the 
mathematical expression of it, is not a patentable invention, a 
novel and useful structure created with the aid of knowledge of 
scientific truth may be.”). 
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fundamental principle and a patentable application 
thereof. In Caris’s view, no such supplementation is 
needed: The rule in question, the machine-or-
transformation test, would replace flexible standards 
– whose merit lies in their ability to accommodate 
new and unforeseen technologies – with an unduly 
limited choice, conditioning patentability on the 
presence of either machinery or physical transforma-
tion.11 The language of the test impermissibly looks 
backward to the brute physicality of the Industrial 
Age rather than forward to the subtle realities of the 
Information Age. As articulated by Thomas Jefferson, 
author of the nation’s first patent legislation, the goal 
of the Patent Act is that “ ‘ingenuity should receive a 
liberal encouragement.’ ” Chakrabarty, 447 U.S. at 
308 (quoting 5 Writings of Thomas Jefferson 75-76 
(Washington ed. 1871)). Mandating the machine-or-
transformation test would bar vast areas of 
innovation from such encouragement and thus would 
be contrary to congressional intent. 


 In assessing the patentability of process claims, 
this Court has never required the machine-or-
transformation test and has twice ruled that it is not 
the exclusive patentability test for such claims. In 
Benson, the Court, after reviewing its decisions 


 
 11 This Court has recognized that rigid tests are often 
inadequate for addressing patentability. See KSR Int’l Co. v. 
Teleflex Inc., 550 U.S. 398, 415 (2007) (“We begin by rejecting the 
rigid approach” used by lower court for determining pat-
entability under 35 U.S.C. § 103). 
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sustaining patents on the basis of a transformation 
involving no machine, held: 


It is argued that a process patent must either 
be tied to a particular machine or apparatus 
or must operate to change articles or 
materials to a ‘different state or thing.’ We do 
not hold that no process patent could ever 
qualify if it did not meet the requirements of 
our prior precedents. 


409 U.S. at 71 (emphasis added).12 This express 
holding that the machine-or-transformation test is 
not the exclusive test for the patentability of claimed 
processes was reaffirmed in Flook: 


The statutory definition of “process” is 
broad. . . . An argument can be made, 
however, that this Court has only recognized 
a process as within the statutory definition 
when it either was tied to a particular 
apparatus or operated to change materials to 
a “different state or thing.” . . . As in Benson, 
we assume that a valid process patent may 
issue even if it does not meet one of these 
qualifications of our earlier precedents. 


 
 12 Inexplicably, the majority below called these statements 
“equivocal.” 545 F.3d at 956. As Judge Newman’s dissent 
observed, there is nothing equivocal about the phrase “We do not 
hold . . . .” See id. at 979 (Newman, J., dissenting).  
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437 U.S. at 588 n.9 (emphasis added) (citations 
omitted).13 Thus, the Court concluded that while 
claims to processes have been upheld when the 
process at issue was in fact tied to a machine or 
transformed an article into a different state or thing, 
nothing in the Court’s holdings has elevated either a 
machine tie or a transformation into the sine qua non 
of patentability or has turned such facts into legal 
requirements. 


 In view of Flook and Benson, the principal basis 
for the Federal Circuit’s holding may be quickly 
rejected. The holding was based on the following 
sentence from Benson, which the majority below 
quoted three times: “Transformation and reduction of 
an article ‘to a different state or thing’ is the clue to 
the patentability of a process claim that does not 
include particular machines.” Benson, 409 U.S. at 70; 
see Bilski, 545 F.3d at 954, 955-56, 956. According to 
the Federal Circuit, the Benson Court’s use of the 
definite article “the” – instead of the indefinite article 
“a” – before the word “clue” proved that the Court 
meant the machine-or-transformation test to be the 
exclusive test for the patentability of a process. See 
Bilski, 545 F.3d at 955-56 & n.11. Moreover, the 
Federal Circuit, noting that Diehr repeated Benson’s 
“clue” sentence without repeating Benson’s and 
Flook’s holding of non-exclusivity, essentially held 


 
 13 The majority below tendentiously omitted the phrase “An 
argument can be made” from its quotation of this portion of 
Flook. See 545 F.3d at 956. 
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that Diehr overruled these non-exclusivity holdings 
sub silentio. For several reasons, the Federal Circuit’s 
conclusions are fatally flawed.  


 First, if the Benson Court had wanted to make 
transformation the exclusive legal test of patent-
ability for a process untied to a machine, it would 
have used language far more definite than the 
hesitant and unemphasized phrase “the clue.”  


 Second, the quite debatable sentence on which 
the Federal Circuit relied appears in the same 
Benson opinion as the explicit holding that a process 
may be patentable even if it involves no machine 
implementation or transformation. Because the Court 
that authored the proposition relied on by the Federal 
Circuit also held the proposition non-exclusive, any 
argument for exclusivity is foreclosed.  


 Third, the Federal Circuit’s argument that Diehr 
relied on Benson’s “clue” sentence but did not repeat 
Benson’s holding of non-exclusivity, see Bilski, 545 
F.3d at 956, proves nothing. The process at issue in 
Diehr involved a machine – a rubber molding press – 
and transformed raw rubber into cured rubber. 450 
U.S. at 180, 184. The Court held the process 
patentable. Id. But nothing in the holding remotely 
stated that a process that involves neither a machine 
nor a transformation cannot be patentable.14 That 


 
 14 An additional reason why Diehr did not hold that a 
process involving no machine or transformation is unpatentable 
under § 101 is that the process at issue there involved both a 


(Continued on following page) 
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statement was so firmly rejected in Benson and Flook 
that the rejection simply did not need repeating in 
Diehr. Had the Diehr Court understood itself to be 
overruling the explicit non-exclusivity holdings of 
Benson and Flook, the majority opinion in Diehr 
would surely have mentioned that understanding. 
That it did not do so demonstrates that the non-
exclusivity holdings of Benson and Flook remain good 
law after Diehr.  


 Fourth, the Diehr Court itself described Benson 
and Flook as holding no more than that a 
fundamental principle is unpatentable. 450 U.S. at 
185. That is, the raison d’etre of a machine tie or a 
transformation was to avoid patenting a fundamental 
principle – meaning that if a process claim found 
some other way to avoid claiming a fundamental 
principle, then that claim would be patentable under 
§ 101. See Bilski, 545 F.3d at 1013 (“The Supreme 
Court stated that all of the transformation and 
machine linkage explanations simply restated the 
abstractness rule.” (Rader, J., dissenting)). In other 
words, the Benson Court’s holding was that the 
process claim there preempted a mathematical 
formula (and thus was not drawn to patentable 
subject matter), and not that the machine-or-
transformation test is the only means by which a 
process claim can avoid such preemption. 


 
machine and a transformation. See Bilski, 545 F.3d at 981 
(Newman, J., dissenting). As a result, the issue of whether a 
process involving no machine or transformation is patentable 
was not squarely presented.  
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 Finally, Diehr shows that the Federal Circuit, by 
focusing on machinery and transformation, confused 
instantiation of the governing standards with the 
standards themselves. Diehr held that 


when a claim containing a mathematical 
formula implements or applies that formula 
in a structure or process which, when 
considered as a whole, is performing a 
function which the patent laws were 
designed to protect (e.g., transforming or 
reducing an article to a different state or 
thing), then the claim satisfies the require-
ments of § 101. 


450 U.S. at 192 (emphasis added). If transformation 
had been a critical requirement of the Court’s 
holding, it would not have been mentioned in a 
parenthetical aside, and it would not have been 
introduced by “e.g.” Indeed, the use of “e.g.” implies, 
contrary to the exclusivity of the Federal Circuit’s 
holding, that any number of means besides trans-
formation might be employed to ensure that the claim 
is drawn to a patentable process rather than an 
unpatentable fundamental principle. 


 The Federal Circuit’s decision should accordingly 
be reversed. 
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II. AN AFFIRMANCE WOULD CALL INTO 
QUESTION INNUMERABLE PATENTS 
FOR DIAGNOSTIC METHODS AND WOULD 
CHILL FUTURE INNOVATION 


 Venture capital is the lifeblood of biotechnology 
companies and their life-saving discoveries. But 
venture capitalists and established companies will 
make few investments unless the discoveries receive 
strong patent protection. Any uncertainty in the 
availability of such protection will chill investment 
and hence innovation. For several reasons, the 
decision below, which is not limited to business 
methods and applies to all processes in every field of 
endeavor, will dramatically weaken patent protection 
for diagnostics, and thus will jeopardize funding for 
the entire industry.  


 Patents for diagnostics often claim a two-step 
method that consists of a non-specific assay or other 
measurement, followed by a correlation between the 
assay result and a disease, medical condition, or 
resistance to a particular treatment.15 The focus of 


 
 15 In dissent below, Judge Rader, addressing questions 
raised in the dissent from the dismissal of the writ of certiorari 
granted in Laboratory Corporation of America v. Metabolite 
Laboratories, Inc., 548 U.S. 124, 125-39 (2006), cogently 
explained why such diagnostic method claims recite patentable 
subject matter under § 101: 


That dissent is premised on a fundamental 
misapprehension of the distinction between a natural 
phenomenon and a patentable process. . . . 


(Continued on following page) 
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each such method is the generation of information 
useful for diagnosis and treatment. While the first 
step in such methods is often – though not always – 
an assay that employs a machine or apparatus (such 
as a computer, thermocycler, gas chromatograph, 
gene chip, and/or mass spectrophotometer) and 
transforms components of tissue or blood samples 
into detectible chemical complexes (such as antibody-
protein or nucleic acid complexes),16 it is and will 


 
The fundamental error in that Lab. Corp. dissent is 
its failure to recognize the difference between a patent 
ineligible relationship – i.e., that between high homo-
cysteine levels and folate and cobalamin deficiencies – 
and a patent eligible process for applying that 
relationship to achieve a useful, tangible, and concrete 
result – i.e., diagnosis of potentially fatal conditions in 
patients. . . . Moreover, testing blood for a dangerous 
condition is not a natural phenomenon, but a human 
invention. 
  The distinction is simple but critical: A patient 
may suffer from the unpatentable phenomenon of 
nature, namely high homocysteine levels and low 
folate. But the invention does not attempt to claim 
that natural phenomenon. Instead the patent claims a 
process for assaying a patient’s blood and then 
analyzing the results with a new process that detects 
the life-threatening condition. Moreover, the sick 
patient does not practice the patented invention. 
Instead the patent covers a process for testing blood 
that produces a useful, concrete, and tangible result: 
incontrovertible diagnostic evidence to save lives. 


Bilski, 545 F.3d at 1013-14 (Rader, J., dissenting). 
 16 Not every diagnostic method patent involves an assay, 
however. When a diagnostic method involves no assay, it 
may be particularly vulnerable to rejection under the 


(Continued on following page) 
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remain doubtful whether machine implementation 
and transformation are sufficiently central to each 
method to satisfy the machine-or-transformation test. 
See Bilski, 545 F.3d at 961-62 (“The use of a specific 
machine or transformation or an article must impose 
meaningful limits on the claim’s scope . . . . Th[e] 
transformation must be central to the purpose of the 
claimed process.” (emphasis added)); id. at 1015 
(Rader, J., dissenting) (“[The majority] opinion 
propagates unanswerable questions: What form or 
amount of transformation suffices? . . . What link to a 
machine is sufficient to invoke the ‘or machine’ 
prong?” (emphasis added)).17 Such doubt creates a 
significant disincentive for investment because of the 
consequent uncertainty as to whether future inno-
vations in molecular diagnostics will be accorded pat-
ent protection. See Bilski, 545 F.3d at 1014 (Rader, J., 
dissenting) (“[T]his court inadvertently advises 
investors that they should divert their unprotectable 
investments away from discovery of ‘scientific 
relationships’ within the body that diagnose breast 
cancer or Lou Gehrig’s disease or Parkinson’s . . . .”). 


 
machine-or-transformation test, as the discussion below 
concerning the ’180 Office Action reveals. 
 17 Because of the risk inherent in myopic attention to only 
one step in a process, Diehr warns that a court, in assessing the 
patentability of a claimed process, must consider the claim “as a 
whole.” Diehr, 450 U.S. at 188. Yet the majority opinion below 
runs afoul of this admonition by requiring that, in a process 
claim, the step involving a transformation – such as might occur 
during the assay step of a two-part diagnostic method – be 
“central” to the process. 545 F.3d at 962. 
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 The danger to personalized medicine is clear. 
Before the year was out, the Federal Circuit had used 
the decision below to invalidate claims in a patent for 
an immunization method. See Classen Immuno-
therapies, Inc. v. Biogen IDEC, No. 2006-1634, 2008 
WL 5273107 (Fed. Cir. Dec. 19, 2008); see also King 
Pharms., Inc. v. Eon Labs, Inc., 593 F. Supp. 2d 501, 
512-13 (E.D.N.Y. 2009) (invalidating treatment 
method claim under Bilski). On December 3, 2008, in 
a presentation concerning personalized medicine, the 
USPTO explicitly applied the holding below to a 
theragnostic method for selecting a treatment for 
breast cancer18 – belying Respondent’s assertion in its 
opposition to certiorari that this matter implicates 
only business methods and not “frontier tech-
nologies,” see Brief for the Respondent in Opposition, 
Bilski v. Doll, No. 08-964, 2009 WL 1179332, at *14 
(Sup. Ct. May 1, 2009). Early in 2009, the USPTO 
issued guidelines to patent examiners for applying 
the machine-or-transformation test to process claims 
in view of the decision below.19 The guidelines stated 
that “reciting a specific machine or a particular 


 
 18 See Kathleen Bragdon, Quality Assurance Specialist, 
Technology Center 1600, USPTO, A Look at Personalized 
Medicine, at slide 16, available at http://www.cabic.com/bcp/ 
120308/. 
 19 See Memorandum dated January 7, 2009, from John J. 
Love, Deputy Commissioner for Patent Examination Policy to 
the Technology Center Directors and Patent Examining Corps 
(“Bilski Guidance Memo”), available at http://www.uspto.gov/ 
web/offices/pac/dapp/opla/documents/bilski_guidance_memo.pdf. 
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transformation of a specific article in an insignificant 
step, such a[s] data gathering or outputting, is not 
sufficient to pass the test.” Bilski Guidance Memo at 
1. Left unclear, however, is whether an assay or other 
measurement constitutes “data gathering.” 


 USPTO Examiners have begun rejecting diag-
nostic method claims under Bilski. On July 7, 2009, 
an Examiner rejected U.S. Application Serial No. 
10/888,18020 (the “ ’180 Office Action”), claim 1 of 
which was rejected under Bilski. Claim 1 described a 
method for detecting endometrial pathology by 
detecting a plurality of polypeptides in a test sample 
to obtain a test profile, comparing the test profile to a 
reference protein profile, and determining that a 
patient has an endometrial pathology where a 
difference is measured with respect to at least one 
biomarker. Acknowledging the holding below, the 
Examiner asserted that a claimed process is pat-
entable only if it meets the machine-or-
transformation test. ’180 Office Action, p. 4 (citing 
Bilski), available at http://portal.uspto.gov/external/ 
portal/pair (Application No. 10/888,180; file wrapper). 
The Examiner then stated that “the claimed subject 
matter recites steps for obtaining a patient’s sample, 
detecting polypeptides in the test sample to yield a 
profile, and providing a result to a user in a user 


 
 20 Assigned to Science & Technology Corporation (STC.UNM) 
at University of New Mexico, on reel/frame no. 021321/0457, 
recorded 7/31/2008, available at http://assignments.uspto.gov/ 
assignments/q?db=pat (Published Application No. 20050100967). 
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readable format without requiring any specific 
machines for performing these steps.” Id. (emphasis 
added). Finally, the Examiner stated that the 
“claimed subject matter recites steps for obtaining a 
patient sample and detecting polypeptides . . . [but 
that] . . . these limitations do not require any assays 
for performing these steps and therefore do not 
explicitly result in a transformation of an article.” Id. 
(emphasis added).21 Similar rejections are certain to 
follow. 


 It is not just pending applications that are now in 
jeopardy: Hundreds, even thousands, of already-
issued patents are now subject to invalidity defenses 
in infringement litigation. Many such patents recite 
diagnostic methods involving neither an assay (or 
other transformative measurement) nor machine 
implementation. Many others involve an assay in 
which the transformation of the tissue sample’s 
components may not be considered sufficiently 
“central to the purpose of the claimed process,” Bilski, 
545 F.3d at 962, because the transformation is 
incidental to the purpose of generating diagnostic 
information. Moreover, the jeopardy and uncertainty 
created by Bilski will upset the settled expectations of 


 
 21 Although the Examiner indicated that addition of an 
assay would overcome the transformation-based rejection, see 
’180 Office Action, p. 4, the addition could well be insufficient in 
view of the statement in the majority opinion below that “the 
transformation must be central to the purpose of the claimed 
process.” Bilski, 545 F.3d at 962. 
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those who, in obtaining patents for claims that may 
now run afoul of the machine-or-transformation test, 
followed the law as it existed at the time of the patent 
application. See Festo v. Shoketsu Kinzoku Kogyo 
Kabushiki Co., 535 U.S. 722, 724 (2002) (“ ‘[C]ourts 
must be cautious before adopting changes that will 
disrupt the settled expectations of the inventing 
community.’ ” (citation omitted));22 see also Payne v. 


 
 22 The Festo Court explained: 


  The responsibility for changing [settled law] rests 
with Congress. . . . Fundamental alterations in these 
rules risk destroying the legitimate expectations of 
inventors in their property. The petitioner in Warner-
Jenkinson requested another bright-line rule . . . at 
the cost of disrupting the expectations of countless 
existing patent holders. We rejected that approach: 
“To change so substantially the rules of the game now 
could very well subvert the various balances the PTO 
sought to strike when issuing the numerous patents 
which have not yet expired and which would be 
affected by our decision.” [Warner-Jenkinson Co. v. 
Hilton Davis Chemical Co., 520 U.S. 17, 32 n.6 (1997)]; 
see also id., at 41, 117 S.Ct. 1040 (GINSBURG, J., 
concurring) (“The new presumption, if applied 
woodenly, might in some instances unfairly discount 
the expectations of a patentee who had no notice at 
the time of patent prosecution that such a presumption 
would apply”). As Warner-Jenkinson recognized, patent 
prosecution occurs in the light of our case law. 
Inventors who amended their claims under the 
previous regime had no reason to believe they were 
conceding all equivalents. If they had known, they 
might have appealed the rejection instead. There is no 
justification for applying a new and more robust 
estoppel to those who relied on prior doctrine. 


Festo, 535 U.S. at 739. 
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Tennessee, 501 U.S. 808, 828 (1991) (adhering to 
established law, and to consequently settled expecta-
tions, is particularly important “in cases involving 
property and contract rights, where reliance interests 
are involved”); Bilski, 545 F.3d at 977, 993 (Newman, 
J., dissenting). Some of the more well-known 
examples of patents now in danger include:  


• Prognosis for Colon Cancer: Claim 9 
of U.S. Patent No. 7,163,801 assigned to 
National Institutes of Health, U.S. Dept. 
of Health and Human Services, is 
directed to a method of determining a 
prognosis for survival for colon cancer in 
a patient having stage II colon carci-
noma by measuring levels of a bio-
marker in a colon cancer cell-containing 
sample: “A method of determining a 
prognosis for survival for a colon cancer 
patient having stage II colon carcinoma, 
comprising: (a) measuring levels of 
TUCAN polypeptide and one or more 
biomarker polypeptides selected from 
the group consisting of cIAP2, Apaf1, 
Bcl-2 and Smac in a colon cancer cell-
containing sample from said colon 
cancer patient, and (b) comparing the 
level of TUCAN polypeptide and the one 
or more selected biomarker polypeptides 
in said sample to a reference level of 
TUCAN polypeptide and said one or 
more selected biomarker polypeptides 
from normal colon tissue, wherein a 
lower level of TUCAN polypeptide and a 
higher level of any of Apaf1, Bcl-2, or 
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Smac, or a lower level of TUCAN 
polypeptide and a lower level of cIAP2 in 
said sample relative to said reference 
level correlate with increased survival of 
said patient.” 


• Colon Neoplasia Detection: Claim 13 
of U.S. Patent No. 7,485,420, assigned 
on its face to Case Western Reserve 
University, identifies a method com-
prising determining the likelihood that a 
human subject has colon neoplasia by 
detecting a vimentin expression level 
relative to a control: “A method for 
detecting the likelihood that a human 
subject has colon neoplasia, comprising 
detecting vimentin protein or nucleic 
acid expression level in a sample from 
the human subject, wherein reduced 
expression level of vimentin protein or 
nucleic acid relative to a control sample 
from a healthy subject is indicative of 
the likelihood that the human subject 
has colon neoplasia.” 


• Prostate Specific Antigen (“PSA”) 
test for prostate cancer: Claim 10 of 
U.S. Patent No. 5,840,501, assigned on 
its face to Bayer Corp., identifies a 
method consisting of any immunoassays 
followed by a correlation: “A method for 
monitoring the course of disease in a 
male patient diagnosed with prostate 
cancer, comprising the performance of 
a series of immunoassays over time to 
determine changes in the level of 
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complexed prostate specific antigen 
(cPSA) in blood samples obtained from 
such patient, whereby changes in the 
cPSA blood level correlate with changes 
in disease status.” PSA is widely used to 
diagnose prostate cancer. 


• Test for HIV/AIDS: Claim 1 of U.S. 
Patent No. RE38352, assigned on its 
face to Stanford University, identifies a 
method consisting of any test for a 
specific nucleic acid mutation, followed 
by a correlation: “A method of evaluating 
the effectiveness of antiretroviral 
therapy of an HIV-infected patient 
comprising: collecting a plasma sample 
from an HIV-infected patient; and 
determining whether the plasma sample 
comprises nucleic acid encoding HIV 
reverse transcriptase having a mutation 
at codon 215, in which the presence of 
the mutation correlates positively with 
an accelerated immunologic decline of 
said patient compared to patients who 
do not have the mutation.” Mutations 
in the HIV virus within an infected 
individual are widely used to help people 
find and take drugs that will make them 
better, and to avoid drugs that will make 
them sicker. 


• HER-2/neu test for breast and 
ovarian cancer: Claim 1 of U.S. Patent 
No. 4,968,603, assigned on its face to the 
University of California, identifies a 
method consisting of any test for the 
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amplification level of the HER-2/neu 
gene, followed by classifying an in-
creased amplification relative to a refer-
ence level: “A method for screening 
patients to determine disease status, 
said method comprising: measuring the 
level of amplification or expression of the 
HER-2/neu gene in a sample from a 
patient suffering from breast or ovarian 
adenocarcinoma; and classifying those 
patients having an increased level of 
amplification or expression of the HER-
2/neu gene relative to a reference level 
characteristic of normal cells as being 
more likely to suffer disease relapse or 
having a decreased chance of survival.” 
HER-2/neu-related tests are widely used 
to determine which drug should be taken 
by a breast cancer patient. 


• Test for neoplastic (i.e., cancerous) 
tissue: Claim 7 of U.S. Patent No. 
5,955,263, assigned on its face to Johns 
Hopkins University and Genzyme Corp., 
identifies a method consisting of com-
paring normal and abnormal proteins, 
and detecting a mutation-based altera-
tion in the amino acid sequence wherein 
the alteration indicates neoplasia: “A 
method to aid in determining neoplasia 
of a tissue of a human, comprising: 
comparing (a) p53 proteins in a human 
tissue suspected of being neoplastic to 
(b) wild-type p53 proteins in a normal 
tissue of said human; detecting an 
alteration in the amino acid sequence 
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between the p53 proteins, wherein the 
alteration is due to a mutation in a p53 
gene in the human tissue suspected of 
being neoplastic, wherein the mutation 
is selected from the group consisting of: 
a point, deletion, missense, and frame-
shift mutation, wherein an alteration 
in the amino acid sequence indicates 
neoplasia.” Science Magazine named p53 
the “molecule of the year.” Mutations in 
p53 help doctors determine whether a 
tissue is cancerous. 


The repercussions for the future of biotechnology, 
particularly diagnostics, if the decision below is 
affirmed would be staggering. The health care 
industry relies on the economic incentives provided 
by our patent system, including in large part by the 
patentability of diagnostic method claims. If such 
claims were subject to invalidation as unpatentable, 
health care companies would lose incentive to conduct 
research into basic diagnostics, to develop 
personalized medicine tools and diagnostic systems, 
to validate them, and to have them approved by the 
FDA – all steps that are tremendously costly and 
necessary for the public to derive any benefit from 
new diagnostics. Likewise, venture capitalists, 
financial firms, and established companies would no 
longer have incentives to fund or invest in health care 
companies that pursue the research, development, 
and regulatory approval of drugs and diagnostic 
systems. If there is no expectation of a limited right 
to exclusivity, industry will respond: These areas will 
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be neglected in favor of other areas for which patent 
protection is still available.23  


 Weighty policy issues underlie our carefully 
structured and long-standing patent system. While 
the decision below would change this framework and 
impose a further, rigid limitation on patentability, 


 
 23 Harm from declaring diagnostic method claims 
unpatentable is not limited to the loss of incentives for research 
and development. Rather, the diagnostics segment of the 
biotechnology industry – which industry in 2008 generated 
about $70 billion in revenues, employed 190,000 people, and had 
a market capitalization of more than $340 billion – could be 
seriously jeopardized. See Glen T. Giovannetti & G. Jaggi, Ernst 
& Young, Beyond Borders – Global Biotechnology Report 2009, p. 
34G (2009). As discussed above, an affirmance here could cause 
numerous two-step diagnostic patents to be rendered void. At a 
minimum, companies holding those patents – and their 
investors and financial backers – would face uncertainty as to 
the value of their patents and the corresponding value of their 
businesses. It is unquestionable that a biotechnology company’s 
value drops precipitously upon expiration of its patents, 
demonstrating the economic value afforded by patent protection. 
For example, in anticipation of the expiration of its patent on 
the cholesterol drug Zocor in June 2006, Merck announced in 
December 2005 that it expected sales of Zocor to drop from $4.35 
billion in 2005 to $2.45 billion in 2006. See Merck Plans More 
Cost-Cutting, N.Y. TIMES, Dec. 16, 2005, at C5. In 2007, as a 
result of generic competition, Merck’s sales of Zocor were only 
$877 million. See Gina-Louise Monari, Pressure rises in cardio, 
MedAd News, Feb. 2009, available at http://www.pharmalive. 
com/magazines/medad/view.cfm?articleID=7173. Any ruling that 
would render diagnostic method claims unpatentable would 
hasten such reduction of value for numerous companies, with 
devastating effects for the biotechnology industry.  
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any such revision should be left to the Legislative 
branch. This Court so stated in Chakrabarty:  


The choice we are urged to make is a matter 
of high policy for resolution within the 
legislative process after the kind of 
investigation, examination, and study that 
legislative bodies can provide and courts 
cannot. That process involves the balancing 
of competing values and interests, which in 
our democratic system is the business of 
elected representatives. Whatever their 
validity, the contentions now pressed on us 
should be addressed to the political branches 
of the Government, the Congress and the 
Executive, not to the courts. 


447 U.S. at 317; see Diehr, 450 U.S. at 182.24 In sum, 
any ruling in this case should not upset settled law 
and expectations concerning the scope of patent-
ability.  


--------------------------------- ♦ ---------------------------------   


 
 24 Congress can and does amend the patent law when it 
finds that a change is in the public interest. For example, in 
1996, Congress exempted certain medical activity from giving 
rise to infringement liability. 35 U.S.C. § 287(c) (added by Pub. 
L. No. 104-208, § 616, 110 Stat. 3009, 3009-67 (Sept. 30, 1996)).  
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CONCLUSION 


 The judgment of the Federal Circuit should be 
reversed insofar as it held the machine-or-
transformation test to be the exclusive test for pat-
entable subject matter in process claims. 
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INTEREST OF AMICUS CURIAE 


Dr. Ananda Chakrabarty is Distinguished 
University Professor in the College of Medicine’s 
Department of Microbiology and Immunology at the 
University of Illinois at Chicago.  He was the inventor 
of the bacterium at issue in this Court’s decision in 
Diamond v. Chakrabarty, 447 U.S. 303 (1980), which 
supported a broad definition of patent eligibility.  
Since that time, he has been a leading voice in the 
field of patent policy.  He has no direct stake in the 
outcome of this case and is primarily interested in 
ensuring that patent law develops in a way that best 
promotes innovation and competition.1 


STATEMENT OF CASE 


Any patent application must go through two 
stages before actual patent rights are awarded by the 
Patent Office.  The first of these inquiries deals with 
“patent eligibility.”  That question determines what 
types of inventions can be considered for patent 
protection. Patent eligibility thus performs a 
gatekeeper function.  If an invention is not patent 
eligible, no other provision of the patent law can 
secure patent rights for that invention.  Patent 
eligible inventions are not, however, automatically 


 
1 Amicus has no financial interest in the outcome of this case. No 
counsel for a party authored this brief in whole or in part, and 
no counsel or party made a monetary contribution intended to 
fund the preparation or submission of this brief.  The Hoover 
Project on Commercializing Innovation at Stanford University’s 
Hoover Institution paid the actual printing and filing costs. 
Counsel for amicus curiae prepared this brief on a pro bono 
basis as part of their academic work in the field.   
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entitled to protection.  Each such invention must 
thereafter be examined under a second, well-known 
set of requirements: novelty, non-obviousness, and 
disclosure.  These are more specific inquiries that ask 
whether or not the claimed invention merits the 
protection of the state by being a sufficient advance 
over the existing body of patented materials and by 
being supported by a sufficient disclosure to provide 
the public with notice and scientific teaching.   


In the decision below, the Federal Circuit held 
that the Patent Office properly rejected the 
applicants’ claimed process for managing legal and 
business risk.  The court’s sole ground was that the 
claimed process failed to meet the court’s newly 
announced and seriously restrictive test for patent 
eligibility.  Under the court’s “machine or 
transformation test,” a claimed process must be “tied 
to a particular machine or apparatus, or … 
transform[ ] a particular article into a different state 
or thing.” In re Bilski, 545 F.3d 943, 954 (Fed. Cir. 
2008) (en banc).   


This test threatens to transform patent law for 
the worse.  The key to modern technology lies in the 
assembly, organization and use of information of all 
sorts, kinds and descriptions.  The physical substrate 
in which it is contained is at best a mere technical 
detail that is under the Federal Circuit’s rule 
elevated to an end in itself, which only frustrates the 
great ends for which the patent law is designed.  Dr. 
Chakrabarty’s own research on advanced techniques 
for personalized medicine is placed at risk by the 
narrow definition of patent eligibility used in the 
Federal Circuit.   
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In light of all the relevant information, the 
Federal Circuit’s approach must be rejected because 
it is in conflict with the statute, with the precedents 
of this Court, and with sound public policy. Of 
particular concern to Professor Chakrabarty is that 
affirming the decision below will place a dark cloud 
over the status of his own future research.  A broad 
reading of patent eligibility has played a central role 
in fostering both output from and competition within 
a range of technology industries.   


The course charted in the Federal Circuit 
marks an abrupt and unwarranted about-face from 
the bold decision in this Court’s 1980 Chakrabarty 
case. Over strong objections that living things were 
per se patent ineligible, this Court rejected the 
argument of the Patent Office that subject matter 
relating to living things was excluded from patent 
eligibility.  That case involved Dr. Chakrabarty’s 
patent application for a genetically engineered 
bacterium.   


The Chakrabarty decision’s strong affirmation 
of the broad scope for the patent system has been the 
fundamental pillar supporting the dramatic success 
of the United States’ biotechnology industry.  At the 
same time, the Chakrabarty decision is situated 
squarely in the middle of a host of this Court’s 
decisions relating to the patent eligibility of various 
business- and computer-related inventions, which 
have spurred huge technical advances in related 
fields.   


Before the 1980 Chakrabarty decision, the 
United States, Europe, and Japan each had large 
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biotechnology companies, often collectively called “Big 
Pharma,” which competed with rough parity with 
each other.   Each region has continued to be home to 
Big Pharma companies to this day.  All three regions 
have enjoyed access to comparable technological and 
capital resources.  But neither Europe nor Japan took 
the decisive step that the United States made 
through this Court’s Chakrabarty decision, which 
ignited the boom in basic biotechnology that 
continues to this day.  The rest of the world lags 
behind because the narrow vision of patent law that 
was adopted elsewhere led to the erection of various 
artificial roadblocks to effective patents, and 
resulting industrial development.  


This distinctive United States stance has paid 
huge dividends to this country in the 29 years after 
Chakrabarty.  Since 1980, the United States 
biotechnology industry has expanded so that Big 
Pharma companies are no longer the only significant 
players.  Their skills have been augmented by an 
expanding pool of small- and medium-sized 
companies that regularly numbers around 1,400 in 
its ranks.2  The pool is constantly turning over as 
some of these companies fail while others succeed 
spectacularly and fuel the appetite for more start-


 
2 NIH: Moving Research from the Bench to the Bedside: Hearing 
Before the Subcomm. on Health of the H. Comm. on Energy and 
Commerce, 108th Cong. 47 (2003), available at 
http://energycommerce.house.gov/108/action/108-38.pdf 
(statement of Phyllis Gardner, Senior Associate Dean for 
Education and Student Affairs, Stanford University) (detailing 
the differences between the smaller biotechnology companies 
and those in Big Pharma).   







 5  
 


                                           


ups, whose livelihood depends on their ability to 
develop some patentable technology. 


This unique growth in the United States’ 
biotechnology industry stems from the virtuous circle 
that the Chakrabarty decision helped create.  The 
firms that have grown through their patented 
technologies in turn supply fresh resources to fund 
the basic biological research community.  That 
community in turn improves the knowledge of 
general scientific laws, which aids the formation of 
new commercial firms.  The general public benefits 
from the steady stream of new and better goods and 
services that have revolutionized vital industries 
such as healthcare.3  The broad account of patent 
eligibility has lowered the gates so that more can 
play, and in so doing it has spurred our biotechnology 
industry to be the most vibrant and competitive in 
the world. 


The key role played by a broad eligibility 
requirement is equally important within the field of 
business- and computer-related inventions, which 
encompasses the patent application filed by 
Petitioner in this case.   In the early 1970s, the 
United States’ software industry was devoid of 
meaningful patent protection because of the 
uncertainty created by this Court’s decision in 
Gottschalk v. Benson, 409 U.S. 63 (1972).  


 
3 Ian Cockburn et al., Pharmaceuticals and Biotechnology, in 
U.S. Industry in 2000 Studies in Competitive Performance 389-
92 (David C. Mowery ed., 1999) (reviewing relative performance 
of the U.S. biotechnology industry).   
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While Benson’s holding was narrow, its impact 
was to leave all patents for computer software 
vulnerable to serious challenges.4  Unfortunately, the 
Benson approach controlled throughout the 1970s, 
until this Court’s decisions in Chakrabarty and 
Diamond v. Diehr, 450 U.S. 175 (1981), holding that 
software patents were not subject to per se exclusion, 
started to revive the market.  Indeed, it was only 
with In re Alappat, 33 F.3d 1526 (Fed. Cir. 1994) (en 
banc) and State Street Bank & Trust Co. v. Signature 
Fin. Group Inc., 149 F.3d 1368 (Fed. Cir. 1998) that 
the increased confidence in software patents 
translated into major infusions of investment capital. 
Yet these are the very decisions that the Federal 
Circuit has unwisely called into question in the 
instant case. Bilski, 545 F.3d at 990-92 (Newman, J., 
dissenting) (noting the majority’s break with these 
important precedents).  That window of reliable 
eligibility for business method and software patents 
has been closed over the past several months by the 
recent Federal Circuit cases including the en banc 
decision now before this Court.  That point raises real 
concern because the same patent system that creates 
the initial economic advantage to the first in the field 
also gives a strong encouragement for new firms to 
compete against its initial patent advantage by 
affording powerful patent protection to the next 
generation of new and useful inventions. 


 
4 For a discussion of the lead-up to Benson, and its impact, see In 
re Johnston, 502 F.2d 765, 772–774 (CCPA 1974) (Rich, J., 
dissenting) (noting normative problems with such a rule against 
software patents but pointing out the appellate court’s duty to 
follow this Court’s case law on the issue). 
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It may seem at first blush that broad patent 
eligibility would lead to an unseemly deluge of 
patents.  But the ultimate success or failure of any 
patent in any field of technology must still be tested 
through a gauntlet of challenges that are both legal 
and economic.  On the legal side, an applicant will 
only receive a valid patent if it can carry the burden 
of preparing a sufficiently strong application 
containing claims that avoid the prior art.  On the 
economic side, the patentee can recover its initial 
investment only if it can successfully navigate the 
complex world of commercial transactions in the face 
of ever shifting technological and market landscapes.  


Restraints like these deter frivolous Patent 
Office and patent litigation filings whose sole purpose 
is to block other innovators from making their mark 
in the marketplace.  The empirical findings on the 
ground do not bear out all the gloomy talk about 
patent blockades, for private owners of valid patents 
do not act like Soviet-style bureaucrats who only 
prosper by blocking the gainful activities of others.  
Patents are wasting assets that can produce revenue 
only to the extent that they lead to production or 
licensing or both.5  


 
5 A popular trend in policy debates is to worry about a putative 
problem of a patent “anticommons” that might be created when 
there are too many valid patents in an area.  See Michael Heller 
and Rebecca Eisenberg, Can Patents Deter Innovation?  The 
Anticommons in Biomedical Research, 280 Science 698, 700 
(1998).  But the worries about an anticommons in the U.S. 
patent system are misplaced for several reasons, including the 
nature of the holder of the underlying assets, the nature of the 
licensing over those assets, and the flexibility private parties 
enjoy to bundle or divide both the assets and the licenses.  See 
Richard A. Epstein & Bruce Kuhlik, Is There a Biomedical 
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A restrictive approach to patent eligibility 
embodies a dangerous view of industrial policy, 
because it puts the Patent Office in the business of 
picking winners and losers at the outset – by 
foreclosing patent examination on the merits for 
inventions that could well run the gauntlet of the 
second level challenges that face all patent 
applications. Broader eligibility rules avoid 
truncating the process by ruling out of bounds entire 
classes of useful inventions that have been routinely 
evaluated successfully on a case-by-case basis like all 
other inventions.   


SUMMARY OF ARGUMENT 


The Court should reject the Federal Circuit’s 
new, restrictive approach to patent eligibility because 
it is in conflict with the statute, the precedents of this 
Court, and sound public policy.  The approach of the 
Federal Circuit decision now on review finds no 
support in the statute.  The statute speaks in broad, 


 
Anticommons, Regulation, Summer 2004, at 54 (discussing the 
incentives of private holders of wasting assets to negotiate 
towards productive use); F. Scott Kieff, On Coordinating 
Transactions in Information: A Response to Smith’s Delineating 
Entitlements in Information, 117 Yale L.J. Pocket Part 101, 106 
(2007) (discussing mechanisms by which holders of the assets 
and those seeking licenses can and do transact with each other). 
For empirical evidence against the Heller-Eisenberg hypothesis, 
see Timothy Caulfield et al., Evidence and Anecdotes: An 
Analysis of Human Gene Patenting Controversies, 24 Nature 
Biotechnology 1091 (2006) (reviewing data); John P. Walsh et 
al., View from the Bench: Patents and Material Transfers, 309 
Science 2002 (2005) (reporting empirical results that 
demonstrate that “access to patents on knowledge inputs rarely 
imposes a significant burden on academic biomedical research”).   
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expansive terms when it holds that patent protection 
should extend to “any new or useful process, machine, 
manufacturer, or composition of matter, or any new 
and useful improvement thereof.” 35 U.S.C. §101 
(2006) (emphasis added). There are no sound policy 
reasons that should lead this Court to unduly limit 
the ordinary meaning of these terms, whose sole 
proper office is to exclude the coverage of ideas, 
natural laws and natural phenomena. 


The Federal Circuit’s narrow interpretation of 
patent eligibility disrupts this sensible scheme. It 
strikes first at excluding patents in the area of 
business methods and software, in direct conflict with 
this Court’s decision in Diehr.  Worse still, the 
Federal Circuit’s approach could easily cast a pall 
over all method claims in other areas of technology.  
Given the long established links between the 
eligibility rules for software and biotech, it is likely to 
spread its tentacles to biotech in particular, thereby 
undermining the huge boost that this Court’s decision 
in Chakrabarty gave to bioscience, which this Court 
blessed in its subsequent decision of J.E.M. Ag 
Supply, Inc. v. Pioneer Hi-Bred Int’l, Inc., 534 U.S. 
124 (2001).  


The Federal Circuit’s sharp break from 
established law is also bad policy.  It would cloister 
off large segments of the economy from the vibrant 
beneficial impact that patents have had in the United 
States in improving innovation and competition for 
both domestic and international markets.  That 
sudden and unexplained reversal of policy would by 
judicial fiat seriously frustrate the many investment-
backed expectations in existing patents, which could 







 10  
 
now be subject to challenge under far higher 
standards for patent eligibility than those under 
which the patents were granted.  In particular, it 
would place the research efforts of Professor 
Chakrabarty under a cloud by reducing the prospects 
for its successful commercialization. 


If left standing, the approach the Federal 
Circuit has taken in this case would likely engender 
other unfortunate consequences in the administration 
of patent law.  There is little doubt that many of the 
modern advances in areas of technology and finance 
are wrapped up in the creation, organization, and 
interpretation of information.  That information could 
be embodied in a wide number of different physical 
substrates, none of which is critical to its social utility 
or commercial success.  There is a major risk, should 
the decision below be affirmed, that inventors will 
now seek to recast their patent claims in ways that 
seize onto some inessential detail of the invention’s 
implementation in order to satisfy a “machine or 
transformation test” that is better suited to the 
nineteenth century than the twenty-first.  But those 
strategic maneuvers will only produce deadweight 
losses, as these physical elements will unduly limit 
the scope of claims and put greater pressure on the 
doctrine of equivalents than is now the case. 


Keeping the patent eligibility gates open is 
vital for information-intensive industries like 
healthcare and finance.  The spate of new inventions 
will have positive ripple effects on key actors in 
adjacent and complementary fields. Patents on 
business and science methods require disclosure of 
valuable information about risky undertakings, 







 11  
 
enabling patients, doctors, investors, and investment 
advisors to make more informed decisions. For 
example, investors would generally prefer for a hedge 
fund to disclose a risky derivatives scheme in a 
patent application than to keep it a trade secret. 
Patent transparency will also outperform mandatory 
disclosure regulation in getting valuable information 
into the public domain.  Direct regulation does not 
offer any benefit to the regulated firm remotely 
comparable to that of patent protection. 


No one doubts that there are a host of 
problems in the administration of patents, which 
should be addressed.  But these are often localized to 
specific areas or involve the administration of the 
patent system.  Patent eligibility is too blunt and too 
crude an axe to deal with these problems, for which 
much more laser-like fixes are appropriate. 


In the end, Amicus of course does not take a 
position on how this particular patent application 
should be examined under the long established 
substantive rules relating to the disclosure and the 
prior art.  But the looming tragedy if the Federal 
Circuit’s ruling is upheld is that nobody will ever find 
out, as a large swath of patent applications will be 
unceremoniously barred at the gates from even 
having a shot at competing in the commercial arena 
of patents.  
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ARGUMENT 


The Federal Circuit is improperly swinging the 
very blunt axe of the patent eligibility doctrine to 
excise from the patent system a huge swath of 
applications, many of which could well satisfy all of 
the substantive requirements for obtaining a patent.  
The court confessed to this charge when it wrote: 
“[w]hether a claim is drawn to patent-eligible subject 
matter under § 101 is a threshold inquiry, and any 
claim of an application failing the requirements of 
§ 101 must be rejected even if it meets all of the other 
legal requirements of patentability.” Bilski, 545 F.3d 
at 950.  But at no point does it offer reasons that 
support this radical surgery.  This Court should reject 
such an approach because it is inconsistent with the 
statutory language, the precedents of this Court, and 
sound public policy.   


I. The Federal Circuit’s Approach Conflicts 
with the Statute 


The Federal Circuit’s “machine or 
transformation” test has no basis in the relevant 
statutory language, which is both clear and broad 
with respect to the question of patent eligibility:   


Whoever invents or discovers any new 
and useful process, machine, 
manufacture, or composition of matter, 
or any new and useful improvement 
thereof, may obtain a patent therefor, 
subject to the conditions and 
requirements of this title. 35 U.S.C 
§ 101.   
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The section provides an expansive list in ways that do 
not try to prejudge which inventions will make sense 
for science and commerce and which do not.  In case 
there were any doubt of the breadth intended by the 
word “process” in particular, the statute also 
expressly provides its own definition: “The term 
‘process’ means process, art or method, and includes a 
new use of a known process, machine, manufacture, 
composition of matter, or material.” 35 U.S.C § 100(b) 
(2006).  The combination of these two provisions in 
the statute creates a legal test that leaves the real 
limits on patentability to come from the other 
“conditions and requirements of this title.” 35 U.S.C 
§ 101.  The linguistic framework of the next two 
sections in the statute confirms Section 101’s broad 
reach.  Those sections are respectively titled 
“Conditions for patentability; novelty and loss of right 
to patent” and “Conditions for patentability; non-
obvious subject matter.” 35 U.S.C §§ 102-103 (2006).  
That is, the serious limits on patent claims are 
imposed by the sections of Title 35 that are outside of 
Section 101.  These substantive limits include the 
prior art rules of Sections 102 and 103, which are 
known as “novelty,” “statutory bar” (“loss of right”), 
and “nonobviousness,” as well as the disclosure rules 
set forth in Section 112, which are known as “written 
description,” “best mode,” “enablement,” and 
“definiteness.” See, 35 U.S.C § 112, ¶¶1-2 (2006).  
This Court has expressly agreed with this reading.  
As Judge Newman pointed out below in dissent, in 
“Diehr, the Court explained that Section 101 is not an 
independent condition of patentability, but a general 
statement of subject matter eligibility.” Bilski, 545 
F.3d at 977 (Newman, J., dissenting) (citing Diehr, 
450 U.S. at 189-90).   
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II. The Federal Circuit’s Approach Conflicts 


with this Court’s Precedent 


The Federal Circuit’s machine or 
transformation test directly conflicts with this Court’s 
well-established precedent, as Judge Newman also 
explained in depth in her dissent below.  Not only did 
this Court expressly reject the “machine or 
transformation” test in both Benson and Parker v. 
Flook, 437 U.S. 584 (1978), this Court in 
Chakrabarty, Diehr, and J.E.M. Ag Supply expressly 
embraced a very broad reading of Section 101 
eligibility to reach “anything under the sun made by 
man.” Bilski, 545 F.3d at 977, 978-83 (Newman, J., 
dissenting) (providing detailed analysis of each case) 
(quoting Chakrabarty, 477 U.S. at 309 (citing S. Rep. 
No. 82-1979, at 5 (1952), reprinted in 1952 
U.S.S.C.C.A.N. 2394, 2399; H.R. Rep. No. 82-1923, at 
6 (1952))).   


The choice of those words was intended to 
allow the patent law to sweep broadly so as to 
embrace new forms of knowledge and technology that 
were unknown when they were incorporated in the 
1952 Act by Congress (largely drafted by Judge Giles 
Rich), which was intended to reverse some of the 
narrow decisions on patent eligibility that had grown 
up in the courts in the 1940s, such as Funk Brothers 
Seed Co. v. Kalo Inoculant Co., 333 U.S. 127 (1948).  
The patentee in that case had devised a method in 
which multiple strains of a particular bacterium 
where able to coexist in order to help a wide range of 
plants take nitrogen from the air.   
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If the hostile attitude toward patents 
expressed in Funk Brothers had carried over to 
modern times, it is likely that the genetic revolution 
would have been long retarded.  It was just to avoid 
this cramped interpretation of the patent law that 
Congress enacted the current Section 101.  That work 
should not be undone by adopting a new rule that is 
inconsistent with the Chakrabarty line of cases 


III. The Federal Circuit’s Approach Conflicts 
with Sound Policy  


A. Sound Patent Law Need Not Tie a 
Patentable Invention to Some 
Physical Mode of Its Expression.   


As Judge Rader pointed out in dissent, below, a 
fundamental policy issue that seems to be overlooked 
by the Federal Circuit majority is the basic 
theoretical question of “why would [it make sense for] 
the expansive language of section 101 [to] preclude 
protection of innovation simply because it is not 
transformational or properly linked to a machine 
(whatever that means)?” Bilski, 545 F.3d at 1012 
(Rader, J., dissenting) (emphasis in original).  To be 
sure, as this Court has consistently held, it does 
make good sense to exclude from patent protection 
ideas, natural phenomena, and natural laws. Diehr, 
450 U.S. at 185) (citing Flook, 437 U.S. at 589, 
Benson, 409 U.S. at 67).  Indeed, these categories are 
already excluded by a basic application of the more 
substantive and more well known of patent law’s 
requirements: the novelty and non-obviousness rules 
would prevent patents on all three because they 
already exist, in nature; and the disclosure rules 
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would prevent patents on at least abstract ideas 
because they are not able to be put to use if they are 
merely abstract.   


It might seem as though the patent system 
needs to be updated to deal with the new technologies 
of today and tomorrow.  It would be easy to conjure 
up the image of our Founding Fathers, dressed in 18th 
century fashions, unable to anticipate that the patent 
system they provided for in the Constitution would be 
applied to modern marvels like molecular biology or 
the internet. But the charge that the law must be 
updated to deal with new technologies is absurd 
when it comes to patents.  The entire patent system, 
with its core patentability requirements of novelty 
and nonobviousness, was designed to embrace 
unforeseen technologies.  As this Court pointed out in 
the Chakrabarty decision: “A rule that unanticipated 
inventions are without protection would conflict with 
the core concept of the patent law that anticipation 
undermines patentability.”  477 U.S. 315. 


Indeed, the rapid advance of technology is 
precisely a reason why fears about hyper 
proliferation of patenting in new fields are overblown.  
With new areas of technology come new reservoirs of 
prior art.  As this Court took pains to elaborate forty 
years ago in Graham, the ever-advancing state of the 
art fixes many of the problems with patents: 


Technology, however, has advanced – 
and with remarkable rapidity in the last 
50 years. Moreover, the ambit of 
applicable art in given fields of science 
has widened by disciplines unheard of a 
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half century ago. It is but an 
evenhanded application to require that 
those persons granted the benefit of a 
patent monopoly be charged with an 
awareness of these changed conditions. 
The same is true of the less technical, 
but still useful arts. He who seeks to 
build a better mousetrap today has a 
long path to tread before reaching the 
Patent Office. Graham v. John Deere, 
383 U.S. 1, 19 (1966).  


B. Strong Patent Protection Opens 
Technology Markets to Multiple 
Players and Facilitates Cooperation 
Among Them.   


A broad reading of patent eligibility has played 
a central role in fostering both output from and 
competition within a broad range of technology 
industries.  As Judge Jerome Frank once put it, 
predictable patents can be the vital slingshots 
smaller innovative ‘Davids’ use to compete against 
large established ‘Goliaths.’ See Picard v. United 
Aircraft Corp., 128 F.2d 632, 643–644 (2d Cir. 1942) 
(Frank, J. dissenting).   


Getting an invention made and bringing it to 
market requires coordination among its many 
complementary users, including developers, 
managers, laborers, other technologists, financiers, 
manufacturers, marketers, and distributors.  Patents 
help achieve this socially constructive coordination by 
allowing those various actors to interconnect with 
each other like modules of a larger system.  The 
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underlying mechanism depends in at least three 
fundamental ways on the expectation that patents 
will be available and enforced.   


First, the credible threat of a published 
patent’s right to exclude acts like a beacon in the 
dark, drawing to itself all those interested in the 
patented subject matter.  This beacon effect 
motivates those diverse actors to interact with one 
another and with the patentee, starting conversations 
among the relevant parties.  


Second, the widespread expectation that the 
patent will be enforced motivates each of these 
parties to reach agreements with one another over 
the use and deployment of the technology. That 
bargaining effect falls apart if the parties are unsure 
that the patent will be enforced; if the patent is seen 
as unlikely to be enforced, there is significantly less 
need to reach agreement ex ante. Thus the fear of 
uncertain enforcement creates a disincentive for the 
necessary parties to work together at the outset.  
This change in result is not a matter of indifference.  
The voluntary agreements entered into by the 
various firms are dense relationships that are 
tailored to the specific circumstances of each case.  A 
complex cooperative agreement could easily run 
hundreds of pages, all of which are calculated to 
maximize the gains from trade among the parties.  
Remove the patent system, and the gains from 
cooperation over technology will shrink.  And the 
increased reliance on trade secrets will deny the rest 
of the scientific and other communities the public 
disclosures in the patent that help direct competitors 
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into fruitful areas of research, and customers, 
advisors, and regulators into fruitful areas of inquiry.   


Third, patent protection allows patentees and 
all other complementary users of the invention 
engaged in the coordination process to appropriate 
the returns to inputs (many of which economists term 
“rival” because use by one person deprives use by 
another) to developing and commercializing 
innovation – labor, lab space, unique business 
relationships, and so forth – without the law having 
to trace their relative contributions through either 
complex administrative procedures or complex 
litigation.  Instead patents form a platform on which 
coordination and development can take place. 6   


C. Localized Solutions Offer the Best 
Means for Dealing with Particular 
Defects of the Patent System. 


While patents are important for increasing 
access to new technologies as well as competition, 
Amicus recognizes that a number of problems can be 
associated with patents. These should be taken 
seriously and they are.  But using the tool of patent 
eligibility to solve them would make little sense 
because it would not help resolve problems that are 
far more localized.   


 
6 Henry E. Smith, Intellectual Property as Property: Delineating 
Entitlements in Information, 116 Yale L.J. 1742 (2007) 
(discussing modularity and information costs); F. Scott Kieff, On 
Coordinating Transactions in Information: A Response to 
Smith’s Delineating Entitlements in Information, 117 Yale L.J. 
Pocket Part 101 (2007) (discussing beacon and bargaining 
effects for facilitating coordination).   
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Here are some examples of the basic 
proposition.  The constant concerns about the delay 
in processing patents or in the reliability of patent 
determinations are well known.  But patent eligibility 
is a vastly inferior device for dealing with these than 
a shift in budgetary allocations to the Patent Office or 
a change in the procedures whereby patents can be 
challenged either before the Patent Office or in court.   


At a more doctrinal level, designing the prior 
art rules to prevent patents from issuing for 
technological advances that are already in the public 
domain or in patents acquired by third parties serves 
to protect the reliance interests of third parties 
against a late-comer into the field.7  


Similarly, designing the publication rules of 35 
U.S.C. § 122(b) and the disclosure rules of 35 U.S.C. 
§ 112 to put the world on notice of patent claims soon 
after an application is filed mitigates similar 
opportunism concerns of third parties arising after a 
patent is filed.  


 The rules of laches, implied license, and 
estoppel can further act to prevent unfair surprise by 
a lurking patentee who sits on his rights when others 
actively seek to develop their own inventions.   


Finally, good rules on licensing can increase 
the gains from trade by reducing the transaction 
costs needed to make voluntary agreements.  


 
7 This is the role played by the novelty, statutory bar, and 
nonobviousness requirements.  See 35 U.S.C. §§ 102-03. 
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Closer to home, claims of sloppy patent control 
for business patents do not require throwing out the 
baby with the bathwater, as the other patent levers 
could result in sensible standards for nonobviousness, 
novelty, and disclosure that are appropriate to each 
case. 


We need not decide here which of these 
possible reforms is better handled by Congress and 
which by the Courts.  It is enough to say that neither 
the legislature nor the judiciary should select patent 
eligibility as the tool of choice to deal with any of the 
problems mentioned above or others that may arise 
in the future.  Targeted responses to specific 
problems dominate the blunderbuss approach of the 
Federal Circuit’s “machine or transformation” test.  
Patent eligibility purports to pick winners and losers 
at the outset, before any of the more discriminating 
tests for patentability ever kick in.  


Consider the specific rejection in this case of 
Petitioners’ claim to a process for managing legal and 
business risk because the process failed to meet the 
Federal Circuit’s unduly restrictive test for patent 
eligibility – the “machine or transformation test.” 
That technology addressed one critical problem that 
contributed to the recent financial crash which was 
attributable at least in part to the inability of even 
the best financiers on Wall Street to appreciate a host 
of legal and business risks, which are difficult to 
model and thus difficult to guard against.  The need 
for techniques to estimate the frequency and severity 
of so-called low probability events is critical to 
preventing a repetition of these massive dislocations.   
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Against that backdrop, it belies reality for the 
Federal Circuit majority to insist that the ability to 
develop new programs and protocols to deal with 
these issues is not of the highest order of importance.  
Yet that court’s decision explicitly derogates from its 
own two earlier decisions, State Street Bank & Trust 
v. Signature Financial Group, Inc., 149 F.3d 1368 
(Fed. Cir. 1998), and In re Alappat, 33 F.3d 1526 
(Fed. Cir. 1994), which have afforded broader 
protection for business method and scientific patents. 
It shows deep inability to perceive the arc of modern 
technology to deny patent protection for the archaic 
reason that the proposed invention does not meet 
some nineteenth century test of physical 
transformation.   


Put differently, all modern understandings of 
risk take seriously that a true reduction (or increase) 
in risk leads to a significant change in overall social 
welfare.  There is no doubt that even the Federal 
Circuit’s cramped test treats as patent eligible a 
method of rescuing an innocent citizen who has been 
crushed by a freight train.  No sound policy reason 
countenances turning our back categorically on 
patent protection for those novel technologies that 
enable us to better manage the risk of collision in the 
first instance.  


In sum, many of the other areas of the patent 
system’s rules have been under consideration for 
change in recent debates before Congress and this 
Court.  And perhaps they should be changed.  But 
any sensible reform should come through the front 
door of a reasoned and focused debate about the 
merits and demerits of specific changes as they relate 
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to each other and to the larger patent system.  Back 
door reform by way of a new judge-made limit on 
patent eligibility is the worst way to go. 


IV. The Federal Circuit’s Approach Will Have 
a Profound Adverse Effect on the Public’s 
Ability to Benefit from Dr. Chakrabarty’s 
Own Research 


Professor Chakrabarty’s own research on 
infectious diseases and drug design and discovery 
gives ample testimony to the importance of the case 
that bears his name.  It is now well known that the 
effectiveness of a drug varies with each patient, 
whose genes often dictate whether a particular 
compound will reach its target and how it will act 
when it arrives.  One example involves the use of the 
drug Herceptin, a monoclonal antibody, in breast 
cancer patients.  Only some breast cancer patients, 
about 10 to 15%, will have the cancers expressing a 
gene, called HER 2, that Herceptin targets.  Thus 
HER 2-positive breast cancer patients in whom the 
gene is well expressed will be excellent recipients for 
Herceptin treatment.  In contrast, others with low-
level expression of the gene will derive little benefit 
from this drug.  Expression of genes can also dictate 
if a person infected with the AIDS virus HIV-1 will 
develop AIDS or not, because of the expression of a 
gene or genes that are involved in the entry of the 
virus to the CD4+ T cells.   


These general ideas are of course in the public 
domain.  But much hard work remains to translate 
them into useful inventions that will reduce human 
disease and suffering.  These innovative ideas in 
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human genotypes and drug effectiveness have given 
rise to the fast emerging medical field of personalized 
medicine, where the efficacy of a drug is determined 
based on the genetic constitution of the patient.  The 
narrow definitions of patent eligibility adopted by the 
Federal Circuit could slow down the pace of progress. 
To determine the genetic constitution of each patient 
requires not only the knowledge of the sequence of 
the genomic DNA but also methodologies to 
determine which genetic variant may represent drug 
susceptibility or a lack of it.  Such methods may not 
involve any machine, or transformation of an article 
to another state or thing.  But it is virtually certain 
that they will require extensive literature searches, 
insightful analyses, logical deductions, and complex 
experimentation to determine if the target of a drug 
is properly expressed in the patient’s genome to make 
the drug functional and effective. 


Professor Chakrabarty’s current research lies 
at the intersection of these new fields in bioscience.  
It concerns the development of multi-disease-
targeting drugs, where a single candidate drug may 
be used in the treatment of a multitude of diverse 
diseases such as cancer, HIV/AIDS, malaria, and 
others.  No such drug currently exists.  Yet strong 
patent laws will speed their development.  Seven U.S. 
patents have been issued between 2006 and 2009 
relating to the fruits of Dr. Chakrabarty’s work on 
the development of candidate drugs and several other 
patents are pending.  Thus, there is no question of 
the patent eligibility of these drugs.  Yet there is 
ample reason to support Professor Chakrabarty’s 
worry that the highly restricted definition of patent 
eligibility by the Federal Circuit will prevent future 
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patents on many aspects of personalized medicine.  
The baleful consequences of such a decision would be 
to greatly reduce progress in this field and the 
consequent development of new, innovative processes 
to determine drug efficacy in individual patients.   


This Court’s 1980 Chakrabarty decision 
declared “anything under the sun that is made by 
man” is the proper test for patent eligibility.  447 U.S. 
309.  That broad interpretation, not any stylized 
“machine or transformation test,” is the key to the 
full development of personalized medicine and other 
aspects of biomedical science.  The Federal Circuit’s 
decision to restrict patent eligibility of these 
important innovations will do much to prevent or 
delay such critical innovations from reaching the 
bedside or the market place.   
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CONCLUSION 


Amicus respectfully urges this Court to reject 
the “machine or transformation” test articulated by 
the Federal Circuit and reaffirm the broad rules for 
patent eligibility elucidated by this Court in 
Chakrabarty, Diehr, and J.E.M. Ag Supply.  
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QUESTIONS PRESENTED 


 
  Whether the Federal Circuit erred by holding 
that a “process” must be tied to a particular machine 
or apparatus, or transform a particular article into a 
different state or thing (“machine-or-transformation” 
test), to be eligible for patenting under 35 U.S.C. 
§ 101, despite this Court’s precedent declining to limit 
the broad statutory grant of patent-eligibility for 
“any” new and useful process beyond excluding 
patents for “laws of nature, physical phenomena, and 
abstract ideas.” 


  Whether the Federal Circuit’s “machine-or-
transformation” test for patent-eligibility, which 
effectively forecloses meaningful patent protection to 
many business methods, contradicts the clear 
Congressional intent that patents protect “method[s] 
of doing or conducting business.” 35 U.S.C. § 273(a)(3).* 


 


 
  * The Amici’s argument is limited to the first question 
presented: whether the machine-or-transformation test is an 
appropriate test for patentability. The Amici do not express an 
opinion on the second question on which certiorari was granted. 
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STATEMENT OF INTEREST 


 Dolby Laboratories (“Dolby”), DTS, Inc. (“DTS”) 
and SRS Labs, Inc. (“SRS”) (herein “Amici”) develop 
and deliver audio products and technologies that 
make the entertainment experience more realistic 
and immersive. 


 Dolby has over 1100 employees, including techni-
cians, engineers, researchers and scientists who are 
vital to Dolby’s patent process. Its worldwide portfolio 
includes over 1500 issued patents and over 2000 
pending applications. For more than four decades, 
Dolby has provided high-quality audio and surround 
sound in cinema, broadcast, home audio systems, 
cars, DVDs, headphones, games, televisions, and 
personal computers. Dolby’s technologies have been 
included in more than 3 billion products through 
licenses with major manufacturers throughout the 
world. For fiscal year 2007, Dolby spent more than 
$44 million for research and development and for 
fiscal year 2008 more than $62 million.1 


 DTS is a major provider of high quality branded 
entertainment technologies, which have been incorpo-
rated in hundreds of millions of consumer electronics 
products manufactured and sold globally by licensee 


 
 1 The parties have consented to the filing of this brief. No 
counsel for a party authored this brief in whole or in part, and 
no counsel or party made a monetary contribution intended to 
fund the preparation or submission of this brief. No person other 
than Amici, their members, or their counsel made a monetary 
contribution to this brief ’s preparation or submission. 
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customers. It has a substantial base of intellectual 
property assets, including 42 patent families and 110 
individual patents granted worldwide. 


 SRS develops audio technologies that enable 
users to enjoy natural, restored sound from a wide 
variety of audio devices. Billions of people worldwide 
have purchased audio devices that use SRS’ 
technologies. These technologies include advanced 
audio enhancement, dialog clarity, voice intelligibility, 
and surround sound processing. SRS also has a large 
worldwide patent portfolio that includes over 100 
issued patents and dozens of pending applications.  


--------------------------------- ♦ --------------------------------- 
 


INTRODUCTION AND 
SUMMARY OF ARGUMENT 


 In the 28 years since Diamond v. Diehr, 450 U.S. 
175 (1981), was decided, this Court has not addressed 
the growing ambiguity in Federal Circuit jurispru-
dence regarding the patentability of processes that 
apply scientific algorithms to bring into existence 
valuable new technological applications. Limiting 
patentable processes to those tied to particular 
machines or transformations of articles, as required 
by the standard set forth in In re Bilski, 545 F.3d 943 
(Fed. Cir. 2008), is not required by Title 35, Section 
101 of the United States Code as applied in Diehr, 
and will unreasonably foreclose valuable techno-
logical development.  
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 In the current information age, such a limitation 
risks discouraging innovation in new and unforeseen 
areas of technology. An example of such valuable 
technology that should be unquestionably patentable 
is the analysis of echocardiographic signals that 
measured heart rate as addressed in Arrhythmia 
Research Tech., Inc. v. Corazonix Corp., 958 F.2d 1053 
(Fed. Cir. 1992). Digital audio signals represent 
physical phenomena just the same as echocardio-
graphic signals do. Audio signal processing utilizes 
technology such as psychoacoustics to develop 
valuable processes for operating on, transforming and 
synthesizing new digital audio signals. This is 
precisely the kind of innovation that has resulted in 
the Amici’s numerous technological innovations that 
have enhanced the quality of entertainment.2 Prac-
tical applications of digital signal processing meet the 
criteria set forth in Diehr. The manipulation of an 
audio signal by application of scientific principles to 
achieve a result that has practical application is 
patentable irrespective of whether the process is tied 
to a particular machine or whether digital audio 
signals qualify as “articles.” 


 
 2 Company founder Ray Dolby was awarded a Technical 
Grammy® from the Recording Academy for “ma[king] a contri-
bution of outstanding technical significance to the recording 
field.” Dolby has similarly received two Scientific and Engi-
neering Awards from the Academy of Motion Picture Arts and 
Sciences. DTS has also received a Scientific and Engineering 
Award from the Academy of Motion Picture Arts and Sciences. 
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 Bilski has introduced uncertainty into, and 
potentially narrowed the standard for, patentability 
that this Court should now clarify. Amici take no 
position on whether the business method claims in 
Bilski should be rejected. But in the words of Judge 
Newman in dissent in Bilski, “[u]ncertainty is the 
enemy of innovation.” 545 F.3d at 977. If patentability 
of those claims is rejected, it should be because the 
concept of hedging risks in commodities trading is of 
a non-technical nature.3 That the Bilski claims are 
not traditional industrial processes that transform 
physical articles is immaterial. The Court should not 
throw out the “babies” – patents for valuable 
technological innovations in the well-established field 
of signal processing – with what it may view as the 
“bathwater” of business method patents.  


--------------------------------- ♦ --------------------------------- 
   


 
 3 Article I, Section 8 of the U.S. Constitution sets forth the 
purpose of the U.S. Patent System as being “to promote the 
Progress of Science and useful Arts.” 
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ARGUMENT 


I. THE BILSKI TEST INTERJECTED AMBI-
GUITY INTO THE QUESTION OF WHAT 
CONSTITUTES PATENTABLE SUBJECT 
MATTER AND HAS DISRUPTED THE 
SETTLED EXPECTATIONS OF INFORMA-
TION AGE BUSINESSES. 


 Although Bilski addressed only an application for 
a business method patent, the standard it adopted 
impacts a far wider range of inventions than just 
business methods. Under Bilski, a process is pat-
entable if it meets the exclusive test of being “(1) . . . 
tied to a particular machine or apparatus, or (2) 
[ . . . ] transform[ing] a particular article into a 
different state or thing.” Bilski, 545 F.3d at 954, 964-
65 (“the machine-or-transformation test is the only 
applicable test and must be applied”). This test is 
problematic because it calls into doubt whether 
information age inventions that operate on data or 
waveforms are eligible for patenting.  


 The Bilski test represents a significant departure 
from the standard for patent-eligibility set forth in 
Diehr. Diehr established a narrow and well-defined 
set of exceptions to patentability, and required only 
that a process have practical application to be 
eligible. Under Diehr, information age technologies 
have routinely been held patent-eligible, and as a 
consequence, the field has flourished. Bilski threatens 
to disrupt the audio technology industry and under-
mine the settled expectations of intellectual property 
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owners by substituting ambiguity in the place of 
Diehr’s certainty.  


 
A. The “Machine-or-Transformation Test” 


Is Ambiguous As Applied To “Infor-
mation Age” Inventions Like Digital 
Signal Processing, Because Such In-
ventions Operate On Data And Wave-
forms Rather Than Physical “Articles.” 


 The Bilski test limits patent-eligibility under its 
transformation prong to processes that transform 
“particular articles.” The word “article” carries with it 
sufficient industrial age baggage as to create con-
fusion in the contemporary information age. Because 
digital signals and data might not be regarded as 
“articles” due to their incorporeal nature, processes 
that operate on signals and data might now be 
excluded from patent-eligibility at the threshold.4 
This, Amici submit, would be error. 


 
 4 In In re Nuijten, 500 F.3d 1346 (Fed. Cir. 2007), the 
Federal Circuit traversed each of the categories enumerated in 
35 U.S.C. § 101 and found that an audio signal was neither a 
process, machine, manufacture or composition of matter and 
therefore such a signal did not itself qualify as patentable 
subject matter. In reaching this conclusion, the court made a 
determination that such a signal is not an “article.” The court 
reasoned that an “article” is “a particular substance or com-
modity” and further stated, in reliance on dictionary definitions: 


These definitions address “articles” of “manufacture” 
as being tangible articles or commodities. A tran-
sient electric or electromagnetic transmission 
does not fit within that definition.  


(Continued on following page) 
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 Such technical inventions are fundamentally 
different from business methods and should remain 
patent-eligible. Digital audio signals, for example, are 
representations of disturbances of sound waves 
traveling through the air. Therefore, they represent 
something physical. When translated back into sound 
waves they impact human eardrums. They can be 
shaped and compressed much like the uncured rubber 
that was at issue in Diehr. Digital audio signal 
processing utilizes research in psychoacoustics to 
develop valuable processes for operating on, trans-
forming and synthesizing new digital audio signals. 
These processes epitomize the application of science 
to the creation or transformation of structures, and 
are a far cry from business methods that typically 
deal with human social relationships, legal obli-
gations and markets.  


 In its attempt to rein in business methods, Bilski 
has created uncertainty as to the patentability of 
technology for processing audio waveforms and other 
similar inventions that are the focus of extensive 
investment in the contemporary information age. 
That the machine-or-transformation test effectively 
lumps together such inventions that represent the 
practical application of technical principles with 
business methods, demonstrates just how far astray 
the Federal Circuit has gone in Bilski. 


 
Id. at 1356 (emphasis added). Accordingly, the court concluded 
that audio signals lack the substance and tangibility requisite to 
being an article.  
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B. Bilski Admits Its Own Troubling Ambi-
guity. 


 The Bilski ruling expressly acknowledges the 
ambiguity that may result from applying its test in 
the realm of “information age” processes: 


[T]he main aspect of the transformation test 
that requires clarification here is what sorts 
of things constitute “articles” such that their 
transformation is sufficient to impart patent-
eligibility under § 101. It is virtually self-
evident that a process for a chemical or 
physical transformation of physical objects or 
substances is patent-eligible subject matter. . . . 
The raw materials of many information-
age processes, however, are electronic 
signals and electronically-manipulated 
data. And some so-called business methods, 
such as that claimed in the present case, 
involve the manipulation of even more 
abstract constructs such as legal obligations, 
organizational relationships, and business 
risks. Which, if any, of these processes 
qualify as a transformation or reduction 
of an article into a different state or 
thing constituting patent-eligible sub-
ject matter? 


See Bilski, 545 F.3d at 962 (bold emphasis added). 
Bilski’s troubling ambivalence is even more apparent 
in its holding: 


[C]laim 1 does not involve the transforma-
tion of any physical object or substance, or 
an electronic signal representative of 
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any physical object or substance. Given 
its admitted failure to meet the machine 
implementation part of the test as well, 
the claim entirely fails the machine-or-
transformation test and is not drawn to 
patent-eligible subject matter.  


Id. at 964 (bold emphasis added). Thus, in Bilski 
itself, the Federal Circuit applied an expanded scope 
of the second prong of its test, one which, correctly, 
Amici contend, includes processes that transform “an 
electronic signal representative of any physical 
object or substance.” Id. (emphasis added). 


 This prompts the question of whether the second 
prong of the test is limited to “articles” at all, whether 
signals and data are “actually articles,” or whether 
data and signals are not articles and may be excluded 
from patent-eligibility. What is clear is that 
technology companies should not have to bear the 
cross of Bilski’s uncertainty. Bilski’s ambivalent 
insertion of an industrial age “article” requirement 
within its test for patent-eligibility has done violence 
to the settled expectations of intellectual property 
leaders like the Amici and has established what 
amounts to bad economic policy. By narrowing and 
interjecting uncertainty into whether the trans-
formation and analysis of waveforms representing 
physical phenomena may be patentable, Bilski casts a 
cloud of uncertainty over such far-ranging technology 
fields as audio-visual compression and analytics, 
medical diagnostics, noise reduction and seismic 
analysis. Judge Newman in dissent in Bilski was 
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correct: “Uncertainty is the enemy of innovation.” Id. 
at 977. The uncertainty created by Bilski is neither 
required by precedent nor proper as a matter of 
policy.  


 
C. Application Of Bilski Has Caused 


Serious Problems. 


 Bilski’s machine-or-transformation test does not 
merely have the potential to cause confusion and 
doubt with respect to the patent-eligibility standard, 
it has actually caused such problems. For instance, 
the experience of the Amici has been that Examiners 
appear to be so uncomfortable with the vagueness of 
the transformation prong that they routinely reject 
all claims to digital audio coding processes that do not 
unambiguously satisfy the machine prong. For 
example, Dolby is currently pursuing patent appli-
cations containing process claims that explicitly recite 
innovative transformative operations on audio data. 
That the processes recited by these claims constitute 
practical applications of technological principles is 
beyond question. However, Examiners routinely hold 
that such claims are directed to nonstatutory subject 
matter. In particular, Examiners insist that patent-
eligibility can only be achieved by adding to the 
claims phrases such as “wherein X is implemented by 
a digital signal processor” or “wherein Y 
is performed by a computing device.” Based on 
these experiences, it appears that the machine-or-
transformation test has effectively reduced patent-
eligibility determinations within the Patent and 
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Trademark Office to magic word expeditions, 
epitomizing the elevation of form over substance. 


 
D. The Machine-or-Transformation Test 


Elevates Form Over Substance. 


 Due to its focus on very specific claim language 
characteristics, the machine-or-transformation test 
leads to the rejection of legitimate technical 
innovations that do not contain “magic words” and 
the allowance of claims for non-technical processes 
that do.  


 Any claim, even one for a business method or an 
abstract idea, could be formulated to comply with the 
machine-or-transformation test with clever drafts-
manship. For example, if the phrase “wherein the 
method is performed by a computing device” is added, 
the claim may pass muster under the U.S. Patent 
Office’s current application of the machine-or-
transformation test. 


 Prior to the Bilski decision, it would generally 
have been considered bad practice to recite specific 
hardware in a claim to a method that is hardware-
independent, or to recite what is represented by data 
in a claim to a method that is content-independent. 
Consequently, adopting the machine-or-transformation 
requirement at this point may retroactively 
invalidate innumerable already-issued claims to 
legitimate technological innovations. 


 







12 


II. THE BILSKI TEST DEPARTS FROM 
DIEHR’S VIEW OF PATENTABILITY. 


A. Under Diehr’s Holding, The Only 
Exclusions From Patent-Eligibility Are 
“Laws Of Nature, Natural Phenomena, 
And Abstract Ideas.” 


 The machine-or-transformation test, like other 
now-abandoned patent-eligibility tests that came 
before it, purports to be rooted in the policies 
articulated in Diamond v. Diehr, 450 U.S. 175 (1981). 
The Diehr standard, however, was not so constricted 
as to limit patent-eligibility to processes that are “tied 
to a particular machine” or transform a “particular 
article.”  


 Diehr took a broad view of what constitutes a 
“process” and imported no extrinsic limitations to 
Section 101’s pronouncement that processes are 
patentable. The Court noted that Section 101 imposes 
no restrictions on process patentability other than 
that the process be new and useful. Diehr, 450 U.S. at 
183 (citing Cochrane v. Deener, 94 U.S. 780, 787-88 
(1876) (“If new and useful, [a process] is just as 
patentable as is a piece of machinery.”)); see also 35 
U.S.C. § 101. The Court further noted that “Congress 
intended statutory subject matter to include anything 
under the sun that is made by man.” Diehr, 450 U.S. 
at 182 (citation omitted). 


 In Diehr, where a process was transformative, its 
eligibility for patenting was “not altered by the fact 
that in several steps of the process a mathematical 
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equation and a programmed digital computer are 
used.” Id. at 185.5 To the contrary, the Court held that 
“a process may be patentable, irrespective of the 
particular form of the instrumentalities used. . . .” Id. 
at 182-83 (citation omitted).  


 Diehr was a culmination of the Court’s maturing 
views on computer software patenting that began 
first with Gottschalk v. Benson, 409 U.S. 63 (1972) 
and then Parker v. Flook, 437 U.S. 584 (1978). In both 
Benson and Flook, claims were ineligible for patenting 
because the applicants claimed what the Court be-
lieved to be nothing more than abstract mathematical 
formulas that were “like laws of nature.”6 


 Diehr represented the inverse proposition – a 
process that applied a mathematical formula could 


 
 5 Significantly, the process at issue in Diehr differed from 
the prior art only with respect to steps performed internal to the 
general purpose digital computer involved in the rubber-curing 
process. The Diehr Court’s allowance of such claims clearly 
signaled that an applicant may be entitled to patent protection 
even when the inventor’s contribution to the art occurs entirely 
within a computing device. 
 6 In Flook, the Court analogized such formulas to the 
Pythagorean theorem. Flook, 437 U.S. at 590. In Diehr, the 
Court analogized such formulas to Einstein’s equation E=mc2 
and Newton’s law of gravity. Diehr, 450 U.S. at 185. From these 
analogies, it is clear that the Court intended the exclusion to 
cover only formulas that mathematically represent laws of 
nature. However, in the context of computer-implemented 
processes, such as digital signal processing, many “formulas” are 
based entirely on human ingenuity and not natural laws, and 
are therefore not “like laws of nature.” 
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be patentable where the result was practical, 
allowing a claim to an improved curing process for 
rubber that used the Arrhenius equation. So long as 
the equation was practically applied, the process that 
used the equation fell outside of the narrow 
exclusions set forth in Benson and Flook. The Court 
stated: 


It is now commonplace that an application of 
a law of nature or mathematical formula to a 
known structure or process may well be 
deserving of patent protection. (Internal 
citations omitted). As Justice Stone ex-
plained four decades ago: “While a scientific 
truth, or the mathematical expression of it, 
is not a patentable invention, a novel and 
useful structure created with the aid of 
knowledge of scientific truth may be.” 
(quoting Mackay Radio & Telegraph Co. v. 
Radio Corp. of America, 306 U.S. 86, 94 
(1939)).  


Diehr, 450 U.S. at 187-88 (emphasis in original). 
Thus, Diehr held that using mathematical steps is 
not anathema to patent-eligibility where a practical 
result follows from the application of such principles. 
After Diehr, only “laws of nature, natural phe-
nomena, and abstract ideas” are patent-ineligible. 
Diehr, 450 U.S. at 185.7 Because of this holding, Diehr 


 
 7 Diehr confirmed that Benson and Flook stand for “no 
more” than the exclusion of those three categories from patent-
eligibility. Id. at 185-86 (emphasis added). 
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represented a starting point for future invention in 
the realm of computer and information technology. It 
was not a cage with which to contain the 
contemporary information age. 


 
B. Diehr’s Practical Application Require-


ment Did Not Require Transformation 
Of Physical “Articles.” 


 Diehr held only that claims to a practical 
application – internal mathematical operations 
notwithstanding – are separate and apart from the 
sort of abstract patent-ineligible claims in Benson and 
Flook.8 The Bilski Court placed too much emphasis on 
Diehr’s use of the term “article” in the statement: 
“Transformation and reduction of an article ‘to a 
different state or thing’ is the clue to the patentability 
of a process claim that does not include particular 
machines.” Diehr, 450 U.S. at 184 (citation omitted). 


 
 8 In 1994, the Federal Circuit illustrated a clear under-
standing of this distinction when it stated: 


[T]he proper inquiry in dealing with the so called 
mathematical subject matter exception to § 101 
alleged herein is to see whether the claimed subject 
matter as a whole is a disembodied mathematical 
concept, whether categorized as a mathematical 
formula, mathematical equation, mathematical 
algorithm, or the like, which in essence represents 
nothing more than a ‘law of nature,’ ‘natural 
phenomenon,’ or ‘abstract idea.’ If so, Diehr precludes 
the patenting of that subject matter. 


In re Alappat, 33 F.3d 1526, 1544 (Fed. Cir. 1994, en banc) 
(emphasis in original). 
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Diehr found that even a process with mathematical 
elements could be patent-eligible where as a whole 
the claim is drawn to some practical application; 
thus, Diehr was concerned with the practical appli-
cations produced by the steps in a transformative 
process, not the nature of the objects in those steps. 
The Court did not in any way limit what the objects 
of such patent-eligible applications could be. Nor did 
it need to in order to harmonize Benson and Flook.  


 Quite to the contrary, the Diehr opinion oscillates 
between the use of the term “article” – which has 
connotations of tangibility and physicality  – and the 
use of the term “structure” – which is broader. 
Further, Diehr did not limit patentability to 
transformation of physical articles, but noted only 
that “articles” are just examples of something that 
patent-eligible processes might transform. Diehr, 450 
U.S. at 192 (“On the other hand, when a claim 
containing a mathematical formula implements or 
applies that formula in a structure or process which, 
when considered as a whole, is performing a function 
which the patent laws were designed to protect (e.g., 
transforming or reducing an article to a different 
state or thing), then the claim satisfies the require-
ments of § 101”).  


 By imposing the requirement that an article 
must be transformed to be patentable, Bilski runs 
counter to Diehr’s express prohibition against 
narrowing the scope of patent-eligibility:  
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. . . in dealing with the patent laws, we have 
more than once cautioned that “courts should 
not read into the patent laws limitations and 
conditions which the legislature has not 
expressed.” 


Id. at 182 (quoting Diamond v. Chakrabarty, 447 
U.S. 303, 308 (1980)) (internal quotation omitted). 
Unfortunately, these warnings have largely gone 
unheeded.9 The judicial history of Section 101 
illustrates a repeated cycle in which lower courts 
have used statements from Benson, Flook, and Diehr 
as the basis for patent-eligibility tests that go beyond 
those “long-established principles,” only later to 
abandon those tests when it becomes evident that 
they exclude subject matter that the patent system 
was clearly intended to cover.10 The establishment of 


 
 9 In re Alappat, 33 F.3d 1526, 1543 (Fed. Cir. 1994, en banc) 
stands as a noteworthy exception. The Alappat Court recognized 
that: 


A close analysis of Diehr, Flook, and Benson reveals 
that the Supreme Court never intended to create an 
overly broad, fourth category of subject matter 
excluded from § 101. Rather, at the core of the Court’s 
analysis in each of these cases lies an attempt by the 
Court to explain a rather straightforward concept, 
namely, that certain types of mathematical subject 
matter, standing alone, represent nothing more than 
abstract ideas until reduced to some type of 
practical application, and thus that subject matter 
is not, in and of itself, entitled to patent protection. 


(Bold emphasis added). 
 10 See, e.g., Bilski, 545 F.3d at 959 (“we conclude that the 
Freeman-Walter-Abele test is inadequate”), and Bilski, at 959-60 


(Continued on following page) 
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a machine-or-transformation test by the Federal 
Circuit in Bilski is merely the latest iteration of that 
cycle. Similar to each of its predecessor tests, that 
test excludes a wide range of legitimate technological 
innovations, and accordingly should be discarded. 


 
III. DIEHR IS WELL-SUITED TO THE INFOR-


MATION AGE. 


A. Decades Of Post-Diehr Federal Circuit 
Precedent Confirm That Data And 
Waveform Transformation, Including 
Practical Applications of Digital Sig-
nal Processing, Are Properly Patent-
Eligible.  


 The principles set forth in Diehr regarding 
patentable subject matter under Section 101 have 
proven to be just as applicable to contemporary 
information technology as they were to the computer-
aided industrial rubber curing process Diehr 
specifically addressed. Three decades of post-Diehr 
precedent confirm that practical applications of 
digital signal processing and other methods that 
operate on incorporeal forms of data are still entitled 
to patent protection.  


 In In re Abele, 684 F.2d 902 (Cust. & Pat. App. 
1982), the predecessor court to the Federal Circuit 
Court of Appeals reviewed “an improvement in CAT 


 
(“we also conclude that the ‘useful, concrete and tangible result’ 
inquiry is inadequate”). 
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scan imaging technique whereby the body [was] 
exposed to less radiation and, through use of a 
weighting function in the calculations producing 
the image, the artifacts [were] eliminated.” Id. at 
904. Although an independent claim drawn to a 
mathematical algorithm without regard to the data 
source was found not to be patent-eligible, the court 
did find that a dependent claim tied to “X-ray 
attenuation data” was patentable. Id. at 908-09. The 
dependent claim did not recite “a mere procedure for 
solving a given mathematical problem.” Id. at 909. 
Rather, like in Diehr, the improvement “reside[d] in 
the application of a mathematical formula within the 
context of a process which encompasse[d] signif-
icantly more than the algorithm alone.” Id.11 


 In Arrhythmia Research Tech., Inc. v. Corazonix 
Corp., 958 F.2d 1053 (Fed. Cir. 1992), the Federal 
Circuit held that a mathematical analysis of a digital 
representation of an echocardiographic heart reading 
that could identify an acute arrhythmia was 
patentable. The court found that though there was a 
mathematical aspect to the invention, the “input 
signals . . . [were] related to the patient’s heart 
function,” the transformation of electrical signals 


 
 11 In discussing Abele, the Federal Circuit suggested that 
the patent-eligible claim recognized a sufficient nexus to the 
physical world, noting that the “data clearly represented 
physical and tangible objects, namely the structure of bones, 
organs, and other body tissues.” See Bilski, 545 F.3d at 963 
(discussing Abele). 
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from one form to another was itself physical, and 
ultimately “a signal related to the patient’s heart 
activity,” something manifestly physical, was the 
“resultant output.” Id. at 1059 (emphasis added). The 
court expressly noted the analogy to Diehr, stating 
“applicants ‘do not seek to patent a mathematical 
formula . . . they seek only to foreclose from others 
the use of that equation in conjunction with all of the 
other steps in their claimed process.’ ” Id. at 1059-60. 
The same sort of physicality relied on in Arrhythmia 
is found in digital audio signals. Audio signals relate 
to sound waves that travel through the air which 
when incident on the human ear drum create the 
perception of sound. They are analogous to the 
echocardiographic signals that measured heart rate, 
which were analyzed in Arrhythmia and held to be 
patentable.  


 In re Nuijten, 500 F.3d 1346, 1356-57 (Fed. Cir. 
2007) confirmed patent-eligibility of a process for 
embedding a digital watermark in a digital audio 
signal without comment. Claim 1 of the Nuijten 
application, which was not at issue but was 
mentioned by the Federal Circuit, illustrates just how 
well-entrenched digital audio signal processing has 
become as a patent-eligible field.12 This process claim 


 
 12 Claim 1 is the broadest process claim allowed. It reads: 


A method of embedding supplemental data in a signal, 
comprising the steps of: 


encoding the signal in accordance with an 
encoding process which includes the step of 


(Continued on following page) 
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is not tied to a “particular machine” and it operates 
on nothing more than an audio “signal” to improve its 
quality. A Bilski footnote commented, “[w]e note 
that the PTO did not dispute that the process 
claims in Nuijten were drawn to patent-eligible 
subject matter under § 101 and allowed those 
claims.” Bilski, 545 F.3d at 951, n.2 (bold emphasis 
added). Though these claims were allowed by the 
Patent Office, and were not criticized in Bilski, there 
is more than a mere hypothetical concern that such 
claims would not be deemed patent-eligible post-
Bilski. See Section IC, supra (post-Bilski, the PTO is 
requiring machine references which wrongfully limit 
the scope of the invention). 


 Diehr allows claims that apply mathematical, 
scientific or technological principles to achieve a 
practical result. This strikes an appropriate balance 
between society’s interest in creating incentives for 
companies to invest in research and development 
versus the need to preserve fundamental principles, 


 
feeding back the encoded signal to control 
the encoding; and modifying selected sam-
ples of the encoded signal to represent the 
supplemental data prior to the feedback of 
the encoded signal and including the mod-
ifying of at least one further sample of 
the encoded signal preceding the selected 
sample if the further sample modification is 
found to improve the quality of the en-
coding process. 


Nuijten, 500 F.3d at 1351.  
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abstract ideas and general scientific knowledge to the 
public. It should be as effective going forward as it 
has been since it was instituted three decades ago. 


 
B. If Bilski’s Invention Is To Be Rejected 


Based On The Non-Technical Nature 
Of The Invention, The Standard 
Applied Should Be Precise And 
Unambiguous. 


 The claimed invention in Bilski is a method of 
hedging risks in commodities trading. The Amici take 
no position on whether the Bilski claims should be 
rejected. If, however, patentability is rejected based 
on the non-technical nature of the invention,13 the 
standard should be articulated with sufficient pre-
cision as to leave no ambiguity that processes 
practically applying scientific and mathematical 
technological principles remain patent-eligible.  


--------------------------------- ♦ --------------------------------- 
 


CONCLUSION 


 This Court’s jurisprudence in Diehr provides an 
appropriate roadmap for patentability into the 21st 
Century. Under Diehr, the manipulation of a 
waveform by application of scientific principles to 
achieve a result that has practical use is patentable. 
Not only does such a test provide certainty and 


 
 13 See Article I, Section 8 of the U.S. Constitution.  
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consistency with prior precedent, it is proper policy as 
well. Furthermore, this Court should not hold that 
patentability requires the transformation of material 
or an “article” with the traditional physicality of the 
industrial age. Such an interpretation would do 
violence to innumerable technological innovations 
that have useful, practical application in the infor-
mation age. 
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QUESTIONS PRESENTED 


  
Whether the Federal Circuit erred by holding that 


a  “process” must be tied to a particular machine or 
apparatus, or transform a particular article into a dif-
ferent state or thing (“machine-or-transformation” 
test), to be eligible for patenting under 35 U.S.C. § 
101, despite this Court’s precedent declining to limit 
the broad statutory grant of patent eligibility for 
“any” new and useful process beyond excluding pa-
tents for “laws of nature, physical phenomena, and 
abstract ideas.” 


Whether the Federal Circuit’s “machine-or-
transformation” test for patent eligibility, which ef-
fectively forecloses meaningful patent protection to 
many business methods, contradicts the clear Con-
gressional intent that patents protect “method[s] of 
doing or conducting business,” 35 U.S.C. § 273. 
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No. 08-964 


IN THE 


Supreme Court of the United States 
 


BERNARD L. BILSKI AND RAND A. WARSAW, 
Petitioners, 


v. 
JOHN J. DOLL, ACTING UNDER SECRETARY OF 


COMMERCE FOR INTELLECTUAL PROPERTY AND ACTING 
DIRECTOR OF THE UNITED STATES PATENT AND 


TRADEMARK OFFICE, 
Respondent. 


 
On Writ of Certiorari to the United States Court of 


Appeals for the Federal Circuit 
 


INTEREST OF AMICUS CURIAE1


Eagle Forum Education and Legal Defense Fund 
(“EFELDF”), a nonprofit organization founded in 
1981, is a pro-family group that has long advocated 
fidelity to the text of the U.S. Constitution.  EFELDF 
has a longstanding interest in defending rights of in-
ventors and private property in general, and has pre-
viously filed amicus briefs in federal courts on the is-
sue of intellectual property.  The mission of EFELDF 


 


                                                 
1 This brief is filed with the written consent of all parties.  Pur-
suant to its Rule 37.6, counsel for amicus curiae authored this 
brief in whole, and no counsel for a party authored this brief in 
whole or in part, nor did any person or entity, other than ami-
cus, its members, or its counsel make a monetary contribution to 
the preparation or submission of this brief. 
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includes defending the Patent Clause and the intel-
lectual property rights of individual inventors, which 
are so crucial to American prosperity. 
 


SUMMARY OF ARGUMENT 
The Patent Clause is one of the most important 


provisions in the entire Constitution due to its central 
and essential role in promoting American ingenuity 
and prosperity.  Though the Patent Clause receives 
scant historical attention – merely one paragraph ad-
dresses it in The Federalist No. 43 – this unique 
American constitutional right has motivated the vast 
majority of the world’s greatest inventions.  From 
Thomas Edison to Alexander Graham Bell to many of 
today’s greatest inventions, the Patent Clause has 
played an instrumental role in encouraging and pro-
tecting the individual’s right to the fruits of his crea-
tive efforts.  It must continue to do so no less in this 
Information Age. 


The decision below usurps the legislative role and 
adds complexities to patent law that are neither wel-
come nor justified in the 21st century.  If the inven-
tion at bar “promote[s] the Progress of Science and 
useful Arts,” U.S. Const. Art. I, Sect. 8, Cl. 8, and if it 
satisfies the legislative requirements pursuant to 
that provision, then it is patentable subject matter.  
By adhering to the anachronistic “machine-or-
transformation” test, which can be found in neither 
the Patent Clause nor its implementing statute, the 
court below improperly eviscerated much of the value 
of the patent system for the future.  The incentives-
based and natural rights-based approaches to intel-
lectual property, which have always been the hall-
mark of the American patent system, should not be 







3 
encumbered by outdated categorical exclusions based 
on machines and transformations. 


The claim at bar is for a method of hedging com-
modities risk.  Suppliers of goods would like to hedge 
their risk against a market drop in price; consumers 
of goods (such as manufacturers) would like to hedge 
their risk against a market increase in price.  The pa-
tent claim describes use of an intermediary, called 
the “commodity provider,” which would buy and sell 
at fixed prices as sought by the ultimate suppliers 
and consumers.  The patent claim also extends 
beyond that to encompass the trading of options. 


The patent examiner rejected these claims (1-11) 
under 35 U.S.C. § 101 because “the invention is not 
implemented on a specific apparatus and merely ma-
nipulates [an] abstract idea and solves a purely ma-
thematical problem without any limitation to a prac-
tical application, therefore, the invention is not di-
rected to the technological arts.”  In re Bilski, 545 
F.3d 943, 950 (Fed. Cir. 2008).  The Patent Board af-
firmed on different grounds, holding that transforma-
tion of “non-physical financial risks and legal liabili-
ties of the commodity provider, the consumer, and the 
market participants” is not patentable subject mat-
ter.  Id. (quotations omitted).  The Board also noted 
that Applicants’ claimed process did not produce a 
“useful, concrete and tangible result,” and thus was 
not patentable subject matter.  Id. (quotations omit-
ted).  The Federal Circuit affirmed, but on the 
grounds that the patent claim did not satisfy the 
“machine-or-transformation” test. 


But Congress has not categorically excluded from 
patentability inventions that fail a “machine-or-
transformation” test, and it was error for the lower 
court to impose that limitation.  If an invention is ob-
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vious and thereby fails the “non-obvious” test, then a 
patent application for such invention may be rejected.  
Similarly, if an invention is outside the constitutional 
scope of the “Progress of Science and useful Arts,” 
then Congress itself may not secure its protection 
under the Patent Clause.  But the Federal Circuit 
erred in not deciding the patentability of the inven-
tion on either of those grounds, and instead grafting 
complex and unjustified requirements such as and 
especially the “machine-or-transformation” test.  This 
test is unsuitable for the 21st century, it is inconsis-
tent with the enormously successful incentives-based 
approach taken by the Framers, and it is contrary to 
a textualist interpretation of the applicable legisla-
tion and of the Patent Clause itself. 


The separate dissents below by Judges Newman 
and Rader set valuable guideposts for reversal of the 
errant majority decision.  Judge Newman correctly 
observed:  


The court thus excludes many of the kinds of 
inventions that apply today’s electronic and 
photonic technologies, as well as other 
processes that handle data and information in 
novel ways. Such processes have long been pa-
tent eligible, and contribute to the vigor and 
variety of today’s Information Age. This exclu-
sion of process inventions is contrary to sta-
tute, contrary to precedent, and a negation of 
the constitutional mandate. Its impact on the 
future, as well as on the thousands of patents 
already granted, is unknown.  


In re Bilski, 545 F.3d at 976 (Newman, J., dissent-
ing). 
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Judge Rader aptly dissented on the grounds that 


the lower court had “ventured away from the sta-
tute”:  


[A]s innovators seek the path to the next tech-
no-revolution, this court ties our patent system 
to dicta from an industrial age decades re-
moved from the bleeding edge. A direct reading 
of the Supreme Court’s principles and cases on 
patent eligibility would yield the one-sentence 
resolution suggested above. Because this court, 
however, links patent eligibility to the age of 
iron and steel at a time of subatomic particles 
and terabytes, I must respectfully dissent.  


Id. at 1011 (Rader, J., dissenting).  Judge Rader ob-
served that “this court today invents several circuit-
ous and unnecessary tests” and that other “statutory 
conditions and requirements better serve the function 
of screening out unpatentable inventions than some 
vague ‘transformation’ or ‘proper machine link’ test.”  
Id. at 1015. 


The applicable statute never mentions “transfor-
mations” and the decision below usurps the legisla-
tive role to impose the “machine-or-transformation” 
threshold test on patentability.  Many valuable in-
ventions that could propel the American economy will 
be lost if the judicial activism below is not reversed 
and the full rights of the individual inventor are not 
restored.  This Court should then remand this case 
for a determination of whether the Bilski process is 
patentable under the statutory criteria set forth by 
Congress, not under a judicial test unsupported by  
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precedent and without basis in the statute or the Pa-
tent Clause itself. 


ARGUMENT 
Three points are essential to deciding this appeal.  


First, continued vitality in the patent system for 
small inventors is essential to continued American 
prosperity.  Second, a categorical exclusion from pa-
tentability of subject matter that lacks a “machine or 
transformation” is unjustified and ill-suited to inven-
tions in the Information Age.  Third, the much-
lamented flaws in the current patent system are due 
to a lack of enforcement of other statutory require-
ments, such as the non-obviousness test.  A judicial 
redefinition of the patent process is neither needed 
nor appropriate. 


Categorical exclusion of patentable subject matter 
from 35 U.S.C. § 101 is misguided.  As explained fur-
ther below, Amicus EFELDF urges this Court to 
reexamine and adopt the reasoning set forth by Jus-
tice Potter Stewart in his dissent in Parker v. Flook: 


[I]t strikes what seems to me an equally damaging 
blow at basic principles of patent law by importing 
into its inquiry under 35 U. S. C. § 101 the criteria 
of novelty and inventiveness.  Section 101 is con-
cerned only with subject-matter patentability.  
Whether a patent will actually issue depends upon 
the criteria of §§ 102 and 103, which include no-
velty and inventiveness, among many others.  It 
may well be that under the criteria of §§ 102 and 
103 no patent should issue on the process claimed 
in this case, because of anticipation, abandon-
ment, obviousness, or for some other reason.  But 
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in my view the claimed process clearly meets the 
standards of subject-matter patentability of § 101. 


437 U.S. 584, 600 (1978) (Stewart, J., dissenting). 
 


I. THE FEDERAL CIRCUIT ERRED IN HOLDING 
THAT A PROCESS MUST ALWAYS BE TIED TO A 
PARTICULAR MACHINE OR APPARATUS TO BE 
PATENTABLE 


The central error in the decision below was its ca-
tegorical denial of the patent application based on the 
“machine-or-transformation test,” which the Court 
described as follows:  


The machine-or-transformation test is a two-
branched inquiry; an applicant may show that 
a process claim satisfies § 101 either by show-
ing that his claim is tied to a particular ma-
chine, or by showing that his claim transforms 
an article.  See Benson, 409 U.S. at 70. Certain 
considerations are applicable to analysis under 
either branch.  First, as illustrated by Benson 
and discussed below, the use of a specific ma-
chine or transformation of an article must im-
pose meaningful limits on the claim’s scope to 
impart patent-eligibility.  See Benson, 409 U.S. 
at 71-72.  Second, the involvement of the ma-
chine or transformation in the claimed process 
must not merely be insignificant extra-solution 
activity.  See Flook, 437 U.S. at 590.  


 
In re Bilski, 545 F.3d 943, 963 (Fed. Cir. 2008) (em-
phasis added). 
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The decision below held as a threshold matter 


that “the operative question ... is whether Applicants’ 
claim 1 satisfies the transformation branch of the 
machine-or-transformation test.”  The Court held 
that it does not:  


We hold that the Applicants’ process as 
claimed does not transform any article to a dif-
ferent state or thing. Purported transforma-
tions or manipulations simply of public or pri-
vate legal obligations or relationships, business 
risks, or other such abstractions cannot meet 
the test because they are not physical objects 
or substances, and they are not representative 
of physical objects or substances. Applicants’ 
process at most incorporates only such ineligi-
ble transformations. …  [C]laim 1 does not in-
volve the transformation of any physical object 
or substance, or an electronic signal represent-
ative of any physical object or substance. Given 
its admitted failure to meet the machine im-
plementation part of the test as well, the claim 
entirely fails the machine-or-transformation 
test and is not drawn to patent-eligible subject 
matter.  


Id. at 963 (emphasis added). 
This categorical exclusion from patentability un-


wisely and unjustifiably excludes desirable innova-
tions from the protection of patent law.  For example, 
Samuel Morse obtained a patent for the following 
claim for his Morse Code: 


Fifth, I claim, as my invention, the system of 
signs, consisting of dots and spaces, and of dots, 
spaces, and horizontal lines, for numerals, letters, 
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words or sentences, substantially as herein set 
forth and illustrated, for telegraphic purposes. 


O’Reilly v. Morse, 56 U.S. 62, 1853 U.S. LEXIS 273, 
*49 (1854).  It seems doubtful that this claim would 
survive the machine-or-transformation test imposed 
by the decision below.  Part of the enormous value of 
Morse Code is that it is machine independent. 


Many great inventions of the Information Age are 
valuable precisely because of their machine indepen-
dence, such as the UNIX operating system2 and the 
“MP3” music player format.3


It is unwise and unjustified to categorically ex-
clude from patentability anything and everything 
that is decoupled from a physical process.  For the 
UNIX operating system, the invention’s value was 
the lack of a link to a specific computer machine and 
the fact that it is not hooked to any particular (physi-
cal) hardware.  The decision below will not properly 
incentivize future inventions like UNIX, and even 
more abstract yet extremely valuable and desirable 
ones, if the anachronistic “machine-or- 
 


  The essence of the real 
breakthrough of these inventions is their indepen-
dence of particular machines.  Copyright law protects 
the software program code itself, but the true inven-
tion (what the code does) is not adequately protected 
by copyrights on the code.   


                                                 
2 See http://pdos.csail.mit.edu/6.828/2008/readings/ritchie79evol 
ution.html (describing the history of the development of UNIX, 
including some of its marvelous innovations). 
3 For a history of MP3 and its innovative value, see http://www. 
websters-online-dictionary.org/definition/MPEG+AUDIO+LAYER 
+3. 



http://pdos.csail.mit.edu/6.828/2008/readings/ritchie79evolution.html�

http://pdos.csail.mit.edu/6.828/2008/readings/ritchie79evolution.html�
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transformation” test is affirmed here.  Patent law 
should not be limited by arbitrary physicality, but 
should be able to look more to the utility of the novel 
work. 


This machine-or-transformation test imposed be-
low also creates more questions than it answers.  It 
leaves unclear what link to a machine is adequate, an 
issue of particular importance for the vast number of 
computer-related inventions.  As pointed out by 
Judge Rader in dissent: 


What link to a machine is sufficient to invoke 
the “or machine” prong? Are the “specific” ma-
chines of Benson required, or can a general 
purpose computer qualify? What constitutes 
“extra-solution activity?” If a process may meet 
eligibility muster as a “machine,” why does the 
Act “require” a machine link for a “process” to 
show eligibility? Does the rule against redun-
dancy itself suggest an inadequacy in this 
complex spider web of tests supposedly “re-
quired” by the language of section 101? 


In re Bilski, 545 F.3d at 1015 (Rader, J., dissenting).   
This lower court’s “machine-or-transformation” 


requirement is harmful in several ways.  It will sup-
press and discourage invention – and thereby pros-
perity – in a way that the Constitution does not sup-
port and that Congress has not authorized.  This un-
justified requirement is also difficult to implement 
and enforce.  As Judge Rader noted in dissent below, 
this test strays from a straightforward, textualist 
reading of the applicable statute, and instead reads a 
whole new test into the statute that was never in-
tended. 
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II. THE UNDERLYING FLAW IN THE CURRENT 


PATENT PROCESS IS LACK OF ENFORCEMENT 
OF OTHER STATUTORY PROVISIONS, WHICH 
HURTS INNOVATION 


As Justice Potter Stewart wrote in his dissent in 
Parker v. Flook, “[w]hether a patent will actually is-
sue depends upon the criteria of §§ 102 and 103, 
which include novelty and inventiveness, among 
many others.”  437 U.S. 584, 600 (1978) (Stewart, J., 
dissenting).  It is a lack of enforcement of the novelty 
and inventiveness requirements that causes the un-
derlying flaws in the current patent process. 


Copyright law, by analogy, has successfully ad-
hered to its originality requirement to help keep out 
non-meritorious claims.  This Court held without dis-
sent that “[o]riginality is a constitutional require-
ment.”  Feist Publ’ns, Inc. v. Rural Tel. Serv. Co., 499 
U.S. 340, 346 (1991).  “The originality requirement 
articulated in The Trade-Mark Cases and Burrow-
Giles remains the touchstone of copyright protection 
today. It is the very premise of copyright law.”  Id. at 
347 (quotations and citations omitted). 


Similarly, the better approach to curb abuses in 
patent law is to strengthen the requirement of origi-
nality rather than erect complex, non-statutory ob-
stacles to patentability.  As Judge Newman explained 
in his dissent, the lower court’s “exclusion is imposed 
at the threshold, before it is determined whether the 
excluded process is new, non-obvious, enabled, de-
scribed, particularly claimed, etc.; that is, before the 
new process is examined for patentability.”  In re 
Bilski, 545 F.3d at 976 (Newman, J., dissenting).    
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Other “statutory conditions and requirements better 
serve the function of screening out unpatentable in-
ventions than some vague ‘transformation’ or ‘proper 
machine link’ test.”  Id. at 1015 (Rader, J., dissent-
ing). 


This Court should affirm the approach taken by 
Judge Rader below:   


If this court would follow that Supreme Court 
rule, it would afford broad patent protection to 
new and useful inventions that fall within the 
enumerated categories and satisfy the other con-
ditions of patentability.  That is, after all, precise-
ly what the statute says.  


In re Bilski, 545 F.3d at 1011-12 (Rader, J., dissent-
ing) (emphasis added). 


III. ROBUST PATENT LAW THAT PROTECTS 
SMALL INVENTORS IS ESSENTIAL TO 
CONTINUED AMERICAN PROSPERITY 


“Patents provide an incentive to invest in and 
work in new directions,” observed Judge Newman in 
dissent below.  In re Bilski, 545 F.3d at 997 (New-
man, J., dissenting).  Those incentives are essential 
to continued American prosperity. 


The Patent Clause and its statutory implementa-
tion inspired some of the greatest inventions in the 
history of mankind.  Thomas Edison, properly recog-
nized as the most influential person in the world dur-
ing the entire second millennium by Life magazine, 
was motivated by the patent system to obtain 1,093 
patents in the United States.  The patent system pro- 
vided enormous incentives for Edison for his ingenui-
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ty, and as a result the entire world reaped prodigious 
rewards. Without the full and robust protections of 
patent law, ingenuity by the small inventor is dimi-
nished and the American economy suffers from a lack 
of incentives for valuable inventions. 


The anachronistic “machine-or-transformation” 
test forecloses the future Thomas Edisons of the In-
formation Age.  A marvelous new invention that fails 
the “machine-or-transformation” test may still be 
something that we want to encourage.  The “machine-
or-transformation” is simply too rigid to adapt to 
changing times.  The future equivalent of the light 
bulb or power station might well be intangible and 
thereby fail the overly-restrictive “machine-or-
transformation” test. 


As in the analogous field of copyright law, “It is 
generally for Congress, not the courts, to decide how 
best to pursue the Copyright Clause’s objectives.”  
Eldred v. Ashcroft, 537 U.S. 186, 212 (2003).  This 
aphorism applies with even greater force to the Pa-
tent Clause.  Patents play an even more vital role in 
protecting and encouraging ingenuity and productivi-
ty.  The wooden “machine-or-transformation” test im-
posed below will inevitably stifle inventions and in-
novation.  Courts should not meddle with the impor-
tant incentives for invention created by Congress 
based on the Patent Clause. 


As Justice Burton, joined by Chief Justice Vinson 
and Justice Frankfurter, observed over a half-century 
ago: 


the frontiers of science have expanded until civili-
zation now depends largely upon discoveries on 
those frontiers to meet the infinite needs of the fu-
ture. The United States, thus far, has taken a 
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leading part in making those discoveries and in 
putting them to use. 


United States v. Line Material Co., 333 U.S. 287, 332 
(1948) (Burton, J., dissenting).  Patentability should 
not be locked into the anachronisms of the past, and 
incentives for original inventions for the future must 
be fully preserved.  


CONCLUSION 


 The decision below should be reversed.  
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Interest of the Amici 


This brief is filed with the consent of the 
parties l on behalf of Armanta; Asentinel, LLC; 
CyberSource Corp.; and Hooked Wireless, Inc. 


Armanta develops specialized software to 
automate its clients' business processes. Armanta's 
software tools are designed for the finance, health 
science, and telecommunications industries, and 
facilitate clients' data management requirements. 
Armanta protects its innovative software and its 
research and development (R&D) investment 
through patent protection. Armanta currently has 
at least three pending U.S. patent applications. 


Asentinel, LLC has developed innovative 
telecomm unications expense management (TEM) 
software. Its TEM software addresses the complex 
task of processing and auditing telecommunications 
mVOlces. Their TEM software has saved its 
customers millions of dollars by streamlining invoice 
analysis and management. To protect its innovative 
software, Asentinel currently has at least one U.S. 
patent and at least two pending U.S. patent 
applications. 


1 The parties' blanket letters of consent have been filed with the 
Clerk in compliance with Rule 37.3. This brief was not 
authored in whole or in part by counsel for any party. No 
person or entity other than the amici made a monetary 
contribution to the preparation or submission of this brief. 
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CyberSource Corp. is an e"commerce payment 
management company. CyberSource has developed 
innovative software to facilitate secure payment 
transactions over the Internet. Understanding that 
security is the cornerstone of e "commerce , 
CyberSource continues to develop software to 
identify and evaluate fraudulent activity and aid e" 
commerce transactions. CyberSource protects its 
R&D investment with a patent portfolio including at 
least eight U.S. patents and at least two pending 
U.S. patent applications. 


Hooked Wireless, Inc. creates graphic 
technology for mobile devices; including cell phones, 
music players, and other portable electronics. 
Hooked Wireless relies on its intellectual property as 
an asset in the hyper-competitive mobile device 
industry. Hooked Wireless currently has at least 
one pending U.S. patent application. 


Summary of Argument 


Small" to mid"size entrepreneurial software 
companies represent a considerable portion of U.S. 
innovation and have significant impact on U.S. 
global competitiveness. These same companies are 
being harmed by the overly-narrow, inflexible 
definition of statutory subject matter outlined by the 
U.S. Court of Appeals for the Federal Circuit in its 
decision in In re Bilski, 545 F_3d 943 (Fed. Cir. 
2008). 


This Court has long proffered a broad view of 
patent"eligible subject matter. Without any 
corresponding change in this Court's precedent, the 
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Federal Circuit has instigated an overly-narrow and 
limiting test, by which all types of innovation must 
be evaluated_ As a result, many valuable software
related inventions are being left without adequate 
patent protection. 


The inability to appropriately protect 
software-related innovation is crippling the ability of 
small- and mid-size entrepreneurial software 
businesses to compete in the market against more
established companies. Uncertainty caused by the 
current legal landscape, and the overly-broad 
application of the machine-or-transformation test, is 
causing these software companies to lose significant 
value due to depreciation of their existing patents 
and patent potential. Furthermore, small- and mid
size software companies are being particularly 
harmed by the overbearing increase in 
unpredictability and costs of patent prosecution and 
enforcement. 


Even if the Federal Circuit did not intend for 
its machine-or-transformation test to be applied to 
any statutory classes other than methods, the U.S. 
Patent and Trademark Office and various district 
courts are extending the test to all statutory classes 
of innovation. Additionally, there is great 
inconsistency among the adjudicative bodies 
regarding the interpretation of the machine-or
transformation test. This Court should recognize its 
own precedent and maintain a broad view of 
statutory subject matter, and strike down the rigid 
machine-or-transformation test, or at the very least 
indicate clearly that this test does not apply to 
software patents. 
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Argument 


I. Constraints on patenting software
related inventions are harmful to 
small- and mid-size software 
innovators 


A. &ftware companies provide a 
considerable portion of the United States' 
innovation and playa significant role in the 
u.s. economy 


The U.S. economy is continually moving away 
from a "manufacturing" economy and toward a 
services and information economy. As such, 
companies that develop software to implement 
services and manage data are playing an 
increasingly important role in the U.S. economy. 
Such companies innovate in the form of intangible 
ideas, rather than physical objects. Consequently, 
promoting further innovation and protection of 
"intangible ideas" through the U.S. patent system is 
of critical importance to the U.s. economy. 


In 2008, the value added to the United States' 
gross domestic product (GDP) by "information 
communications technology producing" industries 
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was $535.7 billion, or 3.8% of the entire GDP.2 
Indeed, about 50,000 companies are involved in 
computer software development alone in the United 
States, with combined annual revenue of about $180 
billion.3 In 2008 alone, nearly 10% of all patents 
issued to U.S. companies were related to data 
processing. 4 These numbers, relative to other 
individual industries, are significant and show that 
software companies are major contributors to the 


2 "Information communications technology producing" 
industries are defined by the Bureau of Economic Analysis as 
the following industries: computer and electronic products, 
publishing industries (including software), information and 
data processing services, and computer systems design and 
related services. See Annual Report on Gross Domestic 
Product by Industry Account Produced by the U.S. Department 
of Commerce Bureau of Economic Analysis, 
http://www .bea.gov/industry/gpotables/gpo_action.cfm (April 28, 
2009). 
3 Hoovers collects information and provides data on over 43,000 
companies in 600 different industries. See Industry Overview: 
Computer Software Development, at 
http://www.hoovers.com/com p uter-software-development/-


ID_88--/free-ind-fr-profile-basic.xhtml (last visited August 2, 
2009). 
4 The U.S. Patent Office has identified classes 700-707 and 715-
717 as "data processing" classes. In 2008, 7412 patents issued 
to U.S. companies that were listed in one of the data processing 
classes as the primary classification. A total of 77,501 patents 
were issued to U.S. companies by the USPTO, meaning that 
9.56% of patents issued to U.S. companies were classified in the 
data processing classes. See 2008 Report on Patenting in 
Technology Classes, breakout by Geographic Origin, produced 
by the U.S. Patent and Trademark Office Electronic 
Information Products Division Patent Technology Monitoring 
Team, http://www . uspto.gov/we b/offices/ac/id%eip/taf/tecstc/ 
clstc_gd.htm (last visited July 30, 2009). 
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U.S. economy. Any change in patent law or policy 
that negatively impacts the software industry would 
have a corresponding, and considerable, negative 
effect on the U.S. economy. 


B. Current legal uncertainty is CBuSing 
entrepreneurial software companies to lose 
significant value due to depreciation of their 
existing intellectual property and intellectual 
property potential 


Industry leaders and venture capitalists in 
the multi'billion dollar software industry are less 
likely to invest and take risks in unpatented 
technology developments. Investors recognize that 
they are often unlikely to reap the full benefit of 
their investment when technology is unprotected 
and competitors can enter the market with minimal 
research and development costs. Patent protection 
has been a most (and sometimes the only) effective 
blockade against such egregious copY'cat behavior. 


Software innovation can often be easily 
reverse-engineered once a product is launched into 
the marketplace. Under current law, software 
innovation can often only be effectively protected 
against reverse engineering through patents. 
Without appropriate legal protection, software-based 
innovation will be less attractive as an asset class 
and will represent a more speculative and less
valued investment. Indeed, studies show a direct 
correlation between the patent portfolio held by an 
emerging software company and the likelihood that 
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the software company will obtain funding from 
venture capitalists and other investors.5 


Without adequate patent protection, small
and mid -size software companies such as those 
represented by the amici would have reduced 
investment, and accordingly reduced incentive to 
innovate and take costly risks. Put simply, 
decreased patent protection will mean less 
investment and innovation in the software industry. 
As a real-world proof of this concept, it has been 
determined that a 10% decrease in a company's 
patent premium corresponds to a 7% decrease in 
research and development.6 In contrast, an 
increased reliance on patent protection in the late-
1990s was shown to correlate significantly with sales 
growth, increased number of employees, and 


5 See, e.g., lain M. Cockburn & Megan J. Mac Garvie , Patents, 
Thickets, and the Financing of Early-Stage Firms: Evidence 
from the Software Industry 9 (Boston Univ. and Nat'l Bureau of 
Econ. Research, Working Paper No. 13644, 2007), 
http://www.nber.org/chapters/c3050.pdf; Ronald Mann & Tom 
Sager, Patents, Venture Capital, and Software Start-ups (Am. 
Law & Econ. Ass'n Annual Meetings, Working Paper No. 62, 
2006), http://law.bepress.com/a;eal16thlart62; Ronald J. Mann, 
Do Patents Facilitate Financing in the Software Industry?, 83 
Tex. L. Rev. 961 (2005). 
6 The patent premium is "the value that an innovator gains 
from use of the patent to protect the innovation against 
imitation. In other words, the patent premium is the value 
difference between Technology A with a patent and Technology 
A without a patent." Scott Shane, The Likely Adverse Effects 
of an Apportionment-Centric System of Patent Damages 4, 
(Jan. 14, 2009), http://www.mfgpatentpolicy.org/images/ 
Apportionment _oLDamages_Adverse_Effects_Jan14_09.pdf. 
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increased market capitalization In the software 
industry.7 


A legal landscape that restricts patenting of 
software-related inventions not only affects future 
innovation, but also has a negative impact on the 
companies owning software-related patents that 
issued under the pre-Bilski landscape. A recent 
study has put the average value of a U.S. patent at 
between $93,463 and $118,988 (in 2008 dollars}.8 
While significant, these averages understate the 
value of software patents that may be core to a 
company's business and competitive posture. Such 
patents may be worth tens or even hundreds of 
millions of dollars. When it is considered that 
patents are responsible for approximately 22.5% of 
an average company's value9 , it follows that the 
reduction of a small- to mid-size software company's 
patent portfolio to a near-zero value would be 
devastating to its bottom line. Plus, the entry of 
competitors who can appropriate a company's 
innovation with minimal research and development 
expense could slash the innovative company's profit 
margin-delivering a likely death blow to the 
company that invests significant time and money 
into research and development. Such a legal 


7 Josh Lerner & Feng Zhu, What is the Impact of Software 
Patent Shifts?: Evidence from Lotus v. Borland 21-22 (Nat'l 
Bureau of Econ. Research, Working Paper No. 11168, 2005), 
http://www.nber.org/papers/wI1168. 
8 Shane, supra note 6. 
9 James E. Malackowski & Jonathan Barney, Patent 
Attribution to Equity Returns, (Jan. 6, 2009), 
http://www.oceantomo.comIPDFs/Patent_Attribution_to_Equity 
_Returns_I-6-09.pdf. 
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landscape encourages the software copy-cat and 
punishes the software innovator. 


C. Inability to patent software innovation 
cripples the ability of small- and mid-size 
entrepreneurial software businesses to 
compete in the market against established 
companies. 


For the companies represented in the amici 
group, software development is at the core of their 
businesses. Protection of that development is 
essential to obtaining and maintaining a competitive 
advantage, whether through obtaining funding or 
gaining market access through licensing of their 
developments. As found by Ronald J. Mann in his 
empirical studies on whether patents facilitate 
financing in the software industry: 


Contrary to the perception that patents 
tilt the playing field in favor of large 
incumbent firms to the disadvantage of 
small firms, patents in this context afford 
a unique opportunity to the small 
startup. The patent system grants the 
small firm an automatic stay of 
competitive activity that remains in force 
long enough for the firm to attempt to 
develop its technology. 


Ronald J. Mann, Do Patents Facilitate Financing in 
the Software Industry?, 83 Tex. L. Rev. 961, 986 
(2005). Mann further highlights the reasons why 
patents may actually be more important to small 
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software compames than large, established 
companies: 


For large firms, the marginal increase in 
appropriability that comes from patents 
may have little benefit: IBM could 
compete quite successfully against 
smaller firms even if it did not ha ve 
patents protecting its product from 
copycat competitors. For the smaller 
firm, however, the ability of the implicit 
threat of patent litigation to prevent 
incumbents like IBM and Microsoft from 
taking its technology can be the 
difference between life and death. 


Id. at 986-987. In fact, empirical evidence shows 
that, all other things being equal, companies holding 
software patents associated with a market are three 
times more likely to enter that market, and 36% less 
likely to exit the market after entry.l0 


Additionally, the value of patent-protected 
processes is increasingly being manifested and 
extracted through joint venture licensing, or other 
business arrangements, where intellectual property 
transfer creates additional business opportunities 


10 lain M. Cockburn & Megan MacGarvie, Entry, Exit, and 
Patenting in the Software Industry 34 (Nat'l Bureau of Econ. 
Research, Working Paper No. 12563, 2006), 
http://www.nber.org/papers/w12563. 
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and revenue streams. ll Small software compames 
often collaborate with third parties for the 
commercial development of their technologies and 
access to new technologies essential to remain 
competitive. Devaluation of a company's intellectual 
property places that company at a disadvantage in 
license negotiations with third parties and prohibits 
growth of that company. Devaluation of an entire 
industry's intellectual property results in severe 
checks on joint ventures and technology transfers, 
and inhibits entry of small- and mid-size, singularly
focused (i.e., "niche") compames into the 
marketplace. 


Some parties in opposition to software patents 
claim that software patents hinder innovation. They 
argue that "[o]pen source software developers 
constantly face the hazard that the original code 
they have written in good faith might be deemed to 
infringe an existing software patent." Brief of 
Amicus Curiae Red Hat, Inc. in Support of Appellee 
at vi, In re Bilski, 545 F.3d 943 (Fed. Cir. 2008) (No. 
2007-1130). This hazard cannot be avoided, they 
argue, because there are a large number of software 
patents that "cannot possibly be searched and 
cleared at reasonable cost." Id. They thus conclude 


11 In the security software industry, the commercial success of 
start-ups is in large part due to their ability to license 
technology to incumbent fIrms downstream having large 
product portfolios. Alfonso Gambardella & Marco S. 
Giarratana, Innovations for Products, Innovations for 
Licensing: Patents and Downstream Assets in the Software 
Security Industry (Oct. 10, 2006), 
http://ssrn.com/abstract=935210 . 
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that software patents should, as a class, be 
eliminated from patent-eligibility. 


While eliminating software patents would 
certainly remove any perceived barrier to the open 
source effort, the existence of a large number of prior 
art patents is problematic for any company 
producing goods in any field - yet there is no real 
argument that patents covering, for example, a 
diesel engine should be invalidated as non-statutory 
simply because others wish to participate in the 
diesel engine market. Software should not be 
singled out as somehow different from older, 
established forms of innovation, simply because it is 
a relatively new and exciting industry in which 
many companies wish to participate. 12 The 
implementation of the invention in software versus 
hardware indeed is often a mere design choice and in 
no way reflects the underlying innovation. Such 
discrimination of software compared to hardware 
and other brick-and-mortar goods is arbitrary and 
contrary to promoting the progress of useful arts, as 
dictated by Art. I, §. 8, cl. 8 of the U.S. Constitution. 
Indeed, if we are to increase innovation in and 
growth of the information economy, we cannot 
shortsightedly set our legal framework so as to leave 
the work product of an entire industry unprotected. 


12 Further, empirical evidence suggests that there is no 
correlation whatsoever between increased reliance on patent 
protection and any apparent decrease in innovation in the 
software industry. Lerner & Zhu, supra note 7, at 22. 
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D. The current approach of determining 
patent-eligible subject matter harms smaJ]
and rr.Ud-size software companies by 
increasing the unpredictability and costs of 
prosecution and enforcement 


The number of rejections under 35 U.S.C. § 
101 being affirmed by the United States Patent and 
Trademark Office (USPTO) Board of Patent Appeals 
and Interferences (BPAn using the rigid machine-or
transformation test has dramatically increased since 
the U.S. Court of Appeals for the Federal Circuit 
(Federal Circuit) decision in In re Bilski, 545 F.3d 
943 (Fed. Cir. 2008) .13 Also increasing are the 
number of sua sponte rejections under § 101 raised 
by the BPAI.14 Prior to the use of the machine-or
transformation test by the USPT015, it was 
uncommon in the software and electrical arts for 


13 Michael Messinger et a1., BPA! Reaches Beyond Bilski to 
Machines, Intellectual Property Today, March 3, 2009, at 1, 
available at 
http://www.iptoday.com/news-article.asp?id=3622&type=ip. 
14 !d. 
15 Although the Federal Circuit's decision in Bilski was not 
issued until Oct. 30, 2008, the USPTO began using the 
machine-or-transformation test to reject claims under § 101 as 
early as May 15, 2008. On May 15, 2008, John J. Love, the 
Deputy Commissioner for Patent Examination Policy at the 
time, circulated a memorandum entitled "Clarification of 
'Processes' under 35 USC § 101." In the memorandum, Dep. 
Comm. Love provided guidance that a § 101 process must (1) be 
tied to another statutory class or (2) transform underlying 
subject matter to a different state or thing. This test was later 
adopted by the Federal Circuit as the Bl1ski machine-or
transformation test. 
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rejections to be raised under § 101. Now that the 
examining corps has been emboldened by the 
Federal Circuit's adoption of the machine-or
transformation test, rejections under § 101 have 
radically increased. The unexpected jump in such 
rejections, under an interpretation of § 101 that was 
not anticipated at the time of application filing, has 
wreaked havoc on software patent applications filed 
pre-Bilski: increasing prosecution costs and delaying 
(or blocking) issuance of software patents. 


As if that were not enough, the application of 
the machine'or-transformation test to patented and 
pending claims is inconsistent.16 Such 
inconsistencies make prosecution inefficient and 
increasingly expensive for software innovators, 
whose claims are often targeted for issues under 
§ 101. Because of the inconsistencies, lessons 
learned in addressing a § 101 rejection in one 
application cannot necessarily be applied to another 
application-rather, the learning process becomes a 
problematic continuous loop. These inefficiencies 


16 Compare Ex parte Harris, No. 2007-0325, 2009 WL 86719 
(Bd. Pat. App. & Inter£. Jan. 13, 2009) (fmding that claims 
reciting a network and a server were not tied to a particular 
machine), with Ex parte Kasper, No. 2008-2297, 2009 WL 
271857 (Bd. Pat. App. & Inter£. Feb. 2, 2009) (finding claims 
reciting a network statutory), and Ex parte Uceda-Sosa, No. 
2008-1632, 90 U.S.P.Q.2d 1625, 2008 WL 4950944 (Bd. Pat. 
App. & Interf. Nov. 18, 2008) (finding claims reciting a network 
statutory); Compare Ex parte Cornea-Hasegan, No. 2008-4742, 
89 U.s.P.Q.2d 1557, 2009 WL 86725 (Bd. Pat. App. & Inter£. 
Jan. 13, 2009) (finding a Beauregard-style claim non-statutory), 
with Ex parte Li, No. 2008-1213, 88 U.S.P.Q.2d 1695,2008 WL 
4828137 (Bd. Pat. App. & Inter£. Nov. 6, 2008) (finding a 
Beauregard-style claim statutory). 
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are passed down as costs to the software innovators 
and their backers, who must carefully shepherd each 
application through the patent system, encountering 
unpredictable, arbitrary obstacles at every turn. As 
a result, patent prosecution is becoming 
increasingly, and oftentimes prohibitively, 
expenSIve. 


Even if a software patent is granted by the 
USPTO, enforcement of that patent is becoming 
more expensive, with a less predictable result, due to 
the uncertainty in claim scope and validity resulting 
from the Federal Circuit's unnecessary line drawing. 
In one particularly pertinent example, CyberSource 
Corp., one of the amici represented herein, is the 
assignee of U.S. Patent No. 6,029,154 ("the '154 
patent"). The '154 patent issued in February 2000, 
and was asserted by CyberSource in August 2004. 
The defendant in that case requested reexamination 
of the '154 patent in October 2004. The USPTO 
examined the '154 patent a second time, and in July 
2008 issued a reexamination certificate. 17 Despite 
being twice considered and approved by the USPTO, 
the District Court in the related litigation held the 
patent invalid as failing the machine'or
transformation test outlined in Bilskl~ CyberSource 
Corp. v. Retail Decisions, Inc., No. 04-03268, 2009 
WL 815448, at *7 (N.D. Cal. Mar. 27, 2009). 


17 Although the reexamination certificate was issued prior to 
the Federal Court's decision in In re Bilski, the USPTO was 
already applying the macrune-or-transformation test to 
pending applications, pursuant to Dep. Comm. Love's 
memorandum of May 15, 2008. Although the claims of the '154 
patent were amended during reexamination, a rejection under 
§ 101 was not raised by the examiner. 
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CyberSource has therefore been forced to incur 
significant and unexpected expense m the 
procurement and enforcement of its patent rights 
only to find itself the victim of inconsistent and 
unpredictable interpretations of the machine-or
transformation test. 


Although expenses such as those described 
above may be easily absorbed by some larger 
corporations, small- to mid-size companies and 
individual inventors do not always have this ability. 
Instead, they are often forced to decide between 
spending precious funds protecting their prior 
innovations or investing in new innovation. Such 
do-or-die practices do not foster a sustainable growth 
economy for the small business sector. 


A broad interpretation of statutory subject 
matter is favored by the amici, as it removes the 
uncertainty and cost associated with frequent, 
inconsistent applications of 35 U.s.C. § 101 while 
leaving sufficient tools, such as 35 U.S.C. §§ 102, 
103, and 112 to address overly-broad, uninventive, 
or poorly defined patent claims. 


II. Even if the Federal Circuit did not 
intend the machine-or-transformation test 
to affect software patents, software patents 
are negatively impacted by the BPAI's and 
district courts' interpretations of that test 


The Federal Circuit appeared to have carved 
out software claims as being specifically unaffected 
by its decision in In re Bilski, stating: 







17 


Therefore, although invited to do so by 
several amici, we decline to adopt a broad 
exclusion over software or any other such 
category of subject matter beyond the 
exclusion of claims drawn to fundamental 
principles set forth by the Supreme 
Court. (citation omitted.) We also note 
that the process claim at issue in this 
appeal is not, in any event, a software 
claim. Thus, the facts here would be 
largely unhelpful in illuminating the 
distinctions between those software 
claims that are patent-eligible and those 
that are not. 


In re Bilski, 545 F.3d at 960, fn. 23. The Federal 
Circuit further stated: 


We leave to future cases the elaboration 
of the precise contours of machine 
implementation, as well as the answers to 
the particular questions, such as whether 
or when recitation of a computer suffices 
to tie a process claim to a particular 
machine. 


Id. at 962. Nonetheless, the BPAI and the USPTO 
examining corps have taken an aggressive and all
encompassing position regarding the machine-or
transformation test, and have applied the test 
inflexibly to a large number of software and 
electronics applications. For instance, the machine
or-transformation test has been used to eliminate 
not only abstract method claims, but also method 
and apparatus claims reciting servers, server-client 
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systems, databases, processors coupled to floating 
point hardware, displays, and computer program 
products.18 


As an example, the BP AI found in Ex Parte 
Halligan, No. 2008-1588, 89 U.S.P.Q.2d 1355, 2008 
WL 4998541 (Bd. Pat. App. & Interf. Nov. 24, 2008) 
that reciting "a programmed computer method" in a 
method claim was an attempt to circumvent § 101 by 
"limit [ing] the use of the formula to a particular 
technological environment." Ex parte Halligan, 2008 
WL 4998541, at *13 (quoting Diamond v. Diehr, 450 
U.s. 175, 191-92 (1981». Similarly, in Ex parte 
Cornea-Hasegan, No. 2008-4742, 89 U.S.P.Q.2d 
1557, 2009 WL 86725 (Bd. Pat. App. & Interf. Jan. 
13, 2009), the BPAI deemed that a method reciting a 
"processor" using "floating-point hardware" was not 
tied to a particular machine. The BPAI in Ex parte 
Harris, No. 2007-0325, 2009 WL 86719 (Bd. Pat. 
App. & Interf. Jan. 13, 2009) determined that claims 
reciting "a network," and "a server" were not 
statutory, as they could potentially be embodied in 
only human activity, and went so far as to say that 
the claims would not be statutory even if the 
components were construed as electronic. Ex parte 
Harris, 2009 WL 86719, at *2, *9. In Ex parte Koo, 
No. 2008-1344, 2008 WL 5054161 (Bd. Pat. App. & 
Interf. Nov. 26, 2008), the BPA! found that a claim 
reciting a relational database management system 
was not tied to a particular machine. 


18 The amici herein struggle to understand how a claim to a 
machine or product that performs a particular task can be 
considered not sufficiently tied to a particular machine. 
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The status of computer program product 
claims, often called "Beauregard claims" after the 
Federal Circuit's decision in In re Bea uregard, 53 
F.3d 1583 (Fed. Cir. 1995), that confirmed the 
patentability of certain software inventions, is also 
uncertain. When confronted at the Federal Circuit 
in 1995, the USPTO conceded that "computer 
programs embodied in a tangible medium, such as 
floppy diskettes, are patentable subject matter" and 
agreed that "the printed matter doctrine is not 
applicable." In re Beauregard, 53 F.3d at 1583. 
Recently, however, the BPAI has at least four times 
rejected Bea uregard claims as non -statutory under 
the machine-or-transformation test.l9 In short, 
whether a Beauregard claim will survive at the 
BPAI is unknown. 


Post-BilskI: the BP AI has also applied an 
overly-aggressive interpretation to the 
transformation prong of the machine-or-
transformation test, such that the transformation of 
generic data or data unrelated to real-world physical 
objects is not sufficient to impart patent eligibility. 
For example, the BPAI in Ex parte Gutta, No. 2008-
3000, 2009 WL 112393 (Bd. Pat. App. & Interf. Jan. 
15, 2009) determined that only generic data was 
transformed in a processor-based method for 
recommending items to a user based on a modified 


19 See Ex parte Cornea-Hasegan, supra note 17; Ex parte 
Langemyr, No. 2008-1495, 89 U.S.P.Q.2d 1988, 2008 WL 
5206740 (Bd. Pat. App. & Interf. May 28, 2008) (decided before 
the holding in In re Bilski but nonetheless used the machine·or 
transformation test); Ex parte Uceda-Sosa, supra note 17; Ex 
parte Kirshenbaum, No. 2007-3223, 2008 WL 867774 (Bd. Pat. 
App. & Interf. Mar. 31, 2008). 
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history of the user's prior selections. Because the 
data represented electronic user histories rather 
than a physical or tangible object, the claim failed 
the transformation prong.20 Similarly, in HaJJigan, 
Harris, and Cornea -Hasegan, data representing 
trade secrets, bids, and floating point numbers, 
respectively, were deemed intangible.21 Of note, 
however, Cornea -Hasegans step of determining 
whether to calculate a number using floating-point 
hardware was deemed insignificant extra-solution 
activity. 22 


Other BP AI cases, such as Ex parte Godwin, 
No. 2008-0130, 90 U.S.P.Q.2d 1326, 2008 WL 
4898213 (Bd. Pat. App. & Interf. Nov. 13, 2008) and 
Ex parte Noguchi, No. 2008-1231, 90 U.S.P.Q.2d 
1379, 2008 WL 4968270 (Bd. Pat. App. & Interf. 
Nov. 20, 2008) have recited a harsher rule: the 
transformation of data-without limit-is 
insufficient to satisfy the transformation prong.23 In 
Noguchi, the method claim was directed to 
inspecting a request message for a code, analyzing 
the code, and determining whether to transmit 
based on the code analysis. In Godwin, the claim 
was directed to rendering a web page portal view by 
loading a style sheet, mapping attributes, parsing 
logic, replacing attributes, and compiling logic for 


20 The BPAI issued a rejection under § 101, sua sponte. Ex 
parte Gutta, 2009 WL 112393, at *3. 
21 See Ex parte Halligan, 2008 WL 4998541, at *13; Ex parte 
Harris, supra note 17, at *6; Ex parte Cornea-Hasegan, supra 
note 17, at *5. 
22 Ex parte Cornea-Hasegan, supra note 17, at *5. 
23 See, e.g., Ex parte Godwin, 2008 WL 4898213, at *4; Ex parte 
Noguchi, 2008 WL 4968270, at *5. 
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use in producing a view. As in Gutta, the data was 
viewed as unrelated to tangible real-world objects, 
even though the methods producing the data 
provided real-world benefits. 


The BPAI is not the only judicial body 
interpreting the machine-or-transformation test as 
applicable to software-related claims. Federal 
district courts are also applying their own spin to the 
bevy of decisions post-Bllski. In one notable 
example, the software-related claims of CyberSource 
Corp., one of the amici signing hereto, were deemed 
by the U.S. District Court for the Northern District 
of California as being directed to non-statutory 
subject matter. Cyhersource Corp_ v. Retail 
Decisions, Inc., No. 04-03268, 2009 U.S. Dist. LEXIS 
26056 (N.D. Cal. Mar. 26, 2009). The claims 
specifically dealt with a process for validating a card 
transaction over the Internet. Not only was the 
method claim held patent-ineligible, but the 
corresponding Bea uregard claim to a computer 
readable medium was also deemed patent-ineligible 
for not satisfying either prong of the machine-or
transformation test. 


The U.S. District Court for the Northern 
District of California dealt a death blow to another 
software-based invention when it deemed a claim 
reciting "a central processor ... consisting of a 
specially programmed computer hardware and 
database," "a remote application entry and display 
device," and "a remote funding source terminal 
device" patent-ineligible as not being directed to a 
particular machine. DealerTrack Inc. v. Huber, No. 
CV 06-2335 AG (FMOx), 2009 WL 2020761, at *4 
(C.D. Cal. July 7, 2009), 
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The U.S. District Court for the Middle District 
of Florida handed down a similar fate to a computer
and network-based system claim for payment 
distribution, holding that the recited system 
comprising a network and computer means was 
merely a non-statutory process in disguise. Every 
Penny Counts, Inc. v. Bank of America Corp., No. 
2:07-cv-042, 2009 U.S. Dist. LEXIS 53626 (M.D. Fla. 
May 27,2009). 


In a post-Bilski comment, Federal Circuit 
Judge Moore pointed out that the Federal Circuit in 
BJiski "went to great lengths in Bilski to clarify that 
the decision was limited to process claims, and 
further limited to process claims not involving a 
machine." In re Comiskey, 89 U.S.P.Q_2d 1641, 
1650 (Fed. Cir. 2009) (Moore, J., dissenting) (citing 
In re BJiski, 545 F.3d 943, 951, 962 (Fed. Cir. 2008». 
Nonetheless, the USPTO and district courts alike 
are using the BJiski decision to dispose of cases 
without having to address the purported invention 
on its merits. 


III. This Court should recognize its own 
precedent and maintain a broad view of 
statutory subject matter 


As this Court stated in Diamond v. 
Chakrabarty, 447 U.s. 303 (1980), "[e]verything 
under the sun that is made by man is patentable." 
447 U.S. at 309 (quoting S. Rep. No. 82-1979 (1952». 
The U.S. software industry has operated, indeed 
flourished, under the broad definition of statutory 
subject matter that was set out by this Court in 







23 


Diamond v. Chakrabarty and relied upon by the 
Federal Circuit in State Street Bank & Trust Co. v. 
Signature Fin. Group, Inc., 149 F.3d 1368 (Fed. Cir. 
1998) and AT&T Corp. v. Excel Commc'ns, Inc., 172 
F.3d 1352 (Fed. Cir. 1999). There is no need for the 
arbitrary rule resulting from the Federal Circuit's 
recently promulgated machine-or-transformation 
test, especially one that has such stifling 
ramifications beyond the apparent intent of the 
Federal Circuit. As asserted in Petitioner's brief on 
the merits, and as agreed with by amici, a method or 
process need not result in a physical transformation 
or be tied to a machine in order to constitute patent
eligible subject matter. (Br. for Pet'r at 20-28.). 


However, should this Court determine that 
the machine-or-transformation test is an appropriate 
test applicable to all forms of innovation, amici 
would appreciate guidance on whether recitation of a 
computer or other tangible device suffices to tie a 
process claim to a particular machine. Such 
guidance would put to rest many of the uncertainties 
caused by the Federal Circuit's decision. In the 
decision below, the Federal Circuit stated: 


We leave to future cases the elaboration 
of the precise contours of machine 
implementation, as well as the answers to 
the particular questions, such as whether 
or when recitation of a computer suffices 
to tie a process claim to a particular 
machine. 


In re Bilsk1; 545 F.3d at 962. 
As discussed above, the uncertainty 


surrounding the Federal Circuit's comments causes 
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unnecessary and significant confusion and 
inconsistency in current patent prosecution and 
enforcement. Should the machine-or-transformation 
test stand, amici support the position that an 
indication in a recited claim that the claimed method 
is performed on a computer or other tangible device 
or system is more than sufficient to tie a claimed 
process to a machine and result in patent-eligible 
subject matter, in accordance with the Federal 
Circuit's own precedent. In re Aiappat, 33 F.3d 
1526, 1545 (Fed. Cir. 1994) (holding that software 
converts a general purpose computer into a special 
purpose machine, and is patent-eligible when 
claimed as such). Recitation of such a tangible 
device removes the possibility that a given method 
claim would read on mental thoughts or human 
activity, and leaves the claim scope appropriately 
broad for innovation in the digital age. Such a 
recitation also does not prevent application of other 
requirements on statutory subject matter set out by 
this Court in prior precedent, such as the 
requirement that a claimed method must not 
preempt all practical implementations of the 
method. (See, e.g., Gottschalk v. Benson, 409 U.S. 
63, 71-72 (1972).) 


Even without limiting the bounds of statutory 
subject matter, many of the concerns of those 
opposed to software patents (e.g., that they are 
overly-broad, not truly inventive, or confusing) can 
be addressed by proper application of the existing 
tools, namely 35 U.S.C. §§ 102, 103, and 112. There 
is no need to overly-restrict the scope of statutory 
subject matter, at the expense of the entire software 
industry, not to mention future, as yet 
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unimaginable, industries, when the tools to achieve 
the desired result already exist. 


Conclusion 


For the reasons stated in Petitioner's Brief 
and this brief, the Court should reverse the 
judgment of the Court of Appeals for the Federal 
Circuit. 
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INTEREST OF AMICUS CURIAE


The Federal Circuit Bar Association
(“FCBA”)1 is a national bar organization with over
2,600 members from all geographic areas of the
country, all of whom practice before or have an
interest in the decisions of the Court of Appeals for
the Federal Circuit. The FCBA offers a forum for
discussion of common concerns between bar and
Court, litigator and corporate counsel. One of the
FCBA’s purposes is to render assistance in
appropriate instances, both in procedural and
substantive practice areas, whenever the FCBA
believes a contribution can be made. The FCBA
believes this is such an instance.


Neither the decision to file this brief nor the
views articulated in this brief are expressive of, or
binding upon, those members of the Board of
Governors of the Federal Circuit Bar Association
who are employees of the Federal Government.


1 Pursuant to Supreme Court Rule 37.6, the FCBA states that


no counsel for a party authored this brief in whole or in part,
and that no person or entity, other than Amicus and its
counsel, contributed monetarily to the preparation and
submission of this brief. By letters filed with the Clerk of the
Court, the parties have consented to the filing of this brief.
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SUMMARY OF THE ARGUMENT


The FCBA believes that In re Bilski, 545 F.3d 943
(Fed. Cir. 2008), misconstrues the criteria for
patentability under section 101. The FCBA believes
that no new “test” for patentability is required
beyond that already provided by this Court in
Diamond v. Diehr, 450 U.S. 175 (1981), Parker v.
Flook, 437 U.S. 584 (1978), and Gottschalk v.
Benson, 409 U.S. 63 (1972). As described in Diehr,
these cases present a three-part analysis for
determining patentability of process patents under
section 101: First, does the claimed process include
a law of nature, natural phenomena, or an abstract
idea? Second, if the process includes one of these
three recognized exclusions, do the claims recite a
law of nature, natural phenomena, or abstract idea
apart from any specific object, or standing alone (i.e.,
in the abstract)? Third, whether the claim
implements or applies the law of nature, natural
phenomena, or abstract idea in a process that is
performing a function that the patent laws were
designed to protect? Diehr, 450 U.S. at 185, 191-92.


The Diehr analysis presents a framework for
determining patentability that avoids bright-line
“tests” – such as whether or not patent claims are
“tied” to any type of technology, or “transform” items
from one state or thing to another. The analysis is
thus more flexible and can properly be applied by
courts to differing types of technologies, and does not
foreclose emerging technologies, or those
technologies that do not yet exist.
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In response to the specific questions presented,
the FCBA believes that the Federal Circuit’s Bilski
decision, with its emphasis on “tying” a process to a
machine or apparatus or “transforming” an article,
misconstrues the requirements for patentability for
process inventions.2


ARGUMENT


I. INTRODUCTION


Defining the boundaries between statutory
and non-statutory subject matter for processes, as
opposed to articles, machines, or compositions, is not
an easy task. Lab. Corp. of America Holdings v.
Metabolite Labs., Inc., 548 U.S. 124, 135 (2006)
(Breyer, J., dissenting) (citing Parker v. Flook, 437
U.S. at 589). The patent statute broadly defines the
boundaries of process inventions, allowing a patent
for “any new and useful process…or any new and
useful improvement thereof.” 35 U.S.C. § 101
(emphasis added). As noted by the Federal Circuit:


2 The FCBA does not believe that 35 U.S.C. § 273(a)(3) by
itself elevates business methods to statutory subject matter.
Section 273(a)(3) merely indicates that “method,” as that term
is used in 35 U.S.C. § 100(b), includes “a method of doing or
conducting business.” This by itself does not place a business
method outside the defined exclusions to section 101,
particularly the abstract idea exclusion, and does not exclude
these particular processes from Diehr’s requirement that the
process be tied to some other category of statutory subject
matter.
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The use of the word ‘any’ in § 101
represents Congress’s intent not to
place any restrictions on the subject
matter for which a patent may be
obtained beyond those recited in § 101
and the other parts of Title 35.


In re Alappat, 33 F.3d 1526, 1542 (Fed Cir. 1994);
see also Diehr, 450 U.S. at 182 (citations
omitted)(cautioning against reading into the patent
laws “limitations and conditions which the
legislature has not expressed”). Many decisions also
rely on the oft-cited language from the 1952 Patent
Act Committee Reports that statutory subject matter
is intended to “include anything under the sun made
by man.” See, e.g., Diehr, 450 U.S. at 182 (citations
and quotations omitted).


However, the breadth of patentable subject
matter is not absolute. There are limits to section
101, as “every discovery is not embraced within the
statutory terms.” Diehr, 450 U.S. at 185 (emphasis
added). This Court has articulated three specific
exclusions from section 101: laws of nature, natural
phenomena, and abstract ideas. Id. Laws of nature
and natural phenomena are not patentable, as they
are “manifestations of nature, free to all men and
reserved exclusively to none.” Id. (citing Diamond v.
Chakrabarty, 447 U.S. 303, 309 (1980) and quoting
Funk Bros. Seed Co. v. Kalo Inoculant Co., 333 U.S.
127, 130 (1948)). Abstract ideas also are not
patentable:
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[A]n idea of itself is not patentable. A
principle, in the abstract, is a
fundamental truth; an original cause; a
motive; these cannot be patented, as no
one can claim in either of them an
exclusive right. [M]ental
processes…and abstract intellectual
concepts are not patentable, as they are
the basic tools of scientific and
technological work.


Gottschalk, 409 U.S. at 67 (citations and quotations
omitted). Together these three categories represent
the unpatentable “basic tools of scientific and
technological work.” Id.


Applying these two concepts to patent claims
has proven difficult. “The line between a patentable
‘process’ and an unpatentable ‘principle’ is not
always clear.” Flook, 437 U.S. at 589. If analyzed
down to their basic components, many if not all
inventions involve some type of natural phenomena,
law of nature, or idea:


After all, many a patentable invention
rests upon its inventor’s knowledge of
natural phenomena; many “process”
patents seek to make abstract
intellectual concepts workably concrete;
and all conscious human action involves
a mental process.
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Lab. Corp. of America, 548 U.S. at 134 (Breyer, J.,
dissenting).


Roughly thirty years ago, faced with the task
of determining the patentability of mathematical
algorithms in the emerging field of digital
computers, this Court reconciled the differing
theories for the patentability of process inventions.
Gottschalk, supra; Flook, supra; and Diehr, supra.
These decisions analyzed the historical scope of the
patentability of process claims, delineated governing
principles, and applied those principles to the subject
claims embodying the new technology (finding non-
patentable subject matter in Gottschalk and Flook,
and patentable subject matter in Diehr).


The result was a three-part analysis for
determining process claim patent eligibility: First,
does the claimed process include a law of nature,
natural phenomena, or an abstract idea? Second, if
the process includes one of these three recognized
exclusions, do the claims recite a law of nature,
natural phenomena, or abstract idea apart from any
specific object, or standing alone (i.e., in the
abstract)? Third, whether the claim implements or
applies the law of nature, natural phenomena, or
abstract idea in a process that is performing a
function that the patent laws were designed to
protect? Diehr, 450 U.S. at 185, 191-92.


Since that time, this three-part analysis has
not always been applied to process claims arising out
of computer, pharmaceutical, and other technologies
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such as business methods. Reconciling the broad
statutory language of section 101 with its exclusions
has not always been easy, as the Federal Circuit has
recognized:


To include some things is to exclude
others. The chore of defining exactly
what is excluded under § 101, and
applying such definitions to specific
cases, has caused courts to expend
much effort in trying to find the right
words to describe some rather abstract
notions….


Within Supreme Court guidance, this
court and its predecessor, as well as the
Patent and Trademark Office (PTO)
have sought to find more precise
definitions for the things excluded, but
without complete success.


In re Warmerdam, 33 F.3d 1354, 1358-59 (Fed. Cir.
1994).


Terms used in an attempt to find the right
words to explain nonstatutory subject matter have
led to “tests” involving phrases such as
“mathematical algorithms” and “reactions of an
individual.” Id. at 1359 & n. 2. For business
methods, prior cases have used words such as a
“useful, concrete, and tangible result,” “tied to a
particular machine,” or “transforming or reducing”
an article from one state to another. Bilski, 545 F.3d
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at 959; see also State Street Bank & Trust Co. v.
Signature Financial Group, Inc., 149 F.3d 1368 (Fed.
Cir. 1998); AT&T Corp. v. Excel Commc’ns, Inc., 172
F.3d 1352 (Fed. Cir. 1999).


The FCBA believes that the determination of
statutory subject matter under section 101 should
resort back to the analysis set forth in Diehr and
avoid the use of broad, definitional phrases or
“tests.” The Diehr analysis does not focus on the
absolutes of whether a process is tied to a machine,
or transforms some article, but instead roots the
inquiry into the notions of excluding those processes
that are nothing more than ideas, concepts, or laws
of nature. Properly recognized and applied, Diehr
sets forth a standard for patentability of process
claims that can be applied by a court to the specific
claims at issue, satisfy the statutory mandate, and
recognize applicable judicial exceptions.


II. THE DIEHR ANALYSIS


The issue in determining patentability turns
on how one determines whether the words chosen to
describe a process – the patent claims themselves –
properly situate the invention as something
“inventive” and not merely the recitation of an
abstract idea, natural phenomena, or law of nature.
As discussed below, a return to the principles
enunciated in Diehr allows a court to resolve the
question without resort to broad phrases, “tests,” or
definitional terms. The same criteria are used
regardless of the claimed technology, and thus would







9


include, but are not limited to, areas that have
previously raised questions such as mathematical
algorithms or business methods.


The Diehr analysis asks three interrelated
questions:


First, does the claimed process include a law
of nature, natural phenomena, or an abstract idea?
This first step merely asks whether one of the
excluded classes is even present. If so, it is an
indication that a scientific principle, law of nature,
or idea may be the subject matter claimed and, thus,
justify a rejection of that claim under section 101.
Diehr, 450 U.S. at 185, 191; see also In re Meyer, 688
F.2d 789, 794-95 (Fed. Cir. 1982).3 If not, then the
claim would constitute patentable subject matter,
assuming no other conditions applied.


Second, if the process includes one of the
three recognized exclusions, do the claims recite a
law of nature, natural phenomena, or abstract idea
apart from any specific object, or standing
alone (i.e., in the abstract)? Diehr, 450 U.S. at 191-


3 In Meyer, the presence of a mathematical formula or
algorithm in a claim was a “signpost for further analysis.”
Meyer, 688 F.2d at 795. This first step is specifically described
as such in Diehr: “We recognize, of course, that when a claim
recites a mathematical formula (or scientific principle or
phenomena of nature), an inquiry must be made into whether
the claim is seeking patent protection for that formula in the
abstract.” Diehr, 450 U.S. at 191.
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92. If so, then the claims fall outside the boundaries
of statutory subject matter. If not, then further
analysis must occur (the next question). As stated in
Diehr:


[W]hen a claim recites a mathematical
formula (or scientific principle or
phenomena of nature), an inquiry must
be made into whether the claim is
seeking patent protection for that
formula [or scientific principle or
phenomena of nature] in the abstract.
A mathematical formula [or scientific
principle or phenomena of nature] as
such is not accorded the protection of
our patent laws….


450 U.S. at 191 (citing Gottschalk, supra).


When conducting this analysis, the claims
must be “considered as a whole,” without “dissection”
into new and old and new elements. Id. at 188-89.
And, it is not the mere presence of a law of nature, a
natural phenomena, or an abstract idea that renders
the claim nonstatutory. Rather, it is whether or not
the claim preempts all other uses of that law,
phenomena, or idea. See id. at 187.4


4 The proper application of this question may provide the
proper framework for analyzing many cases that appear
“difficult.” For example, one dissent in Bilski would have
decided the matter based on this first Diehr question, without
articulating any particular “test.” Bilski, 545 F.3d at 1011


(continued....)
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The claims at issue in both Gottschalk and
Flook were found not to recite statutory subject
matter under section 101 because of this second
factor. In Gottschalk, this Court determined the
claims only recited a formula for converting binary-
coded decimal (BCD) numerals to pure binary
numerals. 409 U.S. at 71-72. In Flook, this Court
likewise found that the claims did no more than
present a mathematical formula, without explaining
or showing the presence of any other inventive
concept. 437 U.S. at 593-94. However, in Diehr, this
Court found that the invention presented statutory
subject matter because the claims did not merely
recite a formula, but rather detailed a process that
employed the mathematical formula in conjunction
with other steps in curing synthetic rubber. Diehr,
450 U.S. at 187.


Thus, if the claims recite a law of nature,
natural phenomena, or abstract idea apart from any
specific object, or standing alone (i.e., in the
abstract), such that the law, phenomena, or idea are
preempted from other uses, the claims are
nonstatutory under section 101. It makes no
difference what other aspects the claim might have,
such as the recitation of an apparatus, a specific


(continued) . . .


(Rader, J., dissenting) (“This court labors for page after
page…to say what could have been said in a single sentence:
‘Because Bilski claims merely an abstract idea, this court
affirms the Board’s rejection.’”).
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limitation to a field of use by virtue of another
process, or post-solution applications of a formula –
the claims are rendered nonstatutory despite the
presence of these features if they “in the abstract” do
nothing more than claim a law of nature, a natural
phenomena, or an idea. See, e.g., Flook, 437 U.S. at
586; see also Diehr, 450 U.S. at 192 n. 14.


Third, even if the claims do not recite an
excluded category “in the abstract,” the inquiry is
not complete. The final question in the Diehr
standard asks whether the claim implements or
applies the law of nature, natural phenomena, or
abstract idea in a process that is performing a
function that the patent laws were designed to
protect. Diehr, 450 U.S. at 192.


Diehr reached this conclusion based on an
analysis of the applicable case law related to
processes, holding that “an application of a law of
nature or mathematical formula to a known
structure or process may well be deserving of patent
protection.” Diehr, 450 U.S. at 187-88 (citations
omitted). With regard to the synthetic rubber curing
process and the use of the mathematical Arrhenius
equation, this Court noted that the “equation is not
patentable in isolation, but when a process for curing
rubber is devised which incorporates in it a more
efficient solution of the equation, that process is at
the very least not barred at the threshold by § 101.”
Id. Thus the Court concluded that a claim
containing a law of nature, natural phenomena, or
abstract idea may be patentable when it implements
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or applies that law, phenomena, or idea in a process
that is performing a function which the patent laws
were designed to protect. Id. at 192.


III. APPLICATION OF THE DIEHR ANALYSIS


Although not always recognized, the three-
part Diehr analysis has already been applied to
many different process claims addressed by the
courts. These prior cases provide guidance as to
whether different process technologies present
patentable subject matter under section 101.


For example, if a process includes as one of its
steps the application or implementation of an
apparatus or machine, the process is likely to
present patentable subject matter. Clearly, applying
a law of nature, natural phenomena, or idea to a
machine would meet the third Diehr requirement:
that the process “apply or implement” another class
of statutory subject matter. However, merely
reciting an apparatus or machine in the process
steps should not turn an otherwise nonstatutory
claim into a statutory claim. The claim still must
independently meet the second Diehr requirement
that it not claim a law of nature, natural
phenomena, or idea “in the abstract.” See, e.g., In re
Grams, 888 F.2d 835, 839-40 (Fed. Cir. 1989)
(finding a process claim nonstatutory even though
the claim included a machine because the machine
was merely used to collect data).
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Likewise, a process that transforms some
article to a different state or thing is likely to present
patentable subject matter. “Transformation and
reduction of an article ‘to a different state or thing’ is
the clue to the patentability of a process claim that
does not include particular machines.” Diehr, 450
U.S. at 184 (quoting Gottschalk, 409 U.S. at 70); see
also In re Schrader, 22 F.3d 290, 295 (Fed. Cir.
1994). The “transformation” language in both Diehr
and Gottschalk derives from an earlier case,
Cochrane v. Deener, which noted that a process is
“an act, or a series of acts, performed on the subject-
matter to be transformed and reduced to a different
state or thing.” Cochrane v. Deener, 94 U.S. 780,
787-88 (1877). However, as discussed in more detail
below, transformation only provides a “clue” as to
patentability, and is not an absolute test. See
Gottschalk, 409 U.S. at 71 (finding that patent-
eligibility does not require that the process “either be
tied to a particular machine or apparatus or must
operate to change articles to a ‘different state or
thing’”); see also Flook, 437 U.S. at 588 n. 9. Thus,
merely because a process operates to transform an
article does not mean conclusively that it is
patentable subject matter.


An otherwise nonstatutory process claim also
cannot be rendered statutory by the addition of a
“field of use” limitation or by claiming “post-solution”
activity. Flook, 437 U.S. at 590. In Flook, the claim
was not eligible for statutory protection under
section 101 even though it was restricted to a
particular field of use (the petrochemical and oil







15


refinery industries) and included post-solution
activity (the adjustment of the alarm limit). Id.; see
also Warmerdam, 33 F.3d at 1360 (locating the
medial axis of the object); Schrader, 22 F.3d at 294-
95 (entering the bids in a record); Grams, 888 F.2d
at 839-840 (performing clinical tests to obtain data);
In re Sarkar, 588 F.2d 1330, 1335-36 (C.C.P.A. 1978)
(measuring cross-channel dimensions).


A process that merely claims a mental process
standing alone, without any specific tie to another
category of statutory subject matter, is not eligible
for patent protection. In re Comiskey, 499 F.3d 1365,
1377-78 (Fed. Cir. 2007) (citing and explaining
Schrader, supra, Warmerdam, supra, and Meyer,
supra). Such claims would fail both dispositive
Diehr standards: that the claims not recite an idea
“in the abstract,” and that the claims must be
“implemented or applied” to another statutory class
of subject matter.


The Diehr analysis can also be applied to
“business method” process claims. State Street and
AT&T Corp. both involved processes – business
methods – that implemented or were applied to a
machine, which is by itself a recognized statutory
class. See Comiskey, 499 F.3d 1365 n. 14 (discussing
State Street, 149 F.3d at 1373, and AT&T Corp., 172
F.3d at 1355, 58). Moreover, they both claimed
technology that did not rely on ideas or mental
processes “in the abstract.” State Street, 149 F.3d at
1373-74; AT&T Corp., 172 F.3d at 1358-59.
Applying the Diehr analysis would properly situate
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the claims as patentable subject matter. In contrast,
other cases involving business methods have
concluded that the processes were not patentable, as
they were ultimately directed to ideas “in the
abstract.” In re Maucorps, 609 F.2d 481 (C.C.P.A.
1979) (finding unpatentable a system for optimizing
an organization); Meyer, 668 F.2d at 796 (finding
unpatentable a system for diagnosing patients); see
also Comiskey, 499 F.3d at 1378.


Thus, the courts have already issued criteria
in a wide range of cases as to what is, and is not,
statutory subject matter under section 101. These
existing criteria all follow the Diehr analysis, and
show how that analysis can be applied without
resort to “precise definitions” or the arbitrary
creation of definitional terms.


IV. THE BILSKI DECISION MISCONSTRUES
THIS COURT’S PRECEDENT BY
REQUIRING PROCESSES TO BE TIED TO
AN APPARATUS OR TRANSFORM AN
ARTICLE


The FCBA believes that a method or process
does not particularly have to result in a physical
transformation of an article or be tied to a machine
to be patent-eligible subject matter under section
101. This Court has clearly recognized that a
process need not be tied to these qualifications.
Gottschalk, 409 U.S. at 71; Flook, 437 U.S. at 588
n.9. In addition, requiring such a specific result
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risks foreclosing protection for new areas of
technology. Gottschalk, 409 U.S. at 71.


The notion that a process must be either tied
to a particular machine or result in the physical
transformation of an article to fall within section 101
arises from a historical analysis of the “process”
cases, including O’Reilly v. Morse, 56 U.S. (15 How.)
62 (1853), The Telephone Cases, 126 U.S. 1 (1888),
Corning v. Burden, 56 U.S. (15 How.) 252 (1853),
Cochrane v. Deener, supra, Tilghman v. Proctor, 102
U.S. 707 (1880), Expanded Metal v. Bradford, 214
U.S. 366 (1909), Smith v. Snow, 294 U.S. 1 (1935),
and Waxham v. Smith, 294 U.S. 20 (1935); see
Gottschalk, 409 U.S. at 68-71. After reviewing these
cases, this Court concluded that “[t]ransformation
and reduction of an article ‘to a different state or
thing’ is the clue to the patentability of a process
claim that does not include particular machines.
Gottschalk, 409 U.S. at 70.


But this “clue” does not equate to a firm
“rule.” After elaborating on the historical notions of
statutory coverage for a process, the Court in
Gottschalk was clear to point out that the prior cases
were not meant to be limiting:


It is argued that a process patent must
be either tied to a particular machine or
apparatus or must operate to change
articles or materials to a “different state
or thing.” We do not hold that no
process patent could ever qualify if it
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did not meet the requirements of our
prior precedents.


Id. at 71. This caution was repeated in Flook, albeit
in a footnote:


The statutory definition of “process” is
broad. An argument can be made,
however, that this Court has only
recognized a process as within the
statutory definition when it either was
tied to a particular apparatus or
operated to change materials to a
“different state or thing.” As in Benson
[Gottschalk], we assume that a valid
process patent may issue even if it does
not meet one of these qualifications of
our earlier precedents.


Flook, 437 U.S. at 588 n.9 (citations omitted).
Defining process patentability to something tied to a
particular machine, or something that transforms
something else to a different state or thing, risks
limiting technological growth. See Gottschalk, 409
U.S. at 71 (recognizing the danger of “freez[ing]
process patents to old technologies, leaving no room
for the revelations” of new technologies).


This fact is supported by the body of developed
case law relating to process patents, and by
examination of several recent technologies. The
early process patent cases that were not tied to a
particular apparatus all dealt with chemical or
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electromagnetic transformations. See Morse, The
Telephone Cases, and Corning v. Burden, discussed
in Gottschalk, 409 U.S. at 68-70. A court reviewing
these cases before 1877 could have articulated the
rule that “processes” in the statutory sense were
limited to chemical or electromagnetic
transformations, since those were the technologies
where the statutory issues arose. Mechanical, as
opposed to chemical or electromagnetic, processes
would likely be excluded. However, in 1877 this
Court, reviewing the statutory requirements, found
that mechanical processes should not be excluded as
statutory subject matter. As explained in Expanded
Metal:


It is lastly contended…that, in view of
the former declarations and opinions of
this court, what is termed a process
patent relates only to such as are
produced by chemical action, or by the
operation or application of some similar
elemental action, and that such
processes do not include methods or
means which are effected by mere
mechanical combinations….


[I]t does not follow that a method of
doing a thing, so clearly indicated that
those skilled in the art can avail
themselves of mechanism to carry it into
operation, is not the subject-matter of a
valid patent. The contrary has been
declared in decisions of this court. A
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leading case is Cochrane v. Deener in
which this Court sustained a process
patent involving mechanical
operations….


214 U.S. at 381-83 (citations omitted). Application of
claims to mechanical processes was deemed
statutory subject matter in numerous cases,
including Smith v. Snow, supra, and Waxham v.
Smith, supra; see Gottschalk, 409 U.S. at 70-71.


Similarly, after 1877 one could have
elaborated the rule that limited processes to
chemical, electromagnetic, or mechanical
transformations. Such limitations, of course, would
forego any process patents on technologies such as
lasers and fiber optics, both areas that enjoy great
patent protection.


The Federal Circuit’s Bilski decision
misconstrues these cases by holding that a method
or process has to result in a physical transformation
of an article or be tied to a machine to be patent-
eligible subject matter under section 101. Bilski, 543
F.3d at 954. Given the mandate that process patents
are to be construed broadly, and the desire to avoid
“freezing” process patents to certain technologies,
the decision risks precluding protection for new
technologies and revelations.
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CONCLUSION


Many process patents, including “business
method” patents such as the one at issue here, touch
upon abstract ideas, laws of nature, or natural
phenomena. This Court has already established an
analytical framework for determining the boundary
between what is patentable and not patentable,
recognizing the inherent inclusion of abstract
intellectual concepts and mental processes in every
activity. There is no need to go beyond the Diehr
analysis when determining the patentability of
business method patents


Respectfully submitted,


SCOTT M. MCCALEB


PRESIDENT


THE FEDERAL CIRCUIT BAR


ASSOCIATION


1620 EYE ST., N.W.
SUITE 700
WASHINGTON, DC 20006
(202) 408-4000


JAMES F. MCKEOWN*
MICHAEL J. SONGER


CROWELL & MORING


1001 PENNSYLVANIA AVE.,
NW
WASHINGTON, DC 20004
(202) 624-2500


* Counsel of Record


Attorneys for the Federal Circuit Bar Association








 


No. 08-964 
 


In the Supreme Court of the United States 


 
BERNARD L. BILSKI AND RAND A. WARSAW, 


 Petitioners, 
v. 


JOHN J. DOLL, ACTING UNDER SECRETARY OF 
COMMERCE FOR INTELLECTUAL PROPERTY AND ACTING 


DIRECTOR, PATENT AND TRADEMARK OFFICE, 
 Respondent. 


 
On Writ Of Certiorari to the  


United States Court of Appeals 
for the Federal Circuit 


 
BRIEF OF FÉDÉRATION INTERNATIONALE 


DES CONSEILS EN PROPRIÉTÉ 
INDUSTRIELLE AS AMICUS CURIAE IN 


SUPPORT OF NEITHER PARTY 


MAXIM H. WALDBAUM 
Counsel of Record 
HENRY L. MANN 
SCHIFF HARDIN LLP 
900 THIRD AVENUE 
NEW YORK, NY  10022 
(212) 753-5000 


 
 


LEGAL PRINTERS  LLC, Washington DC !   202-747-2400 !   legalprinters.com







TABLE OF CONTENTS 
 


 Page 


 


 -i-  
 


TABLE OF AUTHORITIES ............................ iii 
INTEREST OF AMICUS CURIAE ................... 1 
INTRODUCTION AND SUMMARY OF 


ARGUMENT ........................................... 3 
ARGUMENT ...................................................... 4 


I. PATENTABLE SUBJECT 
MATTER UNDER § 101 
SHOULD BE CONSTRUED AS 
BROADLY AS POSSIBLE, IN 
KEEPING WITH THE 
SECTION’S STATUTORY 
LANGUAGE, IN ORDER TO 
ACCOUNT FOR THE 
UNPREDICTABLE NATURE OF 
INNOVATION IN 
TECHNOLOGY AND SCIENCE. ............4 


II. THE MACHINE-OR-
TRANSFORMATION TEST FOR 
PROCESS CLAIMS 
UNNECESSARILY RESTRICTS 
THE SCOPE OF PATENTABLE 
SUBJECT MATTER BECAUSE 
THE PATENT ACT’S 
REQUIREMENTS UNDER 
§§ 102, 103, AND 112 ALREADY 
SERVE AS SUFFICIENT 
FILTERS FOR CLAIMS THAT 
ARE TRULY BEYOND THE 
SCOPE OF PATENTABILITY. ................7 







TABLE OF CONTENTS 
(continued) 


 Page 


 


 -ii-  
 


III. AS TECHNOLOGY AND 
SCIENCE EVOLVE, RIGID 
SUBJECT MATTER 
REQUIREMENTS SUCH AS 
THE BILSKI MACHINE-OR-
TRANSFORMATION TEST 
WILL RAISE MORE 
QUESTIONS REGARDING 
SUBJECT MATTER 
ELIGIBILITY THAN THEY 
ANSWER. ......................................................9 


A. The PTO’s Application of the 
State Street “Useful, Concrete 
and Tangible Result” Test 
Highlights the Futility of 
Rigid Tests for § 101. ....................... 9 


B. The Machine-or-
Transformation Test 
Similarly Fails to Provide 
Adequate Guidance, while 
Threatening the Viability of 
Many Innovations. ......................... 11 


CONCLUSION ................................................ 14 
 







TABLE OF AUTHORITIES 
 


 Page(s) 


-iii- 


CASES 
Diamond v. Chakrabarty, 44 U.S. 303 


(1980) .................................................... 3, 4, 6 
In re Comiskey, 554 F.3d 967 (Fed. Cir. 


2009) ............................................................. 7 
Ex parte Cornea-Hasegan, 2009 WL 86725 


(B.P.A.I. Jan. 13, 2009) .............................. 12 
Diamond v. Diehr, 450 U.S. 175 (1981) .......... 5 
In re Ferguson, 558 F.3d 1359 (Fed. Cir. 


2009) ..................................................... 7, 8, 9 
Gottschalk v. Benson, 409 U.S. 63 (1972) ....... 5 
Ex parte Harris, 2009 WL 86719, (B.P.A.I. 


Jan. 13, 2009) ............................................. 13 
Ex parte Koo, 2008 WL 5054161 (B.P.A.I. 


Nov. 26, 2008) ............................................ 13 
Ex parte Langemyr, 2008 WL 5206740 


(B.P.A.I. May 28, 2008) .............................. 12 
Ex parte Nawathe et al., 2009 WL 327520 


(B.P.A.I. Feb. 9, 2009) ................................ 12 
O’Reilly v. Morse, 15. How. (56 U.S.) 62 


(1853) ............................................................ 5 
Parker v. Flook, 437 U.S. 584 (1978) .............. 5 
State Street Bank & Trust Co. v. Signature 


Financial Group, Inc., 149 F.3d 1368 
(Fed. Cir. 1998) ............................................ 6 







TABLE OF AUTHORITIES 
 


 Page(s) 


-iv- 


Ex parte Uceda-Sosa, 2008 WL 4950944, 
(B.P.A.I. Nov. 18, 2008) ............................. 13 


Ex parte Wasynczuk, 2008 WL 2262377 
(B.P.A.I. June 2, 2008) ............................... 13 


STATUTES 
35 U.S.C. § 101 ...................................... passim 


OTHER AUTHORITIES 
Memorandum to the United States Patent 


and Trademark Office from Brian 
Hickman, Comments on Interim 
Guidelines (May 19, 2006) ............... 9, 10, 11 


CONSTITUTIONAL PROVISIONS 
U.S. CONST., art. I § 8 ...................................... 8 







 


1 
 


 
INTEREST OF AMICUS CURIAE 


Pursuant to Supreme Court Rule 37, Fédération 
Internationale Des Conseils En Propriété 
Industrielle (“FICPI”) submits this brief as amicus 
curiae in support of neither party.1 All parties were 
notified of FICPI’s intent to file this brief and their 
consents to this filing have been filed with this 
Court. 


Established in 1906, FICPI is a Switzerland-
based international and non-political association of 
approximately 4,800 intellectual property attorneys 
from over eighty countries, including the United 
States. FICPI’s members represent individual 
inventors as well as large, medium and small 
companies. One of the members’ major roles is to 
advise inventors in intellectual property matters and 
secure protection for industrial innovation. FICPI 
supports predictable, balanced global protection of 
patents, the global harmonization of substantive 
patent law, and the interests of inventors and the 
U.S. Patent and Trademark Office (“the PTO”) for 
recognizing a fair scope of patent protection 
consistent with the goals of the patent system and 
the expectations of the inventing public. 


FICPI is concerned that the Federal Circuit has 
disregarded Congress’s intent of allowing for a broad 
scope of patentable subject matter in crafting an 


                                                 
1 Pursuant to Supreme Court Rule 37.6, counsel for Amicus 


Curiae certifies that this brief was not written in whole or in 
part by counsel for any party, and that no person or entity other 
than Amicus Curiae or its counsel has made a monetary 
contribution to the preparation or submission of this brief. 
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arbitrary and artificial test that fails to anticipate 
future technology while usurping the roles of novelty, 
nonobviousness, and other Patent Law requirements 
as proper arbiters of patentability. 


FICPI’s members serve the world’s community of 
inventors in seeking protection for their inventions. 
Because many of its members are foreign 
practitioners, FICPI has a unique perspective on the 
global impact of the diminishing viability of certain 
categories of process claims in the United States. In 
this vein, FICPI desires to ensure that its members’ 
clients are afforded fair protection for their 
inventions, and therefore respectfully submits this 
brief in support of neither party. 
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INTRODUCTION AND SUMMARY OF 
ARGUMENT 


 
 The Federal Circuit’s en banc holding in In re 
Bilski, imposing a threshold requirement that a 
process claim must be tied to a particular machine or 
apparatus or transform a particular article into a 
different state or thing in order to qualify as eligible 
subject matter under 35 U.S.C § 101, should be 
reversed because it arbitrarily and unnecessarily 
constricts the scope of patentable subject matter. The 
scope of patentable subject matter was appropriately 
defined by the Supreme Court in Diamond v. 
Chakrabarty as “anything under the sun that is 
made by man.” Diamond v. Chakrabarty, 44 U.S. 
303, 309 (1980). The § 101 analysis should focus on 
the section’s substantive utilitarian requirement, 
rather than retrospectively attempting to rigidly 
define the categories of patentable subject matter 
without the foresight of the particular form 
technological innovations may take in the future.  
 
 The Federal Circuit’s machine-or-transformation 
test also unnecessarily narrows the pool of patent-
eligible process technologies, particularly as to 
software and information technology, as the 
established analyses required under §§ 102, 103, and 
112 already provide sufficient filtering of claims that 
are truly beyond the scope of protection intended by 
the Patent Act. Lastly, due to the rapidly-evolving 
nature of advances in science and technology, the 
narrow Bilski test, like its predecessors, will prove 
more confusing than clarifying as its strict 
requirements will become increasingly difficult to 
apply to emerging technologies. In fact, post-Bilski 
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decisions at the Board of Patent Appeals and 
Interferences show that the PTO is already 
struggling to consistently apply § 101 to existing 
fields of technology under the new test. As such, 
attempts to narrowly and strictly define the 
parameters of § 101-eligible subject matter should be 
abandoned, and the focus of the PTO and the courts 
should return to the Act’s requirements of utility, 
novelty, non-obviousness, and enablement. 


 
ARGUMENT 


I. PATENTABLE SUBJECT MATTER 
UNDER § 101 SHOULD BE CONSTRUED 
AS BROADLY AS POSSIBLE, IN 
KEEPING WITH THE SECTION’S 
STATUTORY LANGUAGE, IN ORDER TO 
ACCOUNT FOR THE UNPREDICTABLE 
NATURE OF INNOVATION IN 
TECHNOLOGY AND SCIENCE.  


 Consistent with 35 U.S.C. § 101’s language, 
providing that “any new and useful process, machine, 
manufacture, or composition of matter, or any new 
and useful improvement thereof” may be patented as 
long as it meets all other statutory requirements set 
forth in the Patent Act, the parameters of patentable 
subject matter under § 101 should be broad and 
flexible in order to encompass the widest variety of 
new and useful inventions. 35 U.S.C. § 101. Diamond 
v. Chakrabarty lays out the appropriate test for § 101 
eligibility, defining patentable subject matter as 
“anything under the sun that is made by man” 
provided § 101’s utilitarian requirement is also met. 
Chakrabarty, 447 U.S. at 309 (emphasis added). 
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 By their nature, innovations in science and 
technology often take unpredictable forms. As such, 
the drafters of the 1952 Patent Act put limited 
restrictions on the ambit of patentable subject matter 
under § 101, requiring only that the process, 
machine, manufacture, or composition of matter at 
issue be “new and useful” to be patent-eligible. 35 
U.S.C. § 101. Section 101 implicitly excludes “laws of 
nature, natural phenomena, and abstract ideas” from 
the realm of patent-eligible subject matter, as 
articulated by the Supreme Court. Diamond v. Diehr, 
450 U.S. 175, 185 (1981). See also O’Reilly v. Morse, 
15 How. (56 U.S.) 62 (1853) (denying a claim for the 
use of electromagnetism under § 101 because 
electromagnetism is a natural phenomenon); 
Gottschalk v. Benson, 409 U.S. 63 (1972) (finding a 
claim for an algorithm invalid under § 101 because it 
was no more than a representation of a law of 
nature); Parker v. Flook, 437 U.S. 584 (1978) 
(denying patent protection to a claim for an 
algorithm under § 101 because the application 
claimed nothing more than a law of nature and 
therefore was not new, but noting that “an inventive 
application” of such a principle may be patented). As 
these cases show, natural phenomena and laws of 
nature can never be “new” because they inherently 
preexist any human discovery, while abstract ideas 
are not “useful” absent any inventive and practical 
application. The categorical exclusions of laws of 
nature, natural phenomena, and abstract ideas from 
the reach of § 101 eligibility are thus directly 
warranted by the language of that Act itself. 


 Aside from these established exceptions, the 
parameters of § 101 must be construed broadly in 
order to allow for flexibility and adaptation to ever-
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evolving technological innovations, keeping the doors 
of patentability open to new innovations regardless 
of whether their form fits within any previously-
known conception of “process, machine, manufacture, 
or composition of matter.” 35 U.S.C. § 101. In State 
Street, the Federal Circuit correctly instructed courts 
faced with § 101 challenges to focus not on a claim’s 
formalistic embodiment, but rather on whether the 
claimed invention was in fact useful. State Street 
Bank & Trust Co. v. Signature Financial Group, Inc., 
149 F.3d 1368, 1375 (Fed. Cir. 1998) (“The question 
of whether a claim encompasses statutory subject 
matter should not focus on which of the four 
categories of subject matter a claim is directed to . . . 
but rather on the essential characteristics of the 
subject matter, in particular, its practical utility”). 
The simplicity and clarity of Chakrabarty’s “anything 
under the sun” standard will allow PTO examiners to 
focus their energy on § 101’s straightforward 
utilitarian requirement, rather than struggling to 
retrospectively define the parameters of the four 
categories of patentable subject matter in the face of 
evolving technological formats. Chakrabarty, 44 U.S. 
at 309. 
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II. THE MACHINE-OR-TRANSFORMATION 
TEST FOR PROCESS CLAIMS 
UNNECESSARILY RESTRICTS THE 
SCOPE OF PATENTABLE SUBJECT 
MATTER BECAUSE THE PATENT ACT’S 
REQUIREMENTS UNDER §§ 102, 103, 
AND 112 ALREADY SERVE AS 
SUFFICIENT FILTERS FOR CLAIMS 
THAT ARE TRULY BEYOND THE SCOPE 
OF PATENTABILITY. 


 Setting rigid, formalistic requirements for the 
form of patentable processes risks foreclosing the 
possibility of patent protection for many new and 
useful processes without need, as the case-specific 
analyses prescribed under §§ 102, 103, and 112 
already provide sufficient filtering of claims that do 
not warrant patent protection. Two Federal Circuit 
decisions post-Bilski are illustrative. See In re 
Comiskey, 554 F.3d 967 (Fed. Cir. 2009) (finding 
petitioner’s claims for a method and system for 
mandatory arbitration which did not require the use 
of any mechanical device invalid under § 101 because 
it failed the Bilski test, even though the Board of 
Patent Appeals and Interferences had previously 
found the claims invalid under § 103); In re 
Ferguson, 558 F.3d 1359 (Fed. Cir. 2009) 
(invalidating claims for methods and paradigms for 
marketing products under Biski’s § 101 test even 
though the PTO examiner had previously found the 
claims invalid under §§ 102, 103 and 112). In both 
cases, the Federal Circuit’s application of Bilski was 
superfluous, as the claims at issue had already been 
found invalid on their merits as anticipated, obvious, 
or inadequately disclosed. Id.  
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 Further, the reanalysis of the Comiskey and 
Ferguson claims under Bilski did not add any 
practical value to the broader issue at hand, i.e., how 
to approach and evaluate unprecedented innovation 
while remaining true to the Patent Act’s purpose of 
promoting “the progress of . . . useful arts.” U.S. 
CONST., art. I § 8 (emphasis added). Simply 
dismissing potentially innovative and useful 
processes at the threshold, because they are not tied 
to a particular machine or do not transform one 
article into another state or thing, without reaching 
the heart of the patent analysis under §§ 102, 103 
and 112 provides little practical guidance for 
inventors working in unprecedented fields of 
technology. Rather, the Bilski test arbitrarily cuts off 
the prospect of patentability to many emerging 
technological fields simply because they do not fit 
within the familiar format of inventions past. 


 In her concurrence in In re Ferguson, Judge 
Newman expressed her discontent with the 
majority’s narrow interpretation of § 101 under 
Bilski, finding it incompatible with the changing 
nature of advances in technology. In re Ferguson, 558 
F.3d at 1040-41 (Fed. Cir. 2009) (Newman, J., 
concurring) (concurring in the judgment based on the 
PTO’s conclusion that the claims at issue were 
obvious and therefore failed under § 103). Judge 
Newman warned that the court’s application of 
Bilski’s machine-or-transformation test could create 
an artificial barrier to patentability for many new 
information technologies. Id. at 1041. While many of 
these methods and processes do not take the familiar 
physical form of past inventions, “blurring the 
traditional line between machine and human,” many 
nonetheless enhance human capabilities and 
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therefore warrant at least a fair consideration under 
the Patent Act’s substantive criteria set forth in 
§§ 102, 103 and 112. Id. at 1041. Foreclosing 
patentability to these new technologies at the § 101 
threshold is “unworthy of [the court’s] responsibility 
to support innovation in the future.” Id. at 1041. The 
more targeted statutory requirements of novelty, 
non-obviousness, and enablement serve as sufficient 
gatekeepers for the patent system, allowing for a 
flexible, case-by-case analysis of unprecedented 
subject matter.  


III. AS TECHNOLOGY AND SCIENCE 
EVOLVE, RIGID SUBJECT MATTER 
REQUIREMENTS SUCH AS THE BILSKI 
MACHINE-OR-TRANSFORMATION TEST 
WILL RAISE MORE QUESTIONS 
REGARDING SUBJECT MATTER 
ELIGIBILITY THAN THEY ANSWER. 


 Setting retrospective, rigid parameters for the 
categories of patentable subject matter will confuse, 
rather than clarify, the § 101 analysis, and take the 
focus away from more instructive and informative 
inquiries into utility, novelty, non-obviousness, and 
enablement. 


A. The PTO’s Application of the State 
Street “Useful, Concrete and Tangible 
Result” Test Highlights the Futility of 
Rigid Tests for § 101. 


 In November 2005, many years after the decision 
in State Street, the PTO promulgated the Interim 
Guidelines for Examination of Patent Applications for 
Subject Matter Eligibility (Nov. 22, 2005) 
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(“Guidelines”) to clarify and streamline the § 101 
analysis under State Street, which was apparently 
causing confusion among examiners. However, the 
Guidelines featured eight distinct ancillary tests and 
additional subtests for determining whether a claim 
constituted statutory subject matter. Guidelines at 
14-23. State Street’s useful, tangible, and concrete 
result test alone required four distinct sub-tests to 
clarify, albeit unsuccessfully, what exactly useful, 
tangible, and concrete results are. Id. at 20-22. Thus, 
the Guidelines produced even more inconsistent and 
conflicting results. 


 Many of the ancillary tests adopted in the 
Guidelines originated as attempts to clarify the 
meaning of previous requirements. See Memorandum 
to the United States Patent and Trademark Office 
from Brian Hickman, Comments on Interim 
Guidelines, 4 (May 19, 2006) (“Hickman”) (criticizing 
the PTO’s interpretation of certain § 101 case law, 
which resulted in further confusion).2 This hopeless 
                                                 
2 In a commentary expressing his consternation with the 
Guidelines, Hickman clarified that many of the distinct 
ancillary requirements adopted by the PTO “were originally 
nothing more than attempts to clarify the meaning of other 
requirements.” Hickman at 4. Using the State Street test to 
illuminate this point, he noted that “the ‘substantially 
repeatable result’ requirement stems from a USPTO attempt to 
clarify of the ‘concrete result’ requirement. Id. The ‘concrete 
result’ requirement stems from a judicial pronouncement of a 
‘useful, tangible and concrete result’ consideration. The ‘useful, 
tangible and concrete result’ consideration was originally given 
as an example of how a claim could be shown to satisfy the 
‘practical application’ requirement. The ‘practical application’ 
requirement was initially intended to help distinguish 
patentable eligible subject matter from ‘abstract ideas, laws of 
nature and natural phenomenon.’ Finally, the ‘abstract ideas, 
laws of nature and natural phenomenon’ categories were 
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array of overlapping tests resulted in disparate and 
conflicting interpretations by examiners. Id. at 1-2 
(listing several examples of conflicting PTO 
rejections, including (1) a rejection that erroneously 
suggested that if the applicant had simply stated 
that the claimed method was performed on a 
computer, it would be saved from the abstract idea 
exception because the addition of a computer, 
without more, would assure that the claim produced 
a concrete, useful, tangible result and therefore had 
practical utility, and (2) a rejection for improper 
subject matter because the claims were not directed 
at a “final result that is useful, tangible, and 
concrete,” convoluting the State Street test).  


B. The Machine-or-Transformation Test 
Similarly Fails to Provide Adequate 
Guidance while Threatening the 
Viability of Many Innovations. 


 In establishing the new machine-or-
transformation test, which was designed to cut 
through some of the confusion surrounding the 
useful, tangible, and concrete test, the Bilski 
majority reaffirmed the concept that process claims 
(including software and business methods) are 
“‘subject to the same legal requirements for 
patentability as applied to any other process or 
method.’”  Bilski, 545 F.3d at 960 (quoting State 
Street, 149 F.3d at 1375-76). Although the majority 
acknowledged that “future developments in 
technology and the sciences may present difficult 
challenges to the machine-or-transformation test” 
                                                                                                     
created to explain what types of things do not fall into any of 
the four statutory categories of section 101.” Hickman at 4. 
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that require altering it or even setting it aside, the 
reality is that the test has already proven difficult to 
consistently apply, and has had a detrimental impact 
on the patentability of many existing technological 
innovations. 


 Despite the Federal Circuit’s assurance that it 
was declining to categorically bar certain categories 
of claims, the practical result is nonetheless a great 
hindrance to the scope of patentability in many 
software-related fields. In particular, the Federal 
Circuit failed to decide in Bilski whether a claim 
limitation of implementation on a “general purpose 
computer” (e.g., a personal computer) would tie a 
claim to a “particular machine” for purposes of the 
machine-or-transformation test. See 545 F.3d at 994 
(Newman, J., dissenting). Left with the decision, the 
PTO has answered the question in the negative, thus 
imperiling the viability of thousands of software and 
other computer-implemented claims, 
notwithstanding their usefulness, novelty, 
nonobviousness, and indeed, their social and 
economic value. See, e.g., Ex parte Langemyr, 2008 
WL 5206740 (B.P.A.I. May 28, 2008) (rejecting as 
non-statutory subject matter a claim for a “method 
executed in a computer apparatus” for producing a 
model of a physical system using a set of equations 
because the transformation only occurs with respect 
to abstract equations and not to a physical article); 
Ex parte Nawathe et al., 2009 WL 327520 (B.P.A.I. 
Feb. 9, 2009) (distinguishing between a 
“computerized method” to a general purpose 
processor, which is not patentable, and a apparatus 
directed to a general purpose computer, which is 
patentable); cf. Ex parte Cornea-Hasegan, 2009 WL 
86725 (B.P.A.I. Jan. 13, 2009) (holding that a method 
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reciting a “processor” using “floating-point hardware” 
was not tied to a particular machine”); Ex parte 
Wasynczuk, 2008 WL 2262377 (B.P.A.I. June 2, 2008) 
(affirming the § 101 rejection of a claim that recited a 
“computer-implemented” process of modeling 
physical systems, but finding patentable a dependent 
claim that required the two steps of the claimed 
process to be performed by a first and second 
“physical computing device,” reasoning that an 
embodiment featuring two computers operating 
together was sufficient to constitute a “particular 
machine,” but not the embodiment specifying a single 
computer). 


  Patents in other existing technological fields 
have also been imperiled by B.P.A.I. decisions that 
purportedly follow Bilski. In the computer 
networking field, the B.P.A.I. has determined that 
claims reciting “a number of clients,” “a network,” 
and “a server” are not tied to a particular machine. 
Ex parte Harris, 2009 WL 86719, (B.P.A.I. Jan. 13, 
2009); cf. Ex parte Uceda-Sosa, 2008 WL 4950944, 
(B.P.A.I. Nov. 18, 2008) (finding as eligible under 
§ 101 a claim directed to “a network executing a 
method”). With respect to databases, the B.P.A.I. in 
Ex parte Koo, 2008 WL 5054161 (B.P.A.I. Nov. 26, 
2008), found that a claim reciting “[a] method for 
optimizing a query in a relational database 
management system” not to be tied to a particular 
machine, reasoning that because a relational 
database system may be a software system, it is 
unpatentable if it fails to recite the system “in terms 
of hardware or tangible structural elements.” 


 As the foregoing illustrates, in addition to 
jeopardizing the patentability of otherwise useful 
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and innovative inventions, the Bilski machine-or-
transformation test, like State Street’s useful, 
concrete, and tangible result test before it, fails to 
provide adequate guidance for practitioners and 
examiners, thus leading to diverging interpretations. 
This failure is due in significant part to the 
limitations of language; it is inevitably challenging to 
fashion a easily-applied test that encompasses all of 
mankind’s inventive endeavors using words alone. 


 Rather than create more confusion and 
unnecessary debate over the parameters of § 101 by 
creating another test, the Court should focus the 
patent community’s attention back to the time-tested 
evaluations under §§ 102, 103, and 112. 


CONCLUSION 


For the foregoing reasons, the judgment of the 
court of appeals should be reversed. 


 


      MAXIM H. WALDBAUM 
        Counsel of Record 
      HENRY L. MANN 
      SCHIFF HARDIN LLP 
      900 THIRD AVENUE 
      NEW YORK, NY 10022 
      (212) 753-5000 
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STATEMENT OF INTEREST OF THE AMICUS 
CURIAE 


Georgia Biomedical Partnership, Inc. d/b/a 
Georgia Bio (“GaBio”) is a non-profit, membership-
based organization that promotes the interests and 
growth of the life sciences industry in Georgia.  
Members include companies, universities, research 
institutions, government groups and other industry 
associations involved in the discovery and 
application of life sciences products and related 
services that improve the health and well-being of 
people throughout the world.  GaBio is the Georgia 
state affiliate of the Washington, D.C.-based 
Biotechnology Industry Organization (BIO).1 


GaBio has an interest in this matter.  GaBio 
submits that the Federal Circuit’s decision in In re 
Bilski, 545 F.3d 943 (Fed. Cir. 2008) (en banc), will 
reduce the value of patents held by members of 
GaBio, as well as others in the biotechnology 
industry.  GaBio further states that a broad reading 
of “patent-eligible subject matter” benefits the 
biotechnology industry because the limited monopoly 
provided by patent protection is often necessary to 
compensate for the large investment needed to bring 


                                                 
1 Petitioners have consented to the filing of all amicus curiae 
briefs in support of either or neither party.  Respondent has 
consented to the filing of this amicus curiae brief on behalf 
of GaBio.  Pursuant to Rule 37.6, the amicus states that no 
counsel for a party authored this brief in whole or in part, 
and no counsel or party made a monetary contribution 
intended to fund the preparation or submission of this brief.  
No person other than the amicus, its members, or its counsel 
made a monetary contribution to the preparation or 
submission of this brief. 
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biotechnology inventions to the public.  Without the 
incentive of patent protection, many biotechnology 
inventions would not be developed for public use. 


SUMMARY OF THE ARGUMENT 


GaBio submits this amicus brief in support of 
Petitioners because this case is of special importance 
to the biotechnology and pharmaceutical industries.  
As Petitioners note, this case involves the most basic 
question in patent law: what is patentable?  The 
Patent Code and this Court’s decisions on this 
question support a broad view of what is patent 
eligible, with only limited exceptions.  The Federal 
Circuit’s decision in this case cuts off significant 
technologies from patent protection. 


Although Petitioners’ invention is a method of 
hedging financial risk (a so-called “business method 
patent”), the test adopted by the Federal Circuit to 
determine what is patent eligible can be, and already 
has been, applied to strike down a broad class of 
biotechnology and medical inventions, as pointed out 
by Petitioners.  These types of biotechnology and 
medical inventions have long been patented, have 
been specifically considered by Congress and 
affirmatively included in the Patent Code, have 
considerable value to the public, and require patent 
protection to ensure their development.  Without the 
limited monopoly provided by patent protection, the 
biotechnology and pharmaceutical industries cannot 
and will not make the large investments needed to 
commercialize these inventions for the benefit of the 
public.  For this reason, this case has significance far 
beyond Petitioners’ invention or even Petitioners’ 
industry. 
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The Patent Code defines what can be 
patented.  Included within this defined patent-
eligible subject matter are processes.  At the core of 
this case is the determination of the meaning and 
scope of “process.”  As defined in the Patent Code, a 
process includes a new use of a known process, 
machine, manufacture, composition of matter, or 
material.  35 U.S.C. § 100(b).  Although the scope of 
a “process” as defined by the Patent Code is broad, 
this Court has determined that some limited subject 
matter is not patent eligible.  In particular, this 
Court has held that “laws of nature, natural 
phenomena, and abstract ideas” are not patent 
eligible.  Diamond v. Diehr, 450 U.S. 175, 185 (1981).  
In a misguided attempt to provide a definitive rule 
for determining what is patent eligible, the Federal 
Circuit adopted a mandatory test (referred to as the 
“machine-or-transformation” test) that, while 
purporting to define this Court’s limited exceptions 
to patent-eligible subject matter, actually excludes 
far more inventions than those amounting to laws of 
nature, natural phenomena, and abstract ideas. 


GaBio joins Petitioners’ arguments and 
further submits that: (1) the Federal Circuit’s 
“machine-or-transformation” test conflicts with 
Supreme Court precedent declining to adopt a rigid 
test for determining patent-eligible subject matter; 
and (2) the “machine-or-transformation” test 
conflicts with the proper construction of federal law 
defining what is a patent-eligible process. 


The Federal Circuit held that its test was the 
only applicable test and required that the U.S. 
Patent & Trademark Office and lower courts apply 
this test when determining what is patent eligible.  
Bilski, 545 F.3d at 954, 964.  Such a requirement 
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clearly contradicts this Court’s precedent, which has 
been careful not to establish a single test or formula 
for determining patent eligibility, recognizing that 
one size does not fit all inventions. 


The Federal Circuit formulated its test as a 
“gateway” test for patent eligibility.  An invention is 
patent eligible only if it meets the test.  In other 
words, the Federal Circuit’s test determines whether 
an invention is patent eligible.  This too contradicts 
this Court’s precedent, which consistently seeks to 
determine if the invention at hand is not patent 
eligible.  This Court’s jurisprudence aligns more 
closely with a “culling” test than a “gateway” test.  
This Court carefully “culls” subject matter that is not 
patent eligible rather than applying a one-size-fits-
all test of patent-eligible subject matter. 


In addition, the Federal Circuit’s mandatory 
test excludes from the definition of “process” in one 
section of the Patent Code processes that are 
specifically contemplated as patent eligible in other 
sections of the Patent Code.  This is contrary to the 
Patent Code and to the rules of statutory 
construction. 


Accordingly, this Court should reverse the 
Federal Circuit’s decision and correct the Federal 
Circuit’s improper adoption of the inappropriately 
narrow and rigid “machine-or-transformation” test. 
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ARGUMENT 


I. THE FEDERAL CIRCUIT’S “MACHINE-
OR-TRANSFORMATION” TEST 
CONFLICTS WITH SUPREME COURT 
PRECEDENT DECLINING TO ADOPT A 
RIGID TEST FOR DETERMINING 
PATENT-ELIGIBLE SUBJECT MATTER 


The Framers of the United States 
Constitution recognized the importance of patents 
when they empowered the U.S. Congress “[t]o 
promote the progress of science and the useful arts, 
by securing for limited times to authors and 
inventors the exclusive right to their respective 
writings and discoveries.”  U.S. Const. art. I, § 8, cl. 
8.  Based on this authority, Congress established a 
patent system early in our country’s history.  
Congress codified this broad and open-ended power 
to promote the progress of science and the useful 
arts in what is now Title 35 of the United States 
Code.  Section 101 of Title 35 defines what qualifies 
for patent protection: 


Whoever invents or discovers any 
new and useful process, machine, 
manufacture, or composition of 
matter, or any new and useful 
improvement thereof, may obtain 
a patent therefor, subject to the 
conditions and requirements of 
this title. 


35 U.S.C. § 101. 
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A. The Federal Circuit’s “Machine-Or-
Transformation” Test Is Too Rigid 
And Categorical 


In In re Bilski, 545 F.3d 943, 954 (Fed. Cir. 
2008) (en banc), the Federal Circuit adopted a single 
test, the so-called “machine-or-transformation” test, 
as the exclusive and mandatory test for determining 
patent-eligible subject matter.  In doing so, it 
incorrectly characterized Supreme Court precedent 
as follows: “The Supreme Court … has enunciated a 
definitive test to determine whether a process claim 
is tailored narrowly enough to encompass only a 
particular application of a fundamental principle 
rather than pre-empt the principle itself.”  Id. 
(emphasis added).  The Federal Circuit went on to 
determine that the “machine-or-transformation” test 
was the exclusive test for patent-eligible subject 
matter: 


Neither the PTO nor the courts 
may pay short shrift to the 
“machine-or-transformation” test 
by using purported equivalents or 
shortcuts such as a “technological 
arts” requirement.  Rather, the 
“machine-or-transformation” test 
is the only applicable test and 
must be applied, in light of the 
guidance provided by the Supreme 
Court and this court, when 
evaluating the patent-eligibility of 
process claims. 


Id. at 964 (emphasis added). 


With the Federal Circuit’s mandate in Bilski 
that the “machine-or-transformation” test is the only 
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test for determining patent-eligible subject matter, 
the Federal Circuit contradicts this Court’s 
precedent applying § 101 of the Patent Code, as well 
as this Court’s avoidance of rigid and categorical 
rules for determining fact dependent inquiries in the 
complex area of patent law.  For at least this reason, 
this Court should reverse. 


B. Supreme Court Precedent On Patent 
Eligibility Is Flexible And Permissive 


In adopting the “machine-or-transformation” 
test as the exclusive test for determining patent-
eligible subject matter, the Federal Circuit cited 
Diamond v. Diehr, 450 U.S. 175 (1981), Gottschalk v. 
Benson, 409 U.S. 63 (1972), and Parker v. Flook, 437 
U.S. 584 (1978).  However, Diehr, Benson, and Flook 
do not mandate any exclusive, rigid test for 
determining patent-eligible subject matter, much 
less the “machine-or-transformation” test.  Indeed, 
this Court has found that no collection of tests is 
even sufficient to define patent-eligible subject 
matter. 


In Benson, this Court held that a particular 
algorithm for converting numerals in binary coded 
decimal form to numerals in binary form was not 
patent-eligible subject matter under § 101.  409 U.S. 
at 71-72.  After reviewing the Court’s prior cases on 
patent-eligible subject matter, the Court specifically 
declined to hold that “a process patent must either 
be tied to a particular machine or apparatus or must 
operate to change articles to a ‘different state or 
thing.’”  Id.  In fact, the Court went further, stating 
that “[w]e do not hold that no process patent could 
ever qualify if it did not meet the requirements of 
our prior precedents,” id. at 71, thus signaling that 
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no prior holding or combination of holdings on patent 
eligibility affirmatively defines the limits of patent-
eligible subject matter.  Hence, the Court rejected a 
single, categorical test—or even a combination of 
tests—for patent-eligible subject matter. 


In Flook, this Court solidified Benson’s 
rejection of the notion that any of the Court’s 
previous tests could be dispositive, stating: “[a]s in 
Benson, we assume that a valid process patent may 
issue even if it does not meet one of these 
qualifications of our earlier precedents.”  437 U.S. at 
588 n.9.  This language was selectively quoted in 
Bilski, but was editorially changed.  Specifically, the 
Federal Circuit replaced “one of these qualifications 
of our earlier precedents” with “[the machine-or-
transformation test],” thus obscuring Flook’s 
conclusion that even the totality of this Court’s 
precedents cannot be applied as a litmus test.  Id.; 
Bilski, 545 F.3d at 956. 


Diehr merely identified the “machine-or-
transformation” test as one way of determining 
patentability.  The Diehr Court held that a process 
for curing synthetic rubber that included the use of a 
mathematical formula was patent-eligible subject 
matter under § 101.  450 U.S. at 192-93.  In 
analyzing the claimed process, the Court noted that 
“a physical and chemical process for molding 
precision synthetic rubber products falls within the § 
101 categories of possibly patent-eligible subject 
matter.  That respondents’ claims involve the 
transformation of an article, in this case raw, 
uncured synthetic rubber, into a different state or 
thing cannot be disputed.”  Id. at 184 (emphasis 
added).   
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Thus, Diehr involved a process in which a 
transformation of an article took place.  Because the 
“machine-or-transformation” test is permissive, as 
indicated in the prior cases of this Court, and 
because the process in Diehr involved a 
transformation, this Court appropriately applied it 
there.  However, that such a process fell within the 
subset of the Court’s cases involving the 
transformation and reduction of an article to a 
different state or thing does not establish that such 
was the only test intended by this Court, or the only 
basis on which a process can qualify as patent-
eligible subject matter under § 101.  Rather, the 
Federal Circuit misinterpreted this Court’s 
precedent, which is merely consistent with the 
inclusion of the “machine-or-transformation” test as 
one way of determining patent eligibility, as 
mandating the “machine-or-transformation” test. 


C. The Federal Circuit’s “Machine-Or-
Transformation” Test Conflicts With 
The Supreme Court’s Approach To 
Patent Eligibility 


As set forth above, GaBio agrees with 
Petitioners that the rigid application of the 
“machine-or-transformation” test conflicts with this 
Court’s previous patent-eligible subject matter 
holdings.  In addition, the very manner in which the 
Federal Circuit framed the question of what is 
patent-eligible subject matter as a rigid exclusionary 
test flatly contradicts prior direction from this Court 
on this issue.  The Federal Circuit seeks to take 
many tests and many ways of determining how to 
identify what is patent eligible from its own 
jurisprudence and condense them to a single test.  
However, prior jurisprudence from this Court 
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indicates that each test, and each way of 
determining patent-eligible subject matter, is 
permissive and that they are to be used as tools to 
verify that a claimed process is not disqualified as “a 
‘process’ within the meaning of the Patent Act.”  
Benson, 409 U.S. at 64; see also Funk Bros. Seed Co. 
v. Kalo Inoculant Co., 333 U.S. 127, 130 (1948) 
(product not patent eligible because the qualities of 
the product are manifestations of laws of nature); 
Mackay Radio & Tel. Co. v. Radio Corp. of Am., 306 
U.S. 86, 94 (1939) (product created by applying a 
scientific truth is patent eligible); Waxham v. Smith, 
294 U.S. 20, 21-22 (1935) (method that achieves a 
function is not unpatentable as an attempt to patent 
the function performed or a natural law); Expanded 
Metal Co. v. Bradford, 214 U.S. 366, 385-86 (1909) 
(method involving mechanical operations but not 
chemical transformation is patent eligible); Dolbear 
v. American Bell Tel. Co., 126 U.S. 1, 534-35 (1888) 
(method using altered electrical current to transmit 
speech is patent eligible); Tilghman v. Proctor, 102 
U.S. 707, 729 (1880) (process of chemical 
transformation not limited to a particular means or 
apparatus is patent eligible); Cochrane v. Deener, 94 
U.S. 780, 787-88 (1876) (process to achieve a result is 
patent eligible regardless of what instrument or 
machine is used to effect that result); Rubber-Tip 
Pencil Co. v. Howard, 87 U.S. 498, 507 (1874) (device 
embodying and applying an idea is patent eligible); 
Corning v. Burden, 56 U.S. 252, 268 (1853) (use of a 
machine to continuously process iron is not a patent-
eligible method because it represents the function of 
the machine); O'Reilly v. Morse, 56 U.S. 62, 112-13 
(1853) (method of using electromagnetism is not 
patent eligible as an attempt to protect a power of 
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nature); Le Roy v. Tatham, 55 U.S. 156, 175 (1852) 
(process applying a principle is patent eligible). 


This Court has consistently held that there 
are many ways to define patent-eligible subject 
matter and that the use of precedents should be 
inclusive rather than exclusive.  This comports with 
the broad notion of patent-eligible subject matter 
starting with the U.S. Constitution and continuing 
through each iteration of the Patent Code, especially 
the broad definition of patent-eligible subject matter 
in § 101.  It is much more logical and sensible to 
determine whether a particular process before an 
examiner or a court is not patent eligible than to try 
to define—for all time, in all circumstances, and in 
one test—what is patent eligible.  Determining what 
is not patent eligible is precisely how this Court has 
consistently handled the question.  A condensation of 
Diehr, Benson, and Flook, as well as other prior 
cases, reveals that this Court has chosen to provide 
relatively clear direction as to what is not patent 
eligible (indicating that laws of nature, natural 
phenomena, and abstract ideas cannot be patented 
per se), as opposed to what is patent eligible. 


Indeed, Diehr, far from validating Bilski’s 
“machine-or-transformation” test, confirms and 
distinguishes the application of different principles 
for determining patent-eligible subject matter.  
Diehr actually recites with favor a more general test 
of patent-eligible subject matter:  “It is now 
commonplace that an application of a law of nature 
or mathematical formula to a known structure or 
process may well be deserving of patent protection.”  
450 U.S. at 188 (emphasis in original).  The broad 
test set forth in Diehr in effect limits the exclusion of 
subject matter from patent eligibility.  Even though 
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Diehr involved a process that transformed an article, 
the holding in Diehr was not based on the “machine-
or-transformation” dichotomy of Bilski: 


On the other hand, when a claim 
containing a mathematical 
formula implements or applies 
that formula in a structure or 
process which, when considered as 
a whole, is performing a function 
which the patent laws were 
designed to protect (e.g., 
transforming or reducing an 
article to a different state or 
thing), then the claim satisfies the 
requirements of § 101. 


Id. at 192 (emphasis added).  Thus, contrary to the 
reasoning in Bilski, Diehr does not establish or 
support the “machine-or-transformation” test as the 
only test for determining patent-eligible subject 
matter.  Instead, the rigid “machine-or-
transformation” test of Bilski conflicts with this 
Court’s precedent. 


D. The Federal Circuit’s “Machine-Or-
Transformation” Test Conflicts With 
The Supreme Court’s Interpretation 
Of The Patent Statute 


The Federal Circuit in Bilski also failed to 
give sufficient weight to the constitutional and 
statutory source of patent-eligible subject matter.  
The Constitution grants Congress broad power to 
promote the progress of science and the useful arts.  
Under this broad power, Congress has enacted a 
broad definition of patent-eligible subject matter.  As 
this Court has repeatedly noted, the definition and 
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scope of patent-eligible subject matter provided in § 
101 is broad and without specific limits.  See Diehr, 
450 U.S. at 188; Diamond v. Chakrabarty, 447 U.S. 
303, 309-10 (1980) (statutory subject matter 
intended to include “anything under the sun that is 
made by man”) (citations omitted); Flook, 437 U.S. at 
588 n.9 (“As in Benson, we assume that a valid 
process patent may issue even if it does not meet one 
of these qualifications of our earlier precedents”); 
Benson, 409 U.S. at 71 (“We do not hold that no 
process patent could ever qualify if it did not meet 
the requirements of our prior precedents”). 


It is in this context that this Court has found 
careful, limited exceptions to the statutory mandate 
of broad patent-eligible subject matter.  The Patent 
Code does not provide any exceptions and so, 
appropriately, this Court has made them of the most 
limited scope.  The exceptions are rooted in the 
principle that only “[p]henomena of nature, though 
just discovered, mental processes, and abstract 
intellectual concepts are not patentable, as they are 
the basic tools of scientific and technological work.”  
Benson, 409 U.S. at 67.  The Federal Circuit 
apparently lost sight of this limited basis for 
exceptions and misread Supreme Court precedent to 
produce an unwarranted and unsupported extension 
and expansion of this Court’s limited exceptions to 
patent-eligible subject matter.  Neither the Patent 
Code nor the exception for laws of nature, natural 
phenomena, and abstract ideas support the effect of 
the Federal Circuit’s “machine-or-transformation” 
test, which is to exclude from patent protection 
inventions that meet the requirements of the 
Constitution and the Patent Code. 
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This Court’s framework of finding limited 
exceptions to patent eligibility is akin to a “culling” 
of subject matter that is not patent eligible.  In 
contrast, the Federal Circuit’s categorical “machine-
or-transformation” test is more like a “gateway,” 
through which no invention can pass unless it has 
the particular attributes of patent-eligible subject 
matter set forth in Bilski.  Many sound inventions 
that should never be culled will be blocked at the 
Federal Circuit’s “machine-or-transformation” gate. 


II. THE FEDERAL CIRCUIT’S “MACHINE-
OR-TRANSFORMATION” TEST 
CONFLICTS WITH THE PROPER 
CONTRUCTION OF FEDERAL LAW 


At issue in Bilski was the meaning of 
“process,” as used in § 101 of the Patent Code.  The § 
101 definition of “process” established in Bilski 
contradicts the construction and clear meaning of 
“process” in other parts of the Patent Code.  Because 
such a conflict between different sections of the same 
statute cannot stand under clear Supreme Court 
precedent, Bilski’s § 101 definition of “process,” and 
the “machine-or-transformation” test that depends 
on this definition, are inconsistent with federal law.  
For this reason as well, this Court should reverse. 


The area of conflict between the Bilski 
decision and the statute discussed here by GaBio is 
different from the statutory conflict identified by 
Petitioners.  In this discussion, GaBio demonstrates 
a broader Congressional intent not to limit patent-
eligible subject matter and shows that the Patent 
Code contemplates and authorizes patent protection 
for biomedical and biotechnological inventions that 
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would be excluded from patent eligibility by Bilski’s 
“machine-or-transformation” test. 


A. Supreme Court Principles Of 
Statutory Construction Require 
Harmony Between Different Sections 
Of The Same Statute 


It is a fundamental principle of statutory 
construction that provisions in the same act are to be 
construed in harmony.  See Peck v. Jenness, 48 U.S. 
612, 623 (1849).  Moreover, an act is to be read as a 
whole, with an eye to its underlying context, object, 
and policy.  Richards v. U.S., 369 U.S. 1, 11 (1962).  
“[E]very section, provision, and clause of a statute 
shall be expounded by a reference to every other; and 
if possible, every clause and provision shall avail, 
and have the effect contemplated by the legislature.”  
Peck, 48 U.S. at 623.  In effecting Congressional 
intent, courts must “give full effect to all the 
provisions of the act.”  Id. at 623; see also Richards, 
369 U.S. at 11 (adopting the construction that is 
most “consistent with the Act considered as a 
whole”); Mastro Plastics Corp. v. National Labor 
Relations Bd., 350 U.S. 270, 286-87 (1956) (rejecting 
proposed construction of statute because of 
incongruous effect that would undermine the 
underlying purpose of the act). 


Thus, statutes should be construed with due 
regard for their counterparts.  No interpretation 
should undermine a neighboring provision without 
express direction from Congress.  Cf. Peck, 48 U.S. at 
623.  In Bilski, the Federal Circuit interpreted 
“process” under § 101 so as to exclude some patent-
eligible “uses of compositions” and “biotechnology 
processes” contemplated under § 287(c) of the Patent 
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Code, even though the express statutory language 
does not support or provide for that limitation.  
Furthermore, the Bilski definition of “process” 
conflicts with the clear meaning of “a new use of a 
known process” in § 100(b) of the Patent Code.  The 
Bilski decision therefore creates disharmony 
between different sections of the Patent Code (§§ 
100(b), 101, and 287(c)) where none need exist and, 
indeed, where principles of statutory construction 
provide that it shall not exist.  It is possible to 
interpret “process” so as to give full effect to all 
patent-eligible processes contemplated by the 
express terms of §§ 100(b) and 287(c).  Section 101’s 
reach should comport with the purposes and 
expansive intent behind the Patent Code, 
considering that provision not in isolation, but in 
harmony with the remainder of the Code. 


B. Section 287(c) Of The Patent Code 
Contemplates As Patent Eligible 
Biomedical Inventions That Are At 
Risk Of Exclusion By Bilski’s 
“Machine-Or-Transformation” Test 


Section 287(c) of the Patent Code 
contemplates patent protection for biomedical and 
biotechnological processes excluded by Bilski’s 
“machine-or-transformation” test.  Because, as set 
forth above, statutes in the same act are to be 
construed in harmony and statutes should be 
construed with due regard to their counterparts, the 
processes contemplated by § 287(c) must fall within 
the definition of “process” in § 101 of the Patent 
Code.  Nevertheless, the Bilski test impermissibly 
excludes at least some of the processes contemplated 
by § 287(c). 
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Section 287(c) of the Patent Code exempts 
medical practitioners from patent infringement 
liability when their performance of a “medical 
activity” infringes a patent.  35 U.S.C. § 287(c)(1).  
This exemption is itself limited by the exclusion of 
three enumerated activities from the definition of 
“medical activity.”  Id. at § 287(c)(2)(A).  Specifically, 
§ 287(c) does not exempt medical practitioners from 
infringement liability if the activity they perform is 
“(i) the use of a patented machine, manufacture, or 
composition of matter in violation of [the] patent, (ii) 
the practice of a patented use of a composition of 
matter in violation of [the] patent, or (iii) the 
practice of a process in violation of a biotechnology 
patent.”  Id. 


As explained below, “use of a composition of 
matter” and “a process in violation of a biotechnology 
patent” encompass more processes than just those 
that transform an article or use a particular 
machine, as required by the Bilski test.2  35 U.S.C. § 
287(c)(2)(A).  Thus, Bilski’s “machine-or-
transformation” test excludes from patent eligibility 
some processes clearly considered patent eligible in 
another section of the same statute. 


The legislative history of § 287(c) makes the 
scope of processes contemplated in that section 
especially clear and highlights the discord between 
the processes contemplated there and the limited 
scope of patent-eligible subject matter allowed under 
Bilski.  The amendment that became § 287(c) 
initially proposed barring patents on medical 


                                                 
2 GaBio notes that the Patent Code defines a “process” as 
including “use of a composition of matter.”  35 U.S.C. § 
100(b). 
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activities.  142 Cong. Rec. H8275-79 (daily ed. July 
24, 1996).  Over strenuous objection to the breadth of 
the amendment—but not to the intent of insulating 
doctors from certain types of infringement—the 
Senate version was altered to exempt doctors from 
infringement liability, but not to bar the patenting of 
medical activities.  Id.  In a discussion of the 
definition ultimately adopted in § 287(c), the 
Committee stated: 


‘Uses of compositions of matter’ 
include, without limitation, novel 
uses of drugs, novel uses of 
chemical or biological reagents for 
diagnostic purposes, novel 
methods for scheduling or timing 
administration of drugs, novel 
methods for combining drug 
therapies, and novel methods for 
providing genetic or other 
biological materials to a patient 
(including gene therapies.) [sic] A 
particular example would be a 
claim that recites only the novel 
use of a drug for the treatment of 
diabetes that involves the 
administration of a drug at a 
particular time of day and/or at a 
specified dose and/or with a 
specified concomitant medicinal 
therapy could not be construed as 
a ‘medical activity.’  


H.R. Rep. No. 104-863, at 854 (1996) (Conf. Rep.). 


Thus, Congress intended to exclude “uses of 
chemical or biological reagents for diagnostic 
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purposes” and “methods for scheduling or timing 
administration of drugs” from § 287(c)’s definition of 
“medical activity.”  Id.  Congress contemplated these 
activities as the subject of patents and thus as 
patent-eligible subject matter.  Yet, many such “uses 
of chemical or biological reagents for diagnostic 
purposes” and “methods for scheduling or timing 
administration of drugs,” id., may not involve the 
“transformation of an article” or the use of a 
“particular machine,” as required in Bilski’s 
“machine-or-transformation” test.  Bilski, 545 F.3d 
at 954.  An example of this is discussed below.  Thus, 
the Bilski test excludes from patent eligibility some 
processes considered patent eligible in another 
section of the same statute. 


GaBio sees special urgency for the present 
case to correct this conflict with § 287(c) of the 
Patent Code because the Federal Circuit has already 
used the Bilski test to invalidate a claim that both 
uses a “chemical or biological reagent[] for diagnostic 
purposes” and is a “method[] for scheduling or timing 
administration of drugs.”  H.R. Rep. No. 104-863, at 
854 (1996) (Conf. Rep.).  In Classen 
Immunotherapies, Inc. v. Biogen Idec, 304 Fed. Appx. 
866, 2008 WL 5273107, at *1 (Fed. Cir. 2008), in a 
one paragraph opinion, the Federal Circuit held that 
a claim to a method of determining whether an 
immunization schedule affects the incidence or 
severity of a chronic immune-mediated disorder 
failed the Bilski “machine-or-transformation” test.  
Thus, although the Classen claim arguably fell 
within the meaning of § 287(c)(2)(A), the Federal 
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Circuit held that it fell outside the definition of a 
process in § 101.3 


The claim at issue in Classen reads: 


A method of determining whether 
an immunization schedule affects 
the incidence or severity of a 
chronic immune-mediated disorder 
in a treatment group of mammals, 
relative to a control group of 
mammals, which comprises 
immunizing mammals in the 
treatment group of mammals with 
one or more doses of one or more 
immunogens, according to said 
immunization schedule, and 
comparing the incidence, 
prevalence, frequency or severity 
of said chronic immune-mediated 
disorder or the level of a marker of 
such a disorder, in the treatment 
group, with that in the control 
group. 


U.S. Pat. No. 5,723,283, claim 1 (emphasis added); 
see also Classen Immunotherapies, Inc. v. Biogen 
Idec, Civil No. WDQ-04-2607, 2006 WL 6161856, at 
*5 (D. Md. Aug. 16, 2006), aff’d, 304 Fed. Appx. 866 
(Fed. Cir. 2008). 


                                                 
3 Notably, 35 U.S.C. § 287(c) was not at issue in Classen.  
However, the claim in Classen is an example of the type of 
invention that § 287(c) may have contemplated as patent 
eligible, and the Federal Circuit’s invalidation of that claim 
using Bilski’s “machine-or-transformation” test is 
inconsistent with the scope of patent-eligible biomedical 
processes, as established in § 287(c) of the Patent Code. 
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Without commenting on whether the claim at 
issue in Classen should or should not fall within the 
§ 287(c) exemption, one cannot doubt that Congress 
understood that § 101 encompassed the type of 
activity embodied by the Classen claim when it 
amended the Patent Code by adding § 287(c) 
precisely to address such activities by doctors.  The 
Bilski “machine-or-transformation” test thus unduly 
restricts Congressional intent regarding what can be 
a patent-eligible process. 


One can also analyze the Classen claim from 
the perspective of § 287(c)’s “process in violation of a 
biotechnology patent.”  35 U.S.C. § 287(c)(2)(A).  
While the Patent Code itself does not define 
“biotechnology patent,” during the legislative 
process, Congress stated that a biotechnology patent 
is “… a process of making or using biological 
materials, including treatment using those 
materials, where those materials have been 
manipulated ex vivo at the cellular or molecular 
level.”  H.R. Rep. No. 104-863, at 854 (1996) (Conf. 
Rep.).  Congress went on to state: 


Biological materials which may be 
manipulated ex vivo at the cellular 
or molecular level include a 
variety of cellular, intracellular, 
extracellular, and acellular 
substances.  Cellular substances 
include (but are not limited to) 
cultured microbial and 
mammalian cells.  Intracellular 
substances include (but are not 
limited to) genetic materials, such 
as DNA and RNA that is obtained 
from within the cell.  Extracellular 
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substances include (but are not 
limited to) proteins and other 
molecules that are secreted or 
excreted by cells.  Acellular 
substances include (but are not 
limited to) viruses and other 
vectors for transmitting genetic 
material.  Ex vivo manipulation 
includes propagation, expansion, 
selection, purification, 
pharmaceutical treatment, or 
alteration of the biological 
characteristics of these substances 
outside of a human body. 


Id. 


The “immunogen” of the Classen claim can be 
considered a “biological material” because 
immunogens commonly include “proteins and other 
molecules that are secreted or excreted by cells,” 
which are mentioned in the Congressional Report.  
Id.  Thus, the Classen claim can be considered a 
“biotechnology process.”  Because Congress, in 
enacting § 287(c), contemplated that such claims are 
patent eligible, and because Bilski’s “machine-or-
transformation” test excluded the Classen claim 
from patent eligibility, Bilski conflicts with the 
proper interpretation of the Patent Code as a whole. 


C. Section 100(b) Of The Patent Code 
Defines As Patent Eligible Inventions 
That Are At Risk Of Exclusion By 
Bilski’s “Machine-Or-Transformation” 
Test 


The Bilski “machine-or-transformation” test 
also conflicts with § 100(b) of the Patent Code, which 
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provides definitions for the Patent Code, including § 
101.  Section 100(b) reads: “The term ‘process’ means 
process, art, or method, and includes a new use of a 
known process, machine, manufacture, composition 
of matter, or material.”  35 U.S.C. § 100(b).  Thus, 
patent-eligible subject matter under § 101 includes a 
new use of, for example, a composition, such as a 
drug.  Many uses of compositions are not tied to a 
particular machine and might be considered not to 
involve a transformation to a new state or thing.  For 
example, a known chemical compound may be 
discovered to be useful to treat a particular disease.  
This would be a “new use of a known … composition 
of matter.”  Id.  If the compound is administered 
using known and conventional techniques, this use 
arguably would not be tied to a “particular machine” 
and might be considered not to involve “a 
transformation to a new state or thing” as required 
under the Bilski “machine-or-transformation” test.4  
The result would be to exclude from patent eligibility 
an invention falling within the definition of “process” 
in § 100(b).  Thus, it is clear that Bilski’s rigid 
“machine-or-transformation” test excludes from 
patentability some processes plainly contemplated in 
§ 100(b). 


Indeed, the Classen claim could be considered 
a new use of a composition of matter.  The 
immunogen in the Classen claim is a composition of 
                                                 
4 GaBio does not take a position for the purpose of this 
amicus curiae brief regarding whether a compound 
administered to a patient does or does not involve “a 
transformation to a new state or thing” so as to satisfy the 
Bilski “machine-or-transformation” test.  Rather, GaBio 
points out the error and harm that result when no such 
transformation is found. 
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matter, and the claim includes a method of using the 
immunogen—“immunizing mammals in the 
treatment group of mammals with one or more doses 
of one or more immunogens.”  U.S. Pat. No. 
5,723,283, claim 1.  Thus, the Classen claim falls 
within the definition of a patent-eligible process in § 
100(b).  However, the Federal Circuit has already 
applied the Bilski test to the Classen claim and held 
it not to be patent eligible.  Because such a result 
conflicts with § 100(b) of the Patent Code, the rigid 
Bilski “machine-or-transformation” test, which has 
the effect of pitting one section of the Patent Code 
against another, is contrary to established tenets of 
statutory construction. 


In short, Bilski’s definition of “process” will 
exclude from patent eligibility many claims that are 
patent eligible according to settled expectations, and 
at worst will carve out entire areas of subject matter 
from patent eligibility because they do not transform 
an article.  See, e.g., Classen, 304 Fed. Appx. at 866.  
Bilski’s “machine-or-transformation” test is so broad 
that it undermines clear Congressional intent and 
proper statutory construction as to what “processes” 
are patent eligible under § 101. 


Although Washington and Jefferson could not 
have envisioned such a method as the one in Classen 
when the first U.S. patent for a “process” of making 
potash (U.S. Patent X000001) was issued, GaBio 
submits that the Framers would have intended, and 
Congress has so determined, that Article I, section 8 
of the Constitution covers this modern day process 
and many others like it.  The conflict between the 
test articulated in Bilski and other sections of the 
Patent Code, as well as the violation of this Court’s 
statutory construction precedent by the Bilski court, 
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require that the Supreme Court reverse the Federal 
Circuit’s decision in Bilski and its adoption of a 
mandatory “machine-or-transformation” test. 


CONCLUSION 


The Federal Circuit’s “machine-or-
transformation” test conflicts with this Court’s 
precedent declining to adopt a rigid test for 
determining patent-eligible subject matter, as well 
as with the proper construction of federal law 
defining what is a patent-eligible process. 


The Federal Circuit’s test is formulated as a 
“gateway” test of what is patent eligible.  This is 
contrary to this Court’s precedent, which 
consistently seeks to determine if the invention at 
hand is not patent eligible, in keeping with this 
Court’s limited exceptions to patent-eligible subject 
matter.  Only if an invention is clearly not patent 
eligible under these limited exceptions has this 
Court excluded the invention from patent protection. 


In addition, the Federal Circuit’s mandatory 
test excludes from the definition of “process” in one 
section of the Patent Code—and thus excludes from 
patent protection—biotechnology and medical 
processes that are specifically contemplated as 
patent eligible in other sections of the Patent Code.  
This conflict between sections of the Patent Code is 
contrary to the rules of statutory construction. 


Accordingly, the Court should reverse the 
Federal Circuit’s improper adoption of the 
inappropriately narrow and rigid “machine-or-
transformation” test. 
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INTERESTS OF THE AMICUS CURIAE


The Houston Intellectual Property Law Association
(HIPLA) is an association of over 400 lawyers and other
professionals who work in the Houston, Texas area.1


Founded in 1961, HIPLA is one of the largest
associations of intellectual property practitioners in the
country. No HIPLA member has served as record
counsel to any party in the subject of this appeal.


The practice of most of the HIPLA membership
relates in substantial part to the field of intellectual
property law, and HIPLA members are often called upon
to advise their clients in matters involving the statute
at issue in this case, 35 U.S.C. § 101. Members of HIPLA
advise clients from all over the United States and the
world, most of whom routinely file patent applications
in the United States. Each of those patent applications
is subjected to scrutiny by the United States Patent and
Trademark Office under the statute. Once their patents
are allowed, HIPLA members’ clients rely on the validity
of those patents, which is subject to review under the
statute. As such, section 101 is a statutory provision of
great consequence to many clients of HIPLA members.


1. No counsel for a party authored this brief in whole or in
part, and no such counsel or party made a monetary contribution
intended to fund the preparation or submission of this brief.
No person other than the amicus curiae, or its members or
counsel made a monetary contribution to its preparation or
submission. The parties have consented to the filing of this brief.
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Many HIPLA members’ clients file patent
applications directed to software and business methods.
Even companies that appear to be traditional brick–
and–mortar enterprises, such as the energy companies,
have developed large portfolios of software and business
methods patents and patent applications. Software and
business methods patents and patent applications are
among the patent properties adversely affected by the
decision under appeal here.


Because the Federal Circuit has improperly narrowed
the scope of the statute as it applies to processes from
that established by this Court in Diamond v. Diehr, this
Amicus respectfully requests this Court to reverse such
holding. Diamond v. Diehr, 450 U.S. 175 (1972). Because
the Federal Circuit has improperly established the
“machine–or–transformation” test for patent eligibility,
this Amicus respectfully requests this Court to reverse
such holding.The United States Patent and Trademark
Office (hereinafter the “USPTO”) rejected the claims of
the instant patent application under 35 U.S.C. § 101. The
Court of Appeals for the Federal Circuit (hereinafter the
“Federal Circuit”) affirmed the rejection. In re Bilski, 545
F.3d 943 (Fed. Cir. 2008), cert. granted 129 S. Ct. 2735 (U.S.
2009) . In its decision, the Federal Circuit adopted the
machine–or–transformation test as the sole test governing
section 101 analysis for process patents.
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SUMMARY OF THE ARGUMENT


The Patent System is very important to the economy
of the United States. It provides the context for much
of the wealth owned by companies and for employment
in the United States and around the world. Further,
owners use their intellectual property not merely to
protect the benefits of their substantial research and
development investments from exploitation by both
domestic and foreign enterprises, but also to generate
licensing revenue and as leverage in collaborative
agreements. All of those uses rely on a stable Patent
System.


The Federal Circuit’s Bilski opinion disrupts that
stability. One example of that disruption is that the
Board of Patent Appeals and Interferences now
generally applies the Bilski opinion in such a way that
claims to software, standing alone, and transformation
of data, standing alone, are not patentable subject
matter. A second example is that applying the Federal
Circuit’s machine–or–transformation test to important
patents which have issued in recent years might have
invalidated those patents, which would have been
detrimental to the United States economy. Others will
argue that the Federal Circuit’s Bilski opinion is
inconsistent with this Court’s precedent. We will focus
on the disruptions to the stability of the Patent System
caused by those inconsistencies.


This Court should reject the machine–or–
transformation test.
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ARGUMENT


A. The Federal Circuit’s Adoption of the “Machine–
or–Transformation” Formula as the “Only
Applicable Test” to Determine Patent Eligibility
for a Process Threatens to Stifle Innovation, a
Key Driver of the Nation’s Economy


1. The Patent System is a Key Driver of the
United States Economy and Should Adapt to
Changing Times


The United States economy has undergone an
enormous change in the last few decades. We have moved
from a brick–and–mortar economy to one that relies on
such technologies as the Internet, e–commerce, and
cellular telephones. Technological revolutions are not
uncommon in United States history and often induce
discussions about patent quality:


[W]henever the United States has undergone
a major industrial renaissance – such as
occurred during the nineteenth century when
first steam and then later the telegraph,
telephone, and electric power industries
emerged2 – the number of new patents [has]
skyrocketed, as have concerns about a
resulting decline in patent quality and an
increase in patent litigation. So in 1836, and


2. See also KEVIN G. RIVETTE & DAVID KLINE, REMBRANDTS


IN THE ATTIC 15 (Harvard Bus. Sch. Press 2000). Figure 1–2
shows several other industrial evolutions, including Auto and
Air in the early 20th century, Synthetics and Aerospace in the
1960s and 1970s and the current High Tech revolution.
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again in 1870, Congress reformed the patent
system to better enable it to meet the
demands of new technologies and new
industries. MARSHALL PHELPS & DAVID KLINE,
BURNING THE SHIPS, INTELLECTUAL PROPERTY


AND THE TRANSFORMATION OF MICROSOFT, 161
(John Wiley & Sons 2009).


Indeed, the Congress is considering, as it did in its last
session, sweeping revisions to the Patent Statute.
35 U.S.C. § 101, et seq.


Such changes are to be expected and are healthy.
Patent law, as an enabler of innovation, must keep up
with the times and changes to technology. Changes to
patent law should be made carefully, though, and should
be made in the context of the long history of the Patent
Statute and be sensitive to the fact that current owners
of patent properties, such as patents, patent
applications, and licenses to patents or patent
applications, have relied on the current state of the law
in acquiring and applying such assets.


For example, patent holders have gone beyond
using patent properties in the traditional negative
sense, i.e., preventing others from making, using, selling,
offering to sell, or importing the patented invention.
Patents are also used to generate licensing revenue for
their owners in return for the right to practice the
patented invention. See Ronald A. Katz, Secrets of the
Trade: An Inventor Shares His Licensing Know–How,
in MAKING INNOVATION PAY: PEOPLE WHO TURN IP INTO


SHAREHOLDER VALUE 177, 182 (Bruce Berman, ed. 2006)
(describing a “business model” for licensing patents).
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Further, some patent property holders have realized
that “IP’s greatest value [lies] not so much in being a
weapon against competitors, but rather in serving as a
bridge to collaboration with other firms that would
enable companies to acquire technologies and
competencies they needed to compete successfully.”
PHELPS & KLINE, supra, at 5 (emphasis in original). For
Microsoft Corporation, one of the America’s leading
technology companies, “these IP–enabled collaborations
have led to greater success . . . in the marketplace,
materially enhanced the company’s bottom line, and
advanced the interests of [its] shareholders.” Id. at 142.


These strategies rely on a stable Patent System and
anything other than carefully measured changes could
disrupt the entire structure. See Festo Corp. v. Shoketsu
Kinzoku Kogyo Kabushiki Co., 535 U.S. 722, 739 (2002)
(“courts must be cautious before adopting changes that
disrupt the settled expectations of the inventing
community”). It is difficult, for example, to seek
enforcement of one’s patent rights, attempt to license a
patent, or work out a collaborative agreement when the
patent property bases of such efforts suddenly become
invalid. But that is exactly the cloud that the Federal
Circuit‘s decision has caste. The next section of this brief
provides some examples, illustrative of the decision’s
broad negative impact on the patent system.


This is not an abstract problem without economic
implications. According to one commentator:


intellectual property has now become the chief
source of wealth of the modern corporation.
IP and other intangible assets today account
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for upwards of 80 percent of the market
capitalization of all public companies in the
world—with brands, copyrights, patents and
technological know–how now comprising the
lion’s share of these intangibles. PHELPS &
KLINE, supra, at 137.


One important set of intellectual property rights that is
directly threatened by the Federal Circuit’s Bilski
decision is software. “Intellectual property rights in
software are now essential to the jobs and living
standards of tens of millions of people the world over.
Of the 1.2 trillion dollars spent worldwide on information
technology this year, 21 percent of that will go towards
software. Yet that 21 percent produces more than half
of the 35 million jobs worldwide in the information
technology sector.” PHELPS & KLINE, supra, at 163.


The Federal Circuit’s decision to adopt the machine–
or–transformation test as the only test for patentable
subject matter is a drastic, unjustified, and improvident
change of direction for patent law. It should be rejected.


2. The “Machine–or–Transformation” Formula
Threatens the vitality of many Software
Patents


In the decision under appeal, the Federal Circuit
observed that “a claim is not a patent–eligible ‘process’
if it claims ‘laws of nature, natural phenomena, [or]
abstract ideas.’” In re Bilski, 545 F.3d at 952, quoting
Diamond v. Diehr, 450 U.S. 175, 185 (1972)). The Federal
Circuit further observed this Court’s distinction
“between those claims that ‘seek to pre–empt the use
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of ’ a fundamental principle, on the one hand, and claims
that seek only to foreclose others from using a particular
‘application’ of that fundamental principle, on the other.”
Id. at 953, (quoting Diehr, 450 U.S. at 187). The Federal
Circuit then adopted the “machine–or–transformation”
formulation as the governing test for determining if a
claimed process is “tailored narrowly enough to
encompass only a particular application of a
fundamental principle rather than to pre–empt the
principle itself,” i.e., whether a process is patent–eligible
under 35 U.S.C. § 101. Id. at 954, 956. The Federal
Circuit’s formulation of that test is: “A claimed process
is surely patent–eligible under § 101 if: (1) it is tied to a
particular machine or apparatus, or (2) it transforms a
particular article into a different state or thing.”
Id. at 954. The Federal Circuit determined that the
“machine–or–transformation” is to be the “sole test
governing § 101 analysis.” Id. at 955–956.


Thus, rather than adopting the test annunciated
under Diehr that a process is patent–eligible if it is
tailored narrowly enough to encompass a particular
application of a fundamental principle, rather than the
principle itself, and rather than adopting the machine–
or–transformation test as one test for patent eligibility,
the Federal Circuit adopted its new machine–or–
transformation test as the only test.


One quasi–judicial body charged with applying the
Federal Circuit’s machine–or–transformation test is the
Board of Patent Appeals and Interferences (hereinafter
“BPAI”) within the United States Patent and
Trademark Office (hereinafter “USPTO”). The BPAI’s
implementation of the machine–or–transformation test
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since the Federal Circuit’s Bilski decision has been, in
the words of one commentator, a “mess.” See Peter Zura,
Bilski at the BPAI–What a Mess (Part 1), The 271 Patent
Blog, http://271patent.blogspot.com/2009/06/bilski-at-
bpai-what-mess-part-1.html (last visited July 8, 2009).
As of June 16, 2009, “section 101 rejections [had] a 92%
rate of being at least partly affirmed at the BPAI in
2009.” Id. All “of the BPAI’s cases in 2009 dealt with
business methods and algorithmic processes. The 92%
rate is remarkable, given the fact that, as recently as
2005, the BPAI did not uphold a single rejection based
on patentable subject matter.” Id. (emphasis in original).
Thus, the Federal Circuit’s decision in this case has
fundamentally changed section 101 law, at least as it
respects business methods and algorithmic processes.


a. The BPAI has applied the Federal
Circuit’s Bilski  opinion as a broad
exclusion over software.


The BPAI analysis of patentability of a process
under the Federal Circuit’s Bilski decision is an exercise
in formalistic reasoning. The BPAI typically does not
deal with the questions of whether or not the claim
covers a law of nature or natural phenomenon and
whether or not the claimed subject matter sets out “’[a]
procedure . . . [a] series of actions, motions, or operations
definitely conducing to an end, whether voluntary or
involuntary.’” In re Bilski, 535 F.3d at 952 (definition of
“process”). Those questions are most likely answerable
upon a quick inspection of the claim. Instead, the BPAI
moves directly to the question of whether the claimed
subject matter is unpatentably abstract. In some cases,
the BPAI considers the abstraction question as one of







10


whether or not the claim pre–empts the use of a
fundamental principle. See, e.g., Ex Parte Barnes, 2009
WL 164074 at *6 (BPAI January 22, 2009)(“A claim that
is drawn only to the analyzing of data . . . is a claim that
seeks to pre–empt the use of a fundamental principle”).
In other cases, the BPAI decides the abstraction issue
using the machine–or–transformation test. See, e.g.,
Ex Parte Hardwick, 2009 WL 1796055 at *4–5 (BPAI
June 22, 2009)(invention “not tied to a particular
machine” and does not transform an article).


The BPAI appears to have arrived at some general
rules:


1. It has been found that software, such as a data
processing program, standing alone, does not satisfy the
machine element of the machine–or–transformation test.
See, e.g., Ex Parte Petculescu, 2009 WL 1718896 at * 8
(BPAI June 4, 2009) (“Software in itself, with no
structural tie to an article of manufacture, machine,
process or composition of matter, is not patentable
subject matter” (citing In re Nuijten, 500 F.3d 1346,
1357 (Fed. Cir. 2007)); Ex Parte Mau, 2009 WL 1182161
at *11 (BPAI May 1, 2009) (“[c]omputer programs and
data structures are not physical machines”).


2. It has been found that a claim that recites an
otherwise unpatentable method does not become patent
eligible simply because the claim recites the method
being run on a general purpose computer. See, e.g.,
Ex Parte Avinash, 2009 WL 1714570 at *9, *11 (BPAI
June 2, 2009) (“Even assuming that the claimed temporal
processing unit introduces structure into claim 1, we
still find that the claim recites no more than a general–







11


purpose controller or computer (FF 14) that preempts
substantially all practical applications;” “a general
purpose computing system does not tie claim 10 to a
special purpose or particular machine” (emphasis in
original)).


3. It has been found that transforming data does
not satisfy the transformation test, See e.g., Ex Parte
Verhaegh, 2009 WL 1719535 at * 14 (BPAI June 11, 2009)
(“The steps of process claims 1–5 also failed the second
prong of the machine–or–transformation test because
the data process in the claims do not represent physical
and tangible objects”); Ex Parte Patculescu, supra, at
*7 (the “purported transformation of data without a
machine, is insufficient to establish patent–eligibility
under § 101” (citing In re Bilski, 545 F.3d at 961));
Ex Parte Busche, 2009 WL 1707168 at *10 (BPAI May
28, 2009) (“the data represents information about a
generic training and testing data set, which are
intangible data;” the data is not transformed), unless
the (a) data clearly representing physical and tangible
objects, such as bones, organs, and other body tissue;
and (b) the transformation of raw data into a particular
visual depiction of a physical object on a display
(i.e., the Adele exception). See, e.g., Ex Parte Avinash,
supra at *12; Ex Parte Caputo, 2009 WL 1747508 at *3
(BPAI June 18, 2009)(“‘So long as the claimed process
is limited to a practical application of a fundamental
principle to transform specific data, and the claim is
limited to a visual depiction that represents physical
objects or substances, there is no danger that the scope
of the claim would wholly pre–empt all uses of the
principle’” (quoting In re Bilski, 545 F.3d at 962).
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4. It has been found that reciting a computer in the
preamble of a claim is usually found to be merely an
exercise in claim drafting, see, e.g., Ex Parte Greene,
2009 WL 1134839 at *7 (BPAI April 24, 2009) (“merely
adding a nominal recitation of conventional computer
hardware in a claim otherwise directed to a pure
mathematical algorithm is merely an exercise in claim
drafting that cannot, by itself, render the claim
statutory”), or merely a field of use recitation and
insufficient to transform an otherwise unpatentable
method claim into patentable subject matter. See, e.g.,
Ex Parte Dang, 2009 WL 1892586 at *4 (BPAI June 29,
2009) (“although the claim preamble recites the method
as being computer implemented, we consider it to be
merely a field of use recitation . . . [s]ince the reference
to a computer is not again mentioned in the claim, we
find that claim 1 fails to be tied to a particular machine
or apparatus” and thus non–patent eligible subject
matter).


5. On the other hand, it has been found that the
recitation of a computer in the preamble and later in
the body of the claim does recite patentable subject
matter. See, e.g., Ex Parte Altman, 2009 WL 1709111 at
*6 (BPAI May 29, 2009) (preamble recites host
multiprocessor system’s operating system and claim
body recites “a local lookaside table that receives a
target virtual memory address and outputs a host
memory address and page access rights” indicating that
“execution by a machine is required” and the claim
recites patentable subject matter (emphasis in original)).


6. Finally, it has been found that recitation of
elements in the means–plus–function format satisfies
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the machine prong of the machine–or–transformation
test. See, e.g., Ex Parte Verhaegh, supra, at *7 (elements
in means plus function format are presumed to require
construction under 35 U.S.C. § 112 implying that the
claim is directed to a machine).


These examples, taken either individually or as a
whole, provide clear evidence of the problems with the
rigid Bilski machine–or–transformation test. The
machine prong of that test is implicitly at odds with
language this Court quoted in Diehr, i.e., that “the tools
to be used . . . . may be of secondary consequence.”
Diehr, 450 U.S. at 183-84 (quoting Cochrane v. Deener,
94 U.S. 780, 787–788 (1877)). The Bilski test on the
contrary raises the “tool” to having primary significance.


The transformation component of that test is equally
at odds with this Court’s precedent. Although this court
has frequently used the phrase “transformation and
reduction of an article” in its opinions, the focus has
always been on the fact that “[t]he process requires that
certain things should be done with certain substances,
and in a certain order; but the tools to be used in doing
this may be of secondary consequence.” Id. at 183
(quoting Cochrane, 94 U.S. at 780, 787; and that
“Transformation and reduction of an article ‘to a
different state or thing’ is the clue to the patentability
of a process claim that does not include particular
machines, Id. The Bilski focus on the article changes
the focus from the nature of the process – to do
something in a certain order – to a focus on the object
of the process. That is a more limiting standard than
either the Patent Statute or this Court’s precedent
requires and should be overruled.
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As the above BPAI examples indicate, the Federal
Circuit’s Bilski decision has resulted in a significantly
different outcome for recently filed patent applications
than would have been expected heretofore. As the
examples below further indicate, the decision also raises
questions regarding the state of long issued patents on
which a significant portion of the economy relies.


b. The machine–or–transformation test’s
negative impact on important patents.


As discussed above, intellectual property rights are
vitally importantly throughout the world and
particularly in the United States. The change to the law
brought about by the Federal Circuit’s Bilski opinion
might be argued to be a vehicle to invalidate some of
those important patents. Several examples follow.


i. Dell Computer Corporation’s “build–
to–order” patents.


In the late 1990’s Dell Computer Corporation soared
to the top of the personal computer business. RIVETTE


& KLINE, supra n.2, at 34. The key to Dell’s success was:


a unique ‘build–to–order’ direct sales model
that enables buyers to order a custom–
configured PC via the Internet or an 800
number. These orders are then processed
through continuous–flow manufacturing,
configuration, and customer service operation
for delivery to home or office within 72 hours.


Id. at 34–35.
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Dell patented some of those processes. A Westlaw
search of issued patents with Dell as the assignee and
“build–to–order” as a search term results in
approximately 160 hits. Dell did not just sit on its
patents. Instead:


[i]n the spring of 1999, the company cross–
licensed its patents to IBM in a $16 billion deal
that enabled each to plug key holes in their
respective businesses. Dell gained access to
IBM’s patented PC components, and IBM
obtained access to Dell’s patented systems for
running a successful build–to–order direct
sales effort. Id. at 36.


This is an example of the collaborative use of a patent
portfolio that was discussed above. Arguably, the
agreement would not have been possible without Dell’s
patenting of its build–to–order manufacturing system.


One patent that may have been included in Dell’s
cross–license with IBM was U.S. Patent No. 5,963,743,
entitled Database for Facilitating Software Installation
and Testing for a Build–to–Order Computer System,
which issued on October 5, 1999. U.S. Patent No.
5,963,743 (issued Oct. 5, 1999) (“‘743 Patent”). The ‘743
Patent is directed to “an improved method for installing
software and testing computer systems before they are
shipped to customers.” ‘743 Patent at column 2, lines
30–32.
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Claim 1 of the ‘743 Patent is repeated below:


1. A database for use by a system database in
the manufacturing of a build–to–order
computer system comprising: a step table
containing a set of software installation and
testing steps shared among different
components of substantially all computer
systems being manufactured, wherein a
prescribed software installation or testing step
is executed by the system database during the
manufacturing of the build–to–order computer
system to facilitate a corresponding software
installation or testing for the build–to–order
computer system, the step table including an
aftercode attribute identifying whether a halt
or reboot is required after a corresponding step
is executed; and a component table coupled to
the step table, the component table containing
a set of substantially all possible components
that are included within the computer systems
being manufactured, wherein the prescribed
software installation or testing step executed
by the system database is determined in
accordance with a corresponding component
included in the build–to–order computer system.


Claim 1 recites a step table and a component table.
The step table contains the software installation and
testing steps necessary to manufacture a build–to–order
computer. The component table contains a set of all of
the possible components that might be used in the
manufacture of the build–to–order computer. The claim
does not describe any particular machine and the
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databases it recites appear to be intended to reside on
a general purpose computer. It could be argued that
claim 1 does not describe any action whatsoever and, in
particular, does not describe a “transformation.”


Therefore, if faced with determining whether claim
1 of the ‘743 Patent recites patentable subject matter,
the BPAI might today determine that it does not. The
BPAI might reason that the claim is to a “general
purpose computer that has been programmed in an
unspecified manner to implement the functional steps
recited” in the claim, Ex Parte Cornea–Hasegan, 2009
WL 86725 at *4 (BPAI January 13, 2009), and thus that
it does not satisfy the “machine” prong of the machine–
or–transformation test. Similarly, the BPAI might today
find that claim 1 does not satisfy the transformation
prong because the claim describes no action at all.


Thus, had the Federal Circuit’s Bilski decision been
in place when Dell was prosecuting the ‘743 Patent in
the USPTO, the ‘743 Patent might not have issued, or
at least not in its current form. Dell might have been
deprived of a major component of its deal with IBM,
the deal might not have happened, and both Dell and
IBM would have been the poorer for it.


ii. AT&T’s linear programming patent.


U.S. Patent No. 4,744,028, entitled Methods and
Apparatus for Efficient Resource Allocation, U.S. Patent
No. 4,744,028 (issued May 10, 1988) (“‘028 Patent”), is
sometimes cited, by even those that are hostile to
software patents, “as an example of what a software
patent should be: a highly specific, nontrivial
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contribution to practical knowledge.” JAMES BESSEN &
MICHAEL MEURER, PATENT FAILURE, HOW JUDGES,
BUREAUCRATS, AND LAWYERS PUT INNOVATORS AT RISK,
202 (Princeton Univ. Press 2008). It is directed to
optimizing resource allocations, particularly among
telecommunications transmission facilities.


AT&T obtained a patent on the algorithm in 1988
and “developed a product (KORBX), bundling the
software with a high–performance computer. Although
AT&T did make a small number of sales and also
apparently licensed the patent, this effort was not a
significant commercial success.” Id.


Claim 1 of the ‘028 Patent is repeated below:


1. A method for allocating the available
telecommunication transmission facilities
among the subscribers demanding service at
a particular time so as to reduce the total cost
of operating said transmission facilities,
where the available transmission facilities, the
subscribers, and the total cost are related in
a linear manner, said method comprising the
steps of:


tentatively and iteratively reassigning said
available telecommunications transmis-
sion facilities to said subscribers so as
to reduce said total costs at each said
reassignment,
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each said reassignment being determined by
normalizing the previous assignment
with respect to constraints on said
allocations,


terminating said iterative reassigning
steps when said costs are below a
preselected threshold, and


allocating said transmission facilities in
accordance with the reduced cost
assignment.


If asked to review this claim in light of the Federal
Circuit’s Bilski decision, the BPAI might today find that
it does not recite patentable subject matter. The BPAI
might find that, although the claim mentions
“telecommunications transmission facilities” in the body
of the claim, the subject matter of the claim is not tied
to those facilities. Instead, the claim describes a series
of steps to be performed by a general purpose computer.
Consequently, the BPAI might decide that the claim
merely recites software and does not satisfy the
“machine” prong of the machine–or–transformation test.


Further, the BPAI might today decide that, while
transmission facilities are allocated in the last step of
the claim, that allocation is represented by mere data
in the computer and the transmission facilities are not
transformed by the claimed process. See Ex Parte
Nawathe, 2009 WL 327520 at *4 (BPAI February 9, 2009)
(transforming input XML documents into represented
data is not a transformation because “documents are
not an article . . . [r]ather, they are mere data that
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represent such entities”). Accordingly, the BPAI might
find that the claim does not satisfy the transformation
prong of the machine–or–transformation test and that,
as a result, the claim does not qualify as patentable
subject matter. As a result, an exemplary software
patent may not have issued.


One commentary criticizes the ‘028 Patent saying
that “serious questions exist as to the boundaries of even
this patent, questions as to whether its claims are truly
novel, and whether Karmaker [the inventor] actually
‘possessed’ all the technologies claimed.” BESSEN &
MEURER, supra, at 202. These questions illustrate a
better approach to questioning the validity of this
patent. The threshold for patentable subject matter
should be low, and should not exclude software, and the
other tests for patentability, i.e., novelty under 35 U.S.C.
§ 102, obviousness under 35 U.S.C. § 103, and the
various requirements of 35 U.S.C. § 112, should be
applied as more appropriate gate–keepers.


iii. Sperry Corporation’s LZW compres-
sion patent.


Law.com describes U.S. Patent No. 4,558,302,
entitled High Speed Data Compression and
Decompression Apparatus and Method, U.S. Patent No.
4,558,302 (issued Dec. 10, 1985) (“‘302 Patent”), as “the
patent that spurred the growth of the Web from little
known medium used by techies for sending files to a
worldwide phenomena.” Alan Cohen, The Squishy
Patent, NAT’L L.J., Aug. 8, 2002, http://www.law.com/jsp/
article.jsp?id=1028321281489 (last visited July 9, 2009).
“The LZW algorithm provides a fast, elegant way to
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compress and decompress data. It is the trick that allows
Web users to view photos and animations without
waiting hours for them to download. Every time you call
up CNN.com, Yahoo or just about any other Web site,
you’re looking at LZW compression in action.” Id.


Claim 107 of the ‘302 Patent is repeated below:


107. In a data compression and data
decompression method, a compression method
for compressing a stream of data character
signals into a compressed stream of code
signals, said compression method comprising
the steps of


storing, in the locations of a memory, strings
of data character signals encountered
in said stream of data character signals,
respectively, said stored strings having
code signals associated therewith,
respectively, said locations of said
memory being accessable by a plurality
of address signals, respectively, each
said string of data character signals
comprising a prefix string of data
character signals and an extension
character signal, said prefix string
corresponding to a string stored in said
memory,


searching said stream of data character
signals by comparaing said stream to
said stored strings to determine the
longest match therewith,
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inserting into said memory, for storage
therein, an extended string comprising
said longest match with said stream of
data character signals extended by the
next data character signal following said
longest match,


assigning a code signal corresponding to said
stored extended string, and


providing the code signal associated with said
longest match so as to provide said
compressed stream of code signals.


If asked to review this claim in light of the Federal
Circuit’s Bilski decision, the BPAI might find that it
does not recite patentable subject matter. The various
steps set out in the claim all appear to be intended to be
performed in software and there is no reference in the
claim to a particular machine. Therefore, the BPAI
might find that the claim does not satisfy the “machine”
prong of the machine–or–transformation test.


Further, the BPAI might today find that the only
thing that is transformed in the claim is data, that
transforming data is not sufficient to satisfy the
“transformation” prong of the machine–or–
transformation test, see Ex Parte Nawathe, supra, at
*4 (transforming data is does not satisfy the
“transformation” prong of the test), and therefore that
claim 107 of the ‘302 Patent does not claim patentable
subject matter.







23


3. The proper standard that should govern in
determining whether a process is patent–
eligible subject matter under section 101 is
the test for processes stated in Diehr


This Amicus believes, for the reasons set out above,
that the Federal Circuit erred in adopting the machine–
or–transformation test as the sole test for determining
whether a process is patent eligible subject matter. The
Federal Circuit seemed reluctant to come to that
conclusion, apparently driven by its interpretation of
this Court’s precedent. See In re Bilski, 545 F.3d at 956
(“we agree that future developments in technology and
the sciences may present difficult challenges to the
machine–or–transformation test, just as the widespread
use of computers and the advent of the Internet has
begun to challenge it in the past decade”). The Federal
Circuit appeared to invite this Court to speak to the
standard, writing that “we recognize that the Supreme
Court may ultimately decide to alter or perhaps even
set aside [the machine–or–transformation test] to
accommodate emerging technologies.” Id.


This Court, however, has already given guidance as
to the proper standard in Diamond v. Diehr. This
Amicus urges this Court to reject the machine–or–
transformation test and return the “[t]ransformation
and reduction of an article ‘to a different state or thing’”
analysis stated in its precedent. Determining whether
a process is patent–eligible subject matter under section
101 should be a two–step process: (a) determine whether
the process falls under one of the exclusions from patent
coverage (laws of nature, natural phenomena, and
abstract ideas), and, if not, (b) apply the general rule
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for process claims set out by the Court in Diehr : “[t]he
process requires that certain things should be done with
certain substances, and in a certain order; but the tools
to be used in doing this may be of secondary
consequence,” Id., at 184 (quoting Cochrane, 94 U.S. at
780, 787–88); and that “‘[t]ransformation and reduction
of an article “to a different state or thing” is the clue to
the patentability of a process claim that does not include
particular machines.’” Diehr, 450 U.S. at 184 (quoting
Gottschalk v. Benson, 409 U.S. 63, 70 (1972)).


To determine if a process falls under the “abstract
ideas” exclusion, the test should be whether the claim
seeks to pre–empt the use of a fundamental principle
as opposed to seeking to foreclose others from using a
particular “application” of that fundamental principle,
as set out in Diehr.


The long period of time and the tremendous
technological advances that have occurred since the
Cochrane opinion issued in 1877 justify updating the
portion of the formulation concerning “certain
substances” to include intangible articles, such as
commodity consumption risk and ownership interests,
as in this case, and this Amicus urges this Court to make
that clarification.


Further, this case gives this Court an opportunity
to sweep away other formalisms that have crept into
section 101 law. The Court’s existing precedent in this
area has proven to be all too easily manipulated into
frustrating the intent of Congress that statutory subject
matter should “‘include anything under the sun that is
made by man.’” Diehr, 450 U.S. at 182 (discussing the
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legislative history of the 1952 Patent Act). Is there any
argument that computer software and data are not
“made by man”? And yet, the Federal Circuit, and the
BPAI observing the Federal Circuit’s mandates, has
followed this Court’s precedent to decide that they are
not patentable subject matter. This Amicus urges the
Court to indicate that merely because a claim must be
implemented in software or that it involves solely the
manipulation of data, that claim does not necessarily
pre–empt the use of a fundamental principle.


In summary, this Court has rejected the Federal
Circuit’s attempts to formularize abstract patent law
concepts. See KSR International v. Teleflex, Inc., 550
U.S. 398, 415 (2007) (rejecting the Federal Circuit’s
“rigid approach” to obviousness analysis); Festo Corp.
535 at 738 (rejecting the Federal Circuit’s rigid approach
to prosecution history estoppels); Warner–Jenkinson
Co. v. Hilton Davis Chemical Co., 520 U.S. 17, 39–40
(1997) (refusing to participate in a debate regarding the
“particular linguistic framework” used to analyze the
doctrine of equivalents). The Court should do the same
in this case and reject the machine–or–transformation
test as the sole test for determining whether process
claims recite patentable subject matter.
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B. The Federal Circuit’s Adoption of the “Machine–
or–Transformation” Formula as the “Only
Applicable Test” to Determine Patent Eligibility
for a Process Contradicts the Clear Congressional
Intent that Patents Protect “method[s] of doing
or conducting business.


This Amicus urges this Court to reject the machine–
or–transformation test for patent claims to methods of
doing or conducting business for the reasons described
above. Such claims should be considered patentable
subject matter if they satisfy the Diehr test described
above.
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International Business Machines Corporation 
(IBM) is a globally recognized leader in the field of 
information technology research, development, 
design, manufacturing, and related services.  During 
IBM’s nearly 100-year history, its employees have 
included five Nobel laureates, five National Medal of 
Science recipients, and seven winners of the National 
Medal of Technology.  The United States Patent and 
Trademark Office (PTO) has granted IBM tens of 
thousands of United States patents, including more 
patents than any other corporate assignee for the 
past sixteen years.  IBM has filed amicus briefs in 
other cases before the Court involving interpretation 
of the patent laws.  See, e.g., Quanta Computer, Inc. 
v. LG Electronics, Inc., 128 S. Ct. 2109 (2008); KSR 
Int’l Co. v. Teleflex Inc., 550 U.S. 398 (2007); eBay 
Inc. v. MercExchange, LLC, 547 U.S. 388 (2006). 


In light of its sizeable patent portfolio and diverse 
business interests, IBM can provide a balanced view 
of the patentability standard under 35 U.S.C. 
§ 101—particularly as it relates to the patenting of 
software and business method related inventions.  As 
a leading recipient, licensee, and licensor of patents, 
IBM has a compelling interest in the development of 
clear and consistent rules governing subject matter 
patentability and is committed to maintaining the 
integrity of the United States patent laws—and the 
quality of patents themselves.  IBM has frequently 
been involved in patent litigation, both as a patentee 
seeking to enforce its patent rights and as an accused 
infringer defending itself against others’ claims.  As 
a major force in the information technology industry, 
                                                      
brief through blanket consent letters filed with the Clerk’s 
Office.  
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IBM has firsthand knowledge of the critical role the 
patent laws have played over the last few decades in 
software and information technology research and 
development.   


This case presents the question whether a 
nontechnological business method is patentable 
subject matter.  But the Federal Circuit’s opinion has 
needlessly created confusion regarding the 
patentability of software—the computer-readable 
code embodying functionality in virtually every 
modern information technology system or device.   
Software is the means by which we use our 
computers to do word processing, send email and 
surf the Web; it enables our cellphones to connect to 
wireless networks; it allows air traffic controllers to 
safely schedule the arrival and departure of flights; 
and it permits physicians to diagnose and treat 
illnesses.  Software is, in short, a fundamental, and 
increasingly indispensable, technological innovation. 


In the months since the Federal Circuit issued its 
opinion, and to IBM’s great concern, a number of 
administrative and judicial decisions have rigidly 
applied the “machine or transformation” test to 
question—in some cases explicitly—the patentability 
of software per se.  Software technology is vital in 
addressing society’s most pressing challenges.  IBM 
is committed to ensuring that such technology is and 
remains patentable.   


INTRODUCTION 


Two Terms ago, in KSR International Co. v. 
Teleflex Inc., 550 U.S. 398 (2007), this Court rejected 
the Federal Circuit’s “rigid” test for obviousness 
under Section 103 of the Patent Act in favor of a 
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“flexible” and “functional” approach that returned 
the analysis to the underlying principles of the 
Court’s prior decisions on obviousness.  Id. at 415, 
417.  As the Court explained, the Federal Circuit 
erred in transforming “[h]elpful insights” and 
“general principle[s]” from this Court’s prior case law 
into a “rigid and mandatory formula[ ]” and a 
“formalistic conception” for determining obviousness.  
Id. at 419.   


This case presents a similar situation, and the 
Court’s guidance again is needed—this time to 
return the Section 101 patentability inquiry to a 
flexible, functional approach that values substance 
over form in assessing patentability.  The Court has 
long and often recognized that “ ‘the primary purpose 
of our patent laws is not the creation of private 
fortunes for the owners of patents but is “to promote 
the progress of science and the useful arts,” ’ ” 
Quanta Computer, 128 S. Ct. at 2116 (quoting 
Motion Picture Patents Co. v. Universal Film Mfg. 
Co., 243 U.S. 502, 518 (1917) (quoting U.S. Const., 
art. I, § 8, cl. 8)).2  Determining what kinds of 
inventions the patent laws protect is critical to 
properly promote innovation and balance the rights 
of inventors and the public. The Federal Circuit’s 
splintered decision in this case reflects that court’s 
considerable struggle to settle on a “test” to 
distinguish patentable subject matter from what this 
Court and the patent community have long agreed 
are unpatentable fundamental principles, namely:  
                                                      
2  Article I, § 8, cl. 8 of the U.S. Constitution grants Congress 
the power “[t]o promote the Progress of Science and the useful 
Arts, by securing for limited Times to Authors and Inventors 
the exclusive Right to their respective Writings and 
Discoveries.”  U.S. Const., art. I, § 8, cl. 8.  
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laws of nature, natural phenomena, mental 
processes, and abstract ideas.  But the Federal 
Circuit’s narrow view that a single formalistic test 
determines whether any process constitutes 
patentable subject matter—a test asking whether a 
claimed process is tied to a particular machine or 
transforms a particular article into a different state 
or thing, Pet. App. 12a—is just the sort of rigid  
approach this Court rejected in KSR.   


The proper analysis—as in KSR—is one that 
examines the substance of the invention in view of 
the purpose of the patent laws.  In this case, the 
substantive approach is to determine if the claimed 
process provides a technological contribution and 
thus advances the “useful arts,” without preempting 
the use of laws of nature, natural phenomena, 
mental processes, or abstract ideas.  Such an 
approach will protect the application of fundamental 
principles in inventions that serve the constitutional 
purpose of promoting the useful arts, while avoiding 
removal of these principles from the “storehouse of 
knowledge of all men.”  Funk Bros. Seed Co. v. Kalo 
Inoculant Co., 333 U.S. 127, 130 (1948). 


SUMMARY OF ARGUMENT 


Section 101 is the gatekeeper of the patent system. 
It establishes the threshold requirement that claims 
be drawn to patentable subject matter, which it 
states are “any new and useful process, machine, 
manufacture, or composition of matter, or any new 
and useful improvement thereof.”  35 U.S.C. § 101. 
The constitutional purpose of the patent system and 
this Court’s precedents establish two key limitations 
on patentability:  Inventions which do not involve 
technological contributions are outside the scope of 
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patentable subject matter, as are laws of nature, 
natural phenomena, mental processes, and abstract 
intellectual ideas.  Theoretical or abstract discoveries 
thus are excluded from patent protection.   


The machine-or-transformation test is a useful 
analytical tool to determine whether a claimed 
process impermissibly preempts a fundamental 
principle and is thus unpatentable.  But it would be 
a mistake for courts to rely only on the machine-or-
transformation test when assessing an invention’s 
patentability, because the test diverts the inquiry 
from the central question whether the substance of 
the invention provides a technological contribution 
and instead focuses on the form of the claim.  If 
applied as the exclusive test for determining the 
patentability of all processes, the machine-or-
transformation test will result (and is already 
resulting) in both false positives and false 
negatives—and will be readily circumvented by 
clever patent drafters.  Consistent with the purpose 
of the patent system, the initial and potentially 
dispositive inquiry must always be whether the 
claimed process makes a technological contribution 
to the useful arts.  


This case presents the Court an opportunity to 
clarify the requirements for subject matter 
patentability.  Petitioner Bilski’s claims were 
directed to a nontechnological business method; but 
the Federal Circuit’s machine-or-transformation test 
has put in play the issue of subject matter 
patentability of software.  In view of the critical 
importance of software innovation, this Court should 
confirm that software is a technological field and 
that software inventions are patentable.  
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Information technology systems powered by 
software are pervasive.  From the systems that 
protect our national security,3 control modern 
transportation,4 and help doctors perform precision 
surgery,5 to the systems that run our cars,6 
cellphones,7 and of course our personal computers, 
our everyday lives are in countless ways enabled and 
enhanced by information technology systems.  And it 
is the software in these systems that increasingly 
contains their functionality.   


This case thus requires the Court to strike a 
balance between the technological and 
nontechnological arts, embracing broad patentability 
for the former while excluding the latter from 
patentability.  The question on which that balance 
turns is whether a process provides a technological 
contribution.  Patenting technological inventions 
                                                      
3  See, e.g., Dep’t of Homeland Security, The National Strategy 
to Secure Cyberspace (Feb. 2003), available at http://www. 
dhs.gov/xlibrary/assets/National_Cyberspace_Strategy.pdf.  
4  See, e.g., Dep’t of Transportation, U.S. Department of 
Transportation Announces Computer Software to Improve 
Transportation Decisions, (Oct. 2, 2000), available at 
http://www.dot.gov/affairs/fhwa6300.htm; Heinz Erzberger, 
Transforming the NAS: The Next Generation Air Traffic Control 
System, NASA (2004), available at http://ntrs.nasa.gov/ 
archive/nasa/casi.ntrs.nasa.gov/20050110294_2005093599.pdf. 
5  See, e.g., Isabelle M. Germano, Advanced Techniques in 
Image-Guided Brain and Spine Surgery 49 (2002). 
6  See, e.g., M. Broy, Challenges in Automotive Software 
Engineering, International Conference on Software 
Engineering, Association for Computing Machinery (2006). 
7  See, e.g., Blackberry Operating System Downloads, available 
at http://www.blackberryfaq.com/index.php/BlackBerry_Operati 
ng_System_Downloads. 
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promotes innovation.  No sound patent policy 
supports protection for non-technological processes, 
including non-technological business methods. 


ARGUMENT 


I. THE PROPER INQUIRY FOR PATENTABLE 
SUBJECT MATTER FOCUSES ON 
WHETHER THE CLAIMED PROCESS 
MAKES A TECHNOLOGICAL 
CONTRIBUTION. 


The Constitution does not contemplate unfettered 
authority to issue patents.  See U.S. Const. art. I, § 8.   
Instead, the Constitution provides a “qualified 
authority * * * limited to the promotion of advances 
in the ‘useful arts.’ ”  Graham v. John Deere Co., 383 
U.S. 1, 5 (1966); see also KSR, 550 U.S. at 427 
(reaffirming that patents are designed to promote 
“the progress of useful arts”).  As a result, “[t]he 
standard of patentability is a constitutional 
standard[.]”  Great Atlantic & Pac. Tea Co. v. 
Supermarket Equip. Corp., 340 U.S. 147, 155 (1950) 
(Douglas, J., concurring).   


Consistent with that constitutional standard, this 
Court’s precedents over two centuries have tethered 
patentability to technological innovation.  As the 
Court explained in Pfaff v. Wells Electronics, 
Inc., 525 U.S. 55, 63 (1998), “the patent system 
represents a carefully crafted bargain that 
encourages both the creation and the public 
disclosure of new and useful advances in technology, 
in return for an exclusive monopoly for a limited 
period of time.” (Emphasis added.)   


In fact, Congress created the Federal Circuit as an 
exclusive appellate court for patent cases in hopes 
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that “increased uniformity would ‘strengthen the 
United States patent system in such a way as to 
foster technological growth and industrial 
innovation.’ ”  Markman v. Westview Instruments, 
Inc., 517 U.S. 370, 390 (1996) (emphasis added and 
citation omitted); see also Bonito Boats, Inc. v. 
Thunder Craft Boats, Inc., 489 U.S. 141, 150-151 
(1989) (“The federal patent system thus embodies a 
carefully crafted bargain for encouraging the 
creation and disclosure of new, useful, and 
nonobvious advances in technology and design in 
return for the exclusive right to practice the 
invention for a period of years.”) (emphasis added); 
Diamond v. Chakrabarty, 447 U.S. 303, 316 (1980) 
(“Mr. Justice Douglas reminded that the inventions 
most benefiting mankind are those that ‘push back 
the frontiers of chemistry, physics, and the like.’ ”) 
(citation omitted); Great Atlantic & Pacific Tea Co., 
340 U.S. at 154-155 (Douglas, J., concurring) (“The 
Framers plainly did not want [patent] monopolies 
freely granted.  The invention, to justify a patent, had 
to serve the ends of science—to push back the frontiers 
of chemistry, physics, and the like; to make a 
distinctive contribution to scientific knowledge. * * * 
Patents serve a higher end—the advancement of 
science.”) (emphases added).8 


Patentability has been—and must continue to be—
interpreted with “ ‘reference to [the] standard 
written into the Constitution.’ ”  Graham, 383 U.S. at 
                                                      
8  The technological contribution standard is a constitutional 
one, and all discussion of that standard described in this brief is 
a synthesis of the requirements for subject matter patentability 
under U.S. patent law.  The standards for subject matter 
patentability adopted by non-U.S. jurisdictions have no bearing 
on the constitutional standard that governs here.  
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6 (citation omitted).  Thus, to be patentable, a claim 
must further the purpose “of advancing the useful 
arts—the process today called technological 
innovation.”  Paulik v. Rizkalla, 760 F.2d 1270, 
1276 (Fed. Cir. 1985) (Newman, J.) (en banc); see 
also Karl B. Lutz, Patents and Science: A 
Clarification of the Patent Clause of the U.S. 
Constitution, 18 Geo. Wash. L. Rev. 50, 54 (1949) 
(“The term ‘useful arts,’ as used in the Constitution 
* * * is best represented in modern language by the 
word ‘technology.’”).9  The “most fundamental 
attribute of the useful arts” is that they “relate to 
controlling the forces and materials of nature and 
putting them to work in a practical way for 
utilitarian ends serving mankind’s physical welfare.”  
Robert I. Coulter, The Field of the Statutory Useful 
Arts, Part II, 34 J. Patent Office Soc’y 487, 498-499 
(1952). 


The baseline, then, of this Court’s precedent as 
informed by the constitutional standard of promoting 
the useful arts is that to be patentable subject 
matter, a “process” must involve a technological 


                                                      
9  See also, e.g., In re Foster, 438 F.2d 1011, 1014-15 (CCPA 
1971) (“All that is necessary * * * to make a sequence of 
operational steps a statutory ‘process’ within 35 U.S.C. § 101 is 
that it be in the technological arts.”); In re Musgrave, 431 F.2d 
882, 893 (CCPA 1970) (patentable processes must “be in the 
technological arts so as to be in consonance with the 
Constitutional purpose to promote the progress of ‘useful 
arts.’ ”); see also John R. Thomas, The Patenting of the Liberal 
Professions, 40 B.C. L. Rev. 1139, 1164 (1999) (constitutional 
stricture of promoting the “useful arts” is in contrast to 
promoting the “seven ‘liberal arts’ and the four ‘fine arts’ of 
classical learning.”). 
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contribution.10  And if the process relies on a 
fundamental principle—a law of nature, abstract 
idea, natural phenomena or mental process—that 
process as claimed in the patent must represent a 
specific application of that principle to avoid 
preempting all its uses.  This Court’s precedents over 
more than a century have identified these 
fundamental principles as belonging to humankind 
and not the proper subject of a patent monopoly.   


Pre-1952 cases.  Long before the 1952 Patent Act 
introduced the term “process” in setting out 
patentable subject matter, this Court had made clear 
that patent protection could extend to processes.11  
                                                      
10  Contrary to the Bilski majority view, the concept of scientific 
or technological innovation is not an ambiguous one.  As Judge 
Mayer pointed out, “the meaning of those terms is not 
particularly difficult to grasp.”  Pet. App. 130a (Mayer, J., 
dissenting).  This is not to say that technology is static.  
Technology, by its nature, is constantly changing, and 
tomorrow’s technological advances often seem unimaginable 
today.  A rigid test for patentability ignores the fundamental 
dynamics of technological evolution that the patent laws are 
designed to protect.       
11  Although the Patent Act did not use the term process until 
1952, “a process has historically enjoyed patent protection 
because it was considered a form of ‘art’ as that term was used 
in the 1793 Act.”  Diamond v. Diehr, 450 U.S. 175, 182 (1981).  
“Analysis of the eligibility of a claim of patent protection for a 
‘process’ did not change with the addition of that term to § 101.”  
Id. at 184; see also S. Rep. No. 82-1979, at 5 (1952) (“Th[e] 
language [of the predecessor provision to § 101] has been 
preserved except that the word ‘art’ which appears in the 
present statute has been changed to the word ‘process.”); 
Tilghman v. Proctor, 102 U.S. 707, 722 (1881) (“A 
manufacturing process is clearly an art, within the meaning of 
the law.”); Cochrane v. Deener, 94 U.S. 780, 787-88 (1877) 
(process is patentable); Corning v. Burden, 56 U.S. (15 How.) 
252, 267 (1854) (same). 
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But the Court’s early decisions also made clear that 
not all processes are patentable.  In 1854, for 
example, this Court rejected as unpatentable a 
process claim broadly covering the concept of 
transmitting messages using an electromagnetic 
current.  See O’Reilly v. Morse, 56 U.S. (15 How.) 62, 
112-113 (1854).  As the Court explained, that claim 
was unpatentable because it would protect, and 
thereby preempt, all conceivable solutions to 
accomplish the recited result.  Id. at 113.  Morse was 
entitled to a patent only for the specific method of 
transmitting messages by way of an electromagnetic 
current that he actually invented—i.e., his 
technological contribution to the useful arts.  Id. at 
117.  Because it properly focused on the substance of 
Morse’s invention and its technological character, the 
Court was able to distinguish between those claims 
that were patentable and those that were 
unpatentable.  See also Rubber-Tip Pencil Co. v. 
Howard, 87 U.S. (20 Wall.) 498, 507 (1874) (“An idea 
of itself is not patentable, but a new device by which 
it may be made practically useful is.”); Le Roy v. 
Tatham, 55 U.S. (14 How.) 156, 175 (1853) (“A 
principle, in the abstract, is a fundamental truth; an 
original cause; a motive; these cannot he patented, as 
no one can claim in either of them an exclusive 
right.”).12 


                                                      
12  The circuit courts routinely applied this first rule of 
patentability in holding method claims unpatentable where 
they make no technological contribution or preempt a 
fundamental principle.  See, e.g., Joseph E. Seagram & Sons, 
Inc. v. Marzall, 180 F.2d 26, 27-28 (D.C. Cir. 1950); Loew’s 
Drive-in Theatres, Inc. v. Park-In Theatres, Inc., 174 F.2d 547, 
553 (1st Cir. 1949); Hotel Sec. Checking Co. v. Lorraine Co., 160 
F. 467, 469-472 (2d Cir. 1908). 
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Post-1952 cases.  As part of a general revision to 
the patent laws in 1952, Congress substituted the 
term “process” for the term “art” in setting out 
patentable subject matter.  Cases following the 1952 
amendment reinforce that patentable “processes” 
require a technological innovation.  In Gottschalk v. 
Benson, 409 U.S. 63 (1972), the Court held 
unpatentable a claimed “method for converting 
binary-coded decimal (BCD) numerals into pure 
binary numerals.”  Id. at 64.  The claimed process 
was unpatentable because it was not “limited to any 
particular art or technology, to any particular 
apparatus or machinery, or to any particular end 
use,” but rather “purported to cover any use of the 
claimed method in a general-purpose digital 
computer of any type.”  Id.  The claimed method did 
not constitute a practical application of any 
fundamental principle and was thus ineligible for 
patent protection.  In ruling, the Court explained 
that although “[i]t is argued that a process patent 
must either be tied to a particular machine or 
apparatus or must operate to change articles or 
materials to a ‘different state or thing,’ ” the Court 
declined to “hold that no process could ever qualify if 
it did not meet the requirements of our prior 
precedents.”  Id. at 71.  


A few years later, in Parker v. Flook, 437 U.S. 584, 
594-596 (1978), the Court held unpatentable a 
claimed method for computing an “alarm limit” in 
the conversion of hydrocarbons.  This claimed 
process was unpatentable because it simply provided 
a formula for computing an alarm limit, without 
specifying or disclosing any relevant variables or 
processes at work.  Id. at 586.  As the Court 
explained, an application of a mathematical formula, 
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principle, or phenomenon of nature may be patented 
only if “there is some other inventive concept in its 
application.”  Id. at 594.  Accord Mackay Radio & 
Tel. Co. v. Radio Corp. of Am., 306 U.S. 86, 94 (1939) 
(“While a scientific truth, or the mathematical 
expression of it, is not a patentable invention, a novel 
and useful structure created with the aid of the 
knowledge of scientific truth may be.”). 


Finally, in Diehr, 450 U.S. 175, the Court held 
patentable a “process for molding raw, uncured 
synthetic rubber into cured precision products” 
because the “claims were not directed to a 
mathematical algorithm or an improved method of 
calculation but rather recited an improved process 
for molding rubber articles by solving a practical 
problem which had risen in the molding of rubber 
products.”  Id. at 177, 181.  As the Court explained, 
“when a claim containing a mathematical formula 
implements or applies that formula in a structure or 
process which, when considered as a whole, is 
performing a function which the patent laws were 
designed to protect (e.g., transforming or reducing an 
article to a different state or thing), then the claim 
satisfies the requirements of § 101.”  Id. at 192. 


All of these cases reiterate that an inventor may 
rely on or apply a fundamental principle to achieve a 
specific technological innovation—but an inventor 
may not claim a process that would preempt all uses 
of that fundamental principle in subsequent 
technological advances.13  “Phenomena of nature, 


                                                      
13  See Andrew A. Schwartz, The Patent Office Meets the Poison 
Pill: Why Legal Methods Cannot be Patented, 20 Harv. J. Law & 
Tech. 333, 357 (2007) (The “clear and consistent body of 
Supreme Court case law establishes that the term ‘invention’ 
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though just discovered, mental processes, and 
abstract intellectual concepts are not patentable, as 
they are the basic tools of scientific and technological 
work.”  Benson, 409 U.S. at 67; accord Chakrabarty, 
447 U.S. at 309 (“The laws of nature, physical 
phenomena, and abstract ideas have been held not 
patentable.”).   


This Court has observed that it is not always easy 
to draw the line between patentable and 
unpatentable subject matter.  See Flook, 437 U.S. at 
589 (“The line between a patentable ‘process’ and an 
unpatentable ‘principle’ is not always clear”); Lab. 
Corp. of Am. Holdings v. Metabolite Labs., Inc., 548 
U.S. 124, 134 (2006) (Breyer, J., dissenting from 
dismissal of writ of certiorari) (“[T]he category of 
non-patentable ‘phenomena of nature,’ like the 
categories of ‘mental processes,’ and ‘abstract 
intellectual concepts,’ is not easy to define.”).14  But 
one unifying principle is evident:  an invention must 
provide a technological contribution to satisfy the 
requirement of patentable subject matter. 


This inquiry can not be addressed by a rigid 
formula; it must be flexible to accommodate the 
changing nature of innovation.  Innovations that are 


                                                      
encompasses anything made by man that utilizes or harnesses 
one or more ‘laws of nature’ for human benefit.”).  
14  The Court has exercised great care in addressing new fields 
of technology—to ensure that early patents do not improperly 
claim a fundamental principle and thereby discourage 
subsequent development.  See, e.g., Flook at 596 (“It is our duty 
to construe the patent statutes as they now read, in light of our 
prior precedents, and we must proceed cautiously when we are 
asked to extend patent rights into areas wholly unforeseen by 
Congress.”).   
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clearly nontechnological—such as Bilski’s claims to a 
method of hedging commodity risk—are not 
patentable subject matter.  On the other hand, 
clearly technological innovations, such as the 
software that operates a magnetic resonance imaging 
(MRI) machine15 or a word processor, are patentable 
subject matter.   


II. THE MACHINE-OR-TRANSFORMATION 
TEST IS A USEFUL, BUT NOT 
UNIVERSALLY DISPOSITIVE, AID TO 
DETERMINING PATENTABILITY. 


The Federal Circuit concluded that its machine-or-
transformation test would “surely” determine 
whether a claimed process is patent-eligible under 
Section 101.  Pet. App. 12a.  While the machine-or-
transformation test may, in some circumstances, be a 
useful analytic tool to determine whether a claimed 
process in fact includes a technological contribution 
that does not preempt a fundamental principle, it is 
far short of a “sure[ ]” one-size-fits-all litmus test for 
subject matter patentability.  Enshrining this test as 
the sole means of determining patent eligibility 
would be detrimental to innovations the patent 
system was intended to promote. By focusing the 
inquiry on whether a process is tied to a particular 
machine or transforms a particular article to a 
different state or thing, the machine-or-
transformation test focuses unduly on the form of the 
claimed process, which in many cases distracts from 
properly evaluating the substance of the invention for 
                                                      
15  See, e.g., Robson Macedo & David Bluemke, New MRI 
Software: Nifty Spins, Imaging Economics (Feb. 2006), 
available at http://www.imagingeconomics.com/issues/articles/ 
2006-02_02.asp. 
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whether it makes a (patentable) technological 
contribution.  


Consider, for example, the patent claim at issue in 
this case.  If Bilski had merely added that the “risk 
hedging” method is performed on a computer, this 
would not appear to change the nature of the 
invention; the method remains unpatentable subject 
matter because it makes no technological 
contribution.  The machine-or-transformation test, 
however, directs the focus to the arbitrarily added 
computer, diverting attention away from what 
should be the substantive inquiry into whether the 
inventive process provides a technological 
contribution. See also Diehr, 450 U.S. at 192 
(warning against “allow[ing] a competent draftsman 
to evade the recognized limitations on the type of 
subject matter eligible for patent protection”).  


The Section 101 inquiry therefore should remain 
focused on the overall purpose of the patent system: 
to protect technological advances.  See General Elec. 
Co. v. Jewel Incandescent Lamp Co., 326 U.S. 242, 
249 (1945) (invention is unpatentable if it “d[oes] not 
advance the frontiers of science in this narrow field 
so as to satisfy the exacting standards of our patent 
system”).  The initial inquiry for patentability should 
be whether the claimed process signifies a useful 
technological advance, with the machine-or-
transformation test as a subordinate inquiry in 
appropriate instances.  Using the machine-or-
transformation test as anything more than a useful 
analytic tool to assist in evaluating whether a non-
preemptive technological innovation is present will 
“risk[ ] hobbling” advances like software technology 
and imperil “patent protection for tomorrow’s 
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technologies.”  Pet. App. 143a (Rader, J., dissenting).  
As this Court stated in KSR, application of the 
patent laws “must not be confined within a test or 
formulation too constrained to serve its purpose.”  
550 U.S. at 427.   


III.  SOFTWARE INVENTIONS THAT MAKE 
TECHNOLOGICAL CONTRIBUTIONS ARE 
PATENTABLE.  


The invention before the Court is directed to a 
method of hedging commodity risk, a 
nontechnological business method.  But the Federal 
Circuit’s opinion addresses much more: “what test or 
set of criteria governs the determination * * * as to 
whether a claim to a process is patentable under 
§ 101 or, conversely, is drawn to unpatentable 
subject matter because it claims only a fundamental 
principle.”  Pet. App. 8a.  And when that court 
assessed Bilski’s claims and found them wanting, it 
drew on its own precedents in a variety of fields— 
including information technology.  See Pet. App. 22a 
(citing, among others, In re Abele, 684 F.2d 902, 903 
(CCPA 1982) (invention in the field of image 
processing “particularly as applied to computerized 
axial tomography or CAT scans”).  It accordingly is 
not particularly surprising that in subsequent 
proceedings before the Board of Patent Appeals and 
Interferences (the “Board”) and in the federal district 
courts, the machine-or-transformation test has been 
automatically applied to information technology 
inventions—with a particular critical focus on 
software. See, e.g., Ex Parte Petculescu, No. 2008-
2859, 2009 WL 1718896, at * 7 (BPAI June 4, 2009) 
(rejecting software per se claims on the basis that 
“[b]ecause the software does not transform a tangible 
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article, the claims do not recite statutory subject 
matter” and the claims “fail the machine-or-
transformation test, and are not patent-eligible 
process claims”); Ex parte Mazzara, No. 2008-4741, 
2009 WL 291178, at *12 n.3 (BPAI Feb. 5, 2009) (“No 
portion of this decision should be interpreted as 
holding that claims to computer software, per se, are 
deemed to be directed to patentable subject matter 
under 35 U.S.C. § 101.”). 


The Federal Circuit’s test has thus precipitated 
confusion, as the Board and the courts struggle to 
determine the subject matter patentability of 
software in cases that heretofore would have been 
properly and easily recognizable as technological 
(and thus presumptively patentable subject matter).  
This sudden and unjustified removal of clearly 
technological inventions from patentability cannot be 
tolerated.    


Software is the means through which innovation is 
expressed in the Information Age; it is “the new 
physical infrastructure of the information age.”  
Report to the President, “Information Technology 
Research: Investing in Our Future,” President’s 
Information Tech. Advisory Comm. (PITAC), Nat’l 
Coordination Office for Computing, Info. & 
Commc’ns (1999).16  We rely daily on software 


                                                      
16  Not only does software perform the functions once the 
province of electrical and mechanical systems, but the field of 
software technology has created new vistas of technological 
innovation that have no analog in their predecessor 
technologies.  For example, a software-controlled electronic fuel 
injection system has replaced, and now performs more 
efficiently the function of, carburetors in our vehicles.  And 
software that performs data mining, see, e.g., U.S. Patent No. 
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embedded in everything from computers to 
automobiles to cell phones to security and medical 
equipment for our continued health, safety, 
employment, communication, and social interaction.  
And it is through software that we are able to take 
on the major challenges confronting our modern 
networked world—including those presented by 
climate change, supply chains for food and medicine, 
security concerns ranging from identity theft to 
terrorism, and the management of financial systems.   


A few examples are illustrative.  To combat the 
wide range of security threats confronting their 
constituents, governments are implementing 
advanced security systems based on sophisticated 
software to perform tasks such as license plate 
recognition, trending analysis, and intelligent 
searching.  These systems allow officials to monitor 
from a central system everything from daily traffic 
patterns to suspicious activities and broader public 
safety concerns.17    


Air traffic control systems also employ 
sophisticated software to process information 
received from multiple inbound and outbound 
aircraft including location, altitude, and speed; to 


                                                      
6,094,651 “Discovery-driven exploration of OLAP data cubes,” is 
a new technological innovation with no hardware analog.  
17  See, e.g., W. David Gardner, Chicago Taps IBM, Firetide to 
Install “Operation Virtual Shield,” InformationWeek (Sept. 27, 
2007), available at http://www.informationweek.com/news/ 
mobility/security/showArticle.jhtml?articleID=202102357; Jim 
McKay, Police Tout License Plate Recognition Systems as the 
Next Big Thing Government Technology (May 12, 2008), 
available at http://www.govtech.com/gt/273037. 
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monitor weather patterns; and to feed this data to 
advanced collision avoidance software systems.18   


Software also enables more efficient resource 
usage.  We typically extract only 1/3 of the oil in an 
existing reserve using current technology.  Software 
imaging techniques enable real-time 3-D models of 
oil reservoirs, reducing guesswork and increasing 
output.19   


Consider, too, software contributing to our Nation’s 
financial security.  Under the Patriot Act, financial 
institutions are required to assess the risk that their 
customers may be laundering money.  Sophisticated 
software systems allow financial institutions to 
collect and analyze millions of pages of data from the 
web and other sources to spot complex patterns 
indicative of potential money-laundering activities 
that could not previously be detected.20  


                                                      
18  See U.S. Centennial of Flight Commission, Air Traffic 
Control, available at http://www.centennialofflight.gov/essay/ 
Government_Role/Air_traffic_control/POL15.htm. 
19  See, e.g., Denise Brehm, MIT, Dep’t of Civil & Envtl. Eng’g, 
CEE Mapping Technology could make oil extraction more 
efficient (Jan. 16, 2009), available at http://cee.mit.edu/ 
news/releases/2009/oilrecovery; see also Dep’t of Energy, 
Diagnostics, Imaging, and Fundamental R&D: Advanced 
Diagnostics & Imaging Research, Oil & Natural Gas Supply & 
Delivery, available at http://fossil.energy.gov/programs/ 
oilgas/fundamental/index.html. 
20 See, e.g., IBM and Semagix Join Forces to Combat Money 
Laundering (Feb. 4, 2004), available at http://domino.watson. 
ibm.com/comm/pr.nsf/pages/news.20040204_money.html; see 
also Corp. for Am. Banking, Anti-Money Laundering (AML) 
Transaction Monitoring Software, available at 
http://www.aba.com/CAB/cab_fortent.htm. 
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In view of the significant technological nature of 
these inventions and the critical global challenges 
they address, IBM finds alarming decisions in the 
wake of Bilski concluding that software is excluded 
from patentable subject matter.  In many instances 
these decisions explicitly acknowledge that the 
identical function deemed unpatentable in software 
would have been patentable if limited to embodiment 
in hardware, and that the mere inclusion of a 
software element in a claim would render the claim 
unpatentable.  See, e.g., Ex Parte Altman, No. 2008-
2386, 2009 WL 1709111, at *5 (BPAI May 29, 2009) 
(“[W]e conclude that the scope of the claimed ‘system’ 
broadly encompasses both statutory (hardware 
based) and non statutory (disembodied software or 
computer program per se) embodiments. * * *  ‘If a 
claim covers material not found in any of the four 
statutory categories, that claim falls outside the 
plainly expressed scope of § 101 even if the subject 
matter is otherwise new and useful.’ ”) (citations 
omitted); Ex Parte Godwin, No. 2008-0130, 2008 WL 
4898213, at *2 (BPAI Nov. 13, 2008) (claim 
unpatentable where specification “clearly indicates 
that Appellants’ invention is not limited solely to 
hardware embodiments” and can “be realized in 
hardware, software, or a combination of hardware 
and software”). 


Such distinction is the height of a form-over-
substance analysis; after all, the Board clearly 
recognizes the patentability of the claimed function, 
and finds that function to be unpatentable subject 
matter only because the function is or may be 
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realized in software.21  Far more troubling is what 
this faulty analysis portends for software innovators.  
Many software inventions are only commercially 
practicable in software or have no hardware analog.  
This leaves software innovators with a Hobson’s 
choice: patent their inventions in hardware—
enabling competitors to learn these innovative 
functions and implement them in software immune 
from claims of patent infringement—or completely 
forgo patent protection for software innovations and 
maintain their secrecy if possible.   


A.  Courts Have Recognized That Software Is 
Patentable Subject Matter. 


The courts have guided the software industry in 
its reliance on patent protection.  In the early days of 
software innovation, copyright was the preferred 
form of intellectual property protection.  See Ronald 
J. Mann, Do Patents Facilitate Financing in the 
Software Industry?, 83 Tex. L. Rev. 961, 971-972 
(2005).  A series of decisions in the early 1990s 
culminating in the First Circuit’s decision in Lotus 
Development Corp. v. Borland International, Inc., 
successively diminished the protection provided by 
copyright to software, recognizing that it was 
inappropriate for copyright law to protect the 
functional aspects of software. 49 F.3d 807 (1st Cir. 
1995), aff’d per curiam by an equally divided Court, 
516 U.S. 233 (1996).  In Lotus, the First Circuit held 
that the menu command hierarchy of a computer 
spreadsheet program was “uncopyrightable” as user 
                                                      
21  By way of analogy, imagine the patent office fifty years ago 
declining to patent an innovative pump system merely because 
it was claimed as an electrically actuated pump rather than a 
manually activated pump.   
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interface software that functions as a method of 
operating a computer program. See 49 F.3d at 819 
(Boudin, J., concurring) (“The computer program is a 
means for causing something to happen; it has a 
mechanical utility, an instrumental role, in 
accomplishing the world's work.”); see also Computer 
Science & Telecomm. Bd., Nat’l Research Council, 
Intellectual Property Issues in Software 24 (1991) 
(“Copyright protection is extended only to expression 
of ideas, not to the underlying ideas themselves.”); 17 
U.S.C. 102(b) (“In no case does copyright protection 
for an original work of authorship extend to any idea, 
procedure, process, system, method of operation, 
concept, principle, or discovery, regardless of the 
form in which it is described, explained, illustrated, 
or embodied in such work.”). While copyright law 
accordingly provides important protections against 
copying the expression embodied in software, the 
functional innovations that software provides are not 
effectively protected by copyright law.    


By limiting copyright protection for software, the 
courts have appropriately guided software 
innovators to seek patent protection.  Josh Lerner & 
Feng Zhu, What is the Impact of Sofware Patent 
Shifts?:  Evidence from Lotus v. Borland, Harvard 
Univ. & Nat’l Bur. of Econ. Research, 25 Int’l J. of 
Ind. Org. 511 (2007); Mann, supra, 83 Tex. L. Rev. at 
971-972 (2005).  This judicial direction has resulted 
in substantial economic, technological, and societal 
benefit because software patents promote innovation 
both within and beyond the field of software.22   
                                                      
22  Without the benefit of patent protection, software companies 
would be forced to rely on secrecy which limits the public’s 
ability to learn from software innovations, since patent 
documents are a significant source of technological disclosure. 
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B.  Software Patent Protection Provides 
Significant Economic, Technological, and 
Societal Benefits. 


The software industry is one of the most vibrant 
sectors of our economy. The software and 
information industries together generated $564.1 
billion in revenue in 2005.  Software & Info. Indus. 
Ass’n, Software and Information Driving the Global 
Knowledge Economy 27 (2008).  These industries 
grew 10.8 percent in 2005, more than three times the 
overall U.S. Gross Domestic Product’s growth of 3.2 
percent that year.  Id. at 7.  The industries also 
represented 13 percent of total overseas sales of all 
U.S. industries in 2004 and grew direct export sales 
by more than 30 percent from 2000 to 2006.  Id. at 9.  
Software and information technology is the fourth 
largest industry in the United States—ahead of food 
manufacturing and telecommunications.  Id. at 8. 


 The software and information technology 
industries are also a significant force in the United 
States labor market.  In 2006, the industries 
employed more than 2.7 million Americans, adding 
more than 400,000 jobs between 1997 and 2006.  Id.  
These gains contrasted sharply with declines in 
other industries, including telecommunications         
(-8%), transportation equipment manufacturing         
                                                      
See, e.g., In re Alappat, 33 F.3d 1526, 1571 (Fed. Cir. 1994) 
(Newman, J., concurring). Given the reality that software 
source code is human readable, and object code can be reverse 
engineered, it is difficult for software developers to resort to 
secrecy. Thus, without patent protection, the incentives to 
innovate in the field of software are significantly reduced. 
Patent protection has promoted the free sharing of source code 
on a patentee’s terms—which has fueled the explosive growth of 
open source software development. 
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(-13%), and chemical manufacturing (-13%).  Id.  
Additionally, the U.S. Department of Labor has 
projected the labor market in the software industry 
will continue to be among the fastest growing from 
2006 to 2016.  Dep’t of Labor, Occupational Outlook 
Handbook 9 (2008). And it projects that computer 
software engineers will enjoy the largest job growth 
for candidates with bachelor’s degrees during that 
time, with doctoral degree recipients in the field of 
computer research and information science projected 
to enjoy the second-fastest growth in job 
opportunities.  Id.  Protecting software patents is 
essential to the continued expansion of this labor 
market.  


 The benefits of software innovation also extend to 
other industries.  Software is an enabling technology, 
and software innovations are not confined to 
software companies.  They help drive innovations in 
many sectors of the American economy, including 
industries such as transportation, security, energy, 
and in biotechnology research.  Supra at 7; see also 
Pet. App. 143a (Rader, J., dissenting) (“Innovation 
has moved beyond the brick and mortar world. * * * 
Today’s software transforms our lives without 
physical anchors.”).   


The economic benefits that flow from software 
innovation are the product of significant investment 
in research and development.  And the incentives 
provided by the patent system encourage that 
investment by providing the same quid pro quo as in 
other technology fields: the promise of economic 
rewards in exchange for the public disclosure of 
useful inventions.  See generally Testimony of 
Nicholas M. Donofrio, Executive Vice President, 
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Innovation and Technology, IBM Corp., Before the 
H.R. Comm. on Science (July 21, 2005); Cong. Office 
of Tech. Assessment, Finding a Balance: Computer 
Software, Intellectual Property, and the Challenge of 
Technological Change, 23 (1992) (recognizing that 
“patent protection is of importance to the U.S. 
software industry”).  The exclusive rights granted to 
patentees encourage software innovators to pursue 
inventions that they might not otherwise pursue, in 
broad and diverse areas.  See generally Mann, supra, 
83 Tex. L. Rev. 961; John R. Allison, et al., Frontiers 
of Intellectual Property:  Software Patents, 
Incumbents, and Entry, 85 Tex. L. Rev. 1579 (2007).   


Patent protection for software protects innovators 
from appropriation of their efforts by “free-riders.” 
Without patent protection, the risk of appropriation 
may force software innovators into other, more 
promising ventures.  See, e.g., Richard S. Gruner, 
Better Living Through Software: Promoting 
Information Processing Advances Through Patent 
Incentives, 74 St. John’s L. Rev. 977, 1004 (2000).  
The free-rider problem is particularly acute in the 
software sector because software products are 
“vulnerable to rapid, inexpensive copying that 
undercuts the initial developer’s opportunity to 
benefit * * *, thereby undermining its incentives to 
invest in software development.”  Pamela 
Samuelson, et al., A Manifesto Concerning the Legal 
Protections of Computer Programs, 94 Colum. L. Rev. 
2308, 2332 (1994).  While literal copying is the 
province of copyright law, the ease of appropriating 
software source code makes the patented inventions 
included in the code uniquely susceptible to instant 
appropriation.   
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As software has grown in importance, investment 
in software research and development now rivals the 
investment in hardware research and development. 
This investment has been steadfast, even during the 
recent economic downturn.  See Justin Scheck & 
Paul Glader, R&D Spending Holds Steady in Slump, 
Wall St. J., A-1 (Apr. 6, 2009).  Moreover, the 
software industry currently commits more than 13% 
of its sales revenue to research and development—a 
figure that is greater than or comparable to other 
research-intensive industries.  Id.; see also Corporate 
R&D Scorecard, Tech. Rev. 56-57 (Sept. 2005).  As 
Judge Mayer noted below, patents are of “undeniable 
importance in promoting technological advances,” 
especially advances that require resources and effort 
to develop.  Pet. App. 122a (Mayer, J., dissenting). 


The disclosure required to obtain a patent ensures 
that “the knowledge of the invention enures to the 
people” and “stimulate[s] ideas and the eventual 
development of further significant advances in the 
art.”  Kewanee Oil Co. v. Bicron Corp., 416 U.S. 470, 
481 (1974).  There is no question that the public 
disclosure required to obtain a patent advances 
knowledge, particularly in the fast-paced world of 
software development, by eliminating the need to 
replicate a past discovery and permitting others to 
build on each discovery as it occurs.  Patents play a 
powerful role in the cumulative improvement of 
inventions.  See Report of the President’s 
Commission on the Patent System, To Promote the 
Progress of * * * Useful Arts in an Age of Exploding 
Technology (1966) (explaining that the “patent 
system encourages early public disclosure of 
technological information,” and that early disclosure 
“reduces the likelihood of duplication of effort by 
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others and provides a basis for further advances in 
the technology involved”); see also KSR, 550 U.S. at 
427 (“These advances, once part of our shared 
knowledge, define a new threshold from which 
innovation starts once more.”).  Disclosure ensures 
that, among other things, university computer 
science students who will be the developers of the 
next generation of software advancements can study 
the inventions that power our existing software 
systems—which would not happen if the inventions 
were kept secret.  In addition, disclosure of software 
inventions promotes collaboration among software 
developers (such as open source development) and 
interoperability among software platforms (such as 
software interoperability standards).23  


There is no dispute that software is the 
infrastructure of today’s information age; it performs 
the same function as hardware did a generation ago 
and enables new functions beyond those hardware 
can embody.  Sound patent policy compels the 
conclusion that software is patentable subject 
matter.   


                                                      
23  Software interoperability standards such as those 
promulgated by the World Wide Web Consortium (w3c) and the 
Internet Engineering Task Force (IETF) are necessary to 
enable the important uses of software, supra at 18-23, which 
require acquisition and assimilation of data from numerous 
heterogeneous sources.  With the advent of patent protection for 
software, firms are able to selectively license innovations on 
favorable terms to the community of standards users, thus 
encouraging other firms to participate in and adopt standards.   
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IV. NON-TECHNOLOGICAL METHODS 
SHOULD NOT BE PATENTABLE. 


Sound patent policy and this Court’s precedents 
support the patentability of technological software 
innovations.  But no sound precedent or policy 
supports extending patent protection to non-
technological inventions, including non-technological 
processes.   


This Court has expressed concern about the 
patenting of nontechnological methods. See eBay 
Inc., 547 U.S. at 396-397 (Kennedy, J., concurring); 
Lab. Corp., 548 U.S. at 135-137 (Breyer, J., 
dissenting from dismissal of writ of certiorari).  
These pragmatic concerns are well-placed; they are 
born of the recognition that non-technological 
processes are by their nature focused on the ends 
achieved, not the technological means for achieving 
those ends.  As a result, nontechnological method 
patents preempt any technological means to achieve 
the claimed results.  


Nor is there any evidence that patent-based 
incentives are needed to spur innovation, or fund 
research and development, particularly for 
nontechnological business methods.  “Nowhere in the 
substantial literature on innovation is there a 
statement that the United States economy suffers 
from a lack of innovation in methods of doing 
business.”  Leo J. Raskind, The State Street Bank 
Decision: The Bad Business of Unlimited Patent 
Protection for Methods of Doing Business, 10 
Fordham Intel. Prop., Media & Ent. L.J. 61, 92 
(1999).  As President Coolidge quipped decades ago, 
“the chief business of the American people is 
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business.”  Claude M. Fuess, Calvin Coolidge, The 
Man from Vermont 358 (1940).     


In addition, to the extent businesses need 
protection for certain aspects of their work that have 
not traditionally enjoyed patent protection, other 
federal and state legal regimes such as unfair 
competition law and trade secret law can and have 
provided that protection.  These legal regimes have 
long policed free-riding and allowed business 
pioneers to reap the rewards of their ideas. See 
Raskind, State Street, 10 Fordham Intell. Prop., 
Media & Ent. L.J. at 92-93 (noting the “substantial 
anecdotal evidence that competition alone serves as a 
sufficient spur to innovation in business methods.”).  
Patent protection is simply not needed to protect 
non-technological business methods from a market 
failure problem or fill a legal void or to enhance 
social welfare. 


For all of these reasons, non-technological business 
methods (like any other nontechnological innovation) 
should not be patentable subject matter. In most 
cases, it is simple to discern whether a claim is 
directed to a technological innovation or a non-
technological innovation such as an abstract 
business method.  For inventions that defy ready 
classification as technological or nontechnological 
processes, the machine-or-transformation test 
provides useful guidance for differentiating results-
oriented claims that will preempt a whole class of 
technological applications or embodiments from 
those that will not.   


Correctly differentiating between these two classes 
is important:  Issuing patents on non-technological 
business methods raises significant competitive 
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concerns and diminishes the general social welfare.  
See, e.g., Malla Pollack, Multiple Unconstitutionality 
of Business Method Patents:  Common Sense, 
Congressional Consideration, and Constitutional 
History, 28 Rutgers Computer & Tech. L.J. 76 (2002) 
(“If we grant rights to exclude unnecessarily, we 
raise prices and limit competition with no quid pro 
quo.”).  Broadly claimed abstract methods restrain 
the ability of competitors to develop alternatives to 
the patented invention, thus thwarting a principal 
aspiration of the patent system, which is to foster 
new alternatives.  Slimfold Mfg. Co. v. Kinkead 
Indus., Inc., 932 F.2d 1453, 1457 (Fed. Cir. 1991) 
(“Designing around patents is, in fact, one of the 
ways in which the patent system works to the 
advantage of the public in promoting progress in the 
useful arts, its constitutional purpose.”).24  


The absence of a compelling policy rationale for 
patents on nontechnological processes, including the 
anticompetitive consequences of issuing these 
                                                      
24 Consider, for example, the now-ubiquitous automated teller 
machine (“ATM”).  Numerous patents cover mechanical, 
electrical, and computer-implemented ATM inventions like card 
readers, touch screens, cash dispensers, statement printers, 
and antitheft mechanisms.  The robust competition within the 
ATM industry exemplifies that these patents have encouraged 
industry participants to innovate and allowed their competitors 
to market alternative designs.  Were abstract business methods 
patentable, an inventor’s claim to a “process of performing 
teller-free transactions” could be considered eligible for 
patenting under Section 101 and thereby stymied the 
technological advances in ATM capability and functionality 
over the years.  Much like claim 8 of Samuel Morse’s telegraphy 
patent, see Morse, 56 U.S. at 113, such an abstract patent, 
untethered to a particular practical application, would 
discourage all others from designing alternative mechanisms 
for meeting the same marketplace needs. 
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patents, counsels that this Court clarify that 
patentable subject matter is limited to inventions 
involving technological contributions.  See eBay Inc., 
547 U.S. at 397 (Kennedy, J., concurring) 
(recognizing the “potential vagueness and suspect 
validity” of many business method patents).  The 
patent system is designed to serve a specific 
constitutional purpose:  advancing the “useful arts.”  
But granting monopolies on nontechnological 
inventions such as abstract ways of thinking about 
business or human interactions has nothing to do 
with advancing the useful arts—and in fact leads to 
market inefficiencies and harms the public welfare.   


Non-technological patents have eroded public 
confidence in our patent system, diminished its 
public benefit, and imposed significant burdens on 
businesses that have dubious claims asserted against 
them.  For example, patents on non-technological 
processes like developing legal strategies should be 
outside the ambit of patentable subject matter.  See 
Stephanie L. Valera, Damned if You Do, Doomed if 
You Don’t: Patenting Legal Methods and Its Affect on 
Lawyers’ Professional Responsibilities, 60 Fla. L. 
Rev. 1145, 1146 (2008) (“Imagine, before advising 
each client, having to confer with the U.S. Patent 
and Trademark Office (USPTO) to determine 
whether another lawyer already owns a patent to the 
legal strategy you wish to propose.  Imagine having 
to pay someone so your client can follow legal advice 
you wish to impart.”); U.S. Patent No. 6,607,389, 
Systems and Methods for Making Jury Selection 
Determinations (issued Aug. 19, 2003).25   


                                                      
25  To be clear, it is not the field of the invention that 
determines patentability—which would be another improper 
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At its core, the patent system serves a 
constitutional purpose of promoting technological 
advances.  The proper definition of patentable 
subject matter therefore cannot and should not 
subject the public to rent-seeking on 
nontechnological innovations.     


The innovative aspect of Bilski’s claims has nothing 
to do with technological advancement; it is about the 
abstract intellectual concept of hedging risk.  But the 
“[t]he patent system is intended to protect and 
promote advances in science and technology, not 
ideas about how to structure commercial 
transactions.”  Pet. App. 106a (Mayer, J., dissenting).  


The constitutional purpose of advancing the 
technological arts would not be served by finding 
Bilski’s process patentable.  See Great Atlantic & 
Pacific Tea Co., 340 U.S. at 156 (“The question of 
invention goes back to the constitutional standard in 
every case.”) (Douglas, J., concurring).  The Court’s 
concern with avoiding the preemption of scientific 
principles is designed to ensure that patents issue 
only for innovations that use or apply those scientific 
principles and make a technological contribution to 
the advancement of the useful arts.  Bilski’s claim 
makes no technological contribution of any kind and 
would effectively grant a monopoly on use of the 
abstract intellectual concept of hedging.  Pet. App. 


                                                      
form-over-substance analysis—but rather, the nature of the 
invention irrespective of field.  It is possible to have 
technological inventions even in fields not generally associated 
with technology; likewise, it is possible to see nontechnological 
innovations in fields generally closely associated with 
technology. 
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134a (Rader, J., dissenting); Pet. App. 106a (Mayer, 
J., dissenting). 


Throughout our history, the constitutional and 
statutory standard for patent-eligible subject matter 
has been sufficiently flexible to adapt to new 
technological innovations—ranging from improved 
methods of manufacturing flour, Cochrane, 94 U.S. 
at 781, 791, to man-made micro-organisms, 
Chakrabarty, 447 U.S. at 318, to a chemical process 
involving a programmed digital computer, Diehr, 450 
U.S. at 191-193.  Each of these flexible applications 
of the appropriate scope of patentable subject matter 
has sought to further technological advances by 
permitting the application of fundamental principles 
to new and useful ends while ensuring that these 
fundamental principles themselves remain available 
to all.  See United States v. Dubilier Condenser Corp., 
289 U.S. 178, 188 (1933) (“the act of invention * * * 
consists neither in finding out the laws of nature, nor 
in fruitful research as to the operation of natural 
laws, but in discovering how those laws may be 
utilized or applied for some beneficial purpose, by a 
process, a device or a machine”).  


The trilogy of Benson, Flook, and Diehr made clear 
that a process, to be eligible for patenting, must be 
more than an abstract idea or concept—even a very 
useful abstract idea or concept.  Bilski’s claimed 
method amounts to a claim on the intellectual 
concept of hedging and was properly denied.  But 
when it announced a one-size-fits-all test for 
patentability in the process of deciding Bilski’s case, 
the Federal Circuit precipitated confusion over its 
applicability to software patentability.  Software is 
and must remain patentable subject matter. 







 
 
 
 
 
 


36 


  


CONCLUSION 


 Patentable subject matter under Section 101 is 
restricted to inventions that involve a technological 
contribution and do not preempt a fundamental 
principle.  Returning the focus to these substantive 
principles of patentability is necessary to restore 
balance to the patent system’s policy objective of 
fostering innovation without improperly impacting 
competition. 
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INTEREST OF AMICUS CURIAE 


Legal OnRamp (LOR) is a law-centered social 
networking website.1


                                            
1 Pursuant to Supreme Court Rule 37.6, amicus Legal 


OnRamp affirms that no counsel for a party authored this brief 
in whole or in part, no counsel or party made a monetary 
contribution intended to fund the preparation or submission of 
this brief, and no person other than amicus, its members, or its 
counsel made a monetary contribution to the preparation or 
submission of this brief.  Letters reflecting counsel for the 
petitioner’s and counsel for the respondent’s blanket consent to 
the filing of amicus briefs have been filed with the Clerk’s office. 


  LOR was founded in 2007 by 
the law firm Orrick, Herrington & Sutcliffe, Mark 
Chandler, General Counsel of Cisco Systems, and 
attorney Paul Lippe, currently Legal OnRamp’s CEO.  
LOR’s goal is to enable attorneys to connect and 
share legal knowledge on a virtual, worldwide basis, 
whether they are in-house counsel or private practi-
tioners.  LOR’s membership includes more than 9,300 
individual attorneys, more than 4,300 of whom 
practice as in-house attorneys for businesses.  The 
members represent all types of legal practice, from 
the largest companies, including several leading U.S. 
banks and major corporations, to the smallest law 
firms. 


LOR’s primary function is to keep its private 
practice and in-house users connected daily so that 
the two groups can share legal information of interest 
to both.  As such, LOR uses many features common 
to other social networking sites, including message 
boards, “walls” for posting messages, closed group 
functions, and open forums for discussion and 
document sharing.  The site also includes a market-
place where in-house counsel can receive project-
specific bids for legal work from firms.  
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Some of the most active areas of LOR are its 


forums and groups.  There, members may participate 
by asking and answering questions, offering advice to 
others, and discussing topics of interest to them.  
Because of the high level of engagement in the LOR 
community, there are often high quality practical and 
theoretical legal discussions occurring in its forums.  
Many of these discussions involve topics important to 
the business interests of LOR’s corporate members. 


The patentability of business methods is a signifi-
cant issue for LOR’s corporate members.  Many of 
these members practice in the fields of software, 
financial services, telecommunications, information 
technology, and more.  In each field, the participating 
corporate members have concerns regarding the 
appropriate coverage of patent claims and the 
breadth of patentable subject matter.  Many of LOR’s 
members would be profoundly affected by a ruling 
affirming the reasoning of the Court of Appeals for 
the Federal Circuit, or by a ruling in favor of the 
patentability of claims to purely abstract business 
methods.  Accordingly, LOR seeks affirmation of the 
judgment below, but on different grounds.  LOR’s 
members have an interest in this case because 
appropriate guidance from the Court will provide 
them with increased certainty regarding the patenta-
bility of their future innovations and the conduct of 
their businesses. 


STATEMENT OF CASE 


The United States Patent and Trademark Office 
rejected the claims of Petitioners’ U.S. Patent Appli-
cation Serial No. 08/833,892 as not directed to patent-
eligible subject matter under 35 U.S.C. § 101.  The 
Board of Patent Appeals and Interferences sustained 
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the rejection.2


(c)  initiating a series of transactions between 
said commodity provider and said market 
participants at a second fixed rate such that  
said series of market participant transactions 


  On appeal to the Court of Appeals for 
the Federal Circuit Petitioners argued that the 
examiner erroneously rejected the claims and that 
the Board erred in upholding that rejection.  The 
Federal Circuit sitting en banc affirmed the decision 
of the Board, concluding that Petitioners’ claims are 
not directed to patent-eligible subject matter, and in 
doing so, sought to clarify the standards applicable in 
determining whether a claimed method constitutes a 
statutory “process” under § 101.  


Claim 1 of Petitioners’ patent application, which is 
considered to be representative of Petitioners’ patent 
claims for the purpose of the issues addressed in this 
brief, reads as follows: 


A method for managing the consumption risk costs 
of a commodity sold by a commodity provider at a 
fixed price comprising the steps of: 


(a)  initiating a series of transactions between 
said commodity provider and consumers of said 
commodity wherein said consumers purchase 
said commodity at a fixed rate based upon 
historical averages, said fixed rate corresponding 
to a risk position of said consumer; 


(b)  identifying market participants for said 
commodity having a counter-risk position to said 
consumers; and 


                                            
2 Ex parte Bilski, No. 2002-2257, 2006 Pat. App. LEXIS 51, 


2006 WL 5738364 (B.P.A.I. Sept. 26, 2006). 
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balances the risk position of said series of 
consumer transactions. 


For the purposes of this brief, Petitioners’ claim 1 
is also considered to be representative of a “pure 
business method” patent claim.  As used herein the 
term “pure business method” means a way of 
conducting a commercial activity that can be readily 
implemented without the use of a computer or other 
machine and does not involve any transformation of 
anything from one state to another.  Further, a “pure 
business method patent” is directed to an abstract 
idea with no particular limitation on how to 
implement the invention.  


The Court granted certiorari on the following two 
questions: 


1.  Whether the Federal Circuit erred by holding 
that a “process” must be tied to a particular 
machine or apparatus, or transform a particular 
article into a different state or thing (“machine-
or-transformation” test), to be eligible for 
patenting under 35 U.S.C. § 101, despite this 
Court’s precedent declining to limit the broad 
statutory grant of patent eligibility for “any” new 
and useful process beyond excluding patents for 
“laws of nature, physical phenomena, and 
abstract ideas.” 


2.  Whether the Federal Circuit’s “machine-or-
transformation” test for patent eligibility, which 
effectively forecloses meaningful patent protec-
tion to many business methods, contradicts the 
clear Congressional intent that patents protect 
“method[s] of doing or conducting business.” 35 
U.S.C. § 273. 
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SUMMARY OF ARGUMENT 


This brief addresses Question 1. While the Federal 
Circuit correctly held that Petitioners’ claim was not 
patent-eligible subject matter, its rationale was 
flawed and has unduly limited the scope of legitimate 
patent-eligible processes under § 101.  Pure business 
methods, including Petitioners’ patent claims, are not 
patent-eligible subject matter under Art I, § 8, Cl. 8 
of the Constitution.  There is significant evidence 
that the granting of pure business method patents 
does not further the constitutionally mandated 
purpose of patents, namely, to encourage the 
progress of the useful arts.  Unlike traditional 
patents on technological advances, the patenting of 
pure business methods is a serious obstacle to inno-
vation because it unduly impedes competition. 


The Federal Circuit erred in promulgating the 
machine-or-transformation test as the exclusive test 
for determining the patent eligibility of process 
patent claims.  Instead, the Court should reaffirm the 
flexible two-part inquiry set forth in Diamond v. 
Diehr.3


                                            
3 Diamond v. Diehr, 450 U.S. 175 (1981). 


  Not only does the Diehr test avoid the preju-
dice to legitimate business and innovation inherent 
in an unduly rigid machine-or-transformation test, 
but it provides an effective screen against attempts to 
patent a pure business method, such as the method 
that Petitioners seek to patent, which impedes 
competition without promoting technological innova-
tion.  Petitioners’ patent claim pre-empts an abstract 
idea, thus failing the first prong of the Diehr test.  At 
most, the application of the abstract ideas in Peti-
tioners’ patent claim, hedging risk in commodities 
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trading, is an insignificant addition to an abstract 
idea, which fails the second prong of the Diehr test.   


ARGUMENT 


I. PURE BUSINESS METHODS ARE NOT 
PATENTABLE SUBJECT MATTER 


A. The Patenting of Pure Business 
Methods Does Not Promote “Progress” 
Within The Meaning Of Art I, § 8, Cl. 8. 


The Constitution ultimately governs the issue of 
patent-eligible subject matter.4  The power to issue 
patents, conferred upon the Congress by Art I, § 8, 
Cl. 8, of the Constitution, is qualified by the stated 
purpose that the patent should “promote the progress 
of science and useful arts”.5  The Patent Clause 
reflects a balance between the need to encourage 
innovation and the avoidance of monopolies which 
stifle competition without any concomitant advance 
in the “Progress of Science and useful Arts.”6  “From 
their inception, the federal patent laws have embo-
died a careful balance between the need to promote 
innovation and the recognition that imitation and 
refinement through imitation are both necessary to 
invention itself and the very lifeblood of a competitive 
economy.”7


                                            
4 See Shultz v. Moore, 419 U.S. 930, 931 (1974) (Douglas, J., 


dissenting) (“[T]he standard of patentability is at root a 
constitutional standard.  In determining patent validity under 
the statute, a court simultaneously holds the statute true to its 
constitutional source.”). 


5 Great Atlantic & Pacific Tea Co. v. Supermarket Corp., 340 
U.S. 147, 154 (1950) (Douglas and Black, JJ., concurring). 


6 Bonito Boats v. Thunder Craft Boats, 489 U.S. 141, 146 (1989). 


  Any consideration of the patent-eligibility 


7 Id., at 146-147. 
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of pure business methods must, therefore, include an 
evaluation of whether the granting of patents on pure 
business methods suppresses competition without 
attendant progress in the useful arts. 


Following the Federal Circuit’s repudiation of the 
so-called “business method exception” in State Street 
Bank & Trust Co. v. Signature Fin. Group Inc.,8 it 
became generally accepted that pure business 
methods were patentable, although the actual inven-
tion at issue in State Street was not a pure business 
method, but, rather a data processing system for 
implementing an investments structure.  Signifi-
cantly, before the Federal Circuit’s decision in State 
Street there appears to have been no widespread 
demand for patent protection for pure business 
methods.9  The availability of other forms of legal 
protection for new ways of conducting commerce, 
such as trade secret protection and copyright protec-
tion in appropriate circumstances, along with the 
commercial advantage enjoyed by the first to adopt a 
new way of transacting business seem to have been 
regarded as adequate incentives to innovate.  For 
example, in Kewanee v. Bicron10


                                            
8 149 F.3d 1368 (Fed. Cir. 1998). 
9 Indeed, it appears that it has been over 120 years since this 


Court was asked to consider whether business methods were 
patentable, in Munson v. City of New York, 124 U.S. 601, 604-05 
(1888), and there, the Court opted to decide the case on different 
grounds and not reach the patent eligibility issue. 


10 416 U.S. 470 (1974). 


 the Court discussed 
the interplay between patent and trade secret protec-
tion and suggested that trade secret protection under 
state law provides sufficient incentives to innovate in 
the field of business methods because “keeping such 
items secret encourages businesses to initiate new 
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and individualized plans of operation, and construc-
tive competition results”.11


After State Street, the patenting of pure business 
methods, as well as the patenting of computer-
implemented business methods, became common and 
began to cause concern, particularly among busi-
nesses engaged in commerce over the Internet or  
in developing computer technology.  These concerns 
were expressed in hearings before the Federal Trade 
Commission (FTC) and before Congress.  In a partic-
ularly prescient forewarning of some of the current 
misgivings regarding the patenting of pure business 
methods, the Court long ago observed that “an 
indiscriminate creation of exclusive privileges” tends 
to obstruct innovation rather than stimulate it and 
may create “a class of speculative schemers who 
make it their business to watch the advancing wave 
of improvement, and gather its foam in the form of 
patented monopolies, which enable them to lay a 
heavy tax upon the industry of the country, without 
contributing anything to the real advancement of the 
arts.”


   


12


The FTC considered the relationship between 
innovation and patents in an October 2003 report 
entitled “To Promote Innovation: The Proper Balance 
of Competition and Patent Law and Policy”.


   


13


                                            
11 Id., at 483. 
12 Atlantic Works v. Brady, 107 U.S. 192, 200 (1883). 
13 The report is available at http://www.ftc.gov/os/2003/10/inn 


ovationrpt.pdf. To examine the balance of competition and 
patent law and policy, the FTC and the DOJ held hearings from 
February through November 2002 involving over 300 panelists 
including representatives from large and small businesses. 


  The 
report noted that defenders of business method 
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patents urged that “innovation should be presumed 
unless empirical evidence to the contrary exists,” but 
“critics argued that business method patents do not 
foster incentives to innovate, because business 
methods traditionally evolve in response to competi-
tion and internal business needs, without regard to 
legal rights to exclusivity”.14  The FTC made no 
specific recommendation for judicial or legislative 
action on business method patents, but counseled 
that decision-makers should ask whether granting 
patents on certain subject matter will promote  
the constitutional objective of progress “or instead 
will hinder competition that can effectively spur 
innovation”.15


The FTC noted that “empirical study has shown 
that in some industries, firms often innovate to 
exploit first-mover advantages, learning-curve ad-
vantages, and other advantages, not to gain patent 
protection”.


   


16  For instance, one early study showed 
that in only two of the twelve surveyed industries—
pharmaceuticals and chemicals—did the firms believe 
patents to be essential for developing or introducing 
thirty percent or more of the inventions.17


                                            
14 Id., Ch. 4, at 43.   
15 Id., Executive Summary, at 15; Ch. 4, at 43. 
16 Id., Ch. 2, at 11. 
17 See Edwin Mansfield, Patents and Innovation: An Empirical 


Study, 32 MGMT. SCIENCE 173 (1986). 


  The FTC 
noted that a later study found that lead time, 
learning curve advantages, complementary sales or 
service efforts, and secrecy were all more effective 
means of protecting the competitive advantages of 
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new processes than patents were.18  This study 
analyzed survey responses from 650 R&D managers 
representing 130 lines of business.  The most  
recent study cited by the FTC confirmed the earlier 
findings; it found that patents trailed secrecy, lead-
time, investments in complementary manufacturing 
capabilities, and investments in complementary sales 
and services as businesses’ preferred methods  
of protecting commercially valuable innovations.19  
“[P]atents are unambiguously the least central of the 
major appropriability mechanisms overall,” the study 
concluded.20


                                            
18 See Richard C. Levin et al., Appropriating the Returns from 


Industrial R&D, in BROOKINGS PAPERS ON ECONOMIC 
ACTIVITY 783 (1987). 


19 See W. M. Cohen et al., Protecting Their Intellectual Assets: 
Appropriability Conditions And Why U.S. Manufacturing Firms 
Patent (Or Not) (National Bureau of Econ. Research Working 
Paper No. 7552, 2000), at http://papersdev.nber.org/papers/w7552. 


20 Id., at 9 (discussing product innovations); Figures 1 and 2 
(reporting similar results for product and process innovations). 


 


Most of the testimony regarding business method 
patents at Congressional hearings has focused on the 
effectiveness of the examination process for business 
method patent applications, in particular the difficul-
ties caused by the relative dearth of published prior 
art for business methods which has permitted the 
issuance of patents on methods of doing business that 
some believe to be plainly obvious and lacking in 
novelty.  However, some members of Congress and 
some business representatives who have testified at 
these hearings have addressed the more fundamental 
question of whether the granting of patents on new 
ways of transacting business promotes progress 
within the meaning of Art. I, § 8, Cl. 8.   
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For example, in a hearing before the Subcommittee 


on Courts, the Internet and Intellectual Property of 
the House Committee on the Judiciary on April 4, 
200121, Representative Berman of California expressed 
his concern about the “propriety of patenting 
methods for doing business” and asked whether “an 
abstract idea for conducting or organizing business 
operations” should receive patent protection.22  
Andrew B. Steinberg, who was then Executive Vice 
President and General Counsel of Travelocity.com, a 
large e-commerce retailer providing on-line travel 
services, testified that for Travelocity “business 
method patents have been neither a prerequisite to 
nor even a catalyst for innovation” and expressed his 
agreement with the position taken by the United 
Kingdom Patent Office that new business methods 
should not be patent-eligible because “the advantages 
of stealing a march on competitors, albeit temporarily, 
are incentive enough to seek to develop them”.23


The disconnect between the constitutionally-
mandated purpose of patents—to encourage 
innovation—and the granting of patents on pure 
business methods is nowhere more evident than in 
the case of patents on tax strategies.


 


24


                                            
21 The hearing transcript is available at http://commdocs. 


house.gov/committees/judiciary/hju72299.000/hju72299_0f.htm 
22 Id., at 13. 
23 Id., at 68, 63. 
24 There have been numerous bills before Congress seeking to 


prohibit tax patents.  See, e.g., H.R. 1908, which passed the 
House of Representative in September 2007, Senate Bill S. 2369 
introduced in November 2007, and §303 of the Stop Tax Haven 
Abuse Act (H.R., S. 506) introduced in March 2009. 


  It seems 
obvious that the desire to pay as little tax as legally 
possible is the true incentive for tax advisors to 
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design new strategies to minimize taxes.  However, 
tax advisors now have to conduct patent searches 
before giving tax advice lest they be found liable for 
inducing or contributing to patent infringement when 
they advise their clients on how to use the tax laws to 
their advantage.  


Accordingly, there is significant evidence that the 
granting of pure business method patents is not 
necessary to foster innovation in methods of trans-
acting business; it is the first-mover advantage and 
other competitive advantages that provide the real 
incentive to innovate.  Unlike traditional patents  
on technological advances, the patenting of pure 
business methods is, rather, a serious obstacle to 
innovation because it impedes the competition that is 
the driving force behind business method innovation.  
The granting of a patent monopoly on commercial 
ideas cordons off entire areas of commerce, as well as 
human thought and speech about new ways of 
conducting commercial transactions, as private prop-
erty, foreclosing the competition that fosters true 
patentable innovations.  An obvious example is that 
the granting of a patent purely on an abstract idea to 
carry out a commercial activity prevents the devel-
opment of innovative technology to automate that 
activity. 


It will no doubt be argued by some amici that a 
finding that pure business methods constitute 
patentable subject matter is mandated by the fact 
that the viability of some businesses is now heavily 
dependent on the exclusivity and licensing potential 
provided by a portfolio of pure business method 
patents.  However, this argument ignores the fact 
that the constitutional basis for patents is the 
progress of the useful arts, not the protection of 







13 
intellectual property for its own sake or the protec-
tion of businesses or their sources of profit and 
capital funding.   


For the above-mentioned reasons pure business 
methods are not patent-eligible subject matter under 
the Constitution.  


II. THE MACHINE-OR-TRANSFORMATION 
TEST IS NOT THE APPROPRIATE 
LEGAL TEST FOR PATENT-ELIGIBLE 
PROCESSES UNDER § 101 


A. The Machine-or-Transformation Test 
Introduces Uncertainty and Disrupts 
The Legitimate Settled Expectations of 
U.S. Patentees   


Under the Federal Circuit’s machine-or-
transformation test articulated in In re Bilski25, a 
claimed process may be considered “patent-eligible 
under § 101 if: (1) it is tied to a particular machine or 
apparatus, or (2) it transforms a particular article 
into a different state or thing.”26


                                            
25 In re Bilski, 545 F.3d 943 (Fed. Cir. 2008) (en banc). 
26 Id., at 954. 


  We support the 
result obtained by the application of this test to Peti-
tioner’s pure business method patent claim, but in 
adopting this particular test as the basis for its rejec-
tion of Petitioner’s claim, the Federal Circuit has 
unduly limited the scope of legitimate patent-eligible 
processes under § 101.  The test oversteps this 
Court’s precedent, usurps the role of Congress in re-
writing the definition of “process” in the Patent Act, 
provides no practical guidance regarding what consti-
tutes an eligible machine or transformation and 
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unduly disrupts existing well-founded patent prop-
erty rights. 


This Court has repeatedly recognized that a 
fundamental principle or abstract idea, by itself, is 
not eligible for patent protection27, but has not 
historically applied a rigid test in making the deter-
mination.  The machine-or-transformation test elimi-
nates not just pure business methods but also other 
processes that were previously considered to be 
patent-eligible under the Patent Act.  The legislative 
intent of the Patent Act has been interpreted by this 
Court to include a wide scope of patentable 
inventions. “Congress plainly contemplated that the 
patent laws would be given wide scope.”28


Section 101 does not distinguish certain types of 
processes that are patent-eligible from other types of 
processes that are not patent-eligible. The term 
“process” as broadly defined by 35 U.S.C. § 100(b), 
means “process, art, or method, and includes a new 
use of a known process, machine, manufacture, 
composition of matter, or material.”


  Section 
101 of the Patent Act lists processes, machines, 
manufactures, and compositions of matter as the four 
general classes of patent-eligible subject matter.   


29


                                            
27 “[A] principle is not patentable.  A principle, in the abstract, 


is a fundamental truth; an original cause; a motive; these 
cannot be patented, as no one can claim in either of them an 
exclusive right.”  Le Roy v. Tatham, 55 U.S. 156, 175 (1853).   


28 Diamond v. Chakrabarty, 447 U.S. 303, 308-309 (1980). 
29 The plain meaning of § 100(b) indicates, for example, that a 


new method of use claim for a known composition of matter is 
eligible for patent protection under the Patent Act – such a 
method of use would not previously have required either a 
machine or any transformation.   


  Discrepancies 
between the broad scope of processes as defined by 
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the Patent Act and the restrictive machine-or-
transformation test are not reconciled by the Federal 
Circuit’s reasoning.  The machine-or-transformation 
test is a partial abrogation or re-writing of what 
constitutes a “process” under §§ 100 and 101 of the 
Patent Act.  Consequently, the Bilski test contra-
venes the plain language and legislative intent of the 
Patent Act. 


The Federal Circuit’s decision does not provide 
guidance as to what types of machines or transforma-
tions are sufficient to render processes eligible for 
patent protection.  Even though the Federal Circuit 
concedes that “[the] application of a . . . mathematical 
formula . . . may well be deserving of patent protec-
tion,”30


There are likely thousands of patentees who have 
invested substantial sums in obtaining and main-
taining U.S. patents to processes that are not pure 
business methods but do not expressly include a 
machine or transformation, since such language was 
previously not required during examination of appli-


 it fails to explain what kinds of machines or 
transformations may be sufficient to render claims 
patent-eligible.  For example, with respect to the 
patent at issue in Gottschalk v. Benson, 409 U.S. 63 
(1972), what type of additional machine would 
qualify the patent claim as patentable subject 
matter?  Would the conversion of numerals into 
binary code in the Benson patent claim qualify as a 
transformation under the Federal Circuit test?  Thus, 
the machine or transformation test as articulated by 
the Federal Circuit introduces more questions than 
answers for patent practitioners and the businesses 
that they represent.   


                                            
30 Bilski, 545 F.3d, at 953. 
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cations for process patents.  These patentees may 
stand to lose their entire patent investment in view of 
the decision below.31  While the Federal Circuit 
“reject[ed] calls for categorical exclusions beyond 
those for fundamental principles already identified 
by the Supreme Court”32, in practice, however, its 
decision has given birth to an ill-defined exclusion of 
previously issued process patent claims based on the 
form, rather than the substance, of the claims.  As 
noted by the Court in Festo Corp. v. Shoketsu 
Kinzoku Kogyo Kabushiki Co., “Fundamental altera-
tions in [patent rules] risk destroying the legitimate 
expectations of inventors in their property.”33


Even the Federal Circuit recognized the short-
comings of the test, admitting that the machine-or-
transformation test may not be the appropriate test 
for all future technologies.  “Nevertheless, we agree 
that future developments in technology and the 
sciences may present difficult challenges to the 
machine-or-transformation test . . . .”


   


34


                                            
31 These patentees may not be able to cure their patents via 


corrective measures such as patent reissue, as a Bilski-eligible 
“machine” or “transformation” may not be supported by their 
original patent specifications. 


32 Bilski, 545 F.3d, at 960. 
33 Festo, 535 U.S. 722, 739 (2002). 
34 Bilski, 545 F.3d, at 956. 


  The disrup-
tion created by the test was further articulated in 
Judge Newman’s dissenting opinion. “The court thus 
excludes many of the kinds of inventions that apply 
today’s electronic and photonic technologies, as well 
as other processes that handle data and information 
in novel ways. Such processes have long been patent 
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eligible, and contribute to the vigor and variety of 
today’s Information Age.”35


The Court has long established that despite a 
broad statutory interpretation, “excluded from such 
patent protection are laws of nature, natural pheno-
mena, and abstract ideas.”


   


B. The Appropriate Test For Evaluating 
Patent Eligibility of a Process Patent 
Claim Is Whether The Claim Imper-
missibly Seeks a Patent on a Funda-
mental Principle Or An Abstract Idea 


36  In accordance with 
these exclusions, the Federal Circuit has held that 
“mental processes,” “processes of human thinking,” 
and “systems that depend for their operation on 
human intelligence alone” are not patent-eligible 
subject matter.”37


While noting that laws of nature, natural pheno-
mena, and abstract ideas alone are not afforded 
patent protection, the Court has held that, “it is now 
commonplace that an application of a law of nature 
or mathematical formula to a known structure or 
process may well be deserving of patent protection.”


 


38


                                            
35 Id., at 976 (Newman, J., dissenting). 
36 See, e.g., Diamond v. Diehr, 450 U.S. 175, 185 (1981); 


Parker v. Flook, 437 U.S. 584, 589 (1978), Gottschalk v. Benson, 
409 U.S. 63, 67 (1972), and Funk Bros. Seed Co. v. Kalo 
Inoculant Co., 333 U.S. 127, 130, (1948). 


37 In re Comiskey, 554 F.3d 967, 980 (Fed. Cir. 2009). 
38 Diehr, 450 U.S., at 187. 


  
Therefore, the Court has drawn a distinction between 
patent claims that attempt to monopolize the 
excluded subject matter and those which only seek to 
exclude others from using a specific application of a 
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law of nature or an abstract idea.39


“A principle, in the abstract, is a fundamental 
truth; an original cause; a motive; these cannot 
be patented, as no one can claim in either of 
them an exclusive right. Nor can an exclusive 
right exist to a new power, should one be discov-
ered in addition to those already known . . . A 
patent is not good for an effect, or the result of a 
certain process, as that would prohibit all other 
persons from making the same thing by any 
means whatsoever. This, by creating monopolies, 
would discourage arts and manufactures, against 
the avowed policy of the patent laws.”


  This distinction 
has been noted by the Court since the mid-nineteenth 
century. 


40


In this case the Federal Circuit recognized that, 
“the true issue before us then is whether Applicants 
are seeking to claim a fundamental principle (such as 
an abstract idea) or a mental process” and that “the 
underlying legal question thus presented is what test 
or set of criteria governs the determination . . . as to 
whether a claim to a process is patentable under  
§ 101 or, conversely, is drawn to unpatentable subject 
matter because it claims only a fundamental 
principle.”


 


41


The Federal Circuit correctly identified the issue, 
but proceeded to create a patent eligibility test that is 
inconsistent with prior rulings of this Court, as well 
as prior decisions of Federal Circuit.


 


42


                                            
39 Id. 
40 Tatham, 55 U.S. at 175. 
41 Bilski, 545 F.3d, at 952. 


  In so doing, 


42 “[T]he Freeman-Walter-Abele test is inadequate.  Indeed, 
we have already recognized that a claim failing that test may 
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the court noted that “[the preemption] inquiry is 
hardly straightforward.  How does one determine 
whether a given claim would pre-empt all uses of a 
fundamental principle?”43


In Diehr this Court set forth a two-part inquiry to 
aid in determining whether a patent claim is directed 
to a practical application of an abstract idea or a 
monopoly on the idea itself.  The first inquiry asks 
whether the claim preempts all practical uses of the 
abstract idea.  In Diehr the Court found that the 
claimed process of curing synthetic rubber, using as 
part of the process a mathematical equation, did not 
“pre-empt the use of that equation” but permissibly 
foreclosed the use of the equation only in conjunction 
with all of the other steps in the claimed process.


  In arriving at its restric-
tive machine-or-transformation test, the Federal 
Circuit failed to properly consider the flexible 
guidelines—not rigid tests—laid-out in the trilogy of 
cases Benson, Flook, and Diehr.  Thus, the Federal 
Circuit erroneously turned a series of adaptable 
guidelines into a strict test.  


44


In Benson the Court found the recited mathemati-
cal formula had “no substantial practical application 
except in connection with a digital computer” and as 
such “the patent would wholly pre-empt the mathe-
matical formula and in practical effect would be a 
patent on the algorithm itself.”


   


45


                                            
nonetheless be patent-eligible.  See In re Grams, 888 F.2d 835, 
838-39 (Fed. Cir. 1989). Rather, the machine-or-transformation 
test is the applicable test for patent-eligible subject matter.”  
Id., at 959. 


43 Id. 
44 Diehr, at 187. 
45 Benson, 409 U.S., at 71-72. 


  In addition, the 
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Court held that the formula was “so abstract and 
sweeping as to cover both known and unknown uses 
of the BCD [binary coded decimal] to pure binary 
conversion.”46


In Flook the claim at issue was directed to using a 
particular mathematical formula to calculate an 
“alarm limit” (a value that would indicate an abnor-
mal condition during an unspecified chemical 
reaction).


 


47  The Court rejected the patent claim 
because it did not include any limitations specifying 
“how to select the appropriate margin of safety, the 
weighting factor, or any of the other variables.”48  The 
Court found that the claim derived solely from the 
discovery of a natural phenomenon and “simply 
provides a new and presumably better method for 
calculating [an] alarm limit.”49  Therefore, the Court 
held that the claim could not “support a patent unless 
there [was] some other inventive concept in its appli-
cation.”50


“The [Flook] application, however, did not 
purport to explain how these other variables 
were to be determined, nor did it purport “to 
contain any disclosure relating to the chemical 
processes at work, the monitoring of the process 
variables, nor the means of setting off an alarm 
or adjusting an alarm system.  All that it 


  In distinguishing Flook, the Court in Diehr 
noted:  


                                            
46 Id., at 68 (citing O’Reilly v. Morse 56 U.S. 62, 113 (1852)). 
47 Flook, 437 U.S., at 586. 
48 Id. 
49 Id., at 594. 
50 Id. 
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provides is a formula for computing an updated 
alarm limit.”51


Even if the patent claim does not preempt the 
abstract idea at issue, the second Diehr inquiry 
requires an examination of whether the patent claim 
contains merely an “insignificant addition” to the 
abstract idea.  In Flook, the Court noted the Appli-
cant’s assertion that he did not seek to “wholly 
preempt the mathematical formula,” since there were 
uses of his formula outside the petrochemical and oil-
refining industries that remained in the public 
domain.


 


52  The Applicant also argued that the pres-
ence of specific “post-solution” activity (i.e., the 
adjustment of the alarm limit to the figure computed 
according to the formula) distinguished the case from 
Benson and therefore rendered the claimed process 
patentable.53  The Court disagreed, stating, “The 
notion that post-solution activity, no matter how 
conventional or obvious in itself, can transform an 
unpatentable principle into a patentable process 
exalts form over substance.  A competent draftsman 
could attach some form of post-solution activity to 
almost any mathematical formula; the Pythagorean 
theorem would not have been patentable, or partially 
patentable, because a patent application contained a 
final step indicating that the formula, when solved, 
could be usefully applied to existing surveying 
techniques.”54


In Diehr, the Court reiterated that insignificant 
additions to an abstract principle will not render a 


 


                                            
51 Diehr, 450 U.S., at 186-87. 
52 Flook, 437 U.S., at 589-90. 
53 Id. 
54 Id., at 590. 
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process patent-eligible stating, “A mathematical 
formula as such is not accorded the protection of our 
patent laws, and this principle cannot be circum-
vented by attempting to limit the use of the formula 
to a particular technological environment. Similarly, 
insignificant post-solution activity will not transform 
an unpatentable principle into a patentable process.  
[Internal citations omitted].”55  Although the Federal 
Circuit found it necessary to adopt a new test to 
determine whether a patent claim reciting an 
abstract idea would pre-empt substantially all uses of 
that idea, it recognized that “field-of-use” limitations 
and “insignificant post-solution activities” would  
not render an otherwise ineligible patent claim 
patentable.56


Had the Federal Circuit employed the two-part 
Diehr inquiry, it would have reached the same 


 


The steps of the Petitioners’ patent claim are a 
series of abstract ideas, namely, (a) the idea of in-
itiating a series of transactions between a commodity 
provider and consumers of said commodity wherein 
said consumers purchase said commodity at a fixed 
rate based upon historical averages, said fixed rate 
corresponding to a risk position of said consumer; (b) 
the idea of identifying market participants for said 
commodity having a counter-risk position to said 
consumers; and (c) the idea of initiating a series of 
transactions between said commodity provider and 
said market participants at a second fixed rate such 
that said series of market participant transactions 
balances the risk position of said series of consumer 
transactions. 


                                            
55 Diehr, 450 U.S., at 191-192. 
56 Bilski, 545 F.3d, at 957. 
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ultimate conclusion, while also staying faithful to the 
precedents set by this Court.  Petitioners’ patent 
claim fails under the first Diehr inquiry because it 
pre-empts an abstract idea, the only practical appli-
cation of which is the mitigation of risk in commodi-
ties trading.  Petitioners’ claim also fails under the 
second Diehr inquiry because, at most, the applica-
tion of the idea, mitigating risk in commodities 
trading, is an insignificant addition.  Accordingly, the 
Petitioner’s claim does not constitute patentable 
subject matter. 


C. The “Machine-or-Transformation” Test 
May Provide A Clue To The Patent 
Eligibility Of A Process Patent Claim 
In Some Cases But Is Not The Correct 
Test For Determining Patentable 
Subject Matter 


The Federal Circuit has made the machine-or-
transformation test the definitive test for process 
claims under § 101: 


“We stated that the Supreme Court’s machine-or-
transformation test is the definitive test to 
determine whether a process claim is tailored 
narrowly enough to encompass only a particular 
application of a fundamental principle rather 
than to pre-empt the principle itself.”57


As support for this holding, the Federal Circuit 
cites this Court’s rationale in Benson. “Transforma-
tion and reduction of an article ‘to a different state or 
thing’ is the clue to the patentability of a process 


 


                                            
57 In re Ferguson, 558 F.3d 1359, 1363 (Fed. Cir. 2009) (citing 


Bilski). 
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claim that does not include particular machines.”58


This “clue” is undoubtedly an important tool to 
help determine if the claim pre-empts the fundamen-
tal principle or simply claims a particular application 
of the principle. But in Benson this Court made it 
clear that the machine-or-transformation test is only 
a clue, not a definitive test, stating, “We do not hold 
that no process patent could ever qualify if it did not 
meet the requirements of our prior precedents.”


  
(Emphasis Added). 


59  
This language is repeated in Flook.60


The Federal Circuit even acknowledged that the 
machine or transformation test may be employed 
only as a clue in the overall pre-emption inquiry.  “An 
argument can be made [that the Supreme] Court has 
only recognized a process as within the statutory 
definition when it either was tied to a particular 
apparatus or operated to change materials to a 
‘different state or thing’”.


 


61


“We believe that the Supreme Court spoke of the 
machine-or-transformation test as the “clue” to 


  This phrase from Flook 
just points out a logical or coincidental relationship 
between the machine-or-transformation clue and the 
overarching Diehr inquiries.  The machine-or-
transformation inquiry may inform the overall 
analysis, but it was never intended to be dispositive. 


The Federal Circuit tried to explain its rationale 
for making the machine-or-transformation clue into a 
definitive rule.  


                                            
58 Benson, 409 U.S., at 70. 
59 Id, at 71. 
60 Flook, 437 U.S, at 589 n. 9. 
61 Bilski, 545 F.3d, at 954 (citing Flook, 437 U.S., at 589 n. 9). 
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patent-eligibility because the test is the tool used 
to determine whether a claim is drawn to a sta-
tutory “process”—the statute does not itself 
explicitly mention machine implementation  
or transformation.  We do not consider the  
word “clue” to indicate that the machine-or-
implementation test is optional or merely advi-
sory.  Rather, the Court described it as the clue, 
not merely “a” clue.”62


This interpretation of Diehr is erroneous.  While 
the Court in Diehr considered whether the claims at 
issue were tied to a machine or transformed physical 
matter, the Court based its ultimate holding on the 
two-part inquiry.


 


63  It is the two-part inquiry applied 
in Diehr which is the appropriate test for patent 
eligibility of process claims.  Although the machine-
or-transformation test may provide some general 
guidance for the examination of process claims, it is 
plainly inappropriate as the solitary legal standard 
for processes under § 101.64  “That a process may be 
patentable, irrespective of the particular form of the 
instrumentalities used, cannot be disputed . . .”65


                                            
62 Id., at 956, n. 11. 
63 Diehr, 450 U.S., at 192-193. 
64 “It is argued that a process patent must either be tied to a 


particular machine or apparatus or must operate to change 
articles or materials to a “different state or thing.” We do not 
hold that no process patent could ever qualify if it did not meet 
the requirements of our prior precedents. It is said that the 
decision precludes a patent for any program servicing a 
computer. We do not so hold.”  Benson, 409 U.S., at 71. 


65 Diehr, 450 U.S., at 184 (citing Cochrane v. Deener, 94 U.S. 
780, 787-788 (1877)). 
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D. The Machine-or-Transformation Test 


Conflicts With Patentable Subject 
Matter Provisions of Foreign 
Jurisdictions Such As The European 
Union And May Disrupt Future 
Attempts At Global Harmonization 


In today’s global economy, conflicts between the in-
tellectual property systems of different nations can 
hinder innovation.  The Federal Circuit’s decision 
may impede future attempts to harmonize U.S. 
patent laws with other jurisdictions in the global 
economy.  For example, the European Patent Office 
(EPO) has developed a test for determining the 
patent eligibility of software, business methods, and 
other process-based subject matter.66  Article 52 of 
the European Patent Convention states general 
exclusions of patentable subject matter.  The EPO 
has held, however, that a claim is patent eligible if “a 
technical effect is achieved by the invention or if 
technical considerations are required to carry out the 
invention.”67


                                            
66 EPC Art. 52 reads, “(1) European patents shall be granted 


for any inventions which are susceptible of industrial 
application, which are new and which involve an inventive step.  
(2) The following in particular shall not be regarded as 
inventions within the meaning of paragraph 1:  (a) discoveries, 
scientific theories and mathematical methods; (b) aesthetic 
creations; (c) schemes, rules and methods for performing mental 
acts, playing games or doing business, and programs for 
computers; (d) presentations of information.  (3) The provisions 
of paragraph 2 shall exclude patentability of the subject-matter 
or activities referred to in that provision only to the extent to 
which a European patent application or European patent relates 
to such subject-matter or activities as such. . . .” 


67 EPO T 931/95 (OJ 2001, 441).  


  The technical character or teaching 
must inform a skilled person how to solve a particu-







27 
lar technical problem as opposed to a purely finan-
cial, commercial, or mathematical problem simply 
using technical means.   


The EPO “technical character” requirement is 
analogous to the two-part inquiry provided by this 
Court in Diehr.  In stating that the invention at issue 
must involve a technical teaching or inform a skilled 
person how to solve a particular problem, the EPO is 
requiring a particular application for the invention.  
By requiring a particular problem to be solved, the 
EPO is foreclosing attempts to claim the fundamental 
principle that would preempt the use of the funda-
mental principle by others.  If the EPO standard 
were applied to Diehr, the technical character in the 
Diehr invention would be the curing of synthetic 
rubber.  This is the same conclusion reached by the 
Court under the first inquiry in Diehr.  Likewise, the 
second Diehr inquiry, which considers whether the 
patent claim merely contains an insignificant 
addition, is analogous to the EPO prohibition against 
claiming a solution to a purely theoretical problem 
using a particular technical means.  


In considering the technical effect of a claim, the 
EPO is not looking at the parts of the claimed matter, 
but rather looks at the claim as a whole to determine 
the technical character of the claimed matter.  The 
two-part inquiry, as laid out by this Court in Diehr, 
similarly looks at the claim as a whole to determine if 
it preempts the use of a fundamental principle or 
simply claims a particular (“technical”) application of 
the principal.  By contrast, the machine-or-
transformation test of the Federal Circuit would re-
quire the PTO to consider individual elements or li-
mitations of the claims to determine if a machine or 
transformation is recited. 
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CONCLUSION 


For the reasons stated herein, the Court should 
find that pure business methods are not patent-
eligible subject matter under the Constitution. Fur-
ther, the Court should overrule the machine-or-
transformation test promulgated by the Federal 
Circuit as the exclusive test for determining the 
patent eligibility of process claims, and should 
reaffirm the flexible two-part inquiry set forth in 
Diamond v. Diehr. 


Respectfully submitted, 


ORLANDO LOPEZ, J.D., PH.D. 
BURNS & LEVINSON LLP 
125 Summer Street 
Boston, MA  02110 
(617) 345-3243 


PATRICK C. WOOLLEY 
POLSINELLI SHUGHART PC 
700 W. 47th Street, Suite 100 
Kansas City, MO  64112 
(816) 360-4280 


CATRIONA M. COLLINS 
Counsel of Record 


100 Park Avenue 
Suite 1600 
New York, NY  10017 
(646) 321-8443 
Of Counsel 
BRYAN D. BEEL, J.D., PH.D. 
KOLISCH HARTWELL, P.C. 
200 Pacific Building 
520 S.W. Yamhill Street 
Portland, OR  97204 
(503) 224-6655 
DAVID C. BOHRER 
CONFLUENCE LAW PARTNERS 
60 South Market Street, 
14th Floor 
San Jose, CA  95113 
(408) 938-3882 


August 6, 2009 





		Cover

		In The



		TABLE OF CONTENTS

		brief






No. 08-964 


In The Supreme Court of the United States 


BERNARD L. BILSKI AND RAND A. WARSAW, 


Petitioners, 


v. 


JOHN J. DOLL, ACTING UNDER SECRETARY OF 
COMMERCE FOR INTELLECTUAL PROPERTY AND ACTING 


DIRECTOR, PATENT AND TRADEMARK OFFICE,  


Respondent. 


ON WRIT OF CERTIORARI TO THE UNITED STATES 
COURT OF APPEALS FOR THE FEDERAL CIRCUIT 


BRIEF OF AMICUS CURIAE MEDTRONIC, INC. 
IN SUPPORT OF NEITHER PARTY 


 


 
Michael J. Jaro 
Noreen C. Johnson  
Girma Wolde-Michael 
Medtronic, Inc. 
710 Medtronic  
  Parkway, NE 
Minneapolis MN 55432 


Lawrence M. Sung 
Counsel of Record 
Jeff E. Schwartz 
Dewey & LeBoeuf, LLP 
1101 New York 
  Avenue, NW 
Washington DC 20005 
(202) 346-8000 


 
Attorneys for Amicus Curiae 


LEGAL PRINTERS  LLC, Washington DC !   202-747-2400 !   legalprinters.com







 i 
QUESTIONS PRESENTED 


1. Whether the Court of Appeals for the Federal 
Circuit erred by holding that a “process” must be 
tied to a particular machine or apparatus, or 
transform a particular article into a different state 
or thing (“machine-or-transformation” test), to be 
eligible for patenting under 35 U.S.C. § 101, despite 
this Court’s precedent declining to limit the broad 
statutory grant of patent eligibility for “any” new 
and useful process beyond excluding patents for 
“laws of nature, physical phenomena, and abstract 
ideas.” 


2. Whether the Federal Circuit’s “machine-or-
transformation” test for patent eligibility, which 
effectively forecloses meaningful patent protection to 
many business methods, contradicts the clear 
Congressional intent that patents protect “method[s] 
of doing or conducting business.” 35 U.S.C. § 273. 
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INTEREST OF THE AMICUS CURIAE1 


With the consent of the parties, this brief is filed by 
Amicus Curiae, Medtronic, Inc., which is a global 
leader in medical technology innovation. Amicus 
Curiae engages in the research and development, 
design, and manufacturing of medical products for 
use in the diagnosis, monitoring, and treatment of 
various diseases. Amicus Curiae’s business 
operations include the medical technologies of 
Cardiac Rhythm Disease Management, Spinal and 
Biologics, CardioVascular, Neuromodulation, 
Diabetes, Surgical Technologies, and Emergency 
Response Systems. Medtronic has no financial 
interest in the outcome of this case. Medtronic seeks 
an application of the patent laws in a manner that 
most effectively promotes innovation and most 
accurately reflects the intent of Congress. 


SUMMARY OF THE ARGUMENT 


The requirement that a process must be tied to a 
particular machine or apparatus, or must transform 
a particular article into a different state or thing to 
be eligible for patenting under 35 U.S.C. § 101 would 


                                                            
1 Pursuant to Supreme Court Rule 37, no counsel for any party 
authored this brief in whole or in part, and no person or entity 
other than Amicus Curiae made a monetary contribution to the 
preparation or submission of the brief. Counsel of record for all 
parties were notified prior to filing and have consented to this 
filing. Letters of consent have been filed with the Clerk of the 
Court. 







 2 
adversely affect medical technology innovation. The 
machine-or-transformation requirement would 
preclude the patenting of significant advances in 
medical research and development, diagnosis, 
prevention, and treatment. Without the full range of 
incentives of patent exclusivity, medical innovation 
will suffer the loss of investment and a retreat into 
secrecy, the very harms the patent laws were 
enacted to guard against. Moreover, impeding the 
patenting of medical breakthroughs jeopardizes 
public health goals, including affordable universal 
access, by deterring the invention and public 
disclosure of competitive medical technology. The 
machine-or-transformation requirement is therefore 
inappropriate and should be discarded. 


ARGUMENT 


I. The Experience of Amicus Curiae Medtronic, 
Inc., as a Global Leader in Medical Technology 
Innovation Suggests that the Court of Appeals’ 
Revision of Section 101 of the Patent Act to 
Require a Machine or Transformation Will 
Jeopardize Progress Across Diverse Industries. 


Ingenuity has many faces, and innovation takes 
many shapes. These simple truths, however, were 
ignored by the Court of Appeals when it decided the 
case now before this Court by fashioning a broad, 
limiting test with questionable application across 
different technologies. Indeed, this Court’s review of 







 3 
the Court of Appeals’ judgment in In re Bilski, 545 
F.3d 943 (Fed. Cir. 2008) (en banc), involves the 
significant revision of a patent law standard that has 
far reaching implications beyond the parties or any 
one particular industry. While much public attention 
has focused on the implications for financial services 
and computer software companies, the consequences, 
unintended or otherwise, for medical technology and 
health care have been understated. In this regard, 
Amicus Curiae seeks to better inform the impact of a 
change in patent eligible subject matter that Bilski 
represents. 


The benefits of a robust patent system where Section 
101 of Title 35 of the U.S. Code has earned the 
healthy reputation for inclusion, rather than 
exclusion, are reflected in the story of Amicus 
Curiae. Founded over a half century ago, Amicus 
Curiae began as a medical equipment repair shop. 
The company’s first product, inspired by a musical 
metronome, was nothing short of a life changing 
therapy – a wearable, battery-powered cardiac 
pacemaker. This innovation was the foundation for 
dozens more therapies of Amicus Curiae, which used 
its electrical stimulation expertise to improve the 
lives of millions of people. 


Over the years, Amicus Curiae adapted additional 
technologies for the human body, including radio 
frequency therapies, mechanical devices, drug and 
biologic delivery devices, and diagnostic tools. Today, 







 4 
the technologies of Amicus Curiae are used to treat 
more than 30 types of chronic diseases affecting 
many areas of the body. Since its humble beginnings 
in Minnesota, Amicus Curiae has grown into a 
multinational company that uses technology to 
transform the way debilitating, chronic diseases are 
treated. 


Amicus Curiae thus implements a diverse group of 
technologies with a focus on the need to provide 
precise clinical interventions as well as progressively 
decentralized health care delivery systems tailored 
to specific patient needs. Specifically, Amicus 
Curiae’s current and future product platforms 
integrate a hybrid of technologies, such as 
electromechanical, electrical, communication 
systems, biotechnology, drugs, and information 
systems, with the objective to identify patient risk 
and deliver appropriate therapy by continuously 
monitoring physiological parameters of a patient or 
indices of a disease state.  


In this highly integrated medical product 
environment, physiological data or health 
information, which generally relate to “natural laws 
or principles” based on correlations, comparisons, 
and deductions, are being used to inform and 
manage therapy delivery and treatment. Amicus 
Curiae invests heavily in the innovative use, 
integration, and implementation of these 
physiological data and relies on the patent system to 
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advance innovation and deliver on Amicus Curiae’s 
long-standing mission to alleviate pain, restore 
health and extend life. 


Most importantly, the public has been a direct 
beneficiary of the medical advances made possible by 
Amicus Curiae and others because a robust patent 
system has provided the incentive to innovate and 
invest in medical technology. The lives of countless 
patients, as well as those of their families and 
communities, have been touched by medical 
inventions such as rapid diagnostic tests and 
minimally invasive surgical procedures. 


II. Examples of Significant Medical Advances 
that a Machine-Or-Transformation 
Requirement Would Render Patent Ineligible. 


In an attempt to better inform this Court’s 
understanding of the various medical technologies 
that may be affected by upholding the Bilski revision 
to patent eligibility, Amicus Curiae respectfully 
submits a series of examples drawn from composite 
experiences of Amicus Curiae as a global leader in 
medical technology innovation research and 
development on human conditions, disease states, 
and therapies relating to the heart, brain, spine, 
bladder, stomach, blood vessels, and more. These 
illustrations, which include Patient Diagnosis, 
Monitoring and Medical Data Management, and 
Personalized Medicine, reflect the extraordinary 
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breadth of technology in this industry sector and 
foreshadow the importance of recognizing the grave 
potential consequences, unintended or otherwise, of 
Bilski for medical technology and health care. 


In particular, the examples highlight the problem of 
setting a limiting standard for patent eligibility that 
applies across diverse fields of technology to 
encourage inventors to elect the rights and 
obligations of the patent system. The machine-or-
transformation requirement presents a poor fit for 
those fields that depend on the generation of 
predictive models from a comparison of individual 
sample information against a database of previously 
gathered information. Some have disparaged certain 
methodologies in this regard as the mere correlation 
of natural phenomena. However, while the bare 
observation and act of correlation per se may not be 
patent eligible, precisely how a specific correlation is 
achieved should be. 


In the context of medical technology, the proper 
evaluation and effective treatment of patients 
depend upon complex correlations assessed over 
prescribed times. This, in turn, relies upon the 
generation of predictive models from a comparison of 
an individual patient’s signs and symptoms against 
a database of studied human wellness parameters, 
which contain patterns of diagnosis, chosen 
treatment, and outcome. These efforts are far from 
trivial. 
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A. Patient Diagnosis 


As applied to medical technology, the Bilski 
machine-or-transformation revision to Section 101 
essentially precludes the patenting of patient 
diagnosis. Under the Bilski test, a method of 
diagnosis unaccompanied by a medical device or 
treatment step would be patent ineligible. However, 
the development of a diagnostic test almost always 
precedes the ability to treat the disease and is often 
a distinct research enterprise separated by years, if 
not decades. 


Indeed, the Patent Office has begun to require 
patent applicants for medical diagnostics inventions, 
who seek to overcome rejections under Section 101 in 
the wake of Bilski, to recite treatment steps. And 
moreover, the Patent Office has been inconsistent in 
administering whether the additional recitation of 
treatment steps will suffice. In any event, this 
misapprehends the nature of medical diagnostics 
development, with the effect being an increasing use 
of Section 101 ineligibility as a dispositive ground for 
denial of patent grant. 


The criticality to the health care system of achieving 
diagnostic correlation for predictive patient modeling 
notwithstanding, this type of correlation is what 
serves as the foundation for further research and 
development. Without the incentive to find such 
correlations due to the absence of patent exclusivity, 
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many avenues of medical treatment may remain 
underdeveloped or altogether unexplored. 


The patent claims to diagnostic methodologies, 
which have been patentable under Section 101 
because they yield a useful, concrete, and tangible 
result, would fail under the Bilski machine-or-
transformation test. There is no preemption of a 
fundamental principle when a correlation is of 
defined scope, typically associated with a particular 
condition or disease state. For example, imagine a 
method of determining the risk of Sudden Cardiac 
Death (SCD) involving the identification of one or 
more single nucleotide polymorphisms in a patient. 
This insight could enable a health care provider to 
take active measures to successfully prevent or treat 
a life threatening condition before the occurrence of 
any adverse event. 


Consider also the ability to treat children born with 
a pulmonary artery malfunction using a method of 
intelligent scheduling of required multiple surgeries 
as the children grow. This protocol would ensure 
that the necessary sizes and types of implantable 
medical devices are provided at the exact times 
needed to minimize the number of dangerous, 
painful, and sometimes disfiguring procedures. 


But patent claims to such innovations may be 
susceptible to Bilski patent ineligibility although 
they do not preempt a fundamental principle or 
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equate with an insignificant extra-solution activity. 
To the contrary, these inventions improve the 
quality of health care delivered and patient 
outcomes through earlier diagnosis, less invasive 
treatment options, and reductions in hospital stays 
and rehabilitation times. These important medical 
innovations would be undermined if this Court were 
to uphold the Bilski machine-or-transformation test. 


B. Monitoring and Medical Data Management 


The dependable and accurate relay of patient data is 
an essential component of life saving treatment. 
There are numerous applications for patient data 
management that span the spectrum of chronic to 
acute care. In one instance, a methodology has been 
developed to communicate information of the 
physiological state of a patient who has experienced 
an emergency medical event to a patient treatment 
center to enable the receiving facility to prepare for 
the patient’s arrival. One application of this 
methodology could be routing event data from a field 
device, such as an external defibrillator, to a 
computer server for information distribution 
throughout various hospital displays. 


Another patient data management system transfers 
cardiac information to assist doctors in making a 
decision on whether to bring the patient to a clinic or 
otherwise monitor long term trends, therapy, and 
cardiac events. Specifically, the system is a patient 
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management tool that builds upon ideas relating to 
continuous monitoring of physiological variances or 
indicators, which are used to monitor a cardiac 
patient remotely and tailor therapy and health care 
as appropriate. Thus, the system is dependent upon 
correlations, extrapolations, and deductions based on 
the detection or monitoring of natural phenomena. 
In most of these types of patient management 
systems, the process of diagnosis, monitoring, or 
even therapy delivery may not be tied to a machine 
or apparatus or transform a particular article into a 
different state or matter. Generally, the major aspect 
of the operation may be comparative, correlative, 
iterative, and deductive, rather than transformative. 


Although certain embodiments of this technology can 
be captured through patent claims that include 
specific device elements (and thus pass muster 
under the Bilski machine-or-transformation test), if 
patent protection to the methodology itself were 
unavailable, the initial concept may not have 
resulted in further development to achieve actual 
application. The business of innovation often 
depends on the initial formulation of a system that 
only later finds integration with real world devices. 
To deny patent eligibility for such methodologies 
would impede this innovation. 
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C. Personalized Medicine 


The field of personalized medicine and 
pharmacogenomics is rapidly gaining traction in the 
medical technology space. The ability to correlate a 
patient’s genomic profile and gene expression with 
drug adverse event data can enable health care 
providers to maximize the probability of a desired 
treatment outcome and minimize the risk of harmful 
side effects. The recognition and understanding of 
the relationships between certain genetic mutations 
and the occurrence of common diseases to develop 
treatments tailored to an individual patient is the 
exciting potential this medical technology presents. 
However, the labor and cost intensity of these 
correlations are discouraging without the incentive 
of patent exclusivity. 


As an example, the identification of genetic markers 
arguably would suffer inactivity or delay due to 
concerns over collaboration, material transfer, and 
licensing, in the absence of the defined intellectual 
property rights that patents provide. The Bilski 
machine-or-transformation test, if upheld as the sole 
test for patent eligibility under Section 101 as 
espoused by the Court of Appeals, would not easily 
resolve questions about personalized medicine 
inventions where a machine element or 
transformation event seems inapposite. Like the 
jurisprudence relating to the patent law doctrine of 
equivalents, where this Court recognized that the 
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function-way-result test might be inapplicable to 
certain technologies, the Bilski standard is similarly 
unaccommodating to certain technologies that exist 
today as well as those yet to come. 


III. Section 101 Should Be Inclusive, Rather 
Than Exclusive. 


Section 101 is the principal invitation of the patent 
laws to would-be innovators everywhere to bring 
forward the products of their inventive efforts. Using 
Section 101 in a gate keeping role projects a 
disenfranchising image of a system established, in 
the words of President Abraham Lincoln, to add “the 
fuel of interest to the fire of genius.” Without the 
continued openness of Section 101, this essential 
combustion that drives the engine of innovation may 
become a thing of the past. With public health 
priorities already taking center stage, we cannot 
afford to deny the promise of medical advances that 
have yet to be seen by restricting patent eligible 
subject matter under a machine-or-transformation 
test. 


Unlike the other conditions for patentability set 
forth under the patent statutes, namely novelty and 
nonobviousness, Section 101 of Title 35 governs 
patent eligible subject matter and utility, both of 
which do not require a comparative assessment of 
the claimed invention against the prior art. Without 
such a measure, Section 101 is ill suited to execute a 
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gate keeper function because it is relatively 
insensitive to the pace of innovation in a specific art. 
Rather, Section 101 looks more holistically to 
progress in the useful arts and best fulfills a role as 
a static prescription, which embraces existing 
technology, and more importantly, encourages the 
ingenuity of technology yet to come. Accordingly, 
attempting to refine Section 101 to strike a 
normative balance today merely defers the debate 
until a new technology of concern arrives. But the 
true detriment of revising the patent eligibility 
standard now would be the incalculable lost 
opportunity from potential innovators discouraged 
from invention and public disclosure. 


Advances in medical technology would not be 
immune from the effect of the machine-or-
transformation requirement set forth in Bilski. 
Medical technology encompasses numerous products 
and processes, including medical devices and 
supporting software. Indeed, there are many aspects 
of medical technology that would pass muster 
nonetheless under the Bilski revision to patent 
eligibility, but significant other aspects remain that 
would be impeded. And even in those instances 
where a device component or transformation step 
may be incorporated into a patent claim, the 
patentee may still suffer a reduced scope of rights 
due to a greater likelihood of competitive design 
around. 
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Medical technology can also involve the evaluation, 
diagnosis, and treatment of patients. By way of 
example, a method of patient assessment can relate 
to predictive modeling by comparing the patient’s 
signs and symptoms to a database of other patient 
information to obtain the likelihood of a particular 
condition and/or likely success of certain therapy if 
applied to that patient. This medical treatment, 
whether or not implemented through a general 
purpose computer, yields a “useful, concrete and 
tangible result.” See State St. Bank & Trust Co. v. 
Signature Fin. Group, 149 F.3d 1368, 1373 (Fed. Cir. 
1998) (citing In re Alappat, 33 F.3d 1526, 1544 (Fed. 
Cir. 1994) (en banc)). 


To be certain, such methodologies do not constitute 
“laws of nature, natural phenomena, [or] abstract 
ideas,” see Diamond v. Diehr, 450 U.S. 175, 185 
(1981) (citing Parker v. Flook, 437 U.S. 584, 589 
(1978), and Gottschalk v. Benson, 409 U.S. 63, 67 
(1972)), and thus, in the Court of Appeals’ parlance 
in Bilski, are not fundamental principles. Nor are 
they prohibited mental steps. See Benson, 409 U.S. 
at 67; In re Comiskey, 499 F.3d 1365, 1377 (Fed. Cir. 
2007) (holding that “mental processes,” “processes of 
human thinking,” and “systems that depend for their 
operation on human intelligence alone” are not 
patent-eligible subject matter under Benson). 
However, under the machine-or-transformation 
requirement of Bilski, it is unclear whether the 
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Patent Office and the federal courts would deny 
patent protection on the grounds of ineligibility 
under 35 U.S.C. § 101. The experiences of Amicus 
Curiae in patent application examinations since 
Bilski suggest the Patent Office has increasingly 
relied on this ground of rejection. 


IV. Section 101 Should Invite the Patenting of 
All Inventions that Result from Human 
Ingenuity and Manipulation. 


As related to medical technology, the confusion 
Bilski creates has resurrected the concern 
contemplated by this Court briefly in Lab. Corp. v. 
Metabolite, 548 U.S. 124 (2006) (“LabCorp”), and has 
manifested in cases such as Classen 
Immunotherapies, Inc. v. Biogen Idec, 304 Fed. Appx. 
866, 2008 WL 5273107 (Fed. Cir. 2008) (non-
precedential), and Prometheus Labs., Inc. v. Mayo 
Collaborative Servs., No. 2008-1403 (Fed. Cir. 2009) 
(reviewing Civil No. 04cv1200 JAH (RBB), 2008 WL 
878910, 86 U.S.P.Q.2d 1705 (S.D. Cal. Mar. 28, 
2008)). Some have criticized patent claims to certain 
medical diagnosis, for example, on the basis that 
they seek patent coverage for the mere correlation of 
natural phenomena. What constitutes mere 
correlation is then a question open to reasonable 
dispute. 


In LabCorp, this Court dismissed the writ of 
certiorari as improvidently granted. Justice Breyer, 
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joined by Justices Stevens and Souter, dissented 
from the order. The dissent argued that the Court 
should have taken the case in order to lend 
necessary clarity to an important issue in patent 
law. The patent claims at issue in LabCorp recited 
“correlating an elevated level of total homocysteine 
in [a sample of] body fluid with a deficiency of 
cobalamin or folate.” In the dissenters’ view, a 
natural correlation between two substances in the 
body is a “natural phenomenon” that cannot be 
patented. LabCorp, 548 U.S. at 135. 


At least one member of the Court of Appeals has 
recognized the potential havoc that the application of 
the Bilski machine-or-transformation test may 
create with medical technology innovation. In 
dissent from the en banc opinion of the Court of 
Appeals, Judge Rader states: 


Before the invention featured in Lab 
Corp., medical science lacked an 
affordable, reliable, and fast means to 
detect this debilitating condition. 
Denial of patent protection for this 
innovation – precisely because of its 
elegance and simplicity (the chief aims 
of all good science) – would undermine 
and discourage future research for 
diagnostic tools. Put another way, does 
not Patent Law wish to encourage 
researchers to find simple blood tests or 
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urine tests that predict and diagnose 
breast cancers or immunodeficiency 
diseases? In that context, this court 
might profitably ask whether its 
decisions incentivize research for cures 
and other important technical 
advances. Without such attention, this 
court inadvertently advises investors 
that they should divert their 
unprotectable investments away from 
discovery of “scientific relationships” 
within the body that diagnose breast 
cancer or Lou Gehrig’s disease or 
Parkinson’s or whatever. 


In re Bilski, 545 F.3d 943, 1014 (Fed. Cir. 2008) (en 
banc) (Rader, J., dissenting). Amicus Curiae concurs 
with these policy sentiments. 


Furthermore, while “[p]henomena of nature, though 
just discovered, mental processes, and abstract 
intellectual concepts are . . . the basic tools of 
scientific and technological work,” see Gottschalk v. 
Benson, 409 U.S. 63, 67 (1972)), that does not mean 
all methods, which originate from the invention or 
discovery of a natural correlation, are similarly 
patent ineligible. To hold otherwise would be a 
departure from the wisdom of Diamond v. 
Chakrabarty, 447 U.S. 303, 309 (1980), that 
“anything under the sun that is made by man” is 
patent eligible under 35 U.S.C.§ 101, which 
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implicitly recognized that human intervention could 
take unpatentable subject matter into the realm of 
patentability. In particular, the mere correlation of 
natural phenomena mantra belies the reality that 
much more often than not, the diagnosis of a patient, 
and the subsequent treatment based on that 
diagnosis, are not the products of mere observation 
and simple correlation. In other words, although a 
correlation step may be at the heart of the claimed 
medical treatment, most procedures involve not only 
the sophisticated appreciation that a correlation may 
exist, but the studied determination to act based on 
a perceived significance of that correlation. But these 
complex methods may not necessarily involve a 
machine or transforming an article into a different 
state or thing. 


In Classen, the Court of Appeals affirmed the district 
court’s summary judgment that Dr. Classen’s patent 
claims were invalid under 35 U.S.C. § 101 because 
the claims were neither tied to a particular machine 
or apparatus, nor did they transform a particular 
article into a different state or thing. The patent 
claim at issue involved a method of determining 
whether an immunization schedule affected the 
incidence or severity of a chronic immune-mediated 
disorder in a treatment group of mammals relative 
to a control group of mammals. The Court of Appeals 
offered no additional reasoning, its opinion being a 
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mere 69 words, twenty words shorter than the actual 
patent claim. 


In Prometheus, the Court of Appeals is presently 
reviewing the district court’s summary judgment 
that the claims of U.S. Patent No. 6,355,623 are 
invalid under 35 U.S.C. § 101. The patent claim at 
issue involved a method of optimizing therapeutic 
efficacy for treatment of an immune mediated 
gastrointestinal disorder by determining the level of 
6-thioguanine. The district court analysis fell in 
lockstep with this Court’s LabCorp dissent. 


In any event, these cases reflect the tip of the iceberg 
of possible judicial controversy over the patentability 
of medical technology if the Bilski machine-or-
transformation standard is upheld. Moreover, in a 
particularly crowded field of technology, such as 
medical technology, the uncertainty over entitlement 
to patent exclusivity can disqualify otherwise 
innovative methods and their associated products 
from access to commercial investment, market entry, 
and/or post-market entry sustainability. 


V. A Machine-Or-Transformation Requirement 
Would Harm the Public by Deterring Prompt 
and Open Disclosure of Medical 
Breakthroughs and by Discouraging 
Investment in Medical Innovation. 


The oft cited purpose of the patent laws is to promote 
the progress of the useful arts through the creation 
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of temporary exclusivity rights as an incentive for 
the prompt, public disclosure of inventions because 
the patent exclusivity facilitates innovative efforts 
and encourages investment in such endeavors. These 
principles apply with equal if not greater force in the 
medical technology industry sector, where 
commercial competition is intense. Beyond the 
known beneficial effects today of an enfranchising 
patent eligibility standard under Section 101, 
perhaps a more essential consideration is the 
maintenance of a Section 101 test that will continue 
the promise of patent protection for innovations to 
come. 


The Court of Appeals decision in Bilski opens the 
door to the use of Section 101 as an instrument for 
determining precisely what innovation will be 
acceptable. In Chakrabarty, this Court took the wise 
approach of interpreting Section 101 as broadly 
inclusive in favor of allowing the other statutory 
conditions for patentability to more finely monitor 
what inventions may be patented vis-à-vis the prior 
art. A Section 101 that embraces inclusiveness 
ensures continuing innovation in new as well as old 
fields of technology. Tinkering with Section 101 in 
hopes of crafting a standard generally applicable to 
past, present, and future technologies, however well 
intentioned, may bring unforeseeable consequences, 
including the unfortunate chilling of future 
innovation. 
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CONCLUSION 


For the foregoing reasons, Amicus Curiae 
respectfully submits that the Bilski machine-or-
transformation test has far reaching consequences 
for enterprises outside the financial services and 
computer software industry sectors that are critical 
to this country’s public health goals and economic 
well being. Indeed, for companies, like Amicus 
Curiae, focused on medical technology innovation, 
the prospect of a revised patent eligibility standard 
that is less inclusive presents the grave concern that 
the development of critical lifesaving medical 
technology will be impeded. 


Respectfully submitted, 
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INTEREST OF AMICUS CURIAE1 


The Pharmaceutical Research and Manufacturers 
of America (“PhRMA”) is a voluntary, nonprofit 
association that represents the country’s leading 
research-based pharmaceutical and biotechnology 
companies.  In the past decade, PhRMA’s members 
have invested more than $350 billion to discover and 
develop new medicines and new uses for existing 
medicines, leading to huge benefits to patients. See 
PhRMA, PHARMACEUTICAL INDUSTRY PROFILE 2009 
50 (2009).   


New medicines accounted for 40 percent of the 
increase in life expectancy between 1986 and 2000. 
See Frank R. Lichtenberg, The Impact of New Drug 
Launches on Longevity: Evidence from Longitudinal, 
Disease-Level Data from 52 Countries, 1982-2001, 5 
Int’l J. of Health Care Fin. & Econ. 47, 71 (2005). 
The benefits from new uses for existing medicines 
are also vast.    Today, “the most important advances 
in treatment often come from products which have 
been on the market for a while but whose properties 
were not completely understood until intensive 
research after the drug was introduced.”  John 
Calfee, The Golden Age of Medical Innovation, The 
American (Mar./Apr. 2007), available at 
http://www.american.com/archive/2007/march-april-
magazine-contents/the-golden-age-of-medical-
                                            
1 The parties have consented to the filing of this brief.  No 
counsel for a party authored this brief in whole or in part, and 
no counsel or party made a monetary contribution intended to 
fund the preparation or submission of this brief.  No person 
other than amicus curiae or its counsel made a monetary 
contribution to its preparation or submission. 
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innovation/.  These include, for example, the use of 
AZT to treat HIV and multiple uses of Herceptin and 
Avastin to treat different types of cancer.       


The issue in this case will potentially have 
significant impact on PhRMA’s members.2  A ruling 
limiting the scope of patentability under § 101, 35 
U.S.C. § 101, potentially could limit the patentability 
of medical processes, dramatically diminishing 
incentives for innovation.  A 2004 Department of 
Commerce study estimated that the average cost of 
bringing a new drug to market is approximately $1.3 
billion, including the costs for unsuccessful drugs.  
See U.S. Dep’t of Commerce, Int’l Trade Admin., 
Pharmaceutical Price Controls in OECD Countries:  
Implications for U.S. Consumers, Pricing, Research 
and Development, and Innovation 30-31 (Dec. 2004), 
available at http://www.ita.doc.gov/td/chemicals/ 
drugpricingstudy.pdf.  The costs of developing new 
uses for existing drugs are also substantial.  As the 
Boston Consulting Group explains, “the size and the 
complexity of the clinical trials for each new 
indication are similar to the size and the complexity 
of those conducted prelaunch and . . . the failure 
rates remain high.”  Maya Said et al., Continued 
Development of Approved Biological Drugs: A 
Quantitative Study of Additional Indications 
Approved Postlaunch in the United States 6 (Boston 
Consulting Group, White Paper, Dec. 2007), 
available at http://www.bcg.com/impact_expertise/ 
publications/files/Biologics_Dec07_final.pdf.    In the 
absence of the incentives provided by patent 
                                            
2 A list of PhRMA members can be found at 
http://www.phrma.org/member_company_list. 
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protection for novel processes, much of the promising 
research for new methods of diagnosis and treatment 
will not occur.  The ability to patent products alone is 
insufficient to provide the necessary incentives, 
because many of the new methods make use of 
products that are already known and that therefore 
are not patentable (or have already been patented). 


SUMMARY OF THE ARGUMENT 
This Court should ensure that however the scope 


of patentability is assessed under § 101, inventors 
retain the ability to patent medical processes, 
especially methods of diagnosis and treatment that 
make use of pharmaceuticals.  PhRMA expresses no 
view on the Bilski patent itself.  As for the machine 
or transformation test the Federal Circuit adopted, 
PhRMA believes there is no need for a new test 
because the existing prohibition on patenting of laws 
of nature and abstract ideas is sufficient.  If this 
Court nonetheless adopts the Federal Circuit’s test 
or some other test, it should make clear that medical-
process patents that make use of pharmaceuticals 
fall within it.  


To do otherwise would be a radical departure 
from a long history of patent protection.  Patents for 
medical processes have been issued since the 1800s, 
and, while there was some question about their 
patentability for a period of time, a number of 
decisions in the 1930s, culminating in a Board of 
Patent Appeals decision in 1954, made clear that 
medical processes are patentable.  Since then 
thousands of patents have issued for medical 
processes. 
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Eliminating patent protection for medical 
processes would not only deviate from a long history 
of administrative and judicial decisions on the 
patentability of such processes, it would also be 
inconsistent with Congress’s clear intent.  Under the 
Hatch-Waxman Act, Congress has expressed its clear 
intent that these processes be patentable.  It has, for 
example, provided for patent term extensions for 
patents covering a “method of using” a drug product, 
35 U.S.C. § 156(a).  Furthermore, both at the 
beginning and the end of the twentieth century, 
Congress decided not to enact legislation that would 
have restricted the patentability of medical 
processes.  On the second occasion, Congress instead 
enacted a statute that balanced the interests of 
physicians and of inventors by immunizing 
physicians from the remedy provisions of the patent 
laws when they infringe certain method patents but 
not when they infringe patents for new uses of 
pharmaceuticals.  Congress did not change the scope 
of patentability at all.  Congress thus made clear 
that medical processes remain patentable.   


That makes sense in light of the goal of the 
patent laws to promote the useful arts.  Given the 
high cost, length and uncertainty of pharmaceutical 
development, there is a consensus that, in the 
absence of patent protection, there would be a 
significant reduction in development of new uses for 
existing pharmaceuticals, as well as other 
innovations in medical processes.  Thus, it is critical 
that this Court interpret § 101 in a manner that 
protects patents for medical processes, particularly 
new uses for existing pharmaceuticals.  
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ARGUMENT 
I. This Court Should Not Adopt a New Test for the 


Boundaries of § 101. 
This Court has repeatedly made clear the 


breadth of the patent law and the bounds of 
patentability, excluding from the scope of patent 
protection only “laws of nature, natural phenomena, 
and abstract ideas.”  Diamond v. Diehr, 450 U.S. 175, 
185 (1981); see also Diamond v. Chakrabarty, 447 
U.S. 303, 308-09 (1980).  Under these principles, 
medical-process patents will be generally protected.  
Any medical process that makes use of 
pharmaceuticals, for example, will come within the 
scope of § 101, because the pharmaceutical is not a 
law of nature, natural phenomenon or abstract idea.3  
There is no need for further limits.  The existing 
limits can be applied flexibly, consistent with the 
statutory language, to carry out the goals of the 
patent law. 


                                            
3 In some cases, under this approach, there may be debate 
about whether a particular medical process that does not use 
pharmaceuticals is patentable.  Justice Breyer applied such an 
approach in his dissent in Laboratory Corp. of America 
Holdings v. Metabolite Laboratories, Inc., 548 U.S. 124 (2006) 
(Breyer, J., dissenting).  PhRMA does not here take a position 
on whether Justice Breyer’s dissent was correct on the facts of 
that case.  But it is clear that under this approach, processes 
that use pharmaceuticals should be protected.  However, at 
least one court has interpreted Justice Breyer’s interpretation 
of this Court’s case law to suggest otherwise.  See infra n.5.  
The risk of a lower court misinterpretation that overly restricts 
the scope of § 101 will only be magnified if a new and more 
uncertain test is grafted onto existing limits to the scope of 
processes that are patentable.  
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In contrast, any additional test designed to 
narrow the scope of § 101 risks changing the focus in 
future cases from the purpose of the patent law to 
formalistic debates on the meaning of a specific 
court-created test.  For example, while the Federal 
Circuit’s Bilski test, properly understood, will protect 
critical medical processes that make use of 
pharmaceuticals, there is a significant risk that 
courts will not interpret it to do so.  Under the 
Federal Circuit’s test, process patents are protected 
if they operate on a machine or transform matter.  
See, e.g., In re Bilski, 545 F.3d 943, 962 (Fed. Cir. 
2008).4  Because patents for the use of 
pharmaceuticals involve transformation of the 
pharmaceuticals themselves, as well as the patient, 
PhRMA believes that such patents come within the 
scope of § 101 under the Federal Circuit’s test.   


Nonetheless, there is some debate about this.  In 
a case currently pending in the Federal Circuit, 
Prometheus Laboratories, Inc. v. Mayo Collaborative 
Services, No. 2008-1403, Mayo Collaborative 
Services argues that even in a case involving 
administration of a drug for diagnostic purposes that 
results in production of metabolites within the body, 
there is no requisite transformation within the 
meaning of Bilski.5  Brief of Appellees at 32-36 (Mar. 
                                            
4 The Federal Circuit purports to derive its test from this 
Court’s case law, but, what this Court had made clear is that 
processes that use a machine or transform matter are 
patentable.  See, e.g., Diehr, 450 U.S. at 184.  This Court has 
never held that processes that do not use a machine or 
transform matter are excluded from patentability.   
5 The patents at issue in Prometheus concern techniques to 
relieve pain for those suffering from Crohn’s disease and other 
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30, 2009).  Moreover, there is some question as to 
whether medical processes that do not use 
pharmaceuticals are “transformative” in the 
requisite sense even though, as shown below, 
Congress clearly intends them to be patentable.  


Thus, if the Federal Circuit’s test is upheld by 
this Court, there is cause for concern that later cases 
will devolve into technical debates on the meaning of 
“transformation,” divorced from the goals of the 
patent law and from Congress’s clear intent to 
ensure the protection of medical-process patents.  In 


                                                                                          
debilitating diseases of the digestive system.  As the district 
court construed the claims, each claim involved the step of 
administering the drug and determining metabolite levels, 
which were not naturally occurring compounds, for diagnostic 
purposes to evaluate an adjustment in dosage.  Prior to the 
Federal Circuit’s decision in Bilski¸ the district court held these 
claims unpatentable, without applying the transformation test, 
based on its interpretation of Justice Breyer’s dissenting 
opinion in Metabolite, 548 U.S. at 125 (Breyer, J., dissenting).  
 
 The district court’s opinion evidences the risks of 
misapplication even of the current limits of § 101, as 
interpreted by Justice Breyer.  In Metabolite, the 
homocysteines that were measured were naturally occurring.  
In contrast, in Prometheus, the metabolites measured were the 
result of administration of a non-naturally occurring 
pharmaceutical, which is neither an abstract idea nor a natural 
law and the use of which inherently limits the scope of the 
patent.  Moreover, the district court ignored that the 
pharmaceutical administered was transformative, which under 
this Court’s case law, should have made clear the process was 
protected.  The district court’s opinion thus shows how even the 
current limits on § 101 can be misapplied to limit unduly the 
scope of patent protection.  Grafting additional limits on top of 
those will simply multiply those risks.   
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other words, the test adopted, whether the Federal 
Circuit’s test or some variant, may become 
talismanic, with arguments focused on the terms of 
the test rather than on the terms used by, and 
purposes of, Congress.  This Court should retain the 
focus on Congress’s words and purpose.   


If this Court nonetheless adopts the Federal 
Circuit’s Bilski test, it should make clear either that 
(1) under that test, medical processes, particularly 
processes involving the administration of 
pharmaceuticals, are patentable, or (2) the test is 
limited to business method patents and other tests 
may be appropriate for medical-process or other 
patents.  Alternatively, if this Court adopts a 
different approach to the scope of § 101 than the 
Federal Circuit adopted in Bilski, it should ensure 
that that test protects the patentability of medical-
process patents. 
II. Patents for Medical Processes Have Long Been 


Protected 
The patent laws have long protected the 


patenting of medical processes, such as the process of 
using a particular drug for treatment.  The Patent 
Act itself always protected the patenting of processes 
and made no exception for medical processes.6  Early 
patents for medical processes included (1) patent 
4,848, issued in 1846 for surgical anesthesia with 
ether, (2) patent 58,034, issued in 1866 for an 
improved method of curing rheumatism, (3) patent 
                                            
6 The Patent Act of 1793 used the term “art,” which Congress 
replaced with the term process when it enacted the current 
version of § 101 in 1952.  See Bilski, 545 F.3d at 951 n.4. 
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65,044, issued in 1867 for an improved method of 
treating affection of the skin, (4) patent 506,449, 
issued in 1893 for a method of treating diseases 
electrically, (5) patent 2,008,526, issued in 1935 for 
treating hepatomegaly with electrical current, and 
(6) patent 2,322,245, issued in 1943 for a method of 
transcutaneous injection. 


While the Patent Act on its face always 
encompassed medical processes, there was a period 
of time when judicial decisions cast some doubt on 
the patentability of such processes.  In 1862, in 
Morton v. New York Eye Infirmary, 17 F. Cas. 879 
(C.C.S.D.N.Y. 1862) (No. 9,865), the New York 
Circuit Court rejected a patent for the use of ether, a 
known agent, as an anesthetic, because the patent 
was for a new effect for a well-known process of 
inhaling ether.  However, some interpreted Morton 
as broadly holding that medical treatments were not 
patentable processes.  In Ex parte Brinkerhoff, the 
Commissioner of Patents adopted such reasoning as 
one basis for rejecting the patent at issue, explaining 
that “[t]he methods or modes of treatment of 
physicians of certain diseases are not patentable.”  
24 Dec. Comm’r 349 (1883), republished in New 
Decisions, 27 J. Pat. & Trademark Off. Soc’y 797, 798 
(1945).  His rationale was that the result of any 
method of treatment was uncertain.  Brinkerhoff was 
affirmed on a technicality, but the appeals court left 
open “the question of how far patents can ‘invade the 
right of protecting health.’”  William D. Noonan, 
Patenting Medical and Surgical Procedures, 77 J. 
Pat. & Trademark Off. Soc’y 651, 654 (1995).    
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Whatever the implications of Brinkerhoff, patents 
for medical processes continued to be granted.  See 
supra, at 9.  Moreover, in the 1930s, both courts and 
the Board of Patent Appeals upheld patents for 
medical processes.  In Dick v. Lederle Antitoxin 
Laboratories, 43 F.2d 628, 630 (S.D.N.Y. 1930), the 
court rejected arguments that a method of operating 
by injecting toxin into a person was not patentable. 
Similarly, the Board of Patent Appeals found 
patentable methods for shrinking living tissue, Ex 
parte Wappler, 26 U.S.P.Q. (BNA) 191 (Pat. Off. Bd. 
App. 1935), and for producing fever in the human 
body, Ex parte Kettering, 35 U.S.P.Q. (BNA) 342 
(Pat. Off. Bd. App. 1936).  


Subsequently, the Board of Patent Appeals 
cleared up any lingering confusion and made explicit 
that medical processes are patentable.  In Ex parte 
Scherer, 103 U.S.P.Q. (BNA) 107 (Pat. Off. Bd. App. 
1954), the Board upheld a patent claim for a method 
of using a fluid jet, instead of a hypodermic needle, to 
inject fluid into the human body.  The Board held 
that it was irrelevant that the usefulness of the 
claim depended on the reaction of the human body, 
explaining that “[t]here is nothing in the patent 
statute which categorically excludes such methods, 
nor has any general rule of exclusion been developed 
by decisions.”  Id. at 110.  The Board noted that 
“[c]laims involving treatment of the human body 
have been allowed on appeal.”  Id. at 109-10 (citing 
Wappler and Kettering).  The Board distinguished 
both Morton and Brinkerhoff, suggesting that the 
Brinkerhoff case was based on double patenting and 
that the additional reasoning of Brinkerhoff did not 
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justify categorical rejection of patents for medical 
methods: 


The only specific reason given is 
uncertainty of results, which does not 
appear to be a valid reason for 
categorically refusing all methods, and 
which reason is more properly 
considered under the question of utility 
which is a separate and distinct 
requirement for patentability.  To the 
extent that Ex parte Brinkerhoff holds 
or implies that all medical or surgical 
methods are unpatentable subject 
matter merely because they involve 
treating the human body, that decision 
is expressly overruled.   


Id. at 110.  Since Scherer, patents for medical 
procedures have been routinely granted.  See 
Noonan, 77 J. Pat. & Trademark Off. Soc’y, at 658-
70, tbl. 1 (listing representative medical method 
patents).  Courts, including the Federal Circuit, have 
routinely upheld such patents.  See, e.g., Burroughs 
Wellcome Co. v. Barr Labs., Inc., 40 F.3d 1223, 1225-
26, 1230 (Fed. Cir. 1994) (upholding against an 
inventorship challenge patents for use of AZT to 
treat HIV).  It would be a radical departure, indeed, 
if this Court were to adopt a test that called into 
question the patentability of such inventions. 
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III. Congress Balanced Competing Policy 
Concerns and Concluded that Patents for Medical 
Processes Should Be Protected. 
Congress has effectively ratified the longstanding 


administrative and judicial interpretation that 
medical processes are patentable under § 101.  
Indeed, not only is Congress aware of this 
longstanding policy, Congress has made clear that it 
believes such processes are and should be patentable.  
For example, under the Drug Price Competition and 
Patent Term Restoration Act of 1984 (“Hatch-
Waxman Act”), Pub. L. No. 98-417, 98 Stat. 1585 
(1984), Congress specifically required all applicants 
to the Food and Drug Administration for approval of 
a new drug to list any patents related to the drug, 
including  any patent “which claims a method of 
using such drug.”7  21 U.S.C. § 355(b)(1).  
Subsequently, applicants must provide supplemental 
information when any new patents issue, including 
new patents on methods of use.  Id. § 355(c)(2).  Lest 
there be any doubt that Congress intended new 
methods of use to be patentable, the Hatch-Waxman 
Act provides, under certain conditions, for patent 
term extensions both for a “method of using a [drug] 
product” and for a “method of manufacturing a [drug] 
product.”  35 U.S.C. § 156(a); see also id. § 156(f) 
(defining “product” to include drug products).  
Obviously, Congress would not have passed these 


                                            
7 Information about these patents is then published as part of 
the FDA’s Approved Drug Products with Therapeutic 
Equivalence Evaluations, commonly referred to as the “Orange 
Book.”   
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provisions if it did not intend for these processes to 
be patentable.     


Moreover, on multiple occasions, Congress 
considered but did not pass legislation that would 
have excluded medical and surgical methods and 
devices from the field of patentable subject matter.  
The 57th and 58th Congresses considered such 
legislation in 1902 and again in 1904.  H.R. 12451, 
57th Cong. (1902); H.R. 13679, 58th Cong. (1904).  At 
the time, the Report of the House Committee on 
Patents noted that it had been the practice of the 
Patent Office to grant such patents and further 
noted that the state of the law on patenting 
therapeutic methods was unsettled.  See Noonan, 77 
J. Pat. & Trademark Off. Soc’y at 654.  Congress did 
not pass this legislation.  See id. 


In the 1990s, Congress again considered and 
rejected legislation to eliminate medical processes 
from the scope of patent protection.  Instead, 
Congress immunized doctors from lawsuits for 
infringing a subset of these patents -- a subset that 
does not include patents for processes for the use of 
particular pharmaceuticals.  By doing so, Congress 
made clear its understanding that medical-process 
patents are within the scope of § 101. 


In particular, on March 3, 1995, Congressman 
Greg Ganske introduced H.R. 1127, which would 
have precluded the issuance of a patent for any 
medical procedure that did not use a patentable 
product. H.R. 1127, 104th Cong. (1995).  A 
companion bill in the Senate, introduced on October 
18, 1995, rather than precluding the patenting of 
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medical processes, sought to redefine what would 
constitute infringement of patents for medical 
processes.  S. 1334, 104th Cong. (1995).  This bill 
would have defined activities by medical 
professionals as non-infringing even if they made use 
of patented processes.  Id. 


These bills were drafted as a result of a 
controversy over a lawsuit by one physician against 
another for purportedly infringing a patent on a 
method of cataract surgery (the “Pallin case,” see 
Pallin v. Singer, 36 U.S.P.Q.2d (BNA) 1050 (D. Vt. 
1995)).  See 142 Cong. Rec. 26825-26 (1996) 
(statement of Sen. Frist).  Doctors became concerned 
that they would be sued for using particular surgical 
procedures.  Arguably, this concern was vastly 
overblown.  Although medical-process patents had 
been extant for decades, the Pallin case has been 
cited as the first of its type to go to trial.  Todd 
Martin, Patentability of Methods of Medical 
Treatment: A Comparative Study, 82 J. Pat. & 
Trademark Off. Soc’y 381, 405 (2000). 


In any event, Congress ultimately did not respond 
to the Pallin case by reducing the scope of 
patentability or declaring physician actions to be 
non-infringing.  Indeed, neither bill attracted broad 
support. See Richard P. Burgoon, Jr., Silk Purses, 
Sows Ears and Other Nuances Regarding 35 U.S.C. 
§ 287(c), 4 U. Balt. Intell. L.J. 69, 80 (1996).  Instead, 
after the House held hearings on the proposed bills,  
Medical Procedures Innovation and Affordability Act 
and Inventor Protection Act of 1995: Hearing Before 
the Subcomm. on Courts and Intellectual Property of 
the H. Comm. on the Judiciary, 104th Cong. (1995) 
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[hereinafter Hearing on H.R. 1127 ], Congress took a 
more nuanced approach.  Under the enacted 
legislation, medical processes remain patentable, 
infringers other than medical professionals are 
subject to suit and award of remedies, and medical 
professionals who use patented processes are still 
deemed to infringe. 


Instead of changing the scope of patentability, 
Congress protected the interests of medical 
professionals by exempting them, with important 
exceptions, from the remedial provisions of the 
patent laws when they are performing a medical 
activity.8  Even this exemption does not apply to new 
uses of pharmaceuticals.  That is because the statute 
excludes from the definition of “medical activity,” 
and thus from the immunity provision, the following: 
“(i) the use of a patented machine, manufacture, or 
composition of matter in violation of such patent, (ii) 
the practice of a patented use of a composition of 
matter in violation of such patent, or (iii) the practice 


                                            
8 See 35 U.S.C. § 287(c)(1) (“With respect to a medical 
practitioner’s performance of a medical activity that constitutes 
an infringement under section 271(a) or (b) of this title, the 
[remedial] provisions . . . of this title shall not apply against the 
medical practitioner or against a related health care entity with 
respect to such medical activity.”).  The statute does not 
immunize the activities of persons involved in the commercial 
development, manufacture, sale, importation, or distribution of 
drugs, devices, biotechnology products, or the provision of 
pharmacy or clinical laboratory services (other than clinical 
laboratory services provided in a physician’s office).  See 35 
U.S.C. § 287(c)(3). 
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of a process in violation of a biotechnology patent.”  
35 U.S.C. § 287(c)(2)(A).9   


The exception for use of “a composition of matter” 
means that Congress concluded that medical 
practitioners remain subject to the remedial 
provisions of the patent law when they violate 
patents for new uses of pharmaceuticals.  According 
to the Conference Report, “‘Uses of compositions of 
matter’ include, without limitation, novel uses of 
drugs, . . . novel methods of combining drug 
therapies, and novel methods for providing genetic or 
other biological materials to a patient (including 
gene therapies).”  H.R. Rep. No. 104-863, at 853 
(1996) (Conf. Rep.).  The report gives two examples of 
situations where doctors would not be immunized:  
(1) “a claim that recites only the novel use of a drug 
for the treatment of diabetes that involves the 
administration of a drug at a particular time of day 
and/or at a specified dose and/or with a specified 
concomitant medicinal therapy,” and (2) a claim for a 
method of transplant surgery that uses a novel 
anesthetic or a novel dosing schedule for that 


                                            
9 With respect to patented processes that use a composition of 
matter, the statute further states that “the term ‘patented use 
of a composition of matter’ does not include a claim for a 
method of performing a medical or surgical procedure on a body 
that recites the use of a composition of matter where the use of 
that composition of matter does not directly contribute to 
achievement of the objective of the claimed method.”  35 U.S.C. 
§ 287(c)(2)(F).  In other words, if a patented process merely 
adds a reference to a drug or other composition of matter for no 
reason other than, for example, to circumvent the immunity 
provisions, the immunity provisions are still applicable. 
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anesthetic.  Id. at 853-54.10  Thus, new regimens for 
administering a drug and new uses for a drug are 
both subject to full protection. 


In explaining the foregoing legislation, which he 
had introduced, Senator Frist contrasted 
“innovations in pure procedures -- such as discovery 
of a better way to suture a wound or set a broken 
bone” with “innovations in medical drugs and 
devices.”  142 Cong. Rec. 26825 (1996) (statement of 
Sen. Frist).  He explained that enforcement against 
doctors of patents claiming “pure procedures” would 
be disastrous, and innovations in these areas would 
happen without “the midwifery of patent law.”  Id.  
But because of the need to recoup investments, “[t]he 
appropriateness and importance of allowing patents 
for pharmaceuticals and medical devices is now well-
established.”  Id.  He noted that the Ganske 
amendment proposed in the House “could have 
impacted many worthwhile patents in biotechnology 
and pharmacology.”11  Id.  In contrast, the legislation 
Senator Frist proposed, “would in no way, however, 
change patent law with respect to biotechnology, 
medical devices, drugs, or their methods of use.  As a 


                                            
10 Use of compositions of matter does not include uses of 
medical devices or other machines.  See id. 
11 After the initial legislation he proposed in the House, 
Congressman Ganske proposed an amendment that was similar 
to his original proposal except that it exempted from the 
proposed changes patents “for a new use of a composition of 
matter or biotechnological process.”  H.R. 3814, 104th Cong. 
§ 619 (1996) (as passed by House, July 24, 1996).  So even the 
amendment Senator Frist criticized as inadequately protecting 
patents related to pharmaceuticals had already exempted 
compositions for new uses of pharmaceuticals. 
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result, this narrowly tailored legislation would in no 
way discourage the important research being done in 
these areas of medicine.”  Id. (emphasis added).  The 
legislation Senator Frist proposed was adopted with 
slight alterations in the Conference Committee.12 


In enacting this legislation, Congress thus 
balanced competing policy objectives. While it 
protected medical practitioners from lawsuits based 
on claimed advances in “pure procedures” such as 
surgical techniques that might not require 
substantial investments to develop, Congress did not 
permit medical practitioners to use patented 
processes that make use of pharmaceuticals, or 
similar inventions that require substantial 
investment.  And it decided not to reduce the scope of 
patentability for any medical processes.  


Under this Court’s case law, when Congress 
amends a statute without “casting doubt” on 
administrative or judicial interpretation, that is 
evidence of its ratification of the interpretation.  See 
Edelman v. Lynchburg College, 535 U.S. 106, 117-18 
(2002).  That principle applies even more clearly here 
where Congress amended the statute in a way that 
itself makes clear its adoption of the administrative 
                                            
12 Even in this form the legislation drew strong objections.  For 
example, Senator Orrin Hatch (R-Utah), Chairman of the 
Senate Judiciary Committee (which has jurisdiction over patent 
matters), wrote in a letter to the Senate Majority Leader that 
the section “constitutes a significant departure from principals 
of American patent law that have been on the books for over 
two hundred years.  The amendment would preclude a certain 
class of patent-holders from enforcing their patent rights 
against infringement, a change that renders these patents 
virtually meaningless.”  See 142 Cong. Rec. 26640 (1996). 
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and judicial interpretation that medical processes 
are patentable and where Congress in a separate 
statute, the Hatch-Waxman Act, further 
demonstrated its agreement with this interpretation.  
This Court should respect Congress’s clear intent. 
IV.  The Purpose of Patent Law Requires 


Protection of Medical-Process Patents.  
There is an additional reason why this Court 


should take care to assure the continued 
patentability of medical processes.  Such 
patentability serves the primary purpose of patent 
law: to advance the useful arts by providing an 
incentive for innovations.  Chakrabarty, 447 U.S. at 
307; U.S. Const. art. I, § 8, cl. 8.  That is particularly 
true for processes that make use of pharmaceuticals.  
Patenting new uses for existing products has been an 
established part of patent law since the Patent Act of 
1952, Act of July 19, 1952, Ch. 950, 66 Stat. 792.  See 
35 U.S.C. § 100(b); Rohm & Haas Co. v. Roberts 
Chems., Inc., 245 F.2d 693, 699 (4th Cir. 1957).  Such 
patents are critical to the advancement of medical 
care.   


Today, much of the innovation in medical care 
comes from intensive study of possible new uses for 
existing drugs.  Calfee, The Golden Age of Medical 
Innovation, supra.  As one article points out in 
discussing the June 2007 annual meeting of the 
American Society of Clinical Oncology, “[w]hereas 
breakthrough advances in new, targeted therapies 
stole headlines at recent years’ gatherings, the 
current highlights are studies showing improved 
uses for . . . established drugs.”  Catherine Arnst, 
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Same Cancer Drugs, New Applications,  Bus. Week 
Online, June 3, 2007, at 
http://www.businessweek.com/technology/content/ 
jun2007/tc20070603_510760.htm.   For example, 
Herceptin, which was originally approved for one 
use, was subsequently found, when administered 
after surgery, to reduce the odds of a recurrence of a 
type of breast cancer by half, suggesting, according to 
the New England Journal of Medicine, “a dramatic 
and perhaps permanent perturbation of the natural 
history of the disease, maybe even a cure.”  Calfee, 
The Golden Age of Medical Innovation, supra 
(describing studies in the New England Journal of 
Medicine and the British medical journal, The 
Lancet). 


  Patents issued for processes that make use of 
already-known products include “the use of AZT to 
treat AIDS, the application of minoxidil to treat 
baldness, the administration of a known sugar 
solution (mannitol) to get drugs into the brain, and 
the use of a cough medicine (dextromethorphan) to 
help stroke victims.”  Hearing on H.R. 1127, supra, 
at 67 (prepared testimony of William D. Noonan, 
M.D., Klarquist, Sparkman, Campbell, Leigh and 
Whinston).  In these cases, the product itself is not 
patentable (or has already been patented), because it 
is already known.  “The practice has therefore been 
to patent as a ‘useful process’ the use of a known 
drug for a recently discovered purpose.”  Andres 
Rueda, Cataract Surgery, Male Impotence, Rubber 
Dentures and a Murder Case -- What’s so Special 
About Medical Process Patents?, 9 U. Balt. Intell. 
Prop. L.J. 109, 146 (2001).  The patentability of 
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medical processes provides an incentive for 
researching the new use.   


The need for the incentives provided by the 
patent system also extends to personalized medicine, 
which seeks to individualize treatment for patients.  
It does so by identifying genetic, genomic, and 
clinical information which is translated into precise 
diagnostic tests and targeted therapies that address 
a person’s susceptibility of developing disease, the 
course of disease, and its response to treatment. 
Personalized medicine will allow physicians to make 
the most effective clinical decisions for individual 
patients and has the potential to improve drug 
efficiency, lower costs from adverse events through 
more targeted therapies, and save lives.13  
“[T]argeted drug therapies selected for individual 
patients based on genetic predisposition” will allow 
doctors to guide “medication selection and dosage 
regimens that ensure maximal drug efficiency and 
minimal adverse drug reaction.”  Teresa Kelton, 
Pharmacogenomics: The Re-Discovery of the Concept 
of Tailored Drug Therapy and Personalized 


                                            
13 For example, one early success in personalized medicine 
involves the measuring of HER2/neu amplification in breast 
cancer patients.  Michael J. Shuster & Pauline Farmer-
Koppenol, Protecting Patents for Personalized Medicine, 
BioPharm Int’l (Sept. 1, 2008), available at 
http://biopharminternational.findpharma.com/biopharm/article/
articleDetail.jsp?id=545358.  For those patients whose tumors 
carry this amplification, the drug Herceptin reduces risk or 
recurrence by half.  Id.  For those patients whose tumors do not 
carry this amplification, the product does not have the same 
benefit.   
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Medicine, 19 Health Law. 1, 1 (2007).  However, “[i]n 
order for personalized medicine to become a reality, 
drug innovators will need a regulatory environment 
that allows a return on their investments in research 
and development.”  Deloitte Consulting LLP, 
Avoiding No Man’s Land: Potential Unintended 
Consequences of Follow-On Biologics 17 (Mar. 2009).   


The development of a new medicine, or a new use 
for an existing medicine, is extremely expensive.  
Because of the difficulty of developing new medicines 
and the high safety and effectiveness standards that 
they must meet, relatively few research avenues are 
successful.  Only 20 in 5,000 compounds that are 
screened enter preclinical testing in laboratories and 
on animals.  FTC, To Promote Innovation:  The 
Proper Balance of Competition and Patent Law and 
Policy, ch. 3, at 6 (Oct. 2003), available at 
http://www.ftc.gov/os/2003/10/innovationrpt.pdf.  
Even if a compound is determined to be safe enough 
to test on humans, there must be three phases of 
clinical testing to determine safety and efficacy 
before the FDA can give final approval for 
marketing.  Id.  As a result, the development and 
commercialization of a drug is a very lengthy and 
uncertain process, often taking more than a decade.  
See Joseph A. DiMasi & Henry G. Grabowski, The 
Cost of Biopharmaceutical R&D:  Is Biotech 
Different?, 28 Managerial & Decision Econ. 469, 475-
76 (2007).  Because of this lengthy and difficult 
process, the average cost of bringing a new drug to 
market is approximately $1.3 billion when the cost of 
unsuccessful efforts is taken into account.  See U.S. 
Dep’t of Commerce, Int’l Trade Admin., 
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Pharmaceutical Price Controls in OECD Countries, 
supra, at 30-31. And this cost must be recouped in a 
patent term that is often effectively much shorter 
than the statutory term because of the length of the 
review and approval process.  FTC, To Promote 
Innovation, supra, ch. 3, at 7  (explaining that “the 
effective patent life for a drug patent -- even with 
patent term restoration [under the Hatch-Waxman 
Act] -- is typically about 11 years, substantially 
shorter than the 20-year statutory patent term” 
(footnote omitted)).  Even drugs that make it to 
market do not generally cover their development 
costs.  See id., ch. 3, at 5 (reporting on statements 
from PhRMA). 


Because of the expense and difficulty of 
developing pharmaceuticals, patent protection is 
crucial.  As a Federal Trade Commission report 
explained after gathering evidence on the costs and 
benefits of patent protection, “[p]articipants in the 
Hearings overwhelmingly expressed the view that 
patent rights for pharmaceuticals are essential for 
brand-name companies to prevent free riding and 
recoup their significant investments.”  FTC, To 
Promote Innovation, supra, ch. 3, at 9.  Indeed, 
“pharmaceutical industry participants reported that 
60% of inventions would not have been developed 
and 65% would not have been commercially 
introduced absent patent protection.”  Id., ch. 2, at 11 
(citing Edwin Mansfield, Patents and Innovation:  
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An Empirical Study, 32 Mgmt. Sci. 173, 175 
(1986)).14   


There are no significant countervailing 
considerations.  Some have argued that particular 
patents have too broad a preemptive effect, a concern 
expressed by Justice Breyer in Metabolite.  548 U.S. 
at 126-28.  These concerns do not apply to most 
pharmaceutical patents.  First, patents on uses of 
particular pharmaceuticals are inherently limited in 
scope.  Second, the complexity of biological systems 
means there are generally multiple pathways for 
understanding and treating most diseases.15  Third, 


                                            
14 In addition to providing incentives for invention, patent 
protection also helps ensure quick disclosure of inventions that 
do occur.  See Scott Paper Co. v. Marcalus Mfg. Co., 326 U.S. 
249, 255 (1945).  The PTO reports that as a result of the 
American Inventor Protection Act of 1999, Pub. L. No. 106-113, 
113 Stat. 1501, 1501A-552, “roughly 90 percent of all pending 
patent applications are published at eighteen months.” FTC, To 
Promote Innovation, supra, ch. 1, at 26.  In the absence of 
patent protection, however, inventors would have no incentive 
to disclose their invention until after completion of the lengthy 
FDA approval process.  And even then they would only be 
required to disclose the use, not the underlying research.  This 
is important in the pharmaceutical industry.  The FTC cited 
testimony from pharmaceutical and biotech representatives, 
including those from generic pharmaceutical firms, explaining 
that patent disclosures guide efforts to design around patents 
and lead to other efforts at innovation.  Id., ch. 3, at 1-2, 4. 
15  See, e.g., David E. Adelman, A Fallacy of the Commons in 
Biotech Patent Policy, 20 Berkeley Tech. L.J. 985, 1010-17 
(2005); John P. Walsh et al., Effects of Research Tool Patents 
and Licensing on Biomedical Innovation, in Patents in the 
Knowledge-Based Economy 285, 292, 304-05 (Wesley M. Cohen 
& Stephen A. Merrill eds., 2003).  Indeed, many of the recent 
drugs with multiple new uses have quickly spawned competitor 
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patent law itself imposes significant limits on the 
breadth of patents, and these requirements are 
applied far more rigorously in the biomedical area 
than elsewhere.16  Finally, to the extent broad 
patents are issued and not licensed, there is a 
substantial economic literature suggesting that 
society nevertheless benefits because “innovation 
would drop substantially in the pharmaceutical 
industry in the absence of effective patent 
protection.”  See Dan L. Burk & Mark A. Lemley, 
Policy Levers in Patent Law, 89 Va. L. Rev. 1575, 
1615-17 (2003) (explaining that the prospect theory, 
that patents should be broad, stand alone, and confer 
almost total control “maps most closely onto 
invention in the pharmaceutical industry”); see also 
James W. Hughes et al., “Napsterizing” 
Pharmaceuticals: Access, Innovation, and Consumer 
Welfare (Nat’l Bureau of Econ. Res., Working Paper 
No. 9229, 2002) (finding that eliminating patent 


                                                                                          
drugs with similar characteristics.  Calfee, The Golden Age of 
Medical Innovation, supra. 
16 See, e.g., Dan L. Burk & Mark A. Lemley, Policy Levers in 
Patent Law, 89 Va. L. Rev. 1575, 1590 (2003) (noting that 
biopharmaceutical and biotech patent prosecution takes a much 
longer time than does the prosecution of patents in other fields); 
Noonan, 77 J. Pat. & Trademark Off. Soc’y at 661 (“[T]he 
requirement that an invention must be a ‘nonobvious’ advance 
to be patentable is particularly strictly applied in all the 
biological examining groups.  The likelihood that a biological 
patent application will successfully issue as a patent is about 
one-half of the likelihood of success in conventional mechanical 
and electrical cases.  Many biological patents that emerge from 
this rigorous patenting process are narrow in scope, difficult to 
enforce, and unlikely to cover anything that will be widely or 
successfully used in practice.”). 
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protection on pharmaceuticals would cost future 
consumers three dollars in lost innovation benefits 
for every dollar saved in reduced drug prices). 


Even scholars who advocate narrow patent rights 
in some contexts, recognize the importance of patent 
rights for biopharmaceutical patents.  One such 
scholar explains: 


In the specific context of the 
biopharmaceutical industry, the claim 
that broad, monopoly-conferring rights 
on nascent invention can provide a 
necessary spur to further innovation 
may well have merit.  As matters 
currently stand, the research path from 
initial discovery of a potentially 
relevant DNA sequence or receptor to 
identification of a drug that is ready for 
clinical testing can be quite risky, 
lengthy, and expensive.   


Arti K. Rai, Fostering Cumulative Innovation in the 
Biopharmaceutical Industry: The Role of Patents and 
Antitrust, 16 Berkeley Tech. L.J. 813, 828-29 (2001).   


Even among physicians, who historically have 
had concerns about patents that limit products used 
in, or processes of, treatment, “there seems to be 
general agreement that drugs and medical devices 
should be patentable, because they often require 
enormous expenditures.”  Noonan, 77 J. Pat. & 
Trademark Off. Soc’y at 656.17  Thus, there is broad 
                                            
17 Any continued criticism of patents for medical processes has 
generally been directed to patents for surgical techniques and 
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consensus on the importance of patent rights to 
pharmaceutical development.  See, e.g., Natasha N. 
Aljalian, The Role of Patent Scope in 
Biopharmaceutical Patents, 11 B.U.J. Sci. & Tech. L. 
1, 47 (2005) (“The promise of full patent rights for 
successful discovery is important motivation for 
inventors entering the unpredictable, competitive 
biopharmaceutical area.”); John P. Walsh et al., 
Effects of Research Tool Patents and Licensing on 
Biomedical Innovation, in Patents in the Knowledge-
Based Economy 285, 286-87 (Wesley M. Cohen & 
Stephen A. Merrill eds., 2003) (“There is widespread 
consensus that patents have long benefited 
biomedical innovation.  A forty-year empirical legacy 
suggests that patents are more effective, for 
example, in protecting the commercialization and 
licensing of innovation in the drug industry than in 
any other.”). 


The need for patent protection for new uses 
(“indications”) for existing drugs is just as great as 
the need for patent protection of the initial product.  
Even in Europe, where the law is more restrictive 
and generally precludes patenting of methods of 
medical treatment, the law permits patenting of 
known products for new medical uses.  Martin, 82 J. 
                                                                                          
research tools.  The American Medical Association, for example, 
which once took the view that patenting of surgical instruments 
was unethical, later reversed itself.  See Martin, 82 J. Pat. & 
Trademark Off. Soc’y at 388-89.  And while it continues to 
oppose process patents for surgical techniques, it signed on to 
the approach Congress took in its 35 U.S.C. § 287, as Senator 
Frist explained in his floor speech.  See 142 Cong. Rec. 26825 
(1996) (statement of Sen. Frist).  That approach eliminated any 
problems with patenting of surgical techniques.  







28 


 
 


Pat. & Trademark Off. Soc’y at 396.  As discussed 
above, news uses for existing drugs make up a 
critical part of medical research.  As of 2007, 47 
percent of biologics that were evaluated in one study 
have had at least one new FDA-approved indication 
after the initial approval.  See Said et al., Continued 
Development of Approved Biological Drugs, supra, at 
3.18 


 Like development of the initial product, 
development of new uses is costly and time 
consuming.  As one author explains:  “A substantial 
amount of laboratory research conducted by 
pharmaceutical companies involves the expensive 
and painstaking evaluation of known drugs and 
compounds for unknown curative properties.”  
Rueda, 9 U. Balt. Intell. Prop. L.J. at 146 (citing The 


                                            
18 Other types of medical-process patents are also 


important.  For example, there are important patents on 
methods for diagnosis and optimization with respect to 
individual patients.  Standard drug treatments have only a 25% 
rate of efficacy in cancer patients in part because each patient 
is biologically unique.  See Mara G. Aspinall & Richard G. 
Hammermesh, Realizing the Promise of Personalized Medicine, 
Harv. Bus. Rev., Oct. 2007, at 108, 111 (citing Brian B. Spear et 
al., Clinical Application of Pharmacogenetics, 7 Trends in 
Molecular Med. 201 (2001)).  Determining optimal treatments 
can be costly.  See Peter Huber, Who Pays for a Cancer Drug?, 
Forbes, Jan. 12, 2009, at 72.  Patent protection provides a key 
incentive for development of such methods of optimization.  
Patents in this area include U.S. Pat. No. 7,348,149 (Mar. 25, 
2008) (“Methods of Diagnosing Parkinson’s Disease”); U.S. Pat. 
No. 6,770,029 (Aug. 3, 2004) (“Disease Management System 
and Method Including Correlation Assessment”); U.S. Pat. No. 
6,087,090 (July 11, 2000) (“Method for Predicting Drug 
Response”).   
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FDA Approval Process: Hearing Before the Health 
and Environment Subcomm. of the H. Commerce 
Comm., 104th Cong. (1996)).  One reason the work 
on new indications is expensive is that just like with 
the initial indication, in order to obtain FDA 
approval for a new indication, the innovator must 
submit data from clinical trials regarding the 
treatment’s safety and efficacy in a particular 
patient population. 


The FDA review and approval process is also 
lengthy.  In 2007, the Boston Consulting Group 
conducted an analysis of 58 biologics consisting of 
biotechnology-derived protein products that were 
approved under the Public Health Service Act 
between 1986 and 2006.  Said et al., Continued 
Development of Approved Biological Drugs, supra, at 
2.  It found that FDA review of a new indication for 
an existing biologic typically takes three to six years.  
Id. at 5.  Companies whose products are approved 
typically accrue significant expenses even after FDA 
approval, including research on new indications and 
studies that are the subject of commitments made to 
FDA for post-approval research.  As a result of 
factors such as these, development of new indications 
for existing drugs is very costly: while “[n]o 
comprehensive estimates currently exist that capture 
the full extent of investment occurring after the 
initial approval, . . . considering that the size and the 
complexity of the clinical trials for each new 
indication are similar to the size and the complexity 
of those conducted prelaunch and that the failure 
rates remain high, such costs are likely high and 
represent an important part of the overall R&D 
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investment in researching and developing new 
therapeutic biologics.”  Id. at 6.  Because of the 
substantial expense of developing new indications, 
the Boston Consulting Group concluded that patent 
protection is important to promoting the  
development of new indications.  Id.   


Of course, a company that owns a patented 
product already has some incentive to research 
additional indications for that product.  But that 
incentive often will not be sufficient because by the 
time the new indication is approved little or no time 
may be left in the patent protection for the product.  
The Boston Consulting Group found that one-third of 
the new indications were approved more than seven 
years after the approval of the initial indication.  Id. 
at 3.  And often it takes much longer.  Biologics on 
the market for 11 years are still expected to have on 
average one additional indication approved over the 
remainder of their lifetime.  Id. at 4. 


Moreover, new uses for existing products may be 
developed by companies other than the original 
innovator; companies that have no patent protection 
over the product.  They may also be developed using 
products never subject to patent protection or no 
longer subject to such protection.  For example, the 
patents for the use of AZT to treat human 
immunodeficiency virus (HIV) constituted new use of 
a well-known composition.19  See Burroughs 


                                            
19 AZT was originally developed in 1964 as a potential cure for 
cancer.  The inventor never sought a patent because tests 
showed that it “failed miserably” at its intended purpose.  See 
Philip J. Hilts, Experimental Drug AZT Was Designed for 
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Wellcome, 40 F.3d at 1225-26, 1230 (describing these 
patents and fact that the compound AZT was already 
well known).  For these companies, the only patent 
protection they can receive comes in the form of a 
patent on a medical process. 


Eliminating patent protection would severely 
restrict medical research.  See Rueda, 9 U. Balt. 
Intell. Prop. L.J. at 132 (“A serious concern weighing 
against stripping medical processes from patent 
protection is the impact such a move would have on 
incentives.  Without intellectual property protection, 
companies and individuals who otherwise may have 
poured time and resources towards medical process 
research may not do so.”).  One author, who 
emphasizes that the greatest gains in medical 
research are coming from the invention of new 
indications, explains that “[t]he surest way to hobble 
medical technology is to damage intellectual property 
(IP) protections, mainly patents.”  Calfee, The 
Golden Age of Medical Innovation, supra. 


CONCLUSION 
Given the importance of patent protection to 


incentivize research, the history of protection of 
medical-process patents, and Congress’s 
unambiguous intent, this Court should make clear, 
whatever result it reaches with respect to the Bilski 
patent, that methods of medical treatment and 
diagnosis, especially methods for new uses of existing 
pharmaceuticals, remain patentable.  It should not 
adopt a new test for patentability that risks 
                                                                                          
Tumors; Skill, Luck Led to Promising Tests on AIDS, Wash. 
Post, Sept. 19, 1986, at A11. 
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changing future cases into formalistic debates on the 
meaning of the court-created test.  If it nonetheless 
adopts such a test, it should make clear that medical-
process patents fall within it. 


 
 Respectfully submitted, 
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INTEREST OF THE AMICUS CURIAE1 


 Amicus Curiae Kevin Emerson Collins teaches 
patent law and intellectual property law in the 
United States, and he has written extensively on the 
doctrine of patent eligibility. He has no financial 
interest in the outcome of this case. He is interested 
in the application of the patent statutes in a manner 
that most effectively promotes innovation and most 
accurately reflects the intent of Congress. 


--------------------------------- ♦ --------------------------------- 
 


SUMMARY OF THE ARGUMENT 


 The doctrine of patent eligibility, lodged in 35 
U.S.C. § 101 (2006), should forbid the issuance of a 
patent claim whenever the advance over the prior art 
resides entirely in the human mind. A claim should 
not be eligible for patent protection if the advance 
resides solely in mental states or processes, even if 
they are useful, novel, and nonobvious and even if the 
claim as a whole recites prior-art, extra-mental 
technologies as well.  


 A bar on any claim in which the advance resides 
solely in a mental process is a refinement of the 
historical mental steps doctrine, which the Court of 
  


 
  1 No counsel for a party authored this brief in whole or in 
part, and no counsel or party made a monetary contribution 
intended to fund the preparation or submission of this brief. No 
person other than amicus curiae made a monetary contribution 
to its preparation or submission. 
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Customs and Patent Appeals (CCPA) erroneously 
abandoned, and the printed matter doctrine, which 
the Court of Appeals for the Federal Circuit 
unfortunately treats as an afterthought in its section 
101 jurisprudence. The decline of these doctrines 
follows from the conventional wisdom that they are 
not supported by the Patent Act. This conventional 
wisdom is inaccurate. An interpretation of section 101 
that looks to the structure of the Patent Act as a 
whole, and its disclosure provisions in particular, 
demonstrates that Congress did intend to bar claims 
from the patent regime when the advance resides 
solely in a mental process. Such a bar is necessary to 
enforce patentees’ disclosure obligations. But for the 
mental steps and printed matter doctrines, patentees 
could privatize acts of thinking about the very newly 
discovered information that they are required to 
publicize in their specifications.  


 The mental steps and printed matter doctrines 
employ a “point of novelty” or “patentable weight” 
analysis. In re Gulack, 703 F.2d 1381, 1385 (Fed. Cir. 
1983) (printed matter); In re Abrams, 188 F.2d 165, 
166 (C.C.P.A. 1951) (mental steps). This approach 
concededly diverges from the claim as a whole 
analysis employed in Diamond v. Diehr, 450 U.S. 175 
(1981). Nonetheless, the mental steps and printed 
matter doctrines are entirely consistent with this 
Court’s precedents on section 101. This Court’s 
precedents address only claims implicating newly 
discovered laws of nature. In re Bilski, 545 F.3d 943 
(Fed. Cir. 2008) (en banc), presents this Court with a 
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case of first impression concerning claims describing 
mental processes.  


 This brief urges this Court to shore up the foun-
dations of the doctrine of patent eligibility. It takes no 
position on either the machine-or-transformation test 
as a necessary condition for patent eligibility or any 
other restriction on patent eligibility that can be 
layered on top of a mental-process foundation. The 
mental steps and printed matter doctrines establish a 
basic, intuitive, and administrable limit on the reach 
of patent protection. A bar on claims when the 
advance resides solely in a mental process should be 
the cornerstone of patent eligibility, not a historical 
anomaly or inconsequential afterthought.  


 Bilski presents an excellent vehicle for this Court 
to engage in this foundational work. In Bilski, the 
Federal Circuit puts forward a sweeping reformula-
tion of the doctrine of patent eligibility, announcing 
the machine-or-transformation test as a sufficient or 
“sole” test for patent eligibility. Id. at 955-56. The 
Federal Circuit errs in Bilski because the machine-or-
transformation test improperly sanctions patent 
protection for mental-process inventions when claims 
recite prior-art, extra-mental steps that require a 
particular machine or transform an article to a 
different state or thing. 


--------------------------------- ♦ --------------------------------- 
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ARGUMENT 


I. The Patent Act Supports a Bar on Patent 
Claims When the Advance Resides Solely 
in a Mental Process  


 A bar on patent claims when the only advance 
over the prior art resides in a mental process is easily 
defended as a matter of economic patent policy. Newly 
invented “mental processes” are frequently “the basic 
tools of technological and scientific work.” Gottschalk 
v. Benson, 409 U.S. 63, 67 (1972). The costs of slower 
future innovation that follow from allowing private 
rights to govern basic tools are likely to outweigh 
whatever incentives to produce basic tools patent 
protection might provide. Lab. Corp. of Am. Holdings 
v. Metabolite Labs., Inc., 548 U.S. 124, 126-27 (2006) 
(Breyer, J., dissenting from the dismissal of the writ 
of certiorari as improvidently granted) (discussing the 
costs attendant to treating basic tools as property); 
Brett M. Frischmann & Mark A. Lemley, Spillovers, 
107 Colum. L. Rev. 257, 279-82 (2007) (discussing the 
costs of subjecting the inputs of productive processes 
to private property).  


 However, a bar on patent claims when the 
advance resides solely in a mental process is more 
than good patent policy. It is mandated by an 
interpretation of section 101 in light of the Patent Act 
as a whole and its disclosure provisions in particular. 
Importantly, this argument cuts across the grain of 
conventional wisdom about the mental steps and 
printed matter doctrines. One reason why these 
doctrines have failed to take root in the lower courts 
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is an erroneous belief that they are not anchored in 
the Patent Act. In re Musgrave, 431 F.2d 882, 890 
(C.C.P.A. 1970) (mental steps); Gulack, 703 F.2d at 
1385 n.8 (printed matter).  


 
A. Section 101 Must Be Construed in 


Light of the Statutory Disclosure Pro-
visions  


 The interpretation of section 101 discussed here 
differs from this Court’s previous interpretations of 
section 101 in that it relies heavily on the canon of 
structural statutory interpretation. The plain mean-
ing of a statute must be determined not by examining 
the statute in isolation but also by viewing a statute 
in light of “the structure and purpose of the Act in 
which it occurs.” New York State Conf. of Blue Cross 
& Blue Shield Plans, 514 U.S. 645, 655 (1995).  


 This Court has repeatedly recognized the 
importance of patent law’s disclosure provisions in 
the structure of the patent regime as a whole. 35 
U.S.C. §§ 112, 122(b) (2006) (codifying the disclosure 
requirements). Patent protection is a “bargain” in 
which inventors and the public exchange valuable 
rights. Pfaff v. Wells Elecs., Inc., 525 U.S. 55, 63 
(1998); Bonito Boats, Inc. v. Thunder Craft Boats, 
Inc., 489 U.S. 141, 150-51 (1989). The public grants 
an inventor limited rights to exclude from the claimed 
embodiments of an invention, and, as “quid pro quo of 
the right to exclude,” the inventor discloses newly 
discovered information that she otherwise could have 
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kept secret. Kewanee Oil Co. v. Bicron Corp., 416 U.S. 
470, 484 (1974); see also J.E.M. Ag Supply, Inc. v. 
Pioneer Hi-Bred International, Inc., 534 U.S. 124, 142 
(2001); Bonito Boats, 489 U.S. at 150-51. One function 
of the disclosure is to encourage the public to use the 
disclosed knowledge to design around the patent and 
advance the art, even during the term of the patent. 
“When a patent is granted and the information 
contained in it is circulated to the general public and 
those especially skilled in the trade, such additions to 
the general store of knowledge . . . stimulate ideas 
and the eventual development of further significant 
advances in the art.” Kewanee Oil, 416 U.S. at 481; 
see also Donald S. Chisum, Chisum on Patents § 7.01 
(2009) (“[O]n issuance [ ]  the patent immediately 
increases the storehouse of public information avail-
able for further research and innovation.”).2 The 
patentee’s obligation to disclose information and 
make it free for all comers to use as information from 
the moment of publication is an obligation that runs 
against the inventor’s self interest. Unlike in copy-
right law, “immediate disclosure” is a “price” that “is 
exacted from” the patentee in return for patent 
protection. Eldred v. Ashcroft, 537 U.S. 186, 216 
(2003). In sum, the Patent Act is not only about rights 
to exclude. At a deep structural level, it is premised 
on a “duality of claiming and disclosing.” Graeme B. 


 
 2 A distinct function of the disclosure is to ensure that the 
public can practice the claimed invention after a patent expires. 
Grant v. Raymond, 31 U.S. (6 Pet.) 218, 247 (1832). 
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Dinwoodie & Rochelle Cooper Dreyfuss, Patenting 
Science: Protecting the Domain of Accessible Knowl-
edge, in The Future of the Public Domain: Identifying 
the Commons in Information Law 191, 193 n.4 (2006). 
Each side of the duality promotes the “Progress of . . . 
useful Arts” through a different mechanism. U.S. 
Const. art. I, § 8, cl. 8. Claims create rights to exclude 
that provide an incentive for self-interested individ-
uals to invest time and money in the inventive 
process. Disclosures create an immediately available 
public domain of newly discovered information and 
knowledge that greases the wheels of future progress.  


 Section 101 states that a “process, machine, 
manufacture, or composition of matter” may be 
patented. 35 U.S.C. § 101 (2006). An interpretation of 
section 101 in light of patent law’s disclosure 
provisions demonstrates that Congress did not intend 
for newly discovered mental processes to be statutory 
subject matter. Patent claims in which the advance 
resides solely in a mental process are by definition 
inventions only because they include acts of thinking 
about the newly discovered information disclosed in a 
patent specification. Simply put, such claims describe 
the public’s use of the disclosure as knowledge. 
Congress, however, intended specifications to contrib-
ute to “the general store of knowledge” and remain 
beyond patentees’ private control. Kewanee Oil, 416 
U.S. at 481. By negative implication, Congress 
therefore could not have intended to sanction patent 
claims in which the advance resides solely in an act 
of thinking about the information disclosed in a 
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specification. By erecting a bar on claims when an 
advance resides solely in a mental process, the 
mental steps and printed matter doctrines enforce 
patentees’ statutory disclosure obligations and protect 
the public’s side of the patent bargain. If claims to 
newly invented mental processes were to recite 
patent-eligible inventions, the disclosure side of the 
duality of claiming and disclosing would be fatally 
undermined. Disclosures would not be “exacted from” 
patentees. Eldred, 537 U.S. at 216. Patentees would 
be able to attain the absurd result of privatizing the 
value of the disclosed knowledge that the patent-law 
bargain requires them to publicize. Clinton v. City of 
New York, 524 U.S. 417, 429 (1998) (interpreting a 
statute to avoid an absurd result). When construed in 
light of the disclosure provisions, the term “process” 
in section 101 does not encompass claims in which 
the advance resides solely in a mental process, and 
the terms “manufacture” and “machine” do not 
encompass claims in which the advance resides 
entirely in the intelligibility of printed matter to the 
human mind. 


 Patent law’s other validity doctrines do not serve 
this important structural role. Even standing alone, 
newly invented mental processes will frequently be 
useful, novel, nonobvious, and sufficiently described. 
35 U.S.C. §§ 101, 102, 103, 112 (2006) (codifying the 
utility, novelty, nonobviousness and sufficient-
description doctrines). If claims in which the advance 
resides solely in a mental process are to remain 
beyond the reach of patent protection, it is the section 
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101 doctrine of patent eligibility that must do the 
work. 


 
B. The 1952 Patent Act Approved of the 


Mental Steps and Printed Matter 
Doctrines  


 The 1952 Patent Act supports an interpretation 
of section 101 under which the advance over the prior 
art cannot reside in a newly invented mental process. 
Section 101 should not categorically exclude tech-
nologies that were unforeseen in 1952 because “Con-
gress intended statutory subject matter to ‘include 
anything under the sun that is made by man.’ ” 
Diamond v. Chakrabarty, 447 U.S. 303, 309 (1980) 
(quoting S. Rep. No. 82-1979, at 5 (1952); H. R. Rep. 
No. 82-1923, 82d Cong., at 6 (1952)). Mental proc-
esses, however, are not unforeseen, post-1952 de-
velopments. Lower courts had considered and 
rejected the patentability of mental processes prior to 
the passage of the Patent Act: cases adopting both the 
mental steps and printed matter doctrines had 
already been decided and remained valid in 1952. 
See, e.g., In re Shao Wen Yuan, 188 F.2d 377 (C.C.P.A. 
1951) (mental steps); Abrams, 188 F.2d at 166 (same); 
In re Russell, 42 F.2d 668 (C.C.P.A. 1931) (printed 
matter); U.S. Credit Sys. Co. v. Am. Credit Indem. 
Co., 59 F. 139, 143 (2d Cir. 1893) (same). “When 
Congress approved the addition of the term ‘process’ 
to the categories of patentable subject matter in 1952, 
it incorporated the definition of ‘process’ that had 
evolved in the courts.” In re Schrader, 22 F.3d 290, 
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295 (Fed. Cir. 1994). “Analysis of the eligibility of a 
claim of patent protection for a ‘process’ did not 
change with the addition of that term to § 101.” 
Diehr, 450 U.S. at 184. When Congress intended to 
change the judicial precedent prior to 1952 on patent 
eligibility, it did so expressly. For example, Congress 
altered the scope of statutory processes by expressly 
specifying that new uses for known compositions of 
matter are patent eligible. Compare 35 U.S.C. 
§ 100(b) (2006), with Old Town Ribbon & Carbon Co. 
v. Columbia Ribbon & Carbon Mfg. Co., 159 F.2d 379, 
382 (2d Cir. 1947). Congress thus approved of the 
mental steps doctrine as a limit on the definition of a 
statutory “process” when it enacted the 1952 Patent 
Act without mentioning the mental steps doctrine, 
and it approved of the printed matter doctrine as a 
limit on the definition of a statutory “machine” or 
“manufacture” as well. 


 
C. Serious First Amendment Problems 


Require a Narrow Construction of 
Section 101  


 The First Amendment protects not only freedom 
of speech but also freedom of thought. Wooley v. 
Maynard, 430 U.S. 705, 714 (1976) (“freedom of 
thought”); Thomas v. Collins, 323 U.S. 516, 531 
(1945) (“freedom of mind”). Neither this Court nor 
any lower court has directly addressed whether a 
patent claim that grants a private citizen a right to 
exclude others from expressing or thinking about 
newly discovered, publicly accessible information 
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runs afoul of the First Amendment. But cf. Bilski, 545 
F.3d at 1008 (Mayer, J., dissenting) (“By adopting 
overly expansive standards for patentability, the 
government enables private parties to impose broad 
and unwarranted burdens on speech and the free flow 
of ideas.”). In the course of overruling the mental 
steps doctrine, the CCPA acknowledged, but never 
resolved, the First Amendment issue. In re Prater, 
415 F.2d 1393, 1400 n.20 (C.C.P.A. 1969).  


 It is in part because the idea/expression 
dichotomy prevents copyrights from encompassing 
ideas that the copyright laws do not routinely run 
afoul of the First Amendment. Harper & Row 
Publishers, Inc. v. Nation Enters., 471 U.S. 539, 556 
(1985). Without the mental steps and printed matter 
doctrines, patent law has no similar provision to head 
off a looming conflict with First Amendment rights.  


 Given the serious constitutional problems raised 
by patent claims in which the advance resides solely 
in a mental process, this Court should embrace the 
structural interpretation of section 101 discussed 
above in Section I.A that avoids the problems. 
Edward J. DeBartolo Corp. v. Florida Gulf Coast 
Bldg. & Constr. Trades Council, 485 U.S. 568, 575 
(1988) (“[W]here an otherwise acceptable construction 
of a statute would raise serious constitutional 
problems, the Court will construe the statute to avoid 
such problems unless such construction is plainly 
contrary to the intent of Congress.”). 
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II. The Mental Steps and Printed Matter 
Doctrines Are Both Administrable and 
Rooted in Historical Patent Practice  


 A bar on patent claims when the advance resides 
solely in a mental process is an administrable rule 
with strong roots in twentieth century patent 
practice. It is simply a refinement of the historical 
mental steps doctrine as articulated in In re Abrams, 
188 F.2d 165 (C.C.P.A. 1951), and the contemporary 
printed matter doctrine.  


 
A. The Historical Mental Steps Doctrine 


Restricted the Patent Eligibility of 
Method Claims  


 The historical mental steps doctrine prevented 
the issuance of any method claim in which the 
advance resided in a mental process. For example, 
the CCPA in Abrams applied the following rule to 
determine the patentability of a claim reciting a 
mental process under section 101: 


If a method claim embodies both positive and 
physical steps as well as so-called mental 
steps, yet the alleged novelty or advance over 
the art resides in one or more of the so-called 
mental steps, then the claim is considered 
unpatentable. . . .3 


 
 3 This is only rule two of what became known as the three 
rules of Abrams. Abrams, 188 F.2d at 166. The CCPA sub-
sequently characterized the discussion of the three rules in 


(Continued on following page) 
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188 F.2d at 166; see also In re Shao Wen Yuan, 188 
F.2d 377 (C.C.P.A. 1951). A court applying the mental 
steps doctrine as articulated in Abrams must divide a 
method claim into mental and extra-mental steps. If 
the extra-mental steps of a claim describe a novel, 
nonobvious, and useful invention, the claim is patent 
eligible even if it also recites mental steps. Here, any 
mental steps are harmless to the public’s interests. 
They simply limit the scope of an otherwise valid 
claim. However, if the advance over the prior art 
resides solely in the mental steps, the claim is not 
eligible for patent protection under section 101. Here, 
the inventor has invented only the act of thinking 
about the newly discovered information revealed in 
the patent specification.4 In the common parlance of 
patent law, Abrams employs a “point of novelty” 
analysis. Musgrave, 431 F.2d at 889. 


 
Abrams as mere dicta intended to demonstrate that “even if, 
arguendo, the court had adopted [the rules], [the patent appli-
cant] would still not have prevailed. . . .” In re Prater, 415 F.2d 
1378, 1386 (C.C.P.A. 1968), modified on rehearing, 415 F.2d 1393 
(C.C.P.A. 1969). However, it is difficult to read Abrams as not 
relying on rule two.  
 4 Combination arguments must be carefully scrutinized so 
that they do not allow an end-run around the limits on patent 
eligibility imposed by the mental steps doctrine. For example, 
assume that a method claim in a patent application recites steps 
A and B, that A alone is a prior-art, extra-mental step, and that 
B alone is a novel mental step. The applicant may argue that it 
is the combination of A and B, not simply B, that is novel. To 
protect the public’s interest in the public domain of the dis-
closure, this type of combination argument must not succeed. 
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 Two decades after Abrams, a panel of the CCPA 
abandoned the mental steps doctrine in In re Mus-
grave, 431 F.2d 882, 889-93 (C.C.P.A. 1970). Musgrave 
replaced the mental steps doctrine with the tech-
nological arts test for patent eligibility. Id. Oddly, the 
Federal Circuit has since abandoned the tech-
nological arts test established in Musgrave, Bilski, 
545 F.3d at 960, but it has not revisited Musgrave 
insofar as Musgrave overrules the mental steps 
doctrine.  


 If the section 101 doctrine of patent eligibility is 
to protect the public’s side of the disclosure bargain, 
this Court must overrule Musgrave insofar as it 
stands broadly for the abandonment of the mental 
steps doctrine.5 Disclosures must be additions to “the 
general store of knowledge” and must be free for all to 
use as knowledge from the moment they are pub-
lished. Kewanee Oil, 416 U.S. at 481. An inventive 
mental step is by definition nothing more than the 
human act of thinking about the information 
disclosed in a patent specification. If inventors could 
patent inventive mental steps, they could shirk their 


 
 5 Musgrave and other cases of its era were fundamentally 
about the patentability of claims to programmed computers and 
computer-executed processes. Insofar as Musgrave stands 
narrowly for the principle that steps limited to computer-
executed processes are not per se mental steps, its holding is 
unobjectionable. Cf. In re Benson, 441 F.2d 682 (C.C.P.A. 1971), 
rev’d on other grounds, 409 U.S. 64 (1972) (upholding a claim 
under the mental steps doctrine because it was limited in scope 
to computer-execution of the claimed mathematical processes). 
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disclosure obligations: they could reveal information 
to the public but privatize its value by charging a fee 
for the public to think about it. 


 A structural theory of patent eligibility mandates 
the adoption of the mental steps doctrine and its 
point of novelty approach, not a narrow, formalistic 
bar on claims in which all steps can be performed in 
the human mind. Cf. In re Comiskey, 554 F.3d 967, 
977-80 (Fed. Cir. 2009) (acknowledging that entirely 
mental claims are not patentable subject matter). A 
patent claim that describes a prior-art, extra-mental 
technology in conjunction with a newly invented 
mental process and a patent claim that describes only 
the newly invented mental process are equally detri-
mental to the public’s ability to think freely about 
the information disclosed in a patent specification. 
Patent rights cannot interfere with the public’s right 
to practice the unpatented prior art. Under the 
Copyright and Patent Clause of the Constitution, 
“Congress may not authorize the issuance of patents 
whose effects are . . . to restrict free access to 
materials already available.” Graham v. John Deere 
Co., 383 U.S. 1, 6 (1966). The doctrine of patent 
eligibility must therefore invalidate claims that 
privatize the public’s ability to think about the 
information disclosed in the patent specification, even 
when that thinking occurs in conjunction with the use 
of a prior-art technology. To protect the public’s side of 
the statutory disclosure bargain, section 101 must 
restrict patent eligibility whenever the point of 
novelty of the claimed method resides in the human 
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mind, even if the method recites prior-art, extra-
mental steps as well.  


 Understanding the role of mental steps doctrine 
in protecting the public’s side of the disclosure 
bargain also points the way to a more precise 
definition of mental step. One concern expressed by 
the CCPA in Musgrave was that an overly broad 
definition of a mental step could encompass any step 
that requires brain activity. Musgrave, 431 F.2d at 
889-93; cf. Lab. Corp., 548 U.S. at 134 (Breyer, J., 
dissenting from the dismissal of the writ of certiorari 
as improvidently granted) (implying that it is difficult 
to administer a “mental processes” limitation on 
patentable subject matter because “all conscious 
human action involves a mental process”). To imple-
ment a structural theory of patent eligibility and 
protect the public domain of knowledge created by the 
disclosure, the mental steps that are of concern under 
the mental steps doctrine should be limited to steps 
that occur entirely within the human mind. Mental 
steps should encompass only the human acts of 
reasoning and understanding that are necessary to 
the public’s use of the “general store of knowledge” as 
knowledge that patent disclosures are supposed to 
support. Kewanee Oil, 416 U.S. at 481. Most 
significantly, steps reciting physical human inter-
action with the world outside of the mind, such as 
bodily motion (e.g., “pulling said lever” or “mixing 
chemicals A and B”), should not sound alarm bells 
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under the mental steps doctrine.6 Cf. Ex parte 
McNabb, 127 U.S.P.Q. 456, 457-58 (Pat. Off. Bd. App. 
1959) (declining to treat the brain activity required 
for motor control as a mental step). 


 However, if a step in a method claim is broad 
enough to encompass purely mental reasoning, the 
step must be labeled a mental step even if it 
encompasses extra-mental processes as well. A broad 
claim encompassing both mental and extra-mental 
performance of a method is equally detrimental to the 
public domain of the disclosure as a narrow claim 
encompassing only mental performance of the 
method. Confusion on this point unfortunately 
contributed to the lack of clarity in the historical 
mental steps doctrine and its abandonment by the 
CCPA. Musgrave, 431 F.2d at 889-90 n.4. 


 
B. The Contemporary Printed Matter 


Doctrine Restricts the Patent Eligi-
bility of Manufacture and Machine 
Claims  


 Although it is not always recognized as having 
this effect, the printed matter doctrine prevents 
patent protection for machines and manufactures 


 
 6 Methods that simply add the verbal expression or tangible 
recording of the result of a mental process as a claim limitation 
are not eligible for patent protection under a combination of the 
mental steps and printed matter doctrines. Therefore, claims to 
thought and speech should usually be treated just like claims to 
thought. But cf. infra note 17. 
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from extending into the human mind. It bars the 
patenting of “claims defining as the invention certain 
novel arrangements of printed lines or characters, 
useful and intelligible only to the human mind.” In re 
Lowry, 32 F.3d 1579, 1583 (Fed. Cir. 1994) (quoting In 
re Bernhart, 417 F.2d 1395, 1399 (C.C.P.A. 1969)). 
Inversely, “the printed matter cases have no factual 
relevance where ‘the invention as defined by the 
claims requires that the information be processed not 
by the mind but by a machine, the computer.’ ” Id. In 
sum, machines and manufactures that are different 
from the prior art only because they mean something 
new to a human mind – i.e., only because of the 
mental processes that the mind performs when it 
attributes meanings to them – are not eligible for 
patent protection.7 


 
 7 The default rule of the printed matter doctrine is 
sometimes described as barring the patenting of “information 
recorded in [a] substrate or medium” when it is the “content of 
the information” that is the invention. Chisum, supra at 
§ 1.02[4]. This information-centric formulation of the printed 
matter doctrine is misleading. Many things are readily viewed 
as information and yet are patentable under the printed matter 
doctrine because they interface with devices and organisms 
through mechanical processes and the locus of the invention is 
therefore not in their comprehension by a human mind. In re 
Fisher, 421 F.3d 1365 (Fed. Cir. 2005) (addressing the 
patentability of DNA under the utility doctrine, not the doctrine 
of patent eligibility); In re Beauregard, 53 F.3d 1583 (Fed. Cir. 
1995) (acquiescing to the PTO’s decision that software-on-disk 
claims can be eligible for patent protection under section 101). 
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 The printed matter doctrine employs a “pat-
entable weight” analysis: the novelty and nonobvious-
ness of the meaning that a worldly thing triggers in a 
human mind gets no weight in the determination of 
whether the claim is a patentable advance over the 
prior art.8 In re Miller, 418 F.2d 1392, 1395-96 
(C.C.P.A. 1969); Gulack, 703 F.2d at 1385. For 
example, in In re Ngai, 367 F.3d 1336, 1338-39 (Fed. 
Cir. 2004) (per curiam), the Federal Circuit held that 
“the content of the instructions” on how to use 
chemicals in a kit could not make the kit novel in 
relation to the prior art. It reaffirmed the rule that 
“the printed matter will not distinguish the invention 
from the prior art in terms of patentability.” Id. at 
1339 (quoting Gulack, 703 F.2d at 1385); see also King 
Pharms., Inc. v. Eon Labs, Inc., 593 F.Supp.2d 501, 
514 (E.D.N.Y. 2009) (invalidating method claims in 
which the advance resided in the placement of a 
printed label advertising the metabolic effect of a 
chemical). The patentable weight analysis of the 
printed matter doctrine mirrors the point of novelty 
analysis of the mental steps doctrine. Patentees can 
recite mental processes in method claims, but the 


 
 8 The printed matter doctrine is commonly described as 
having an “exception” under which printed matter can be given 
patentable weight if the printed matter is functionally related to 
the substrate. Gulack, 703 F.2d at 1385; Cincinnati Traction Co. 
v. Pope, 210 F. 443, 446-47 (6th Cir. 1913). The functional-
relation “exception” is not an exception: it simply captures one 
subset of cases in which the invention does not reside in the 
novelty and nonobviousness of the meaning that a human mind 
attributes to the printed matter.  







20 


locus of the invention cannot reside in a mental 
process. Similarly, patentees can recite printed 
matter as a limitation on a claim to manufacture or 
machine, but they cannot justify the patentability of 
the claim with reference to the inventive nature of 
the meaning that the printed matter has to a human 
mind.9 


 The limit on patent eligibility established by the 
printed matter doctrine is necessary to protect the 
disclosure side of the duality of claiming and 
disclosing on which the patent regime is premised. To 
protect the “general store of knowledge” created by 
disclosures from overreaching claims, Kewanee Oil, 
416 U.S. at 481, the printed matter doctrine must 
prevent inventors from relying on the informational 
content of human-readable symbols to prove that a 
manufacture or machine represents an advance over 
the prior art. But for the printed matter doctrine, 
patentees could literally patent their disclosures: they 
could exclude the public from printed copies of their 
patent specifications. Furthermore, the patentable 
weight analysis of the printed matter doctrine is 
essential if the printed matter doctrine is to serve as 
this function. It is not enough to prevent the 


 
 9 The patentable weight analysis of the printed matter 
doctrine was initially created by analogy to the point of novelty 
analysis of the mental steps doctrine. Ex parte Jenny, 130 
U.S.P.Q. 318, 320 (Pat. Off. Bd. App. 1960). Today, ironically, the 
printed matter doctrine and its patentable weight analysis 
continue to limp along but the mental steps doctrine and its 
point of novelty analysis have been abandoned. 
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patenting of claims describing printed matter in 
isolation. 


 The statutory locus of the printed matter 
doctrine has become highly unstable. Historically, the 
printed matter doctrine was lodged exclusively in 
Section 101. Russell, 42 F.2d at 669. Today, the 
Federal Circuit applies the printed matter doctrine as 
a facet of the novelty doctrine of section 102 or the 
nonobviousness doctrine of section 103 when a claim 
describes printed matter in conjunction with things 
that are conventionally eligible for patent protection 
under section 101. Ngai, 367 F.3d at 1338-39 (a kit of 
chemicals plus instructions); Gulack, 703 F.2d at 
1384-87 (writing on a circular band). Yet, in cases in 
which the claim describes printed matter per se, the 
Federal Circuit and the PTO continue to apply the 
printed matter doctrine as a component of the section 
101 patent-eligibility analysis. In re Ockman, 833 
F.2d 1023 (Fed. Cir. 1987) (unpublished opinion); 
Interim Guidelines for Examination of Patent Appli-
cations for Patent Subject Matter Eligibility, 1300 OG 
142 (Nov. 22, 2005) (stating that “nonfunctional 
descriptive material” is not statutory subject matter 
under section 101, even when it is recorded on a 
computer-readable medium). This awkward strad-
dling of distinct statutory provisions is pointless. Cf. 
In re Nuijten, 500 F.3d 1346, 1366 (Fed. Cir. 2007) 
(Linn, J., concurring-in-part and dissenting-in-part) 
(“As a doctrinal matter, the PTO [when it applies the 
printed matter doctrine] should not look to § 101 
sometimes and § 103 at other times to accomplish 
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essentially the same end.”). It is a byproduct of the 
lower courts’ neglect of the printed matter doctrine.  


 
C. The Mental Steps and Printed Matter 


Doctrines Are Two Sides of the Same 
Coin  


 Today, the Federal Circuit continues to apply the 
printed matter doctrine, but not the mental steps 
doctrine. This status quo is highly suspect as the 
mental steps and printed matter doctrines are two 
sides of the same coin: they both address the 
eligibility of mental processes for patent protection. It 
makes no sense to disregard the inventiveness of 
printed symbols when the advance resides entirely in 
their intelligibility to the human mind, yet to credit 
the inventiveness of the mental processes that are 
premised on human comprehension of that very 
printed matter. The two doctrines should rise and fall 
together. Patent eligibility should be uniformly 
construed so that the knowledge disclosed to the 
public in the patent specification cannot distinguish a 
claim from the prior art, whether the claim describes 
the knowledge directly in its mental form or 
indirectly in the form of signs that are semiotically 
meaningful to the human mind.  
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III. The Claim as a Whole Approach to Patent 
Eligibility Articulated in Diehr Does Not 
Apply to Claims to Mental Processes  


 In Diehr, this Court established a claim “as a 
whole” approach to patent eligibility for claims to 
programmed computers executing mathematical 
algorithms. Diehr, 450 U.S. at 192. At first glance, the 
claim as a whole approach articulated in Diehr may 
appear to pose an obstacle to the adoption of a bar on 
claims when the advance resides solely in a mental 
process. The point of novelty analysis of the mental 
steps doctrine and the patentable weight analysis of 
the printed matter doctrine require courts to, first, 
identify the mental processes described by a claim 
and, second, invalidate any claim in which the 
advance over the prior art resides solely in a mental 
process. In contrast, Diehr warns against performing 
a section 101 analysis by dividing a claimed method 
into its discrete steps, assuming that any step that 
recites a computer executing a mathematical algo-
rithm is part of the prior art, and querying whether 
the remaining steps represent a patentable advance 
over the prior art. Id. at 188-91.10 In Bilski, the 
Federal Circuit interpreted this Court’s precedents on 


 
 10 Some language in Parker v. Flook, 437 U.S. 584, 594 
(1978), suggests that the claim as a whole and point of novelty 
approaches are compatible: “Respondent’s process is unpat-
entable under § 101, not because it contains a mathematical 
algorithm as one component, but because once that algorithm is 
assumed to be within the prior art, the application, considered 
as a whole, contains no patentable invention.”  
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section 101 to mandate a blanket application of claim 
as a whole approach to questions of patent eligibility, 
leaving no space for the mental steps and printed 
matter doctrines.11 Bilski, 545 F.3d at 958-59.  


 Contrary to the Federal Circuit’s analysis in 
Bilski, Diehr does not preclude the adoption of the 
mental steps and printed matter doctrines. In 
Gottschalk v. Benson, 409 U.S. 63, 67 (1972), this 
Court discussed three conceptually distinct categories 
of phenomena that are not eligible for patent pro-
tection: “[p]henomena of nature, though just dis-
covered, mental processes, and abstract intellectual 
concepts.” This Court’s trilogy of cases addressing the 
eligibility of computer software for patent protection 
– Benson, Parker v. Flook, 437 U.S. 584 (1978), and 
Diehr – all dealt with claims to newly discovered 
phenomena of nature.12 Not one of them addressed a 


 
 11 Bilski addressed the statutory definition of a section 101 
“process.” Bilski, 545 F.3d at 951. It is therefore possible that the 
Federal Circuit did not intend for Bilski’s broad interpretation of 
the claim as a whole test for patent eligibility to affect the 
printed matter doctrine. However, section 101 does not recognize 
formalistic distinctions between product and process claims. 
Benson, 409 U.S. at 67-68. Furthermore, the printed matter 
doctrine does affect the scope of method claims that recite steps 
such as “reading printed matter” or “applying printed matter as 
a label.” Cf. King Pharms., 593 F.Supp.2d at 514 (invalidating 
method claims in which the advance resided in the placement of 
a printed label advertising the newly discovered metabolic effect 
of a chemical). 
 12 Phenomena of nature are alternatively referred to in 
part or in whole as “principles of nature,” Diehr, 450 U.S. at 189 
n.12, “natural phenomena,” “laws of nature,” and “scientific 


(Continued on following page) 
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claim to a mental process performed by a human 
mind. The claim as a whole approach developed 
in these cases and articulated in Diehr therefore 
governs the patent eligibility of natural phenomena 
but not mental processes.  


 Phenomena of nature and mental processes are 
distinct limits on the reach of patentable subject 
matter. Cf. Bilski, 545 F.3d at 952 (querying whether 
a claim describes either “a fundamental principle . . . 
or a mental process”). Phenomena of nature are 
“relationships that have always existed.” Flook, 437 
U.S. at 593 & n.15. They are “manifestations . . . of 
nature” simply discovered by humans, not invented 
by them. Chakrabarty, 447 U.S. at 309 (quoting Funk 
Bros. Seed Co. v. Kalo Co., 333 U.S. 127, 130 (1948). 
Newton’s law of gravity and Einstein’s theory of 
relativity are canonical examples of laws of nature: 
they governed the physical workings of the world long 
before Newton and Einstein discovered them. 
Chakrabarty, 447 U.S. at 309. In contrast, mental 
processes are not simply discovered. They are 
products of human ingenuity: when someone per-
forms a new act of thinking, she is not merely 
performing a process that has always been performed 
in nature. The things about which humans think may 
be natural phenomena or laws of nature. For 
example, mental processes based on Einstein’s theory 


 
principles,” Flook, 437 U.S. at 593 & n.15. This brief uses these 
terms interchangeably.  
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of relativity or Newton’s law of gravity are clearly 
thoughts about laws of nature.13 However, mental 
processes may also pertain to relationships other 
than laws of nature, such as the properties of a 
human-made chemical compound or a social 
convention that describes human interaction in civil 
society.14 Inversely, many claims that implicate newly 
discovered laws of nature do not describe mental 
processes. Mackay Radio & Telegraph Co. v. Radio 
Corp. of America, 306 U.S. 86, 94-95 (1939) (holding a 
claim to an antenna patentable); Funk Bros., 333 U.S. 
at 130 (holding a claim to a combination of bacteria 
unpatentable). 


 
 13 When mental processes are thoughts about laws of 
nature, the section 101 doctrines applicable to both laws of 
nature and mental processes limit the scope of patent-eligible 
subject matter. However, because the mental steps and printed 
matter doctrines are the more restrictive of the doctrines, they 
will usually be dispositive at the margin. 
 14 One reason to recognize a distinction between the section 
101 doctrine that applies to principles of nature and the section 
101 doctrine that applies to mental processes is that mental 
processes about principles of nature and mental processes about 
man-made or social phenomena should receive identical treat-
ment. A structural theory of patent eligibility holds that thought 
about the information revealed in a patent specification is not 
statutory subject matter. Under such a theory, new and useful 
acts of thinking about the properties of newly discovered natural 
chemicals and newly discovered man-made chemicals are 
treated identically. But see Prometheus Laboratories, Inc. v. 
Mayo Collaborative Services, 2008 WL 878910, at *6-*9 (S.D. 
Cal. Mar. 28, 2008) (invalidating a claim reciting an inventive 
mental step under section 101 only because the claimed thought 
employed a “natural” correlation).  
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 The mathematical algorithms or formulae at 
issue in Flook and Diehr are laws of nature or their 
equivalents, so Flook and Diehr clearly govern the 
eligibility of laws of nature for patent protection.15 
Diehr, 450 U.S. at 187, 191; Flook, 437 U.S. at 590. 
However, none of the claims at issue in Benson, Flook 
and Diehr encompassed mental processes in any 
meaningful way. At least some of the claims in 
Benson could in theory “be performed without a 
computer,” Benson, 409 U.S. at 67, but they “had no 
substantial practical application except in connection 
with a digital computer.” Id. at 71. In Flook, this 
Court noted that, “[a]lthough the [claimed] 
computations can be made by pencil and paper 
calculations, the abstract of disclosure makes it clear 
that the formula is primarily useful for computerized 
calculations producing automatic adjustments in 
alarm settings.” Flook, 437 U.S. at 586. In Diehr, this 
Court granted certiorari only “to determine whether a 
process for curing synthetic rubber which includes in 
several of its steps the use of a mathematical formula 
and a programmed digital computer is patentable 
subject matter under 35 U.S.C. § 101.” Diehr, 450 
U.S. at 177. Furthermore, neither Flook nor Diehr 
even mentions “mental processes” as unpatentable 
subject matter. The claim as a whole approach to 
patent eligibility articulated in Diehr need not govern 
claims describing mental processes. Bilski presents 


 
 15 In Benson, this Court referred to the mathematical 
algorithm as an “idea.” Benson, 409 U.S. at 72.  
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this Court with a case of first impression concerning 
the eligibility of mental processes for patent pro-
tection.  


 There is nothing in the statutory logic of section 
101 that requires the claim as a whole approach be 
extended from laws of nature to mental processes. 
Diehr supports the claim as a whole approach by 
noting that section 101 and section 102 are distinct 
provisions and that the word “new” in section 101 is 
not the statutory locus of the novelty doctrine. Diehr, 
450 U.S. at 189-90. Viewed in this manner, the 
determination of what constitutes statutory subject 
matter under section 101 is “wholly apart from” the 
determination of what constitutes a novel claim 
under section 102. Id. at 190 (quoting In re Bergy, 596 
F.2d 952, 961 (C.C.P.A. 1979)).16 In contrast, because 
the mental steps and printed matter doctrines derive 
from a reading of the text of section 101 in light of the 
structure of the Patent Act as a whole, an approach 
that incorporates concepts from both section 101 and 
sections 102 and 103 is to be expected.  


 Practically speaking, some variant of the claim as 
a whole approach to patent eligibility articulated in 


 
 16 The CCPA supported its statement in Bergy with citations 
to a number of patent treatises. Bergy, 596 F.2d at 960. Some of 
these treatises were written during the heyday of the mental 
steps doctrine, suggesting that the separate and distinct nature 
of the statutory subject matter and novelty requirements is 
perfectly consistent with a point of novelty for claims describing 
mental processes. 
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Diehr may be necessary when dealing with claims 
that implicate newly discovered laws of nature. As 
Diehr emphasized, if a point of novelty approach were 
to be “carried to its extreme” and if all claimed 
inventions were to be reduced to their “underlying 
principles of nature,” it would “make all inventions 
unpatentable because all inventions can be reduced to 
underlying principles of nature which, once known, 
make their implementation obvious.” Diehr, 450 U.S. 
at 189 n.12. However, a point of novelty or patentable 
weight analysis for claims implicating mental 
processes does not undermine claims that lie at the 
core of traditionally patentable subject matter. Tradi-
tional claims in the chemical and biological arts often 
implicate principles of nature (as do more recent 
claims in the software arts), but they rarely en-
compass mental processes. The mental steps and 
printed matter doctrines bring point of novelty and 
patentable weight approaches to bear on questions of 
patent eligibility only in the limited situations in 
which they are required to protect the deep structure 
of the Patent Act and prevent the privatization of 
patent disclosures. 


 
IV. Bilski’s Claim 1 May Violate the Mental 


Steps Doctrine  


 Whether Bilski’s claim 1 violates the mental 
steps doctrine of Abrams cannot be determined based 
on the current record. Claim 1 recites three steps: (a) 
“initiating” a first series of transactions with the 
consumers of a commodity, (b) “identifying” entities 
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“having a counter-risk position to said consumers,” 
and (c) “initiating” a second series of transactions 
with the entities identified in step (b) to balance the 
risk of the first series of transactions. Bilski, 545 F.3d 
at 949. The acts of “initiating” the transactions in 
steps (a) and (c) are presumptively not purely mental 
steps. Contracts cannot be created merely by 
thinking; they are legally binding obligations that 
come into existence only through the performance of 
extroverted, non-cognitive conduct.17 If Bilski can 
prove that the web of interpersonal legal obligations 
made by steps (a) and (c) is a novel and nonobvious 
method in and of itself, then the mental steps 
doctrine should not stand in the way of patent 
protection for Bilski’s claim. However, step (b) reads 
on an act of human reasoning, namely “identifying” 
parties “having a counter-risk position to said 
consumers.” This purely cognitive act is nothing more 
than the public’s use of the disclosure as knowledge: 


 
 17 A contract can be created through speech or written 
expression. In most circumstances, claims combining inventive 
mental thought and extra-mental speech are not eligible for 
patent protection under a combination of the mental steps and 
printed matter doctrines. However, the speech that forms a 
contract is an unusual type of expression because it “does” 
something more than simply express beliefs: it creates legal 
obligations. Linguists refer to this unusual type of expression as 
a “performative utterance.” J.L. Austin, How to Do Things with 
Words 5 (2nd ed. 1975). “I do” in a marriage ceremony is an 
intuitive example of a performative utterance. Id. This brief 
presumes that performative utterances should be treated like 
conventional extra-mental actions, not like ordinary expression.  
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Bilski’s specification provides mathematical relation-
ships that can be used to identify these parties 
mentally. Br. for Appellee Director of the United States 
Patent and Trademark Office at 7-8, In re Bilski, 545 
F.3d 943 (Fed. Cir. 2008) (No.2007-1130). The prior 
art may include a transaction in which a party 
performs steps (a) and (c) without realizing that the 
transaction hedges consumption risk. If true, Bilski’s 
claim 1 would violate the mental steps doctrine 
because the mental act of “identifying” would be the 
sole locus of the invention in the claim. Under the 
patent bargain, the public should have a privilege to 
use the unpatented prior art while engaging in this 
purely mental act of thinking about the information 
revealed in Bilski’s specification.  


 
V. This Court Should Seize this Opportunity 


to Address Patent Protection for Mental 
Processes  


 In Bilski, the Federal Circuit announced the 
machine-or-transformation test for patent eligibility. 
545 F.3d at 961-63. If this Court agrees with the 
Federal Circuit that the machine-or-transformation 
test establishes the outer limit of patentable subject 
matter, this Court may not need to reach the mental 
steps doctrine to determine the patent eligibility of 
Bilski’s claim 1.18 Nonetheless, this Court should seize 


 
 18 This brief takes no position on whether the Federal 
Circuit’s machine-or-transformation test states a necessary 


(Continued on following page) 
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this opportunity to address the ineligibility of mental 
processes for patent protection for four reasons. 


 First, many of the methods excluded from patent 
eligibility under the machine-or-transformation test 
describe business methods. Many business method 
claims are also mental process claims, so this Court 
has good reason to address the two topics at the same 
time. 


 Second, the machine-or-transformation test is 
conceptually bankrupt when brought to bear on 
claims in which the advance resides solely in a 
mental process. With respect to process claims, the 
machine-or-transformation test focuses on the 
tangibility of the claimed process as a whole, requir-
ing the process to be either tied to a particular 
(tangible) machine or responsible for transforming a 
(tangible) article into a different state or thing.19 Id. 
For policy reasons, human brains will not be 
considered particular machines, and mental proc-
esses will not be viewed as transforming articles. 
Thus, the patent eligibility of a method claim 
reciting mental processes will turn on the tangibility 


 
condition for patent eligibility. It argues only that the test is not 
a sufficient or “sole” condition. Bilski, 545 F.3d at 955-56. 
 19 The machine-or-transformation test is entirely nonsen-
sical when brought to bear on claims to manufactures that 
describe printed matter. A manufacture – or even printed matter 
per se – is by default tangible. But cf. Nuijten, 500 F.3d at 1356-
57 (holding that a “signal” is insufficiently tangible to be a 
manufacture).  
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of the extra-mental steps. This result makes no 
sense: if the advance over the prior art is simply an 
act of thinking about the information disclosed in a 
patent specification, the tangibility of the prior art 
recited in the claim along with the act of thinking 
should be irrelevant. Cf. Lab. Corp., 548 U.S. at 136 
(Breyer, J., dissenting from the dismissal of the writ 
of certiorari as improvidently granted) (“Claim 13’s 
process instructs the user to (1) obtain test results 
and (2) think about them. Why should it matter if the 
test results themselves were obtained through an 
unpatented procedure that involved the transforma-
tion of blood?”).  


 The machine-or-transformation test may 
incorporate the mental steps doctrine through a back 
door because it allows courts to disregard “insig-
nificant” extra-mental steps and extra-mental steps 
that do not impose “meaningful limits on the claim’s 
scope.” Bilski, 545 F.3d at 961-62. Extra-mental steps 
could, in theory, be per se insignificant whenever the 
advance resides solely in mental steps, but the 
Federal Circuit has disavowed this rule. Id. at 960 
(noting that Federal Circuit precedent does not follow 
a “§ 101 test that bars any claim reciting a mental 
process that lacks significant ‘physical steps’ ”). A 
back-door adoption of the mental steps doctrine is 
problematic because it sanctions a game of hide-the-
ball: it focuses courts on tangibility when tangibility 
is not the important issue. Furthermore, the mental 
steps doctrine offers a bright-line rule for determining 
patent eligibility, whereas the identification of 
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insignificant extra-mental steps leads to greater 
uncertainty.  


 Third, claims that violate the mental steps 
doctrine are problematic because the PTO and the 
courts must grapple with two unique problems in 
order to issue and enforce them. First, if the advance 
over the prior art is a mental process, then the 
mental processes of past thinkers define the relevant 
prior art. The PTO or an alleged infringer must 
somehow look into the minds of the practitioners of 
the prior art to prove the invalidity of a claim reciting 
a cognitive operation at the point of novelty under 
sections 102 and 103. The compilation of a prior art of 
subjective acts of thinking is fraught with difficulty. 
The mental steps and printed matter doctrines 
eliminate the need to compile a prior art comprised of 
acts of thinking. Second, claims that violate the 
mental steps doctrine may frequently be performed 
reflexively because the public cannot willfully control 
what it thinks when it practices the prior art. Lab. 
Corp., 548 U.S. at 130-31 (Breyer, J., dissenting from 
the dismissal of the writ of certiorari as improvi-
dently granted) (noting that doctors “automatically” 
performed the mental act of correlating recited in a 
method claim); Kevin Emerson Collins, Constructive 
Nonvolition in Patent Law and the Problem of 
Insufficient Thought Control, 2007 Wisc. L. Rev. 759, 
760-61 (2007) (noting that a dentist must avoid 
looking in patients’ mouths to avoid infringement of a 
test-and-correlate claim based on the correlation 
between gum inflammation and heart disease). The 
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reading of a patent specification is supposed to help 
the reader avoid infringement, but, with respect to a 
claim that violates the mental steps doctrine, it may 
cause infringement because the reader cannot help 
but think about the disclosed information after 
having read it. The fairness of patent protection is 
premised on the fact that a patented invention is an 
option above and beyond the prior art. However, if 
this Court does not recognize a bar on claims when 
the advance resides solely in a mental process, 
reflexive infringement of patents claiming novel 
cognitive acts will take away the public’s ability to 
practice the prior art freely. 


 Fourth, the eligibility of mental processes for 
patent protection presents an urgent concern in 
contemporary patent practice. The PTO and the lower 
courts are sorely in need of guidance.  


 The PTO has issued many “test-and-correlate” 
claims that, upon cursory examination, appear to 
violate the mental steps doctrine because they recite 
inventive mental processes and prior-art, extra-
mental processes. See, e.g., U.S. Pat. No. 7,504,214 
(March 17, 2009) (claim 1: method of determining 
likelihood of cancer recurrence); U.S. Pat. No. 
7,504,211 (March 17, 2009) (claim 1: method of 
determining the degree of resistance of a cell to a 
drug); U.S. Pat. No. 7,501,248 (March 10, 2009) 
(claim 1: method of determining treatment efficacy). 
The Federal Circuit is currently considering en banc 
the status of a test-and-correlate claim under section 
101. Prometheus Labs., Inc. v. Mayo Collaborative 
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Servs., 2008 WL 878910 (S.D. Cal. Mar. 28, 2008). For 
other examples of litigated test-and-correlate claims, 
see Classen Immunotherapies, Inc. v. Biogen IDEC, 
2008 WL 5273107 (Fed. Cir. Dec. 19, 2008); King 
Pharms., 593 F.Supp.2d at 512-14; Complaint at 15, 
Ass’n for Molecular Pathology v. United States Patent 
& Trademark Office, No.1:09-cv-04515-RWS (S.D.N.Y. 
filed May 12, 2009) (challenging the validity of test-
and-correlate claims involving breast cancer genes). 
This Court granted certiorari in order to determine 
the status of a test-and-correlate claim under section 
101 in Laboratory Corp. of Am. Holdings v. Metabolite 
Labs., Inc., 548 U.S. 124 (2006), but it dismissed the 
writ as improvidently granted after oral argument.  


 Although most issued test-and-correlate claims 
are in the medical and biotechnological arts, test-and-
correlate claims can be drafted in all arts. Kevin 
Emerson Collins, Propertizing Thought, 60 S.M.U. L. 
Rev. 317, 342-44 (2007) (illustrating how test-and-
correlate claims function as a template for inventions 
in all arts). If the patent bar receives a clear signal 
that test-and-correlate claims are eligible for patent 
protection, the flood gates will open. Patent pros-
ecutors in all arts will use them to increase the 
density of patent protection available per dollar spent 
on research.  


 The printed matter doctrine, too, needs to be 
reaffirmed. It has survived only through the stop-gap 
measures, and its long-term viability is widely per-
ceived to be in jeopardy. See, e.g., Andrew F. Knight, A 
Potentially New IP: Storyline Patents, 86 J. Pat. & 
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Trademark Off. Soc’y 859, 863-64 (2004) (arguing that 
storyline patents are eligible for patent protection 
because the printed matter doctrine “rests on shaky 
legal authority and, in any event, has been whittled 
away to an archaic common law has-been”). 


--------------------------------- ♦ --------------------------------- 
 


CONCLUSION 


 This Court should not allow the fact that an 
expansive patent regime can generate property in the 
human mind to get lost in the business-method 
shuffle. This Court should seize this opportunity to 
shore up the foundations of section 101 and adopt a 
back-to-basics approach to patent eligibility. It should 
announce a bar on the patenting of any claim in 
which the advance resides solely in a mental process, 
revive the mental steps and printed matter doctrines, 
and safeguard the public’s privilege to use the 
disclosure as knowledge under the quid pro quo of 
patent law.  
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QUESTIONS PRESENTED 


 
1. Whether the Federal Circuit erred by holding 
that a “process” must be tied to a particular machine 
or apparatus, or transform a particular article into a 
different state or thing (“machine-or-transformation” 
test), to be eligible for patenting under 35 U.S.C. 
§ 101, despite this Court’s precedent declining to limit 
the broad statutory grant of patent eligibility for 
“any” new and useful process beyond excluding 
patents for “laws of nature, physical phenomena, and 
abstract ideas.”  


2. Whether the Federal Circuit’s “machine-or-
transformation” test for patent eligibility, which 
effectively forecloses meaningful patent protection to 
many business methods, contradicts the clear 
Congressional intent that patents protect “method[s] 
of doing or conducting business.” 35 U.S.C. § 273. 
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STATEMENT OF INTEREST 
OF AMICUS CURIAE1 


 Raymond C. Meiers is an attorney in private 
practice who has been interested in the field of 
patentable subject matter for over ten years. He has 
not been paid for this brief. It represents his concern 
for the advancement of patent law. He holds a 
Bachelor of Science in Mechanical Engineering from 
the University of Toledo and a Juris Doctor from 
the University of Cincinnati. He has no business or 
personal relationship with the Petitioners or the 
Respondent and does respectfully submit this brief as 
a true amicus curiae. 


--------------------------------- ♦ --------------------------------- 
 


SUMMARY OF ARGUMENT 


 Precedent provides a contemporary and robust 
framework for distinguishing between patentable and 
the unpatentable subject matter. It is not necessary 
to turn to narrowly-focused and rigid tests like the 
machine test or the transformation test. Similarly, it 
is not necessary to turn to subjective standards like 
“technology” or “mental processes.” Further, § 101 
need not be viewed as some quaint but ineffectual 


 
  1 Under Supreme Court Rule 37.6, I state that no part of 
this brief was authored by counsel for any party, and no person 
or entity made a monetary contribution to the preparation or 
submission of the brief. The brief is filed with the consent of the 
parties, copies of the consent letters having been filed with the 
Clerk. 
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provision of Title 35, such that the other provisions of 
Title 35 are capable of filtering subject matter not 
worthy of a patent. 


 The framework provided by precedent, when 
fully appreciated and properly applied, will function 
to isolate unpatentable subject matter in conformance 
with legislative intent. As set forth in greater detail 
below, precedent reveals that patentable subject 
matter is defined by a tripartite system. The three 
elements of the system are manifestations of nature, 
invention, and useful result. The invention applies 
manifestations of nature and achieves a useful result. 
Each element must be present and distinct from the 
other elements, but the three elements must have 
a contextual relationship with one another. The 
Court has provided guidance for assessing each 
element individually and for verifying the necessary 
relationship among the elements.  


 It is submitted that the application of the 
tripartite system reveals that the claims at issue in 
the present matter fail to define patentable subject 
matter. Specifically, the claims are not based on 
manifestations of nature, demonstrated by the fact 
that the claims will not produce the only useful result 
implied by the application. The claims purport to 
provide a system by which a party practicing the 
claims will achieve a profit from counterbalancing 
two series of commercial transactions. Recognizing 
that patent claims must achieve the useful result 
that is alleged, the present claims implicitly assert 
a foolproof method for making a profit in a risk 
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management market. No readily appreciated law of 
economics indicates that such a method is possible 
and no such law is set forth in the application. 
Patents are not granted for claimed subject matter 
that merely attempts to achieve a useful result. 


--------------------------------- ♦ --------------------------------- 
 


ARGUMENT 


1. THE FRAMEWORK FOR IDENTIFYING 
PATENTABLE SUBJECT MATTER 


A. The Fundamentals: Manifestations of 
Nature and Abstract Ideas are not 
Patentable 


 It is beyond dispute that manifestations of 
nature are not patentable. A claim to the exclusive 
use of a power of nature itself on the ground that the 
patentee was the first to discover that it could be 
employed to a useful result cannot be sustained. 
Tilghman v. Proctor, 102 U.S. 707, 726-7 (1880). 
Similarly, abstract ideas are not patentable. An idea 
may be a good one, but an idea is not patentable. 
Rubber-Tip Pencil Company v. Howard, 87 U.S. 498, 
507 (1874). 


 Building on these fundamentals, subsequent 
decisions by the Court provide a robust framework for 
the analysis of claimed subject matter under § 101. 
The starting point for revealing this framework is to 
focus on the fundamentals. Specifically, the defini-
tions of “manifestations of nature” and “abstract 
ideas” must be examined. In addition, the basis for 
their exclusion from patentable subject matter must 
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be appreciated. Understanding the meaning and 
context of these terms under § 101 is critical and 
should not be assumed. As stated by Justice Frank-
furter: 


It only confuses the issue, however, to 
introduce such terms as “the work of nature” 
and the “laws of nature.” For these are vague 
and malleable terms infected with too much 
ambiguity and equivocation. Everything 
that happens may be deemed “the work of 
nature,” and any patentable composite 
exemplifies in its properties “the laws of 
nature.” Arguments drawn from such terms 
for ascertaining patentability could fairly be 
employed to challenge almost every patent. 
Funk Brothers Seed Co. v. Kalo Inoculant 
Co., 333 U.S. 127, 134-5 (1948) (Frankfurter, 
F. concurring). 


A similar concern was expressed in Le Roy v. Tatham, 
55 U.S. 156 (1852). “The word principle is used by 
elementary writers on patent subjects, and some-
times in adjudications of courts, with such a want of 
precision in its application, as to mislead.” Id. at 174. 
By reexamining these terms, first applied to claimed 
subject matter over one hundred and fifty years ago, 
the nature of patentable subject matter begins to 
come into focus. 


 
i. Manifestations of Nature 


 Manifestations of nature are defined by several 
different categories. A manifestation of nature is 
found in phenomena of nature, such as the quality of 
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bacteria. Funk Bros., 333 U.S. at 130. Natural 
phenomena may not be definable by equations or 
objectively measurable, but can be observed by 
humans. Manifestations of nature also include “laws” 
of nature, wherein natural phenomena can be defined 
by incontrovertible equations. The Arrhenius 
equation is one example of a law of nature. Diamond 
v. Diehr, 450 U.S. 175, 177 n.2 (1981). Phenomena 
like the heat of the sun, electricity, and the qualities 
of metals can also be defined by laws of nature. Funk 
Bros., 333 U.S. at 130. An algorithm or mathematical 
formula is like a law of nature. Parker v. Flook, 437 
U.S. 584, 589 (1978). 


 Manifestations of nature possess two traits 
relevant to patentable subject matter. First, they 
arise without the assistance of humans. Thus, “they 
cannot be invented at all.” In re Bilski, 545 F.3d 943, 
1013 (Fed. Cir. 2008) (Rader, J., dissenting). They are 
“free to all men and reserved exclusively to none” and 
“part of the storehouse of men.” Funk Bros., 333 U.S. 
at 281. For this reason, manifestations of nature 
themselves cannot be patented. A second trait 
common to manifestations of nature is that they are 
dependable. They define reliable building blocks and 
tools that can be applied in an invention to repeatedly 
achieve a useful result.  


 
ii. Abstract Ideas 


 An “idea” is any conception existing in the mind 
as a result of mental understanding, awareness, or 
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activity. Random House Webster’s Unabridged 
Dictionary 949 (2d ed. 1997). An idea is a thought, 
conception, notion, groundless supposition, or fantasy. 
Id. The adjective “abstract” connotes thought apart 
from concrete realities, specific objects, or actual 
instances. Id. at 8. The term abstract also refers to 
expressing a quality or characteristic apart from any 
specific object or instance.  


 An “abstract idea” is theoretical, not applied or 
practical. In terms of patentable subject matter, an 
abstract idea is a hoped-for result. An abstract idea is 
thus the antithesis of a useful result that is required 
of patentable subject matter. “A principle in the 
abstract is a fundamental truth or a motive and 
cannot be patented.” Le Roy, 55 U.S. at 175 (emphasis 
added). An invention2 converts a hoped-for result into 
a useful result. Patents are not granted as “a reward 
for the search, but compensation for its successful 
conclusion.” Brenner v. Manson, 383 U.S. 519, 536 
(1966). Thus, if the purported result of claimed 


 
 2 The term “invention” has a common meaning and a more 
particular meaning in patent law. Subject matter may be 
developed or envisioned that is viewed as useful and new. In 
common usage, such subject matter is referred to as an 
invention. However, the requirements set forth in Title 35 of the 
United States Code determine whether such subject matter is 
truly an invention. As used herein, “invention” strictly refers to 
subject matter that conforms to § 101 and presumes 
conformance with the other provisions of Title 35. Subject 
matter that purports to be an invention but has not been 
confirmed as thus is referred to as “claimed subject matter.”  
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subject matter is not in fact useful, the claimed 
subject matter is directed to an abstract idea.  


 
iii. The cooperative relationship be-


tween Manifestations of Nature and 
Abstract Ideas 


 Like manifestations of nature, abstract ideas are 
relevant to patentable subject matter in more than 
one way. In a negative sense, both manifestations of 
nature and abstract ideas are categories excluded 
from patentable subject matter. They thus define 
boundaries around patentable subject matter. In a 
positive sense, manifestations of nature and abstract 
ideas place claimed subject matter in context and 
confirm its status as an invention. It is this 
interdependent relationship that is the basis of a 
framework of analysis for claimed subject matter.  


 
B. The Model of Patentable Subject Matter 


Revealed by Precedent 


 Precedent can be harmonized on the principle 
that patentable subject matter is defined by a 
tripartite system in which manifestations of 
nature are applied by human-created invention to 
achieve a useful result:  


 “He who discovers a hitherto unknown 
phenomenon of nature has no claim to a monopoly of 
it which the law recognizes. If there is to be invention 
from such a discovery, it must come from the 
application of the law of nature to a new and useful 
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end.” Gottschalk v. Benson, 409 U.S. 63, 67 (1972) 
(quoting Funk Bros., 333 U.S. at 130). 


 “While a scientific truth, or the mathematical 
expression of it, is not patentable invention, a novel 
and useful structure created with the aid of 
knowledge of scientific truth may be.” Mackay Radio 
& Telegraph Co. v. Radio Corp. of America, 306 U.S. 
86, 94 (1939). 


 “The chemical principle or scientific fact upon 
which . . . [the invention] is founded is, that the 
elements of neutral fat require to be severally united 
with an atomic equivalent of water in order to 
separate from each other and become free. This 
chemical was not discovered by Tilghman. He only 
claims to have invented a particular mode of bringing 
about the desired chemical union between the fatty 
elements and water.” Tilghman v. Proctor, 102 U.S. at 
729. 


 “A patent will be good, though the subject of the 
patent consists in the discovery of a great, general, 
and most comprehensive principle in science or law of 
nature, if that principle is by the specification applied 
to any special purpose, so as thereby to effectuate a 
practical result and benefit not previously attained.” 
Le Roy, 55 U.S. at 175 (quoting Househill Company v. 
Neilson, Webster’s Patent Cases, 683). 


 The quoted passages demonstrate that an 
invention does not exist in a vacuum. Its presence is 
confirmed only by reference to the manifestations of 
nature that are applied and to the useful results that 
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are achieved. Confirming the existence of each of 
these three elements and verifying a relationship 
among them is the basis for a framework of § 101 
analysis. 


 
C. The Implicit Application of the Tri-


partite System in Precedent 


i. Useful results must be obtained 


 In Brenner, the patent applicant pursued claims 
to a process for making steroids. The process is 
disclosed in U.S. Pat. No. 2,908,693, hereafter the 
’693 patent.3 The applicant’s claims were found 
unpatentable by the Court for failing to disclose any 
utility for the compound produced by the process. 
Brenner, 383 U.S. at 536. The process at issue 
involved the application of manifestations of nature 
(the materials that were subject to the process). The 
claimed process successfully achieved a specific end (a 
compound). However, the claimed subject matter was 
not an invention because the specific end was not 
useful. 


 Brenner does not stand for the position that an 
invention achieves a result that is universally useful. 
A patent on a vehicle brake system would likely not 
be useful to a maker of packaging but would still be 


 
 3 The ’693 patent issued to Ringold and Rosenkranz. 
Manson sought an interference with Ringold and Rosenkranz 
and the claims considered by the Court were the interference 
claims, identical to the claims in the ’693 patent. 
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valid. A patented drug is not effective for all patients. 
However, the requirement of usefulness under § 101 
applies to all inventions and, therefore, usefulness 
must have some global definition across the fields of 
inventive endeavor. In Brenner, the Court rejected 
the proposition that usefulness under § 101 simply 
requires that the claim subject not be harmful as 
suggested by Justice Story. Brenner, 383 U.S. at 532-
3, n.20. 


 It is submitted that usefulness under § 101 
requires objective verification. Claimed subject 
matter should be rejected under § 101 for failing to 
achieve a useful result that can be objectively 
verified, rather than applying the cryptic label 
“abstract idea.” For example, the practice of the 
invention will save labor, effectuate more rapid oil-
spill control, reduce cost, increase production, reduce 
the frequency of failure, increase wealth, improve 
nutritional value, alleviate symptoms, or affect some 
other measurable quality. The useful result must be 
verifiable even to those who choose not to practice the 
invention. 


 It is conceded that when claimed subject matter 
appears vulnerable to invalidity under § 101 that the 
claimed subject matter may also be vulnerable under 
§ 102, § 103, and § 112 of Title 35. However, that is 
not a legitimate basis for casting § 101 as a pseudo-
requirement of patentability. The result in Brenner 
demonstrates that the other requirements of Title 35, 
§ 102, § 103, and § 112, will not always filter 
unpatentable subject matter. The claims at issue in 
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Brenner were identical to the claims of the ’693 
patent. The issuance of the ’693 patent demonstrates 
that the claims conformed to § 102, § 103, and § 112. 
However, these same claims did not produce a useful 
result for the patent applicant in Brenner. The 
Brenner case does not make clear why the useful 
result asserted by the applicants of the ’693 patent 
were not also applicable to the claims at issue.  


 
ii. Manifestations of Nature must be 


applied 


 In Mackay, the claimed subject matter was 
directed to a structure for an antenna.4 A formula 
recited in the claims at issue defined a mathematical 
relationship between the angle of the wires of the 
antenna, their length, and the length of wave 
propagated. Mackay, 306 U.S. at 98. The useful result 
achieved by the claimed subject matter was “the best 
directional radio propagation by the V type antenna.” 
Id. at 101. The Court found that the formula was 
“applicable only to antenna wires which are multiples 
of half wavelengths long.” Id. at 98.  


 In background, a prior patent had covered 
antenna wires which were multiples of half wave-
lengths long, thus conforming to the formula. The 
claims at issue in Mackay were added to an 
application pending when the suit between the 


 
 4 Claims 15 and 16 of U.S. Pat. No. 1,974,387 were at issue. 
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parties began. Id. at 100. These claims were added to 
that application in order to cover the competitor’s 
products that did not infringe the prior patent. The 
claims covered antenna wires that were intermediate 
of multiples of half wavelengths. The formula upon 
which the claims were based did not apply to these 
wires. Id. 


 The Court found the claims invalid, stating the 
claimed subject matter was based on “no scientific 
law applicable to wire lengths which are inter-
mediate of multiples of half wave lengths.” Id. at 98 
(emphasis added). The claims effectively cancelled 
“from the application the statement of the scientific 
law defining the invention.” Id. at 100 (emphasis 
added). As a result, the “best directional radio 
propagation” could not be derived from the claimed 
subject matter. Id. at 101. 


 The result in Mackay demonstrates why an 
invention must be based on manifestations of nature: 
these building blocks, selected and applied by the 
invention, will, in fact, produce the useful result that 
is alleged. Patentable subject matter must “produce 
precisely the [useful] result” alleged. O’Reilly v. 
Morse, 56 U.S. 62, 119 (1853). 


 Some argue that claimed subject matter must be 
directed to “technology.” It is submitted that a better 
inquiry is whether the claim is predicated on 
manifestations of nature. If the patentability of the 
claim under § 101 is in question, an applicant can 
objectively address the issue by verifying the 
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particular manifestations of nature that are applied 
by the claimed subject matter. Proving whether or not 
the claim is directed to “technology” is wholly 
subjective. Also, the definition of “technology” is 
backward-looking and may fail to encompass 
emerging fields of inventive endeavor. 


 
iii. A human-caused invention must be 


defined between the manifestations 
of nature that are applied and the 
useful results that are achieved 


 The holding of Brenner supports the position that 
patentable subject matter involves the achievement 
of a useful result. If the claimed subject matter does 
not achieve a useful result, it is directed to an 
abstract idea. The holding of Mackay supports the 
position that patentable subject matter also involves 
the application of manifestations of nature. If the 
claimed subject matter is not based on predictable 
and reliable manifestations of nature, the result 
produced by the claimed subject matter cannot be 
predictably achieved and is therefore not useful. 


 Brenner and Mackay address opposite ends of the 
tripartite system of patentable subject matter. The 
invention element of the system lies between. The 
invention element of the tripartite system can be 
viewed metaphorically as a ladder. The foot of the 
ladder rests on the foundation provided by the 
current progress of science and the useful arts. The 
ladder extends to what was previously only a 
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desirable outcome or abstract idea. The existence of 
the ladder converts the abstract idea into a useful 
result. The rungs of the ladder are applied man-
ifestations of nature. One or more humans establish 
the rails of the ladder which harness and order the 
manifestations of nature. Invention lies in the 
selection of manifestations of nature to apply, as well 
as the order and operating environment in which 
those manifestations are applied.  


 The model of an invention as a ladder is 
consistent with precedent and helpful. The ladder 
model reflects the concern that an invention is 
human-caused and not naturally occurring. The 
ladder model also conveys that the useful result is not 
readily achievable. Section 101 has been and must 
continue to be interpreted to require that the ladder 
to the useful result is more than just one rung.  


 The O’Reilly case represents a relatively straight-
forward analysis. The eighth claim of Morse’s U.S. 
Pat. No. Re117, hereafter the Re117 patent, read: 


8. I do not propose to limit myself to the 
specific machinery, or parts of machinery, 
described in the foregoing specifications and 
claims; the essence of my invention being the 
use of the motive power of the electric or 
galvanic current, which I call electro-
magnetism, however developed, for making 
or printing intelligible characters, letters, or 
signs, at any distances, being a new 
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application of that power, of which I claim to 
be the first inventor or discovered. 


The useful result of making or printing intelligible 
characters, letters, or signs, at any distances was 
achievable by applying the manifestation of nature of 
electro-magnetism. Other manifestations of nature 
were also applied; the specification of the Re117 
patent describes human-caused steps and structures 
required to achieve the printing of intelligible 
characters at a distance. Claims 1-7 of the Re117 
patent were focused on the embodiments set forth in 
the specification and thereby defined an invention 
between the manifestations of nature applied by 
Morse and the useful result.5 


 Claim 8 expressly departed from any limitation 
in the specification. In claim 8, Morse made no 
pretense of establishing a human-caused invention 
between the manifestation of nature and the useful 
result. The claims were found invalid. The Court 
noted that the written description of the Re117 patent 
did not support claim 8. O’Reilly, 56 U.S. at 119-20. 
However, the Court also supported the finding of 
invalidity on the lack of usefulness. The Court stated 
that “Morse has not discovered . . . that electric or 
galvanic current will always print at a distance, no 


 
 5 Current standards for claim drafting and interpretation 
are different than the standards applied to the Morse claims. 
However, a cursory review of claims 1-7 of Re117 make it clear 
that those claims were intended to include limitations set forth 
in the specification. 
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matter what may be the form of the machinery or 
mechanical contrivances through which it passes.” 
O’Reilly, 56 U.S. at 117 (emphasis added). 


 In The Telephone Cases, 126 U.S. 1 (1888), the 
holding of O’Reilly was distinguished. Claim 5 of 
Bell’s U.S. Pat. No. 174,465, hereafter the ‘465 
patent, was at issue. The claim read: 


5. The method of, and apparatus for, trans-
mitting vocal or other sounds telegraphically, 
as herein described, by causing electrical 
undulations, similar in form to the vibrations 
of the air accompanying the said vocal or 
other sound, substantially as set forth. 


The useful result was transmitting vocal or other 
sounds telegraphically. The manifestations of nature 
applied included electrical undulations. The specific-
ation of the ‘465 patent describes human-caused steps 
and structures required to transmit vocal or other 
sounds telegraphically by applying electrical undula-
tions. ’465 patent passim. The difference between 
Bell’s fifth claim and Morse’s eighth claim is that 
Bell’s fifth claim expressly limits itself, twice, to the 
description of the specification.  


 The results in O’Reilly and The Telephone Cases 
are consistent with the tripartite system of pat-
entable subject matter. In O’Reilly, Morse sought to 
characterize the mere association of a manifestation 
of nature and an achievable useful result as an 
invention. The printing of characters over a distance 
could be achieved through, in part, electromagnetism, 
as shown by claims 1-7 of the Re117 patent. However, 
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Morse’s eighth claim was not bound to any human-
caused steps or structures. The useful result of 
printing characters over a distance could not be 
produced by electromagnetism alone and no human-
caused structures or steps, no invention, filled the 
void. That fact rendered the eighth claim an abstract 
idea. In The Telephone Cases, Bell limited claim 5 by 
the description of the ’465 patent’s specification, 
which set forth human-caused structures and steps 
that would, in fact, achieve the useful result.  


 The eighth claim of the Re117 patent appears to 
be the last patent claim considered by the Court in 
which a bare correlation between a manifestation of 
nature and a useful result was claimed. In decisions 
subsequent to O’Reilly, the Court has considered 
more subtle and nuanced claims. The dominant 
challenge has been to ensure that claimed subject 
matter is human-caused and based on manifestations 
of nature, but does not in fact preempt a mani-
festation of nature.  


 
iv. Confirming a distinction between 


the manifestations of nature applied 
and human-caused structures or 
steps 


 As set forth above, Mackay supports the position 
that claimed subject matter must apply man-
ifestations of nature. Conversely, the holding in 
Benson (409 U.S. 63) confirms that claimed subject 
matter must not be directed merely to a 
manifestation of nature and thus lack human-caused 
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structures or steps. In Benson, the claims at issue 
were directed to a method of converting signals from 
binary coded decimal form into binary form. Id. at 73-
4 (appendix). The manifestation of nature applied by 
the claimed subject matter was a mathematical 
formula. Id. The useful result achieved by the 
claimed subject matter was a signal in binary form 
for use in a digital computer. Id. at 71-2. The Court 
determined that, if patented, the claim “would wholly 
preempt the mathematical formula and in practical 
effect would be a patent on the algorithm itself.” Id. 
The claimed subject matter purporting to be a 
human-caused invention was merely a single man-
ifestation of nature, an algorithm. 


 In Parker, the claim would not have wholly 
preempted a mathematical formula but was nonethe-
less unpatentable. In Parker, the requirement that 
patentable subject matter involve three distinct 
elements is confirmed. The useful result achieved by 
the claimed subject matter was an updated alarm 
limit for transient operating conditions of catalytic 
conversion processes. Parker, 437 U.S. at 585. The 
claim read: 


1. A method for updating the value of at 
least one alarm limit on at least one process 
variable involved in a process comprising the 
catalytic chemical conversion of hydro-
carbons wherein said alarm limit has a 
current value of Bo+K wherein Bo is the 
current alarm base and K is a predetermined 
alarm offset which comprises: 
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(1) Determining the present value of said 
process variable, said present value being 
defined as PVL; 


(2) Determining a new alarm base, B1, 
using the following equation: B1=Bo(1.0-
F)+PVL(F) where F is a predetermined 
number greater than zero and less than 1.0; 


(3) Determining an updated alarm limit 
which is defined as B1+K; and thereafter 


(4) Adjusting said alarm limit to said 
updated alarm limit value. 


Id. at 596-7 (appendix). Steps 1-3 of the method 
represent a formula for arriving at the updated alarm 
limit and is the single manifestation of nature 
applied. Step 4 is couched in terms of human activity, 
but is merely a restatement of the useful result. 
“Updating” and “adjusting” both involve change. As 
used in the claim, the terms are synonymous. Thus, 
the claim simply recites the manifestation of nature 
and the useful result. The claim is thus similar to 
Morse’s eighth claim in Re117. The claim in Parker 
differs from Morse’s eighth claim in Re117 in that the 
useful result can be achieved based strictly on the 
claimed subject matter. However, the claimed subject 
matter recited a single manifestation of nature. 


 In Benson and Parker, the Court provided a first 
guideline to confirm that claimed subject does not 
merely cloak a manifestation of nature: claimed 
subject matter reciting a single manifestation of 
nature preempts that manifestation of nature. In 
Diamond v. Chakrabarty, 447 U.S. 303 (1980), the 
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Court provided a second guideline. The claims at 
issue were directed to human-made, genetically 
engineered bacteria. Id. at 305. The bacteria achieved 
the useful result of breaking down crude oil expelled 
during a spill. Id. at n.2. The Court found that the 
claims were directed to patentable subject matter 
since they were “not nature’s handiwork.” Id. at 310. 
This quality of invention was also identified as 
relevant in The Telephone Cases. In finding Bell’s 
patent valid, the Court stated that electricity in its 
natural state would not achieve the useful result of 
transmitting sounds. The Telephone Cases, 126 U.S. 
at 532 (“electricity, left to itself, will not do what is 
wanted”). Claimed subject matter fails to define an 
invention if the claim recites things already occurring 
in nature.6  


 The holding in Funk Bros. stands in contrast to, 
but reinforces Chakrabarty and The Telephone Cases 
on this point. The claims at issue were directed to a 
combination of strains of Rhizobium bacteria. Funk 
Bros., 333 U.S. at 128-30. Generally, the bacteria 
were applied to infect leguminous plants, such as 
clover, alfalfa, and soy beans. Id. The bacteria allowed 
the leguminous plants to absorb nitrogen from the 
air, for subsequent conversion to organic nitrogenous 
compounds. Id. There existed numerous species of 


 
 6 See also Smith v. Snow, 294 U.S. 1, 22 (1935). “By the use 
of materials in a particular manner he secured the performance 
of the function by a means which had never occurred in nature, 
and had not been anticipated by the prior art; this is a 
patentable method or process.” 
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Rhizobium bacteria and various strains of each 
species. Id. No one species would infect the roots of all 
species of leguminous plants and the various species 
would exert an inhibitory effect on each other when 
mixed, resulting in reduced efficiency. Id. The 
applicant discovered that some strains could be 
packaged together without producing the inhibitory 
effect. Id. 


 The claims recited the combination of two or 
more strains of bacteria which were “mutually non-
inhibitive” and “unaffected by each other’s ability to 
fix nitrogen in the leguminous plant for which they 
are specific.” Id. at n.1. The Court acknowledged that 
the combination yielded advantages, such as allowing 
farmers to buy one package of bacteria instead 
of many and simplifying dealer inventory. Id. at 
131. However, the Court determined that these 
advantages arose from a primary or underlying 
useful result, that the strains of bacteria would not 
inhibit one another. “All that remains, therefore, are 
advantages of the mixed inoculants themselves. They 
are not enough.” Id. at 132. The Court explained: 


Each species has the same effect it always 
had. The bacteria perform in their natural 
way. Their use in combination does not im-
prove in any way their natural functioning. 
They serve the ends nature originally 
provided and act quite independently of any 
effort of the patentee. Id. at 131. 


Thus, the holding in Funk Bros. confirms that 
claimed subject matter fails to define an invention if 
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the useful result is the direct consequence of 
unaltered manifestations of nature. Merely 
combining two manifestations of nature (different 
strains of bacteria) did not make the claims directed 
to the necessary effect of the combination patentable. 


 
v. Summary 


 In Brenner, claims based on manifestations of 
nature and reciting steps that produced something 
not naturally occurring were found invalid because a 
useful result was lacking. In Mackay, claims that 
could be applied to produce something (1) not 
naturally occurring and (2) objectively useable were 
found invalid because manifestations of nature did 
not support the claims. O’Reilly stands for the now 
unremarkable position that something human-caused 
must be set forth between the manifestations of 
nature applied and the useful result achieved. These 
cases demonstrate that each element of the tripartite 
system must be present for patentable subject matter. 
The Telephone Cases, Benson, Parker, Chakrabarty, 
and Funk Bros. flesh out a necessary aspect of the 
relationship among the three elements: the claimed 
subject matter, manifestations of nature applied, and 
useful results achieved must be distinct from one 
another. 
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D. Benefits of the Tripartite System and 
Perspective 


i. The model of patentable subject 
matter as a tripartite system divides 
the analysis into components that 
are individually easier to assess 


 The machine-or-transformation test represents a 
good-faith, but misguided attempt to turn the inquiry 
under § 101 into two, alternative questions. As amply 
demonstrated by precedent, the inquiry is far more 
complicated. The tripartite system model that is 
proposed herein apportions this complex issue into 
several sub-inquiries, while remaining consistent 
with precedent. 


 The first step in the analysis is to confirm that 
the result achieved by the claimed subject matter is 
in fact useful, pursuant to Brenner. The usefulness 
must be objectively verifiable. This first step 
presumes that the claimed subject matter will in fact 
achieve the useful result. However, if, on its face, the 
useful result cannot be verified the claimed subject 
matter fails to be patentable. This first step will filter 
claims purporting results that can be only be 
measured in the mind. 


 If a useful result is achieved, the relationship 
between the useful result and the claimed subject 
matter is assessed. The useful result must not arise 
naturally from the claimed subject matter, pursuant 
to Funk Bros.  
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 If the useful result is achieved and does not arise 
naturally from claimed subject matter, the rela-
tionship among the useful result, the claimed subject 
matter, and the manifestations of nature applied by 
the claimed subject matter is assessed. The claim 
must recite something human-caused between the 
manifestations of nature applied and the useful result 
achieved, pursuant to O’Reilly. The human-caused 
structure or step must be more than a restatement of 
the useful result, pursuant to Parker.7 The claim 
must recite a precursor to the useful result that is 
necessarily human-caused.  


 If all three elements of the tripartite system are 
present, the reliability or efficacy of the applied 
manifestations of nature is confirmed. The claimed 
subject matter must be based on dependable 
manifestations of nature to ensure the useful result is 
achieved, pursuant to Mackay. However, the claimed 
subject matter must not preempt a manifestation of 
nature in achieving the useful result, pursuant to 
Benson.  


   


 
 7 The claims at issue in Laboratory Corp. of America 
Holdings v. Metabolite Laboratories Inc., 548 U.S. 124 (2006) 
(Stevens, J., dissenting) would be invalid pursuant to Parker. 
Specifically, the human-caused step in the claim, the second 
step, is merely a restatement of the useful result.  
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ii. The model of patentable subject 
matter as a tripartite system is 
rigorous and flexible 


 As set forth above, claimed subject matter can 
fail to be patentable under § 101 on at least six 
different grounds under the tripartite system. 
Claimed subject matter can achieve a useful result 
but still fail to be patentable. Conversely, claimed 
subject matter can be based on manifestations of 
nature and achieve a specific end but nonetheless be 
unpatentable. 


 On the other hand, the tripartite model is flexible 
since the nature of the claimed subject matter is 
irrelevant. The model is based on the Court’s analysis 
of claims directed to products or things (Mackay, 
Funk Bros., O’Reilly, Chakrabarty) and of claims 
directed to processes (Brenner, Gottschalk, Parker). 
The model is focused on the universal characteristics 
of invention, not on whether claimed subject falls 
under an arbitrarily defined category such as 
business methods or technology. 


 
iii. The model of patentable subject 


matter as a tripartite system will 
encourage focused claiming and 
extensive disclosure, especially in 
emerging fields 


 A patent applicant having the tripartite system 
as a guide will carefully define the circumstances that 
bring about the useful result. Prior to filing a patent 
application, proposed claims can be tested to confirm 







26 


all three elements of the system are present and clearly 
distinct from one another. Further, patent applicants in 
emerging fields of inventive endeavor will have a 
powerful incentive to fully explain the usefulness of the 
claimed subject matter and the reliability of the 
manifestations of nature being applied. 


 
iv. Perspective 


 The analysis of claimed subject matter for 
conformance with § 101 will not always be straight-
forward. The overall inquiry is about identifying a 
line existing only in an abstract sense, between the 
patentable and the unpatentable. The model of 
patentable subject matter as a tripartite system, as 
thus far developed by precedent, will not provide 
a bright line test. However, no test should. The 
tripartite system represents a flexible set of inquiries 
that, collectively, will identify patentable subject 
matter in a manner consistent with precedent.  


 
2. APPLICATION OF THE TRIPARTITE MOD-


EL OF PATENTABLE SUBJECT MATTER 
TO THE PRESENT CLAIMS 


A. The claimed subject matter achieves a 
useful result that is objectively veri-
fiable 


 The claimed subject matter defines a system of 
balancing risk.8 A first series of transactions are 


 
 8 App. No. 08/833,892, claim 1. 







27 


initiated between a commodity provider and con-
sumers of the commodity. The consumers purchase 
the commodity from the commodity provider at a 
fixed rate based on historical averages. The fixed rate 
paid by the consumers corresponds to a “risk position” 
of the consumers. A second series of transactions are 
initiated between the commodity provider and 
market participants at a second fixed rate. The 
market participants can be a distribution company 
for the commodity.9 The second series of market 
participant transactions balances the risk position of 
the series of consumer transactions. 


 The lower court provided an exemplary 
application of the claimed system: 


For example, coal power plants (i.e., the 
“consumers”) purchase coal to produce 
electricity and are averse to the risk of a 
spike in demand for coal since such a spike 
would increase the price and their costs. 
Conversely, coal mining companies (i.e., the 
“market participants”) are averse to the risk 
of a sudden drop in demand for coal since 
such a drop would reduce their sales and 
depress prices. The claimed method 
envisions an intermediary, the “commodity 
provider,” that sells coal to the power plants 
at a fixed price, thus isolating the power 
plants from the possibility of a spike in 
demand increasing the price of coal above 


 
 9 Id. at p. 5, lines 15-16. 
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the fixed price. The same provider buys coal 
from mining companies at a second fixed 
price, thereby isolating the mining com-
panies from the possibility that a drop in 
demand would lower prices below that fixed 
price. And the provider has thus hedged its 
risk; if demand and prices skyrocket, it has 
sold coal at a disadvantageous price but has 
bought coal at an advantageous price, and 
vice versa if demand and prices fall. 
Importantly, however, the claim is not 
limited to transactions involving actual 
commodities, and the application discloses 
that the recited transactions may simply 
involve options, i.e., rights to purchase or sell 
the commodity at a particular price within a 
particular timeframe. In re Bilski, 545 F.3d 
at 949-950. 


The application does not identify a useful result 
achieved by the claimed subject matter precisely. 
However, the party practicing the claimed subject 
matter may achieve a profit defined as the margin 
between the transactions with consumers and the 
transactions with market participants.10 This profit 
would be a useful result to the practicing party and 
would be objectively verifiable. 


   


 
 10 Id. at lines 12-14. 
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B. The useful result does not arise nat-
urally 


 The useful result is profit obtained by leveraging 
the first and second series of commercial transactions 
relative to one another. These transactions must be 
managed and executed with skill to achieve a profit. 
It is therefore submitted that profit does not arise 
naturally. 


 
C. The claim recites something human-


caused that links the manifestations of 
nature applied and the useful result 
achieved 


 The manifestations of nature applied by the 
claimed subject matter are economic principles. The 
present claims recite steps that are necessarily 
applied and therefore caused by humans. 


 
D. A human-caused step recited in the 


claimed subject matter is more than a 
restatement of the useful result 


 At least the first step of initiating transactions is 
a prerequisite to achieving the useful result of profit. 
This first step represents more than a restatement of 
the useful result since the profit is not achieved upon 
completion of this step. 
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E. The claimed subject matter is not based 
on reliable manifestations of nature 


 The key to making the system achieve the useful 
result is the determination of the risk position with 
substantial certainty. If the risk position cannot be 
determined, the scope of necessary transactions with 
market participants cannot be determined. Further, 
the useful result of profit to the practicing party will 
not be achieved.  


 The risk position appears to be qualitative. The 
application does not provide an equation defining the 
risk position. The Petitioners appear to acknowledge 
that the risk position can only be estimated.11 


 As noted in Brenner, a patent is not awarded for 
a hunt. Brenner, 383 U.S. at 536. To be patentable, 
the claims at issue must in fact “produce precisely the 
[useful] result” alleged. O’Reilly, 56 U.S. at 119. 
Therefore, for these claims to be patentable, the claim 
must recite a method that will in fact balance the risk 
position and generate profit for the commodity 
provider. The applicants thus allege to have 
discovered a business method with guaranteed 
profitability. 


 Applicants have pointed to benefits accruing to 
third parties to avoid this conclusion. Specifically, the 
application notes that consumers and market partici-
pants will enjoy isolation from cost and revenue 


 
 11 Application 08/833,892 at p. 4, lines 18-19. 
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fluctuations, respectively. However, this attempt to 
divert attention from the useful result associated 
with the practicing party should be rejected. 


 The benefits accruing to consumers and market 
participants are necessarily dependent on achieving 
the useful result of profit to the practicing party. 
For example, if the practicing party achieves a true 
balance as recited in the claims, wherein no margin 
exists between the risk position and the second series 
of transactions, the practicing party suffers loss since 
some level of administrative costs will be required to 
maintain the system. The practicing party suffers a 
greater loss if the risk position is not determined 
accurately and a negative margin arises.  


 Thus, if no profit is generated, the claimed 
subject matter requires the practicing party to 
altruistically serve consumers and market par-
ticipants. If such a willing party exists, there is no 
need for a patent. If no such party exists, the claimed 
subject matter fails to achieve a result since no one 
would practice the invention.  


 The useful result contemplated by the Petitioners 
is profit for the practicing party. Profit is an attribute 
that can be objectively verified. However, claimed 
subject matter must produce the result it purports to 
achieve and it is untenable to suggest that any 
business method can produce profit with the certainty 
required of patent claims. No readily appreciated 
economic principle supports the claimed subject 
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matter and no such principle is articulated in the 
Petitioners’ application. 


--------------------------------- ♦ --------------------------------- 
 


CONCLUSION 


 The analysis of claimed subject matter for 
conformance with § 101 should be consistent with the 
Court’s precedent. In addition, labels like “law of 
nature” or “abstract idea” should be rejected in favor 
of a precise basis for a conclusion of unpatentability. 
Precedent has defined a framework that can be 
applied to assess claimed subject matter without 
regard to the environment in which it is applied to 
achieve a useful result. The judgment of the court 
of appeals should be reversed. The case should be 
remanded to the U.S. Patent Office to give the 
Petitioners an opportunity to provide evidence that 
the useful result of profit for the practicing party will 
be achieved. 
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INTEREST OF AMICI CURIAE


The Amici Curiae1 are technology companies that
provide innovative products and services to other
companies and consumers. While the Amici come from
diverse industry segments, all devote considerable
resources to innovation. The Amici believe that a
properly functioning patent system encourages greater
investments in innovation and thereby advances the
progress of the useful arts.


Collectively, Amici own numerous patents and
are also, at times, defendants in patent infringement
actions. Amici seek a balanced patent system in which
patents are generally available on useful products and
processes but are limited to true inventions that meet
requirements set forth in the statute. Amici believe that
balance can best be achieved by faithfully adhering the
statutory directions and eschewing uncertain and
shifting glosses that unduly narrow or expand patent
protection.


Amicus Regulatory DataCorp, Inc. (RDC) provides
the world’s largest database of open-source, risk-
relevant records and data services that assist financial
and other firms in satisfying their due diligence
requirements to detect and thwart money laundering,
corruption, terrorist financing, and other abusive


1. No counsel for a party authored this brief in whole or in
part, and no such counsel or party made a monetary contribution
intended to fund the preparation or submission of this brief.
No person other than amici curiae, their members, or their
counsel made a monetary contribution to its preparation or
submission.
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activities. The Court of Appeals for the Federal Circuit
permitted RDC to present amicus arguments during the
oral argument below.


Amicus American Express Company is a leading
global travel and financial services company.


Amicus Palm Inc. provides mobile technology to
enable people to better manage their lives on the go.


Amicus Rockwell Automation, Inc. provides control,
power, information and software solutions that help solve
manufacturing problems and enable real-time
information exchange.


Amicus SAP America, Inc. is a leading technology
company focused on developing innovative software
and computer-based business solutions. The Amicus
conducts significant research and development
and invests heavily in commercializing innovative
technologies.


SUMMARY OF ARGUMENT


This is a straightforward case of statutory
interpretation to be resolved using the ordinary
meaning of the language Congress placed in sections
101 and 100(b) of the Patent Act. As this Court has
observed, that language is not merely broad but
“extremely broad,” and its breadth demonstrates that
“‘Congress plainly contemplated that the patent laws
would be given wide scope.’” J.E.M Ag Supply v. Pioneer
Hi-Bred Int’l,  534 U.S. 124, 130 (2001) (quoting
Diamond v. Chakrabarty, 447 U.S. 303, 308 (1980)). The
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government is now asking this Court to impose a
formalistic restriction on definition of “process” that
would create an unprecedented and uncertain judicial
limitation on patentable subject matter. This Court
should reject that invitation just as it did more than a
third of a century ago, when the government
unsuccessfully advanced the very same argument.
See Gottschalk v. Benson, 409 U.S. 63, 71 (1972).


Accepting the government’s argument would
require rejection of core principles of statutory
interpretation for the government’s position finds no
basis in the text or history of the statute. The statutory
language chosen by Congress started out extremely
broad, and in ensuing re-enactments Congress has taken
action that not only underscores the breadth of the
provision, but also in one important respect overturns
prior judicial precedents imposing a narrowing
construction on the language.


The government’s position here—even if it were
viewed as a proposal for common-law making without
regard to the limitations of statutory interpretation—
would remain unattractive. The proposed rule lacks
even a rudimentary degree of certainty, is difficult or
impossible to reconcile with previously issued patents
and prior holdings of this Court, and is only one of many
competing proposals for limiting the statutory language.
Moreover, the machine-or-transformation test is
unnecessary because other conventional patent law
doctrines, which are well grounded in the statute, are
fully capable of addressing any legitimate concerns
about patents that are vague, abstract, obvious, or
otherwise not useful.
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The statutory language here is so clear that this case
can be usefully compared to the controversial case of
Church of the Holy Trinity v. United States, 143 U.S.
457 (1892). Adoption of the government’s position would
require this Court to go beyond—indeed, well beyond—
Church of the Holy Trinity in endorsing an atextual
approach to statutory interpretation.


I. The Original Meaning and History of the
Statutory Text Forecloses the Uncertain and
Unprecedented Gloss Imposed Below.


The exact statutory language in §§ 101 and 100(b)
can be traced back more than two centuries to the
earliest Patent Acts. This historical background
confirms not only that Congress has consistently chosen
broad language to accomplish its goals but that, to
remove any potential ambiguities, Congress has
repeatedly expanded the scope of the language. The
Federal Circuit’s acceptance of the government’s
narrowing construction violates multiple rules of
statutory construction, including the “elementary” rule


that the meaning of a statute must, in the first
instance, be sought in the language in which
the act is framed, and if that is plain, and if
the law is within the constitutional authority
of the law-making body which passed it, the
sole function of the courts is to enforce it
according to its terms.


Caminetti v. United States, 242 U.S. 470, 485 (1917).
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1. The 1790 Patent Act.


The first U.S. Patent Act in 1790 defined as
patentable subject matter “any useful art, manufacture,
engine, machine, or device, or any improvement
therein.” Act of April 10, 1790, 1 Stat. 109, 110. The first
two categories—“useful art” and “manufacture”—
remain in the modern statute, and their plain meanings
and history provide the best indications of congressional
intent.


“[M]anufacture” was already an important word in
Anglo-American patent law, for the British Statute of
Monopolies from 1623 used that word—and that word
only—to describe patentable subject matter under
English law. See Statute of Monopolies, 21 Jac. 1, c. 3
§ 6 (allowing patents on “any manner of new
Manufactures within this Realme”). “Manufacture” itself
could cover the field of patentable subject matter
because, at the time, the noun referred both to the
process of making and to the things made. This dual
meaning of “manufacture” was clear in, for example, the
Johnson Dictionary, which lists two definitions of
“manufacture” in its noun form:


1. The practice of making any piece of
workmanship.


2. Any thing made by art.


2 Samuel Johnson, A Dictionary of the English
Language n90 (6th ed. 1785) (pagination from electronic
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version at http://www.archive.org/stream/dictionary
ofengl02johnuoft#page/n90/mode/1up).2


Because of the broad definition of “manufacture,”
the English patent system routinely issued process
patents. Indeed, Chief Justice Eyre estimated in 1795
that “two-thirds, I believe I might say, three-fourths of
all patents granted since the statute [of Monopolies]
passed, are for methods of operating and of
manufacturing, producing no new substances and
employing no new machinery.” Boulton v. Bull, Carp.
Pat. Rep. 117, 149 (Ct. Com. Pl. 1795) (Eyre, C.J.).


The meaning of “manufacture” was long a well
known part of patent practice on both sides of the
Atlantic. Thus, Thomas Webster—one of most
prominent early English patent commentators—
instructed that “any change in the series of processes
pursued will constitute a new manufacture” within the
meaning of the Statute of Monopolies. See Thomas
Webster, On the Subject-Matter of Letters Patent for
Inventions 9 (1841). Similarly, this Court in Merrill v.
Yeomans, 94 U.S. 568, 570-71 & 572 (1876), held that
“manufacture” in a patent could be “used with equal
propriety to express the process of making an article,


2. The appropriate set of dictionaries to use are those
written at approximately the time when the language became
law, even if the language has been later re-codified or re-
enacted without material change. See St. Francis College v.
Al-Khazraji, 481 U.S. 604, 610-12 (1987) (interpreting 42 U.S.C.
§ 1981 using dictionaries published “when § 1981 became law
in the 19th century”).
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or the article so made,” and that, in that case, it was actually
“used in the sense of the word ‘process.’”3


Moreover, not only could “manufacture” cover both
processes and products, but its contemporaneous meaning
allowed it to do so broadly. Thus, the Johnson dictionary
includes immensely broad definitions of words used to
define each of the meanings of “manufacture.” Thus,
“workmanship” was defined to include:


1. Manufacture; something made by any one.


2. The skill of a worker; . . . .


3. The art of working.


2 Johnson Dictionary at n1081 (usage examples omitted)
(http://www.archive.org/stream/dictionaryofengl02johnuoft
#page/n1081/mode/1up). So too, “art” was defined in
sweeping terms to mean:


1. The power of doing something not taught by
nature and instinct . . . .


2. A science; as, the liberal arts.


3. A trade.


1 Id. at n182 (available at http://www.archive.org/stream/
dictionaryofengl01johnuoft#page/n182/mode/1up).


3. The dual meaning of “manufacture” remains in modern
usage, though the process of making is one of the secondary
meanings. See ,  e.g.,  Webster’s Third New International
Dictionary 1378 (1963).
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Despite the dual, sweeping and comprehensive
meanings attached to the word “manufacture” in both
contemporaneous language and patent practice, the first
Congress was unwilling to let the definition of patentable
subject matter rest solely on one word. Instead, it began
this country’s definition of patentable subject with the
phrase “any useful art”—the phrase that defines the
limits of congressional power under the Patent Clause
of Article I, sec. 8, cl. 8 of the Constitution. Given the
already broad meaning of “manufacture,” the addition
of the constitutional language provides a fairly clear
indication that Congress was not, to put it mildly,
searching about for narrow words that would exclude
new and useful innovations from the scope of the patent
system.


The first Congress’s decision to combine
“manufacture” with “any useful art” also refutes the
argument, relied on by the Government below, that the
word “process” in the modern statute (which, pursuant
to § 100(b), still encompasses any “art”) should be given
a narrowing construction by interpreting it “in pari
materia with the other three categories of inventions”
in the modern statute. PTO Supp. Br. 9 (filed Mar. 6,
2008). There are two problems with the Government’s
argument. First, the in pari materia canon applies in
interpreting two different statutes—the canon holds
that “statutes addressing the same subject matter
generally should be read as if they were one law.”
Wachovia Bank v. Schmidt, 546 U. S. 303, 315-16 (2006)
(internal quotations omitted). It is simply not at issue
here whether the list of patentable subject matter
categories in § 101 should be read as if they were part
of one law.
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Second, rather than in pari materia ,  the
appropriate canon to apply here is the “cardinal principle
. . . that a statute ought, upon the whole, to be so
construed that, if it can be prevented, no clause,
sentence, or word shall be superfluous, void, or
insignificant.” TRW Inc. v. Andrews, 534 U.S. 19, 31
(2001) (internal quotations omitted). If the statutory
words “art” and “process” are limited to any process
that “is tied to a particular machine” or “transforms a
particular article into a different state or thing,”
Pet. App. 12a, Congress’s inclusion of the word “art” in
1790 (and later “process”) would have been superfluous
because the broad contemporaneous meaning of
“manufacture” already covered at least that much.
Under a correct interpretation, however, the addition
of “any useful art” did have meaning because, to the
extent any ambiguity remained in “manufacture,” the
addition phrase clarified the breadth of the language
and of Congress’s intention.


Finally, the government below also argued that the
phrase “useful art” (as it exists in the Constitution and
as copied into the early Patent Act) should be
interpreted narrowly because “usages of the term ‘useful
arts’ contemporaneous with the framing of the
Constitution uniformly tie ‘useful arts’ to manufactures
and manufacturing processes, thereby providing strong
support for the notion that ‘process’ must be
interpreted in parity with the other statutory
categories.” PTO Supp. Br. at 10-11. The government
is wrong on the history.


It is of course true that manufactures of all types
were considered “useful arts,” and thus individuals
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interested in encouraging domestic manufacturing—
such as the early industrial advocate and assistant
Secretary of Commerce Tench Coxe—could quite
correctly describe “progress in the useful arts as having
produced improvements in numerous kinds of
manufactures, from ships to whips to watches.”
Id. at 11 n.4 (paraphrasing Tench Coxe, An Address to
an Assembly of the Friends of American Manufactures,
in Calling for More Domestic Manufacturing 18
(1787)). It is a logical error to assume that, because all
manufacturing arts are useful arts, all useful arts must
be manufacturing arts.


None of the historical sources produced by the
government below constrain the useful arts solely to the
processes or arts of manufacturing (narrowly
construed), and certainly none limits “useful arts” to
those arts that are “tied to a particular machine” or that
“transform[] a particular article into a different state
or thing.” Quite the contrary. For example, in another
work, Tench Coxe himself listed the “[m]any curious and
valuable inventions and improvements” responsible for
the “very rapid progress, and a much wider diffusion in
the useful arts and trades” occurring in the young
nation. Tench Coxe, A Statement of the Arts and
Manufactures of the United States l (1814). Coxe
included improvements in the management techniques
and services used by manufacturers and other
producers such as “the division of labor in the cultivation
of the cane,” “the extension and facilitation of
communication,” and “the extension of the funds of the
manufacturers by many of the banks, which are solidly
founded and rigidly constituted and administered.”
Id. Coxe listed these management and service
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improvements indiscriminately with such improvements
as “the machine for spliting skins” and “the conversion
of fossil coal into a pigment.” Id.


Coxe considered all of those improvements to fall
under the category “Instruments and Agents of
Manufactures” (id. at xlix), and this points to another
flaw in the government’s argument. Even if the word
“manufacture” in the statute were to be given a very
narrow interpretation to include only the production of
goods from raw materials—a meaning that excludes
mining, agriculture, shipping, communications and the
service industries4—still the concept of “useful arts” was
used in a much broader sense to include at least all the
arts that were useful in supporting and fostering
manufacturing. Modern society’s greater specializations
of function and divisions of labor should not obscure the


4. This more narrow meaning does not appear in the 1785
Johnson Dictionary and it was clearly not the meaning imparted
by English judges interpreting the Statute of Monopolies. Yet
it is clear that Coxe was imparting a very narrow meaning to
“manufactures” because he was encouraging the United States
to produce finished goods such as “candles, hats, boots, . . . and
various other manufactures,” and discouraging concentration
on the production of “raw productions,” such as “copper, crude
sugar” or “other articles of unmanufactured produce.” Coxe,
supra, at xxi. That more narrow meaning of “manufacture” may
have been emerging as a connotation, and by the twentieth
century it had become one denotation of the word. See
Webster’s New International Dictionary, Second Edition, 1499
(1948) (giving as the third definition of manufacture “[a]nything
made from raw materials by the hand, by machinery, or by art,
. . .”) (emphasis added). Still, the breadth of the word’s
traditional meaning—”the making of anything by any agency
or process,” id. (fourth definition)—endures.
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truth that was evident to Tench Coxe two centuries ago:
Even an industry fitting the narrowest meaning of
manufacturing, like the modern automobile industry, is
dependent upon good communications, information
processing, management techniques, banking practices
and the service industries generally.


Finally, as even the government’s sources
demonstrate, the field of “useful arts” was traditionally
defined not by the distinction between manufacturing
and non-manufacturing, but by the distinction between
the “polite” and “useful” arts. PTO Supp. Br. at 11 n.4
(citing W. Kenrick, An Address to the Artists and
Manufacturers of Great Britain  (1774)). That
traditional distinction was typically explained as being
between arts “designed to please” and arts that “aim to
supply human wants.” Samuel P. Newman, A Practical
System of Rhetoric 53 (1827). As one early American
writer phrased it:


What are the useful arts? They are those arts
or occupations, which are carried on, with a
view to profit in contradistinction to such as
are pu[r]sued for pleasure, which are often
called liberal or polite arts.


Robert James Turnbull, The Crisis or Essays on the
Usurpations of the Federal Government 55 (1827). See
also  David Spadafora, The Idea of Progress in
Eighteenth-Century Britain 33 (1990) (concluding that
“the polite arts were considered to have pleasure for
their goal”). Historical sources quite clearly classified
early information-generating arts such as navigation
solidly within the useful arts, even though those fields
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could also be accurately described as falling within the
liberal arts. See id. Moreover, the distinction between
polite and useful arts is not difficult to apply in fields
relevant to this case: Communications, business, finance,
management and information processing are designed
to satisfy real world human wants; they are not part of
the polite arts.


2. The 1793 Patent Act.


In 1793, Congress modified the definition of
patentable subject matter to be “any new and useful
art, machine, manufacture or composition of matter, or
any new and useful improvement [thereof].” 1 Stat. 318,
319. Congress thus (i) retained, without change, the
broadest words and phrases in the list—”useful art” and
“manufacture”; (ii) removed from the list the two of the
more narrow words in the list “engine” and “device”;
and (iii) added the phrase “composition of matter.”


Given the breadth of “useful art” and
“manufacture,” the wording changes in 1793 do not
indicate any change in substantive policy, but the
importance of these changes can be understood in light
the implications for the canons of statutory construction
ejusdem generis and noscitur a sociis.


Under the ejusdem generis canon, broad words
following a list of more specific items may be limited to
cover only things similar to the more specific. Both the
1790 and 1793 Acts listed the broadest and most general
category (“useful art”) first so the statutes were not
classical cases for ejusdem generis. Nevertheless,
Congress’s action in 1793—repeal of two more narrow
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words and addition of a new broad term5—tends to
confirm that Congress did not inadvertently include
broader language while trying to limit the scope to a
more specific category.


Similarly, the canon noscitur a sociis generally holds
that statutory words may be interpreted in light of
associated word elsewhere in the statute. This canon
does not mean that “pairing a broad statutory term with
a narrow one shrinks the broad one” for “giving one
example does not convert express inclusion into
restrictive equation.” S. D. Warren Co. v. Maine Bd. of
Environmental Protection, 547 U. S. 370, 379 (2006).
Moreover, “noscitur a sociis is no help absent some sort
of gathering with a common feature to extrapolate.”
Id. at 379-80. Here again, Congress’s revision of the
statute in 1793 pushed the statutory language away
from the narrow and toward the more general so that
the most prominent common feature is the breadth of
the four categories, coupled with the associated word
“any.”


3. The 1952 Act.


Congress made three changes to statutory subject
matter in 1952:


First, Congress substituted the word “process” for
“art” in § 101. Congress, however, retained the word


5. “Composition of matter” is broader than “engine” or
“device” because devices and engines would literally fit within
the new category, but some compositions of matter—e.g., a
bacterium (see, Diamond v. Chakrabarty, supra), or a new
element (see In re Seaborg, 328 F.2d 996 (CCPA 1964)—would
probably not be considered an “engine” or a “device.”
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“art” as part of the express statutory definition of “process”
given in § 100(b). Thus, as this Court noted in Diamond
v. Diehr, 450 U.S. 175, 184 (1981), “[a]nalysis of the
eligibility of a claim of patent protection for a ‘process’
did not change with the addition of that term to § 101.”
A “process” had previously been “considered a form of ‘art’
as that term was used in the 1793 Act,” id. at 182, and any
such type of “art” remained patentable under the express
definition of § 100(b).


Second, Congress also added an express definition of
“process,” which included the words “process” and
“method” in addition to the word “art.” The meaning of
process at the time was:


1. Act of proceeding; . . . procedure; . . . .


2. A course of procedure; something that occurs
in a series of actions or events.


Webster’s Second, supra note 4, at 1972. And “method”
meant:


1. An orderly procedure or process, as, orig., of
treating disease; regular way or manner of
doing anything; hence, a set form of procedure
adopted in investigation or instruction; as, a
method of improving the mind.


Id. at 1548. In short, Congress expressly considered what
definition should be given to the new statutory term
“process” and used words with ordinary meanings that
were consistently broad. If Congress wanted the judiciary
to impose a limiting gloss on “process,” it gave remarkably
little guidance as to the possible content of that gloss.
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Third, Congress overturned prior judicial decisions
holding that discoveries of new uses for old machines or
processes were not patentable subject matter. See, e.g.,
Roberts v. Ryer, 91 U.S. 150, 157 (1875) (“It is no new
invention to use an old machine for a new purpose.”).
The intuition behind that doctrine dated back at least
to Thomas Jefferson, who believed “that a machine of
which we were possessed, might be applied by every
man to any use of which it is susceptible, and that this
right ought not to be taken from him and given to a
monopolist, because the first perhaps had occasion so
to apply it.” 6 The doctrine had been applied by this
Court with varying degrees of stringency,7 and it had
caused much uncertainty. In § 100(b), Congress
abolished it by providing that “a new use of a known
process, machine, manufacture, composition of matter,
or material” must be considered a potentially patentable
“process” within the meaning of the Patent Act.


The express inclusion of “new uses” within the
definition of patentable subject matter is important


6. Letter from Thomas Jefferson to Isaac McPherson
(August 13, 1813) (available at http://etext.virginia.edu/etcbin/
toccer-new2?id=JefLett.sgm&images=images/modeng&
data=/texts/english/modeng/parsed&tag=public&part=
218&division=div1) (emphasis added).


7. For the varying application of the doctrine, compare
Roberts v. Ryer, supra, with Washing-Machine Co. v. Tool Co.,
87 U.S. 342, 351 (1874) (holding that, at least in circumstances
where there was not “any novel and useful result,” a “new
application” was an unpatentable “case of double use”); and
Busell Trimmer Co. v. Stevens, 137 U.S. 423, 434 (1890) (holding
that a new use was patentable  at least where the newly
discovered use was “an entirely new use”).
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because it provides a clear textual basis for an important
class of modern inventions. Even 18th and 19th century
machines were sometimes (in the words of Jefferson)
“susceptible” to different uses, and an inventive “new
use” conveyed to the world nothing more than new
instructions concerning how to use the existing physical
machine. That circumstance has become ubiquitous in
an era where modern general-purpose computers are
designed to be “susceptible” to many new uses. A new
computer program—e.g., a program that manages
complex financial transactions or detects financial
risks—provides a new way of using an existing machine
and thus fits comfortably within the express definition
of “process” included in the statute by Congress.


The text of § 100(b) therefore provides an explicit
basis for an important point on which we agree with the
government’s position in this case: A “machine-based
process”—including new uses of existing machines—
generally falls within patentable subject matter as
defined by Congress. PTO Supp. Br. at 26. We also agree
with the government that, under the statute as drafted
by Congress, “there is no such thing as a categorical
business method exception to the patent system”
and that technological innovations should not “go
unprotected simply because they operate in a
commercial environment.” Id. at 32.


Because Congress clearly expressed its intent
through the “extremely broad” statutory language of
the 1790, 1793 and 1952 statutes, J.E.M. Ag Supply,
534 U.S. at 130, resort to the legislative history is
unnecessary. However, if the legislative history were to
be consulted, it would reveal that Congress was fully
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aware that the language was expansive. Indeed, both
House and Senate committees specifically indicated
their sweeping understanding of the word “manufacture,
which may include anything under the sun that is made
by man.” H.R.Rep. No.1923, 82d Cong., 2d Sess., 6
(1952); S. Rep. No.1979, 82d Cong., 2d Sess., 5 (1952);
see also Chakrabarty, 450 U.S. at 182 (quoting these
reports). These reports are a good indication that
Congress was fully aware that the traditional meaning
of “manufacture” in patent law could cover either a
product or process (as this Court held in Merrill v.
Yeomans, supra), and that Congress intended such a
literal interpretation of the language.


In sum, Congress has repeatedly selected words
with broad ordinary meanings in defining patentable
subject matter; has added additional broad words to
reinforce the pre-existing words in the statute; has
eliminated some narrower words previously in the
statute (though words such as “engine” and “device”
can be considered narrow only in comparison to the more
sweeping words in the statute); and has even overruled
part of the narrowing judicial gloss that was once put
on the statute.


II. The Federal Circuit, the Government and the
Government’s Amici Present No Consistent and
Coherent Rule for Limiting the Reach of § 101.


The language of § 101 is not vague or uncertain; it
is just broad, which is what Congress intended. Even if
this Court were predisposed to adding a judicial gloss
to that language in common-law fashion (see Guido
Calabresi, A Common Law for the Age of Statutes
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(1982)), the glosses being proposed in this case are
strikingly unattractive. One immediate problem is that
the court below, the government and the various amici
have been unable to agree on a single theory to justify
and to govern the judicial gloss that is to be imposed on
the statute. That lack of agreement provides a good
indication whether a clear path will appear once the text
of the statute is abandoned. There are other problems
too. We focus here on the problems associated with
merely two of the potential candidates to be the judicial
gloss on the statute.


1. The Machine-or-Transformation Test.


Even if it were considered purely from the
standpoint of common-law making, the specific test
endorsed by the Federal Circuit—that any patentable
process must be either tied to a particular machine or
transform a particular article into a different state or
thing—has numerous problems.


First, more than a third of a century ago, the
government advocated the precise restriction it is
advocating again here in this case. See Reply Br. for
Petitioner at 7-8, in Gottschalk v. Benson, 409 U.S. 63
(1972) (No. 71-485). The government relied on the same
dicta being cited in this litigation, id. at 7 (citing
Cochrane v. Deener, 94 U.S. 780, 788 (1876)), and argued
that patentable processes either (i) had to involve
“physical substances on which physical acts are
performed,” or (ii) had to include “machinery or
apparatus limitations” for the processes involving “the
manipulation and transmission of intangible entities—
such as electrical energy for telecommunications . . .
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or information or data processing.” Id. at 8. The Benson
Court declined to limit patentable subject matter with
that sort of formalistic rule.


Second, after the dicta in Cochrane v. Deener was
written, this Court defined process in Tilghman v.
Proctor, 102 U.S. 707, 728 (1880), to be “an act, or a mode
of acting”—”a conception of the mind, seen only by
its effects when being executed or performed.” If
Congress were looking to Supreme Court dicta for a
comprehensive definition of “process,” there is no reason
to think that it looked to the earlier Cochrane “definition”
rather than the later Tilghman “definition.” Indeed, this
Court’s later opinion in Expanded Metal Co. v. Bradford,
214 U.S. 366 (1909), quoted both  Cochrane and
Tilghman, emphasized the breadth of patentable
processes, and praised the Tilghman formulation as a
“clear and succinct statement of the rule” governing
process. Id. at 384.


Third, even at the time of Benson, the “machine-or-
transformation” test could not account for all the cases
decided by this Court. In O’Reilly v. Morse, 56 U.S. 62
(1853), Samuel Morse’s fifth claim specifically covered
Morse Code, i.e., Morse’s “system of signs, consisting
of dots and spaces, and of dots, spaces, and horizontal
lines, for numerals, letters, words, or sentences,
substantially as herein set forth and illustrated, for
telegraphic purposes.” Id. at 86. The examiner from the
Patent Office construed the claim to mean:


The patent of said Morse also secures to him
the right to use a system of alphabetical signs,
consisting of dots and spaces, and dots,
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spaces, and horizontal lines. Upon careful
investigation it did not appear that these signs
had ever before been used as an alphabet of
language, and the patent was accordingly
granted.


S.Ct. Record in O’Reilly v. Morse, at 128. The breadth
of Morse’s fifth claim is made clear by a comparison with
his sixth claim, which was limited to uses of the code “in
combination with machinery for recording” the coded
signals. Yet even though the accused infringer argued
that such a code could not be “the subject of a patent,”
id. at 35, see also 56 U.S. at 101 (noting arguments by
counsel on the patentability of claim 5), the Court
sustained the claim, stating that it “perceive[s] no well-
founded objection . . . to [Morse’s] right to a patent
for the first seven inventions set forth in the specification
of his claims.” Id. at 112.8


Morse’s patent claim on his code was similar to any
number of traditional patents issued on coding and
notational methods that plainly fail the government’s


8. In discussing claim 3 of Morse’s basic patent and his
second patent on an improvement, the Court noted that the
accused infringer could not escape infringement because
Morse’s “patent is not for the invention of a new alphabet; but
for a combination of powers composed of tangible and
intangible elements, described in his specification, by means of
which marks or signs may be impressed upon paper at a
distance, which can there be read and understood.” 56 U.S. at
124. The Court, however, also passed upon the validity of all the
claims in the Morse patent—including claim 5—because, at the
time, the whole of the patent could be void if the inventor
claimed more than he was entitled to. See id. at 121.
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new machine-or-transformation test. See, e.g., U.S. Pat.
Nos. 831,061 (1906) (cipher coding system), 429,841
(1890) (musical notation), 198,507 (1877) (phonetic
notation method). Those patents also show why
patentable methods need not be limited by the machine-
or-transformation test. While the government in its
briefing below did not articulate any policy rationale for
its proposed judicial gloss, the government’s briefs in
Benson at least attempted to do so. The government
argued that, without machine-or-transformation
limitations, “the scope of the claimed monopoly cannot
be determined by the Patent Office or subsequent
competitors.” Reply Br. in Benson at 8. Yet claims such
as Morse code provide very clear definitions of the
patent’s scope, and competitors could easily avoid the
patented method if they so desired.


Finally, a new, judicially created exclusion from
patentable subject matter should not be imposed
without some consideration of the problems that will
arise in administering it. In briefing below, the
government acknowledged that it would “not always be
simple to draw the line between a statutory process
appropriately ‘tied to a particular apparatus’ and a
nonstatutory method with nominal recitations of
structure.” PTO Supp. Br. at 14 (emphasis added). This
passage acknowledges that the actual test to be applied
will not be a bright line rule but will instead require a
standardless assessment of “appropriateness.”


Enforcement of a machine-or-transformation test
presents a real dilemma for the PTO. If the test is treated
formalistically, then it will be easy to evade because
sophisticated patent drafters can always or almost
always include the necessary limitations in their claims.







23


Chakrabarty provides a good example of the problem
with formalisms in this doctrinal area: In trying to
enforce its rule against the patenting of living matter,
the government denied Dr. Chakrabarty a patent on his
artificial bacteria but had granted him a patent on the
living bacteria combined with “a carrier material floating
on water, such as straw.” 447 U.S. at 306. Thus, the
Patent Office’s message to Dr. Chakrabarty was that
his newly engineered bacterium was not patentable, but
with a little added straw, it was. However absurdly
formalistic that approach is, it may be more attractive
than enforcing the nonstatutory restriction with a
functionist approach, which requires further departures
from the statutory text, plus the development of an
extensive jurisprudence on the degree and
appropriateness of the connections with the machine or
transformation.


Since it has begun enforcing its machine-or-
transformation test, the government has vacillated
between the two approaches to this dilemma. For
example, the agency has interpreted its machine-or-
transformation rule to hold unpatentable process claims
that were expressly stated to be “executed in a
computer apparatus” because “[a]ny and all computing
systems will suffice, indicating that the claim is not
directed to the function of any particular machine.”
Ex parte Langemyr, slip op. at 22 (BPAI May 28, 2008)
(available at http://www.uspto.gov/web/offices/dcom/
bpai/its/fd081495.pdf). Similarly another decision
reasoned that computerized invention was outside of
patentable subject matter because it would “cover any
and every possible digital computer for executing the
[claimed] transformer program.” Ex parte Snyder, slip
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op. at 22 (BPAI May 12, 2009) (available at http://
des.uspto.gov/Foia/ReterivePdf?system=BPAI&
flNm=fd20084598-05-12-2009-1 .  These decisions
threaten to undermine a substantial number of
meritorious and valuable patents, even though such
inventions seem to fit the statutory definition of a
“process” because they provide new uses for existing
general purpose computers.9


Yet the agency has not been consistent. For example,
U.S. Pat. No. 7,426,488 (2008) on a valuation method
for private equity investments was issued to two
prominent Harvard Business School professors and
their co-inventors. The patent used “software-on-a-disk”
claiming format to cover a “computer program product,
disposed on a computer readable medium,” with
“instructions for causing a processor” to undertake a
certain new financial analysis of private equity
investments. Id. at col. 10. Such a software invention is
of course designed to work on any general purpose
computer.


Similarly, in Ex parte Dickerson, slip op. at 16 (BPAI
July 9, 2009) (available at http://des.uspto.gov/Foia/
ReterivePdf?system=BPAI&flNm=fd2009001172-07-
09-2009-1), the agency sustained the patentability of


9. See, e.g., John F. Duffy, The Death of Google’s Patents?
(available at http://www.patentlyo.com/patent/law/google
patents101.pdf) (discussing the PTO’s enforcement of its
machine-or-transformation test and the implications for
valuable software patents such as Google’s PageRank™ search
engine patent).
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computerized methods because they “include[d] a step
of outputting information from a computer (FF 7 and 9-
10) and therefore, are tied to a particular machine or
apparatus.” Finally, in another case, the agency tried to
articulate what appears to be an intermediate position
under which claims to computerized inventions would
be patentable if the process “uses two computing
devices” but not if it “uses a single computer.” Ex parte
Wasynczuk, slip op. at 22 (BPAI June 2, 2008) (available
at http://www.uspto.gov/web/offices/dcom/bpai/its/
fd081496.pdf). Such a test would seem to produce many
uncertainties in an era in which even inexpensive
computers contain dual processors operating on a single
chip (e.g., Intel’s Centrino Duo®).


The uncertainties stemming from the agency’s first
year of experience with this new test are now widely
acknowledged.10 While the lower courts may attempt to
develop this area of law “in the classic old English
model,”11 they will be doing so without any assistance
from statutory text. Moreover, even the patent-expert
Federal Circuit and its predecessors have demonstrated
the difficulty of developing stable common law in this
area: The Bilski en banc decision is the third attempt
in three decades to announce a comprehensive test to
govern the judicial limitations on the text of § 101, and


10. See Tony Dutra, Chief Judge Michel Says Commentary
Reading Too Much Into Bilski Opinion, 78 Pat. Trademark &
Copyright J. (BNA) 373 (July 24, 2009) (quoting Chief Judge
Michel of Federal Circuit as stating that the BPAI had taken
“inconsistent approaches” to the machine requirement since
the Bilski opinion was published).


11. Id.
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each test was abandoned to make way for the new.12


Patentability tests that cannot survive even half the life
of a patent do not instill confidence in the solidity of the
property rights system.


2. Business Method Exception.


Various amici and one judge below have suggested that
this Court should impose a prohibition on all “business
method” patents. This Court was previously presented
with a chance to endorse a “business method” exception
to patentability. In Dann v. Johnston, 425 U.S. 219 (1976),
the Court declined to rule on whether a computerized
method for maintaining bank records and processing
checks constituted patentable subject matter, even though
the Government devoted the vast bulk of its briefing to
that issue and specifically argued that the process should
be unpatentable because “[t]he federal courts have
repeatedly held that ideas for methods of doing business
are not patentable” and “patents on methods of transacting
business would destroy legitimate competition.” Br. for
Petitioners at 22 n. 18 & 21, in Dann v. Johnston (No. 74-
1033). The Court declined that prior invitation, and instead
focused on the obviousness of the alleged invention, which
is often the core problem with patents that thwart
legitimate competition.


12. The court below disavowed the “useful, concrete and
tangible” test first set forth in its last en banc case addressing
the issue, In re Alappat, 33 F.3d 1526, 1544 (Fed. Cir. 1994)
(en banc). Alappat, in turn, supplanted the “Freeman-Walter-
Abele” test, which derived from three cases decided between
1978 and 1982. See AT&T Corp. v. Excel Communications, Inc.,
172 F.3d 1352, 1359 (Fed. Cir. 1999) (describing the Freeman-
Walter-Abele test as having “little value” after Alappat).
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The arguments for a business method exception
have not improved since 1976. For example, in his dissent
below, Judge Mayer argued that “the framers were well
aware of the abuses that led to the English Statute of
Monopolies and therefore ‘consciously acted to bar
Congress from granting letters patent in particular
types of business.’” Pet. App. at 107a (quoting In re
Comiskey, 499 F.3d 1365, 1375 (Fed. Cir. 2007)). But the
history shows that the English Crown was conferring
patent monopolies for common pre-existing products
such as vinegar, salt, horns, iron, bags, bottles, etc. See
1 Walter F. Rogers, The Law of Patents 264 (1914) (listing
the abusive grants). The problem with these grants was
not that they covered business activity—all patents
restrict business activity in the same sense that those
patents did—but that they covered existing products
and businesses “which had long before been enjoyed
by the public.” Graham v. John Deere Co., 383 U.S. 1, 5
(1966). The solution was not to prohibit patents on
business methods but to prohibit patents on things that
are not new.


Modern law provides even more protection against
the potentially abusive patents. Under the statutory
obviousness doctrine, the courts have an effective tool
designed to restrict the patent system to “those
inventions which would not be disclosed or devised but
for the inducement of a patent.” Id. at 11. This Court
itself has recently re-emphasized the importance of the
nonobviousness requirement in eliminating patents that
“might stifle, rather than promote, the progress of useful
arts.” KSR International Co. v. Teleflex, Inc., 530 U.S.
at 398, 427 (2007). Thus, given the Graham/KSR
framework, the relevant policy issue for business method
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patents is whether patents should be available for new
and useful business methods that would otherwise not
be “disclosed or devised.” Even the dissenting judge
below presented no policy reason for why society would
be better off if certain useful business processes remain
unrevealed or undiscovered.


Judge Mayer also argued below that “useful arts”
should be construed to mean “technology.” Pet. App. at
112a. There are three problems with that line of
argument. First, refocusing the inquiry from “art” and
“useful arts” to “technology” or “technological” merely
substitutes modern words that have similarly broad and
perhaps even less well-defined meanings than the
statutory language.


In the modern era, technological means “of, relating
to, or characterized by technology.”13 Technology, in turn,
means variously “the practical application of knowledge
in a particular area,”14 “a manner of accomplishing a task
especially using technical processes, methods, or
knowledge,”15 “the science of the application of
knowledge to practical purposes,”16 “the application of
scientific knowledge to practical purposes in a particular
field,”17 or a “technical method of achieving a practical


13. Webster’s Third New International Dictionary 2348
(1963); Merriam-Webster’s Collegiate Dictionary 1206 (10th ed.
2001).


14. Id.


15. Id.


16. Webster’s Third, supra note 13, at 2348.


17. Id.
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purpose.”18 Finally, “technical” means “having special
usu[ally] practical knowledge, especially of a mechanical
or scientific subject,” or “of or relating to a practical
subject organized on scientific principles.”19 Thus, one
fair definition of technological is “characterized by the
practical application of knowledge in a particular field.”20


Under this definition, innovations in business, finance,
and other applied economic fields plainly qualify as
“technological.”


Second, if a more narrow definition were selected—
e.g., Judge Mayer preferred to define technology as
“application of science, especially to industrial or
commercial objectives,” Pet. App. 117a—such a definition
would seem to exclude whole fields, such as games, in
which the United States has issued so many patents that
the field has its own major classification and dozens of
subclasses. See PTO Classification 273 for Amusement
Devices: Games (available at http://www.uspto.gov/web/
patents/classification/uspc273/sched273.htm).


Third and finally, even accepting the narrowest
definition of “technology” advanced, modern innovations
in business, finance, and the like easily qualify because
they represent practical applications of economic
science. Economists themselves now view their field as


18. Id.


19. Id.


20. This definition is most consistent with the Greek
origins of the word, which is a combination of technikos,
meaning “art, skillful, practical,” Webster’s Third, supra note
13, at 2348, and logos, meaning “word, reason, speech, account,”
Id. at 1331.
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constituting a “mathematical science” with closer affinity
to physics and engineering than to liberal arts like
English literature.21 Thus, the winners of the Nobel
Prize for “Economic Sciences,” established in 1968, are
selected by the Royal Swedish Academy of Sciences, the
same body responsible for selecting the Nobel Prizes in
Chemistry and Physics.22 By contrast the Nobel Prize
for Literature is selected by the Swedish Academy, which
describes itself as a “cultural institution.”23 Similarly, the
British Royal Society – which has traditionally limited
its members to scientists – in 2004 conferred fellowship
on its first economist.24 And what is frequently
considered one of the best graduate departments
of economics in this country is housed in the
Massachusetts Institute of Technology.25


21. See, e.g., Giorgio Israel, How Economics Became a
Mathematical Science, 114 Econ. J. F369 (2004).


22. See, e.g., The Sveriges Riksbank Prize in Economic
Sciences in Memory of Alfred Nobel, http://nobelprize.org/
nobel_prizes/economics/ (noting creation of economics prize);
Nomination and Selection of the Laureates in Economics, http:/
/nobelprize.org/nomination/economics/process.html (setting
forth selection process).


23. See http://www.svenskaakademien.se/Templates/
StartPage2 .aspx?PageID=ca2da03d-4623-48a1-9b01-
7f450c1b59c7 (the Academy’s English-version homepage).


24. See Nine Staff Named New Fellows of the Royal Society,
http://www.admin.cam.ac.uk/news/dp/2004060102 (June 2, 2004)
(announcing election of Partha Dasgupta).


25. See, e.g., http://grad-schools.usnews.rankingsand
reviews.com/best-graduate-schools/top-economics-schools/
rankings (showing MIT tied for first in the rankings of
economics departments published by US News and World
Report).
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Furthermore, in the last half century, the industrial
reality is that many business problems are being addressed
and solved as problems of applied science and
engineering. This extension of science and engineering
was recognized over a half century ago, when Professor
Herbert Simon of the Carnegie Institute of Technology
noted that the new area of “[n]ormative microeconomics,
carried forward under such labels as ‘management science,’
‘engineering economics,’ and ‘operations research,’ is now
a flourishing area of work” and “[m]uch of the work is being
done by mathematicians, statisticians, engineers, and
physical scientists.”26 By the 1980s, this development had
spread to the workplace, with financial firms hiring
“mathematicians and physicists” to become the “rocket
scientists” of their industry.27 Now, fields like financial
engineering and operations research are so well
established that major universities (especially
technological universities) have established programs,
laboratories and even whole departments of engineering
to address business issues in a rigorous manner.28


26. Herbert A. Simon, Theories of Decision-Making in
Economics and Behavioral Science, 49 Am. Econ. Rev. 253, 254
(1959).


27. Winston Williams, The Big Board Battle to Contain
the Damage, N.Y. Times, Oct. 25, 1987, sec. 3, p. 8.


28. See, e.g., MIT’s Laboratory for Financial Engineering
(http://lfe.mit.edu/about/intro.htm); Cornell’s Financial
Engineering Concentration in its School of Operations Research
and Information Engineering (see http://www.orie.cornell.edu/
orie/academics/meng/programdescription/options/fineng.cfm);
and Princeton’s Operations Research & Financial Engineering
Department in the university’s School of Engineering and
Applied Science (http://orfe.princeton.edu/).
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The modern growth of business sciences and
engineering also explains the limited number of
business method patents prior to the late twentieth
century and the increase in such patents in modern
times. Even in a legal system with no bar to business
method patents, such patents will not be sought if
parties cannot satisfy the normal requirements of the
patent law. Where principles of economics and business
are poorly developed and poorly understood, few new
true novelties will be developed; fewer still  be
nonobvious; and fewer still might be capable of being
described and claimed in a manner sufficiently clear to
satisfy the requirements of § 112 of the Patent Act.


This Court has previously seen a very similar
circumstance in Chakrabarty. In that case, there was
no historical evidence of extensive patenting of living
things, and Congress had thought it necessary even to
enact a special statute to allow the patenting of plants.
In Chakrabarty, four Justices opined that this evidence
demonstrated both a “common understanding” and
“Congress’s understanding” that living things were
unpatentable. See 447 U.S. at 319, 320 (Brennen, J.,
dissenting). However, the better view—adopted by the
majority—was that living things had previously been
unpatentable not because they were per se outside of
the broad language in § 101 but because, in more
primitive times, the cultivators of new varieties of living
things could not provide a written description of their
creations, including a description of how to make their
creations, with sufficient detail and precision to satisfy
§ 112 of the Patent Act. Id. at 312-14.
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The case for rejecting a per se exclusion is even
stronger here than it was in Chakrabarty. Unlike in
Chakrabarty, historical sources demonstrate that
patents on business methods and other business
technologies were not unknown even in the nineteenth
century.29 The PTO formally dropped its own per se
business method rule in 1995 (well before the Federal
Circuit’s decision in State Street Bank & Trust Co. v.
Signature Financial Group, Inc., 149 F.3d 1368 (Fed.
Cir. 1998)),30 and the agency had been issuing business
method patents for some years prior to its formal
abandonment of its per se business method exclusion.
And far from passing legislation based on the premise
that the relevant subject is unpatentable (as Congress
did in enacting the Plant Patent Act), Congress enacted
legislation in 1999 based on the assumption that business
methods were patentable.


29. See USPTO White Paper, Automated Financial or
Management Data Processing Methods (Business Methods) iv
(available at  http://www.uspto.gov/web/menu/busmethp/
whitepaper.pdf) (finding that the “business method claim
format has been used in various forms throughout that period”
dating back “over a hundred years” and that is has became
more common because of “progress over the last century”).


30. Compare Manual of Patent Examining Procedures
§ 701.03(a), 700-14 (6th ed. Jan. 1995) (available at http://www.
uspto.gov/web/offices/pac/mpep/old/E6R0_700.pdf) (endorsing
the business method exception) with Manual of Patent
Examining Procedures § 701.03(a), 700-28 – 700-29 (6th ed., rev.
1 Sept. 1995) (available at http://www.uspto.gov/web/offices/pac/
mpep/old/E6R1_700.pdf) (omitting the business method
exception).
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III. Precedent Does Not Foreclose Reliance on the
Text of § 101.


In Parker v. Flook, 437 U.S. 584, 589 (1978), this
Court held that the holding in Benson “forecloses a
purely literal reading of § 101.” Flook does not, however,
mean that judicial common-law making must supplant
textual analysis in deciding § 101 cases.


This Court’s precedents demonstrate that the broad
general statutory language remains the primary guide
to deciding statutory subject matter cases, and the
Court’s departures from the text have been extremely
modest. This Court has traditionally held that, despite
the broad statutory language in § 101, “laws of nature,
physical phenomena, and abstract ideas” are not
patentable. Chakrabarty, 447 U.S. at 309. The first two
of these categories presents little, if any, restriction on
the plain meanings of the statute. As our historical
analysis shows, even the broadest word originally in
§ 101—”art”—was restricted to the “power of doing
something not  taught by nature and instinct .”
1 Johnson Dictionary at n182 (available at http://
www.archive.org/stream/dictionaryofengl01john
uoft#page/n182/mode/1up) (emphasis added).


The prohibition on “abstract ideas” is also easily
reconciled with the text and structure of the statute.
Section 101 expressly includes the requirement that
patentable processes, methods and arts must be
“useful.” An abstraction is not. The Patent Act also
requires applicants (i) to provide a written description
of how to make and use the invention in “full, clear,
concise, and exact terms” and (ii) to define the property
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rights by “particularly pointing out and distinctly
claiming” the invention. 35 U.S.C. § 112. Abstract ideas
could not satisfy these requirements and therefore are
not processes capable of being patented.


Limiting § 101 in the way argued by the government
would require a much greater departure from statutory
text than that sanctioned in Church of the Holy Trinity
v. United States, 143 U.S. 457 (1892), which is often
thought to mark the outer bounds of this Court’s
willingness to impose a judicial gloss on broad and
controlling statutory text.31 In Church of the Holy
Trinity, the Church successfully argued that the broad
but clear language of a statute regulating “labor or
service of any kind” should apply only to manual service
and labor. As in this case, the relevant statutory words


31. The Church of the Holy Trinity ’s invocation of
statutory “spirit” has been controversial. See Public Citizen v.
U.S. Department of Justice, 491 U.S. 440, 473 (1989) (Kennedy,
J., concurring in the judgment) (rejecting Church of the Holy
Trinity because “it does not foster a democratic exegesis for
this Court to rummage through unauthoritative materials to
consult the spirit of the legislation in order to discover an
alternative interpretation of the statute with which the Court
is more comfortable”); id. (“The problem with spirits is that
they tend to reflect less the views of the world whence they
come than the views of those who seek their advice.”); Zuni
Public School Dist. No. 89 v. Department of Education, 550 U.
S. 81, ___ (2007) (slip op. at 11) (Scalia, J., dissenting) (criticizing
Church of the Holy Trinity for “disregard[ing] the plain text of
a statute” and observing that “what judges believe Congress
‘meant’ (apart from the text) has a disturbing but entirely
unsurprising tendency to be whatever judges think Congress
must have meant, i.e., should have meant”) (emphasis in
original).
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in Holy Trinity had broad, but clear meanings and were
modified by the word “any.” As in this case, the starting
point for imposing a judicial gloss was the assertion
that Congress could not have intended a literal
interpretation.


Beyond those basic similarities, however, this case
includes numerous factors not present in Church of the
Holy Trinity. Here, unlike in Holy Trinity, the statute
has been in place for hundreds of years, and Congress
has done nothing other than to add broad language to
the existing broad language. Here, unlike in Holy
Trinity, the key statutory term (“process”) has an
express definition, which contains other broad but
clear words. Here, unlike in Holy Trinity ,  the
relevant statutory language underscores Congress’s
understanding that the language in the statute is
sweeping broad. By contrast, in Holy Trinity, some
congressional reports expressly stated that legislators
“believ[ed]” the language would be construed narrowly
to encompass only labor “manual in character.”
Id. at 464.


Finally, in Holy Trinity,  the statute already
contained several exceptions, all of which tended to
confirm that Congress’s overarching policy was more
limited. In the Patent Act, however, Congress has
maintained a long tradition of broadly defining
patentable subject matter. Rather than restricting
patentable subject matter, Congress has adjusted the
rights applicable to certain classes of patents. See, e.g.,
35 U.S.C. §§ 181-188 (imposing certain restriction on
patents for inventions that may be detrimental to the
national security); § 287(c) (restricting remedies for
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patents for surgical methods). Congress has already
made one such adjustment to accommodate business
method patents. Id. § 273. In these circumstances, the
case for a departure from the literal language of the
statute is extraordinarily weak.


IV. The Decision in this Court Should Be Limited
to the Questions Presented.


Bilski’s claims are properly categorized as a
“method” for managing certain types of risk in the
purchasing of commodities, and they therefore fall within
the literal language of a process as defined by Congress
in § 100(b). To satisfy § 101, however, Bilski’s claimed
method must not be an abstract idea, physical
phenomenon, or principle of nature (limitations that are
reflected in the text and structure of the Patent Act).


In the Court of Appeals, the PTO argued in the
alternative that Bilski’s claims failed to qualify as
patentable subject matter because they were abstract
ideas. We take no position on that issue but note one
final point.


Whether Bilski’s particular invention is an
unpatentable abstract idea is not fairly included within
the questions presented here, was not decided by the
court below, had not been the focus of briefing in this
Court, and is a fact-bound question of little importance
to the patent system. Accordingly, there are strong
prudential reasons for this Court to limit its decision to
the questions presented.
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CONCLUSION


The Court should reverse the decision below and
remand the case to the Court of Appeals.
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This brief in support of neither party is filed on
behalf of amicus curiae TELES AG (TELES). TELES
has no financial interest in Petitioners.1


INTEREST OF AMICUS CURIAE


TELES, a German high-technology company, is a
typical “American” success story. Founded in 1983, and
listed on the Prime Standard segment of the Frankfurt
Stock Exchange in 1998, TELES conceives and
commercializes innovative products and services in the
telecommunications and information technology
industry. The same entrepreneurial spirit that drives
the United States economy has been integral to
TELES’s success. As a quantifiable example of that
success, TELES has paid dividends of over $100,000,000
to its shareholders.


TELES relies on the strength of patent rights
awarded in the United States, Europe, and elsewhere
to protect its investments in research and development.
Consequently, when commercializing a new product or
service, TELES concentrates its resources in countries
having robust patent systems. TELES therefore has a
vested interest in supporting patent systems that
properly reward innovation.


1 Pursuant to Rule 37.6 of the Rules of the United States
Supreme Court, TELES states that no counsel for a party
authored this brief in whole or in part, and no counsel or party
made a monetary contribution intended to fund the preparation
or submission of this brief. No person other than amicus curiae,
its members, or its counsel made a monetary contribution to its
preparation or submission. The parties have consented to the
filing of this brief.
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SUMMARY OF ARGUMENT


1. It is clear that the future economic strength of
the United States will rely greatly on cutting-edge
technologies – such as artificial intelligence, genetic
programming, and human-machine communications –
that in the broadest sense are not “physical” or
“tangible.” But the “machine-or-transformation test”
set forth by the Federal Circuit gives cause for serious
concern that patentability will be statically limited to
“physical” or “tangible” implementations of technical
developments, largely excluding innovations in such
cutting-edge technologies. TELES therefore submits
that, to continue to promote the wealth of society by
providing meaningful incentives to stimulate innovation,
only a dynamic standard for patentable subject matter
is consistent with United States patent laws and policy
and this Court’s precedents.


TELES also recognizes that awarding patents for
trivial inventions – i.e.,  inventions that do not
meaningfully push back the frontiers of knowledge – can
hinder innovation. TELES thus suggests retaining a
test for patentability that ensures that an invention is
protectible if it makes a nontrivial contribution in the
field of “useful arts” – i.e., the four expansive categories
of patentable subject matter identified in Section 101
of the patent statutes.


Several principles are important to companies like
TELES when determining where to invest capital. First,
robust patent systems are dynamic: they promote
innovation across all areas of technology – including
those that may not have existed at the Nation’s founding
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or during the Industrial Age – by rewarding inventors
with effective patents. Second, robust patent systems
apply an inclusive approach to patentable subject matter
that avoids limitations based on the “phenotype” of an
innovation – i.e., restricting patentability only to
inventions that are “physical” or “tangible” types,
leaving other types of innovation unpatentable. Third,
robust patent systems reward inventors only for their
specific contributions over the prior art. According the
test for patentable subject matter with those three
general principles, by preserving dynamic standards for
patentability, will promote the flow of international
capital into the United States and further the purpose
of the Nation’s patent laws.


2. The global nature of patenting strategies
recommends that the laws of effective patent systems
around the world should be – or should remain –
harmonized whenever possible. In today’s globalized
economy, patenting strategies examine the strengths
and weaknesses of patent systems worldwide. To
maximize return on investment, international
entrepreneurs are attracted to jurisdictions with robust
patent systems. For example, both the United States
and Europe enjoy well-developed patent systems that
have included a dynamic view of patentable subject
matter that rewards real innovations in all areas of
technology – with no arbitrary, judicially created “carve-
outs” from patentability for certain industries or end-
uses.


Among the world’s robust patent systems, the laws
regarding patentable subject matter are already largely
harmonized, and this area of patent law in the United
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States should remain so. Were this Court to depart from
broad, flexible patentability standards, the United
States would be at a competitive disadvantage –
compared, for example, with Europe – in attracting the
international investment that follows effective patent
systems. Such a competitive disadvantage would be
inconsistent with the policy goals undergirding the
United States patent system, further indicating that the
Court should retain expansive, dynamic standards of
patentability for specific, nontrivial innovations in all
technologies.


ARGUMENT


I. TO FURTHER THE PUBLIC POLICY OF THE
PATENT LAWS TO PROMOTE INNOVATION,
THE STANDARDS FOR PATENTABLE
SUBJECT MATTER SHOULD REMAIN
DYNAMIC


Robust patent systems are designed to provide
wealth to societies by stimulating innovation for all
sectors of the economy and all areas of technology. The
United States patent system has done this for over two
hundred years by rewarding innovations that
meaningfully advance public knowledge with effective
patents.


A. The Patent Act And This Court’s Precedents
Recognize That The Purpose Of The Patent
System Is To Foster Innovation


The United States Constitution expressly
authorizes a patent policy “to promote the Progress
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of . . . the Useful Arts, by securing for limited Times to
. .  .  Inventors the exclusive right to their .  .  .
Discoveries.”2 Effectuating this general principle,
Congress enacted patent statutes that expansively
embrace the economic benefits of awarding patents for
innovation by providing that “[w]hoever invents or
discovers any new and useful process, machine,
manufacture, or composition of matter, or any new and
useful improvement thereof, may obtain a patent
therefor . . . .”3 Tellingly, the statutory language excludes
no particular area of the economy and prescribes no
static understanding of technology.


Given such Congressionally mandated breadth,
when assessing whether an invention presents
patentable subject matter, instead of asking “Why?” the
proper question is “Why not?”


Consonant with the expansive statutory language,
this Court has consistently recognized the dynamic
nature of innovation by broadly interpreting the
meaning of patentable subject matter under Section
101. In its most recent decisions, in Chakrabarty and
Diehr,4 the Court upheld a broad standard by expressly
refusing to read limitations and conditions into the
statute. The legislative intent of Congress, as properly
understood and explained by this Court, presents clear
support for a dynamic standard for determining


2 U.S. Const., art. I, § 8, cl. 8.


3 35 U.S.C. § 101 (2009); see also 35 U.S.C. § 100(b) (2009)
(defining “process” capaciously).


4 Diamond v. Chakrabarty, 447 U.S. 303, 308-309 (1980);
and Diamond v. Diehr, 450 U.S. 175, 192 (1981).
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patentable subject matter in accord with Thomas
Jefferson’s philosophical view that “ingenuity should
receive liberal encouragement.”5 That philosophy has
sagely guided United States patent policy for over two
hundred years and has achieved a robust patent system
that continues to serve this country well.


B. Modern Innovation Is Inherently Dynamic,
As Should Be The Standards For Patentable
Subject Matter


Naturally, the encouragement to innovate that the
United States and other patent systems provide cannot
apply to inventions excluded from patentable subject
matter. Therefore, robust patent systems should reward
true innovation in all areas of technology, in all sectors
of the economy, and at all levels of maturity, whether
long-existing, currently developing, or newly pioneering.
Innovation, in turn, is fundamentally a dynamic process.
In order to maximally foster innovation, the standard
for patentable subject matter must also be dynamic.
Thus, to fully realize the constitutional and statutory
goals, this Court should ensure that the United States
patent system provides its benefits to all areas of the
economy and is not frozen in place at any point in time.


In particular, the standard for patentable subject
matter should not embrace peculiar industry or end-
use exclusions or “carve-outs.” Such carve-outs for
certain somehow-disfavored technologies or industries
would stifle innovation by limiting protection and


5 Chakrabarty, 447 U.S. at 308-309 (citing 5 Writings of
Thomas Jefferson 75-76 (Washington ed. 1871)).
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enforcement of rights in innovation in the carved-out
areas, impeding the flow of capital into research and
development in those areas. Thus, limiting patentable
inventions with such artificial, judicially created
exclusions would contradict the constitutional purpose,
ignore the unambiguous mandate of Congress found in
Sections 100(b) and 101 of the patent statutes, and
disregard this Court’s precedents.


On the other hand, it is well understood that patent
grants impede innovation if they cover fundamental
principles or trivial inventions – i.e., inventions that do
not specifically contribute to and advance the state of
the art. Such grants are impermissible under the patent
statutes and this Court’s precedents, and should be
impermissible under the otherwise broad standards for
assessing patentable subject matter, which should
dynamically embrace all manner of technologies.


TELES generally agrees with the discussion of the
law concerning patentable subject matter in Petitioners’
merits brief. And while taking no position on the ultimate
disposition for Petitioners’ patent application in this
case, TELES does consider that the patentability of
claim 1 is less supportable than the patentability of
claim 4.
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II. BECAUSE GLOBAL PATENTING STRATEGIES
SEEK OUT EFFECTIVE PATENT SYSTEMS
WORLDWIDE, DYNAMIC STANDARDS
FOR PATENTABILITY BEST PROMOTE
INNOVATION IN THE UNITED STATES


International entrepreneurs like TELES weigh the
benefits of patent systems throughout the world when
considering allocating their resources and the risks and
rewards of bringing innovations to market.
Consequently, a robust patent system attracts
international capital in a manner that aligns precisely
with the long-standing goal of the United States patent
system to encourage innovation. Further, the global
nature of today’s economy strongly recommends that
the United States patent system be harmonized with
robust patent systems of other nations wherever
possible. And in the area of patentable subject matter,
the laws of jurisdictions with robust patent systems are
already largely harmonized around expansive, dynamic
standards of patentability.


A. International Entrepreneurs Seek Return On
Investment For Innovation In Jurisdictions
With Robust Patent Systems


The encouragement to innovate that the patent
system provides is made manifest by a patent’s grant of
a limited period of exclusive rights. These exclusive
rights drive the goals of strategic patenting, which are
primarily two-fold. First, offensively, patenting
strategies obtain protection to help prevent innovation
from being copied by competitors in the market, and to
provide remedies if copying occurs. Second, defensively,
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inventors seek to avoid having their technological room
to maneuver limited by the patents of others.6


International entrepreneurs weigh these two goals
heavily when considering global patenting strategies
and the protection afforded throughout the world by
patent systems in various jurisdictions (primarily
nations and regional confederations such as the
European Patent Organization). Jurisdictions with
robust patent systems, such as the United States and
Germany, have historically played a key role in
accelerating innovation in global markets and have
experienced the creation of wealth that accompanies
such innovation.7 In contrast, jurisdictions having weak
patent systems are struggling to attract investment in
innovation.8


Expanding innovation in international markets
relies heavily on effective patents.9 Effective protection
in countries having robust patent systems serves as the
basis for disseminating innovation to global partners in


6 Knut Blind et al., Motives to Patent: Empirical Evidence
from Germany, 35 Res. Pol’y 655, 656 (2006).


7 Ashish Arora & Marco Ceccagnoli, Patent Protection,
Complementary Assets, and Firms’ Incentives for Technology
Licensing, 52 Mgmt. Sci. 293 (2006).


8 Sisir Botta & Christopher Tsai, Globalization is a
Catalyst for Change in Intellectual Property Systems: Case
Studies in India and China  (2004), available at  http://
n e t . s h a m s . e d u . e g / e c o u r s e s / A e r o n a u t i c s % 2 0 a n d % 2 0
Astronautics/under%20&grad/Inventions% 20and%20Patents
,%20Fall%202003/pro/1.pdf.


9 Blind, Motives to Patent, supra at 665-70.
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other such countries, whether subsidiaries, affiliates, or
unaffiliated licensees. Particularly in the computer and
telecommunications sectors, patenting technology is
critical to protect the innovator from competitors’ patent
infringement.


1. A Developed United States Patent System
Supports Investment in Innovation


Though probably self-evident, the notion that no
patent system is perfect recently received additional
confirmation from two economics professors. They
studied the history of patent systems around the world
in order, among other things, to illustrate the lesson that


[t]here are no easy solutions to the problems
of running a patent system. There is an
inherent trade-off in this system, between
rewarding innovators and burdening
commerce, competition, and other inventors.
Numerous approaches have been attempted
over the years, and none has satisfied
everyone.10


Despite these problems, the approaches that
Congress has adopted have, in Lincoln’s phrase, “added
the fuel of interest to the fire of genius”11 to produce


10 Adam B. Jaffe & Josh Lerner, Innovation and Its
Discontents 79 (Princeton U. Press 2004).


11 Abraham Lincoln, Second Lecture on Discoveries and
Inventions (Feb. 11, 1859), in 3 The Collected Works of Abraham
Lincoln, at 356-63 (Roy P. Basler ed., Rutgers U. Press 1953).
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substantial wealth and other benefits of progress
throughout the Nation’s history. And since the first
Congress exercised its power under the Constitution’s
patent clause, a dynamic view of patentable subject
matter has been a part of a robust United States patent
system that has been spectacularly successful in
spurring innovation.


In its assessment of patentable subject matter in
this case, the Federal Circuit adopted a machine-or-
transformation test as the sole test for determining
whether process inventions are protectible. But this test
when applied is very ambiguous. If applied statically, it
could be understood to require that patentable
inventions show some kind of “physical” or “tangible”
element.


A static application of the machine-or-
transformation test is possible – indeed likely – because
the wording of the test goes back this Court’s 1876
decision in Cochrane v. Deener,12 when modern cutting-
edge technologies such as artificial intelligence, genetic
programming, and human-machine communications
were not at all visible on the horizon. Therefore, the
wording of this test implicitly reflects the fact that at
that time patentable inventions typically had a
“physical” or “tangible” phenotype – i.e. patentable
inventions were typically tied to a mechanical or
electromechanical machine, or to a process, in then-
known areas of industry.


12 Cochrane v. Deener, 94 U.S. 780, 788 (1876).
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TELES submits that such (possible) application of
the machine-or-transformation test would be totally
unacceptable if the United States patent system is to
continue encouraging innovation in the future. Such a
static test would largely exclude innovations in the
cutting-edge technologies of the 21st century and
beyond, where frequently technological break-throughs
will no longer be tied to any kind of tangible machine or
process. Clearly the future economic strength of the
United States will rely significantly on such cutting-edge
technologies, not “physical” or “tangible” inventions.


Instead of the static machine-or-transformation
test, TELES respectfully suggests that this Court take
the opportunity of this case to retain the flexible,
visionary approach of its precedents on patentability.
More particularly, TELES submits that patentability
should not depend on the “phenotype” of an invention,
but rather on the nature of its contribution to the state
of the art. As long as the innovation makes a nontrivial
contribution to the field of “useful arts,” as authorized
in the Constitution and defined by Congress in Sections
100(b) and 101, it should be immaterial which field of
human endeavor the invention ultimately benefits.


The proper test would also implement the “long-
established principles” that “laws of nature, natural
phenomena, and abstract ideas”13 are excluded from the
protection because – if taken alone – they inherently
contribute no nontrivial, practical application to the field
of useful arts.


13 Diehr, 450 U.S. at 185.
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In addition, an inflexible machine-or-transformation
test as the sole standard for determining patentable
subject matter has repeatedly been rejected by this
Court. In Benson, the Court duly noted the language of
Cochrane concerning transforming an article to a
different state or thing, and other older cases.14 But the
Court went on to explain that its prior precedents did
not set out exclusive requirements for deeming a process
patentable:


It is argued that a process patent must either
be tied to a particular machine or apparatus
or must operate to change articles or
materials to a “different state or thing.”
We do not hold that no process patent
could ever qualify if it did not meet the
requirements of our prior precedents.15


Recognizing that Cochrane and other early decisions
pertained to mechanical inventions conceived in a
bygone era, the Court made clear that it was using a
dynamic standard: “It is said we freeze process patents
to old technologies, leaving no room for the revelations
of the new, onrushing technology. Such is not our
purpose.”16


14 See Gottschalk v. Benson, 409 U.S. 63, 68-71 (1972) (citing
Waxham v. Smith, 294 U.S. 20, 22 (1935); Smith v. Snow, 294 U.
S. 1 (1935); Expanded Metal Co. v. Bradford, 214 U.S. 366, 385-
86 (1909); The Telephone Cases, 126 U.S. 1, 534, 535, 538 (1887);
Tilghman v. Proctor, 102 U. S. 707, 721 (1881); Cochrane v.
Deener, 94 U.S. 780, 785, 787-88 (1876); O’Reilly v. Morse, 56
U.S. (15 How.) 62, 111, 112, 113 (1854)).


15 Benson, 409 U.S. at 71.


16 Id.
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Consistent with Benson, in Flook this Court again
explicitly rejected the argument that patentable
processes should be limited to those meeting static tests
used in earlier decisions:


The statutory definition of “process” is broad.
An argument can be made, however, that this
Court has only recognized a process as within
the statutory definition when it either was tied
to a particular apparatus or operated to
change materials to a “different state or
thing.” As in Benson, we assume that a valid
process patent may issue even if it does not
meet one of these qualifications of our earlier
precedents.17


The problem with the claimed invention in Flook,
as the Court later explained in Diehr, was not lack of
any machine or transformation, but lack of any specific
contribution over the prior art apart from an
unpatentable algorithm:


The [Flook] application, however, did not
purport to explain how these other variables
were to be determined, nor did it purport “to
contain any disclosure relating to the chemical
processes at work, the monitoring of the
process variables, nor the means of setting off
an alarm or adjusting an alarm system. All


17 Parker v. Flook, 437 U.S. 584, 589 n.9 (1978) (quoting
Cochrane, 94 U.S. at 787).
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that it provides is a formula for computing an
updated alarm limit.”18


Also in Diehr, this Court characterized the decisions
in Benson and Flook not as setting forth a single,
inflexible standard, but rather as modern applications
of the “long-established principles” that “[e]xcluded
from . . . patent protection are laws of nature, natural
phenomena, and abstract ideas.”19 And consistent with
its prior cases, the Court in Diehr  identified
transformation as just one example of patent-
protectible functions:


[W]hen a claim containing a mathematical
formula implements or applies that formula
in a structure or process which, when
considered as a whole, is performing a function
which the patent laws were designed to
protect (e.g., transforming or reducing an
article to a different state or thing), then the
claim satisfies the requirements of §101.20


Although some observers consider this Court’s
precedents concerning patentable subject matter to be
irreconcilable, they all stand for one or both of two


18 Diehr, 450 U.S. at 186-87 (quoting Flook, 437 U.S. at 586);
see also Chakrabarty, 447 U.S. at 315 (iterating that the Court’s
precedents were consistent with Section 101’s “[b]road general
language” and explaining that “Flook did not announce a new
principle that inventions in areas not contemplated by Congress
when the patent laws were enacted are unpatentable per se.”).


19 Diehr, 450 U.S. at 185.


20 Id. at 192.
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propositions. First, trivial inventions that do not
specifically advance publicly available knowledge are not
patentable. Second, the standards for patenting
processes should be broadly applied and dynamically
considered, limited only by the three exclusions for
patentable subject matter: laws of nature, natural
phenomena, and abstract ideas.


2. A Developed European Patent System
Supports Investment In Innovation21


In Europe, the most important source of patent law
is the European Patent Convention,22 which in 1973
established the European Patent Organization. The
now-35-member European Patent Organization
(including all EU countries) operates the European
Patent Office (EPO), which the EPC authorizes to grant
patents on behalf of all member states.


Article 52 of the EPC broadly defines patentable
subject matter:


European patents shall be granted for any
inventions, in all fields of technology, provided
that they are new, involve an inventive step
and are susceptible of industrial application.23


21 TELES gratefully acknowledges the contributions to this
section of Dr. Ralph Nack of Bird & Bird LLP, Munich.


22 Convention on the Grant of European Patents of 5
October 1973, as revised by the Act revising Article 63 EPC of
17 December 1991 and the Act revising the EPC of 29 November
2001, art. 52, available at http://www.epo.org/about-us/
publications/procedure/epc-2000.html [hereinafter EPC].


23 Art. 52 ¶ 1 EPC







17


Article 52 of the EPC also lists certain inventions –
including “programs for computers” – that if claimed
“as such” are not regarded as inventions in a field of
technology.24 But given several decisions by the EPO
technical boards of appeal (including those discussed
below), in practice this list of exclusions from
patentability is essentially meaningless.


Significantly, it is widely accepted that under the
EPC patentability is not limited to a specific
“phenotype” of innovations. In particular, a “machine-
or-transformation test” suggesting a limitation to
“physical” or “tangible” inventions is completely alien
to European patent-law doctrines.


For example, since a 2000 decision of an EPO board
of appeal – known familiarly as the Pension Benefits case
– it is settled caselaw of the EPO and the courts of the
EPC member states that patentability will be examined
by applying a two-step test: First, under Article 52 of
the EPC, the invention must be examined to determine
whether it is – if considered as a whole – an invention in
a field of technology. Second, under Article 56 of the
EPC, the invention must be assessed to determine
whether it makes a nonobvious contribution (i.e.,
“involve[s] an inventive step”) to the state of the art in
a field of technology, or whether its contribution to the
art is in a field of human endeavour not considered to
be technology.25


24 Art. 52 ¶¶ 2-3 EPC.


25 See Art. 56 EPC; see also Case T 931/95, Controlling
pension benefits system/PBS Partnership, O.J. E.P.O. 2001, 441
(2000) [hereinafter Pension Benefits].
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The first requirement is fulfilled if the claimed
subject matter contains technical elements – i.e., is
somehow linked to a field of technology. It is important
to note, as did the EPO board in the Pension Benefits
case, that it is immaterial whether or not the “technical
elements” of the claimed invention are new or even
inventive:


There is no basis in the EPC for
distinguishing between “new features” of an
invention and features of that invention which
are known from the prior art when examining
whether the invention concerned may be
considered to be an invention within the
meaning of Article 52(1) EPC. Thus there is
no basis in the EPC for applying this so-called
contribution approach for this purpose.26


That a patentable invention may combine technical
and nontechnical elements was confirmed in a 2002 EPO
board decision:


It is legitimate to have a mix of technical and
“non-technical” features (i.e. features relating
to non-inventions within the meaning of
Article 52(2) EPC) appearing in a claim, even
if the non-technical features should form a
dominating part.27


26 T 931/95, Pension Benefits.


27 Case T 641/00, Two identities/Comvik, O.J. E.P.O. 2003,
352 (2002); see also Case T 258/03, Auction method/Hitachi, O.J.
E.P.O. 2004, 575 (2004); Case T 172/03, Order management/
Ricoh, O.J. E.P.O. __, __ (2003), available at http://www.epo.org/
patents/appeals/search-decisions.html (search T_0172/03).
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But the fundamental doctrine underlying this two-
part test existed in European patent law from the very
beginning, even before the test was formally introduced
into EPO caselaw. For example, the fundamental
doctrine was discussed in a 1986 EPO board of appeal
decision:


Generally speaking, an invention which would
be patentable in accordance with conventional
patentability criteria should not be excluded
from protection by the mere fact that for its
implementation modern technical means in
the form of a computer program are used.
Decisive is what technical contribution the
invention as defined in the claim when
considered as a whole makes to the known
art.28


With respect to computer programs, the EPO
examination guidelines describe this fundamental
doctrine as providing a “technical effect”:


[I]f a computer program is capable of bringing
about, when running on a computer, a further
technical effect going beyond these normal
physical effects , it is not excluded from
patentability. This further technical effect
may be known in the prior art. A further
technical effect which lends technical
character to a computer program may be


28 Case T 208/84, Computer-related invention/Vicom, O.J.
E.P.O. 1987, 014 (1986); see also Case T 6/83, Data processor
network/IBM, O.J. E.P.O. 1985, 67 (1988); Case T 1002/92,
Queueing system/Pettersson, O.J. E.P.O. 1995, 605 (1994).
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found e.g. in the control of an industrial
process or in processing data which represent
physical entities or in the internal functioning
of the computer itself or its interfaces under
the influence of the program and could, for
example, affect the efficiency or security of a
process, the management of computer
resources required or the rate of data transfer
in a communication link. As a consequence, a
computer program may be considered as an
invention within the meaning of Art. 52(1) if
the program has the potential to bring about,
when running on a computer, a further
technical effect which goes beyond the normal
physical interactions between the program
and the computer.29


It is important to note that, according to the EPO
examination guidelines, any kind of computer-related
invention passes the test of Article 52 of the EPC as
long as “technical elements” such as display units,
servers, or networks are mentioned in the patent claim.


The second step of the patentability test is
illustrated in the Pension Benefits EPO board decision,
where an improved algorithm for administrating a
pension fund was deemed unpatentable:


Indeed, the improvement envisaged by the
invention according to the application is an


29 European Patent Office, Guidelines for Examination in
the European Patent Office C-IV, 2.3.6 (2009) (emphasis added),
available at  http://www.epo.org/about-us/publications/
procedure/guidelines-2009.html [hereinafter Guidelines].
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essentially economic one, i.e. lies in the field
of economy, which, therefore, cannot
contribute to inventive step.30


In sum, despite the sometimes-restrictive effect of
the two-step patentability test, under the EPC
patentable subject matter is clearly not limited to a
specific “phenotype” of innovations. Limitations to
“physical” or “tangible” inventions are completely alien
to European patent-law doctrines.


B. Harmonizing Patent Systems Supports
Investment In Innovation


As the discussion above demonstrates, the
standards for patentability in the United States and
Europe are largely harmonized. Both jurisdictions’
patent laws include expansive, dynamic views of
patentable subject matter for nontrivial inventions. In
both patent systems, the concept of patentability avoids
any limitations to a specific “phenotype” of innovations,
and eschews any carve-outs for particular industries or
end-uses.


TELES submits that this Court should confirm that
the test for patentability in the United States does not
impose restrictions that are alien to other very successful
patent systems in the world. It is in the interest of any
nation not to deviate from globally accepted principles
of patent law, but imposing such restrictions would do
just that, producing a negative impact on investments
made by international companies in that nation. The


30 T 931/95, Pension Benefits.







22


flow of capital follows robust patent systems, such as
the United States patent system, that feature broad,
dynamic views of patentable subject matter.


In contrast, underdeveloped patent systems pose
substantial risk for investment in innovation, effectively
turning it away. These patent systems present uncertain
outcomes for obtaining and enforcing effective patents
and consequently deter capital expenditure in research
and development and international market expansion.


For years, international entrepreneurs shied away
from investing in innovation in China, India, and other
countries marred with a public perception of having
weak patent systems.31 The uncertainties of whether a
patent would be awarded for innovation and whether a
patent would be enforceable removed countries with
weak patent systems from consideration for global
market expansion until recent years.32 Because economic
progress relates to technological progress, and because
effective patents are strong drivers of both these forms
of progress, countries with weak patent systems enjoy
less economic and technological progress than do
countries with robust patent systems.


31 Botta & Tsai, Globalization is a Catalyst for Change in
Intellectual Property Systems, supra at 1; Eric S. Langer, China
Today: Intellectual Property Protection in China: Does it
War rant Worry? ,  (2007), available at  http://biopharm
international . f indpharma.com/biopharm/artic le/art ic le
Detail.jsp?id=423187.


32 Arora & Ceccagnoli, Patent Protection, Complementary
Assets, and Firms’ Incentives for Technology Licensing, supra
at 296; John W. Sutherlin, Intellectual Property Rights: The
West, India, and China, 8 PGDT 399, 410 (2009).
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For example, recognizing the importance of effective
patents, China made a first major overhaul of its patent
system in the 1980s and since then has sought continuous
reforms to make that country an attractive option for
global patenting strategies.33 In order to change public
perceptions of having a weak patent system, China
joined key international patent agreements, including
the Paris Convention and the Patent Cooperation Treaty,
among others. As a World Trade Organization (WTO)
member, China has developed its patent system to be in
line with the requirements for compliance the WTO’s
Agreement on Trade-Related Aspects of Intellectual
Property Rights (TRIPS).34 This has helped turn the
tide of negative public perception of China’s intellectual-
property laws.35 Part of China’s recent and substantial
economic growth is attributed to its attempts to create
a stronger patent system and effective processes for
enforcing rights, which have begun to change public
perceptions and help China evolve into a strong
presence in the global economy.36


33 Lulin Gao, China’s Patent System and Globalization,
51(6) Research-Technology Management 34 (2008); Du
Guodong, Introduction of China’s Intellectual Property System,
(2008), available at  http://English.gov.cn/2008-06/14/
content_1016453.htm.


34 Gao, China’s Patent System and Globalization, supra at
35.


35 Botta & Tsai, Globalization is a Catalyst for Change in
Intellectual Property Systems ,  supra  at 12; Guodong,
Introduction of China’s Intellectual Property System, supra.


36 Langer, China Today: Intellectual Property Protection in
China: Does it Warrant Worry?, supra; Sutherlin, Intellectual
Property Rights: The West, India, and China, supra at 410.
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In contrast, India’s patent system is still widely
regarded as seriously flawed. India’s patent system has
a poor infrastructure and slow processes for enforcing
patent rights.37 These perceptions negatively impact
India’s economy, with relatively ineffective patent
protection offering little incentive for investing in
research and development.


Just as poor infrastructure and ineffective
enforcement mechanisms are hallmarks of weak patent
systems, an inflexible machine-or-transformation test
as the sole test for the patentability of processes would
weaken the Nation’s patent system, and concomitantly
lessen the incentives for inventing in this country.
Confirming that the standards of patentability are broad
and dynamic, remaining harmonized with robust patent
regimes such as Europe’s, will maintain the
effectiveness of patents in the United States. And
although the United States patent system, like all
others, has its problems, a broad and dynamic view of
patentable subject matter is not one of them.


37 Botta & Tsai, Globalization is a Catalyst for Change in
Intellectual Property Systems, supra at 2-3.
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CONCLUSION


Innovation is dynamic; encouraging innovation
therefore requires that the standards for patentable
subject matter also be dynamic. And the patent system’s
incentives to innovate apply only as broadly as the scope
of patentable subject matter. The Federal Circuit’s
machine-or-transformation test gives cause for serious
concern that patentability will be limited to “physical”
or “tangible” implementations (“phenotypes”) of
technical developments, largely excluding innovations
in current and future cutting-edge technologies. To
further the constitutional and statutory goals of the
patent system, TELES respectfully suggests that this
Court retain an expansive, flexible test for patentability
that ensures that an invention is patentable if it makes
a specific, nontrivial contribution in the field of “useful
arts” – i.e., the four broad categories of patentable
subject matter identified in the patent statutes.


Respectfully submitted,


THOMAS S. BIEMER


Counsel of Record
STEVEN I. WALLACH


PHILIP J. FORET


DILWORTH PAXSON LLP
1500 Market Street 3500E
Philadelphia, PA 19102
(215) 575-7000


Counsel for Amicus Curiae


August 6, 2009
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INTEREST OF THE AMICI CURIAE1 


 Accenture and Pitney Bowes Inc. have joined in 
this amicus brief to encourage the Court to correct a 
serious mistake in the law. Accenture2 is one of the 
world’s leading management consulting, technology 
services, and outsourcing organizations, serving 96 of 
the Fortune Global 100 and more than three-quarters 
of the Fortune Global 500.  


 Accenture collaborates with clients to help them 
become high-performance businesses. This strategy 
builds on Accenture’s expertise in consulting, 
technology and outsourcing to help clients create 
sustainable value for their customers and share-
holders. With approximately 177,000 people serving 
clients in more than 120 countries, Accenture 
generated more than $23 billion in net revenues for 
the fiscal year ended August 31, 2008.  


 Accenture spends annually about $400 million on 
research and development. As a result of these 


 
 1 In accordance with Supreme Court Rule 37, Accenture and 
Pitney Bowes state that this brief was not authored, in whole or 
in part by counsel to a party, and that no monetary contribution 
to the preparation or submission of this brief was made by any 
person or entity other than the amici curiae or their counsel.  
 2 “Accenture” refers to the Accenture group of companies 
including Accenture LLP, an Illinois limited liability partner-
ship, doing business on behalf of Accenture within the United 
States, and Accenture Global Services GmbH, a Switzerland 
limited liability company, registered owner of many of 
Accenture’s U.S. patents. 
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efforts, Accenture has filed more than 600 U.S. patent 
applications and obtained more than 360 U.S. 
patents. Many of these patents and applications are 
directed to methods for managing or improving a 
wide variety of business processes within various 
industrial and organizational settings.  


 Pitney Bowes is a Fortune 500 technology 
company that delivers service and innovation to more 
than two million customers worldwide by managing 
the flow of information, mail, documents, and 
packages. Pitney Bowes has consistently been an 
innovator and a technology leader, with its patent 
portfolio dating back over a hundred years. 


 Today, Pitney Bowes employs about thirty-five 
thousand people worldwide with annual revenues of 
approximately $6.3 billion. Since 1976, Pitney Bowes 
has obtained over 2500 U.S. patents and currently 
has about 550 pending U.S. patent applications. 
Pitney Bowes’ diverse patent portfolio includes 
various hardware and software implemented 
technologies, but a significant portion of its portfolio 
concerns methods for managing and improving 
business operations. 


 Accenture and Pitney Bowes have no interest in 
any party to this litigation or stake in the outcome of 
this case, other than their joint desire for a correct 
interpretation and application of the United States 
Patent Laws. 


 In accordance with Supreme Court Rule 37, 
counsel for the amici curiae provided timely notice to 
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and obtained written consent to the filing of this brief 
from counsel of record for the parties. The letters of 
consent have been filed with the Clerk of the Court. 


--------------------------------- ♦ --------------------------------- 
 


SUMMARY OF THE ARGUMENT 


 The standard for patent eligible subject matter is 
both simple and elegant. Grounded in the 
constitutional mandate to promote the useful arts, 
the patent statute broadly embraces all manner of 
“useful” inventions, including processes, machines, 
manufactures, and compositions of matter. 35 U.S.C. 
§ 101. This straightforward and open standard 
ensures that the patent system adapts to embrace 
new and innovative technology. 


 The Court’s decisions have reinforced the 
statute’s standard, drawing limits only for claimed 
inventions that are not truly useful, such as abstract 
ideas. Such fundamental principles, including laws 
of nature, physical phenomena, and mathematical 
formulas, are not useful in themselves and therefore 
are not subject to patent protection. They become 
useful only when applied to achieve a practical and 
beneficial result in the world. Accordingly, a practical 
application of an abstract idea or a mathematical 
formula to provide a useful result may be patented, 
provided it satisfies the other conditions and 
requirements of the patent statute. 


 Though the “usefulness” test for patent eligibility 
is open and flexible, the other conditions and 
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requirements for grant of a patent are far more 
restrictive. A patentable invention also must be both 
new and nonobvious. In addition, the inventor must 
fully and clearly describe the invention to enable 
others to understand and practice it. The inventor 
also must claim the invention distinctly to inform 
the public of its reasonable metes and bounds. 
Enforcement of these requirements ensures that, 
after examination, granted patents legitimately 
promote the useful arts and advance the frontiers of 
technology, as the nation’s founders intended. 


 The Federal Circuit’s en banc decision in In 
re Bilski, 545 F.3d 943 (Fed. Cir. 2008), imposes a 
single, exclusive, and unbending “machine-or-
transformation” test that arbitrarily limits the scope 
of patent eligible processes, disregards contrary 
Constitutional and Congressional mandates, and 
violates the Court’s precedent. The effect of the Bilski 
decision is immediate and sweeping, adversely 
impacting current and future patent rights. It 
unnecessarily ties the process category of 35 U.S.C. 
§ 101 to one of the other categories of that section, 
such as the “machine” or “manufacture” category. The 
Court should correct the Federal Circuit’s error and 
reaffirm the flexible section 101 standard for process 
patent eligibility, consistent with the Constitution, 
the patent statute, and this Court’s past decisions. 
The standard for process patent eligibility is the 
straightforward threshold question of usefulness. 


--------------------------------- ♦ --------------------------------- 
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INTRODUCTION 


 The amici curiae, Accenture and Pitney Bowes, 
submit this brief to address the core “usefulness” 
standard of process patent eligibility and to provide 
a perspective that has received relatively little 
attention in the record. 


 The elegance of the constitutional standard flows 
from a single word: “useful.” The concept of 
usefulness unites the Constitution, the evolving 
patent statute, and over 200 years of the Court’s 
precedent regarding patent eligibility. The usefulness 
standard ensures that an invention has utility, 
meaning that it actually works. Yet, the concept goes 
beyond simple utility. It demands that an invention 
have practical application in the world. As a result, 
abstract ideas are not patentable because they are 
not useful. But a practical application of an abstract 
idea, which provides a useful result in the world, may 
be patentable, provided it satisfies the other 
conditions and requirements of patentability.3 


 Congress implemented the usefulness standard 
as part of its constitutional mandate to promote the 


 
 3 “Useful” in the constitutional and statutory sense must be 
understood to require practical application of ideas in the world. 
To be sure, many abstract ideas may be useful in a general 
sense. For example, Euclid’s axioms are useful to generate 
further geometric theorems or results. However, only a practical 
application of Euclidean geometry may produce a useful result 
in the world, thereby satisfying the particular “usefulness” 
standard of section 101. 
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advance of the useful arts, broadly drafting the patent 
statute without technological exclusions, ready to 
embrace yet unknown innovations. Since then, the 
Court has consistently applied this open and flexible 
“usefulness” standard in determining subject matter 
eligibility for all sorts of inventions, including 
processes. 


 Sadly, the en banc Bilski decision takes a 
monumental step backwards. Misinterpreting this 
Court’s precedent, the Federal Circuit rigidly 
proclaims that a process is patentable subject matter 
only if “(1) it is tied to a particular machine or 
apparatus, or (2) it transforms a particular article 
into a different state or thing.” Bilski, 545 F.3d at 
954. So, in this age when the usefulness of our 
inventions and the vitality of our economy 
increasingly depend on the creative and innovative 
use of information and services, it seems almost 
inconceivable that the court forced our patent system 
to recognize only specific prior, time-worn 
technologies. The cases construing the statute do not 
require or imply any type of rigid rule regarding 
required technology for a patent eligible invention. 
Indeed, the cases counsel a more flexible approach.  


 The usefulness of the invention, as a practical 
application of ideas in the world, is the fundamental 
key for patent eligibility, not the particular means 
(i.e. machines or material transformations) employed 
to implement the invention. Promoting the “useful 
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arts” is as important today as it was when the 
founding fathers drafted the Constitution. Innovative 
processes have driven this nation’s economy for 
centuries, and they continue to do so. Though 
“useful,” many of these processes have not involved 
any particular machine or transformation. Nothing 
in the Constitution, the patent statute, or this Court’s 
precedent justifies excluding such processes from 
patent eligibility. 


--------------------------------- ♦ --------------------------------- 
 


ARGUMENT 


I. AN INVENTIVE PROCESS SATISFIES 
SECTION 101 IF IT IS USEFUL 


 An invention is eligible for patent protection if it 
is useful. This standard applies equally to any 
invention, whether it is a process, a machine, a 
manufacture, or a composition of matter. 35 U.S.C. 
§ 101.  


 The “usefulness” standard is rooted in the 
Constitution and has appeared in every patent 
statute since the original Patent Act of 1790. It 
provides a compact rule for identifying patent-eligible 
subject matter. Nothing in the Constitution, the 
statute, or the Court’s prior decisions justifies 
changing this standard. 
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 Of course, section 101 presents only the 
threshold inquiry of eligible subject matter; ultimate 
patentability is subject to the other conditions and 
requirements of Title 35. Id. Congress codified these 
other conditions and requirements in 35 U.S.C. 
§§ 102, 103, and 112, which ensure that patentable 
inventions are novel, nonobvious, sufficiently 
described, and distinctly claimed. For purposes of the 
present case, however, the focus must remain on 
section 101 and the historically open “usefulness” 
standard for eligible subject matter. 


 
A. The Constitution Establishes the 


“Usefulness” Standard for Patentability 


 The usefulness standard for patent eligibility 
flows from the Constitution, which empowered 
Congress to establish a patent system: 


To promote the Progress of Science and 
useful Arts, by securing for limited Times to 
Authors and Inventors the exclusive Right to 
their respective Writings and Discoveries. 


U.S. CONST., art. I, § 8, cl. 8. From the beginning, the 
founders intended that the patent system would 
protect inventions to promote the useful arts. The 
eighteenth century meaning of this phrase, “useful 
Arts,” included but was in fact broader than what we 
now might consider “technology,” and embraced all 
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manner of practical applications of skill or craft that 
achieve useful results.4 


 By contrast, the copyright system, which was 
authorized by the same constitutional clause, was 
designed to promote “Science” by providing authors 
with exclusive rights to their writings. U.S. CONST., 
art. I, § 8, cl. 8. Eighteenth century usage of the term 
“Science” referred to knowledge generally, not just 
hard sciences.5 


 In the Federalist Papers, James Madison 
justified both the patent and copyright systems, 


 
 4 See THOMAS SHERIDAN, GENERAL DICTIONARY OF THE 
ENGLISH LANGUAGE (1780) (useful: “convenient, profitable to any 
end, conducive or helpful to any purpose;” art: “the power of 
doing something not taught by nature and instinct; a science, as 
the liberal arts; a trade; artfulness; skill; dexterity; cunning;”). 
The original sense of “technology” derives from the Greek 
“techné,” the primary meaning of which is simply “art, craft” (as 
opposed to “episteme,” which referred to “scientific knowledge, a 
system of understanding”). See OXFORD ENGLISH DICTIONARY, Vol. 
V. 338, Vol. XVII 705 (2d ed. 1991); see also NOAH WEBSTER, 
DICTIONARY OF THE ENGLISH LANGUAGE 35 (11th ed. 1833). 
Indeed, the term “technology” was much broader than its 
current meaning but rather matched the breadth encompassed 
by the “useful arts.” SHERIDAN, supra (technology: “a treatise on 
the arts, and explanation of terms of art”). Nothing in these 
definitions limits “useful arts” or “technology” to machines or 
physical transformations. 
 5 SHERIDAN, supra note 3, gives “knowledge” as the first 
definition of “science.” Science therefore broadly encompasses 
the exposition and development of abstract ideas, which are also 
the raw fodder for developing practical applications and the 
useful arts.  
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emphasizing that patentable inventions must be 
useful: 


The utility of this power will scarcely be 
questioned. The copy right of authors has 
been solemnly adjudged in Great Britain to 
be a right at common law. The right to useful 
inventions seems with equal reason to belong 
to the inventors. 


THE FEDERALIST NO. 43, 288 (James Madison) (B. 
Wright ed. 1961) (emphasis added). 


 Neither the copyright system nor the patent 
system provides exclusive rights in abstract ideas 
themselves. Copyright may protect an original 
expression of an abstract idea, but not the idea itself. 
See Feist Publ’ns, Inc. v. Rural Tel. Serv. Co., 499 U.S. 
340, 348 (1991). Similarly, a patent may protect a 
practical application of an abstract idea that yields a 
useful result, but also not the idea itself. Thus, ideas, 
though neither copyrightable nor patentable in their 
own right, provide the background from which spring 
copyrightable expressions and patentable inventions. 


 For example, Einstein’s formula, E=mc2, is a law 
of nature in the abstract – available to all, and not 
protectable by copyright or patent. A copyright, 
however, may protect a physics textbook that 
expresses the formula and its effects in an original 
way. Likewise, a patent may protect a practical 
application of the formula that produces a useful 
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result. To be patentable, the invention must satisfy 
additional conditions,6 but to satisfy the threshold 
constitutional eligibility requirement, the invention 
must simply be “useful.”  


 
B. The Patent Statute Mandates the 


“Usefulness” Standard 


 Since the original Patent Act of 1790, Congress 
has sustained and emphasized the constitutionally 
broad scope of patentable subject matter. The title of 
the 1790 Act, “An Act to Promote Progress of the 
Useful Arts,” echoed the Constitution’s “usefulness” 
standard for patent eligible subject matter. Patent 
Act of 1790, Ch. 7, 1 Stat. 109-112 (1790) (current 
version at 35 U.S.C. § 101 et seq.). The 1790 Act 
authorized issuance of letters patent to an inventor 
who has “invented or discovered any useful art, 
manufacture, engine, machine, or device, or any 
improvement therein not before known or used, . . . ” 
Id., § 1 (emphasis added). 


 Three years later, Congress enacted a new patent 
act, authorizing grant of a patent to an inventor who 
has “invented any new and useful art, machine, 


 
 6 Sections 102, 103, and 112 of the present patent statute 
define the conditions and requirements for patentability (i.e., 
novelty, nonobviousness, sufficient description, and claim 
definiteness). 35 U.S.C. §§ 102, 103, 112. Section II, infra, 
addresses these conditions and requirements, which are 
separate from the eligible subject matter requirement of section 
101. 
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manufacture or composition of matter, or any new 
and useful improvement on any art, machine, 
manufacture or composition of matter, not known or 
used before the application.” Patent Act of 1793, 
Ch. 11, 1 Stat. 318-323, § 1 (1793) (current version at 
35 U.S.C. § 101 et seq.) (emphasis added). Congress 
changed the language slightly, specifying that the 
invention had to be “new,”7 but the “usefulness” 
standard for patent eligibility remained. 


 Throughout its evolution, the patent statute 
always has defined “useful” inventions as the proper 
subject matter for patent protection. In relevant part, 
the statute remains largely unchanged from the 1793 
Act. Even the Patent Act of 1952, which significantly 
revised and restructured the statute, left the 
“usefulness” standard untouched. Patent Act of 1952, 
Ch. 950, 66 Stat. 792, § 101 (1952) (current version at 
35 U.S.C. § 101). 


 One noteworthy change in the 1952 Act was 
substitution of the word “process” in place of “art” in 
what is now known as section 101:  


Whoever invents or discovers any new and 
useful process, machine, manufacture, or 
composition of matter, or any new and useful 
improvement thereof, may obtain a patent 
therefor, subject to the conditions and 
requirements of this title. 


 
 7 “New” here simply restates the requirement for “in-
vention” or “discovery” in the prior act. 
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35 U.S.C. § 101 (emphasis added). The 1952 Act also 
introduced a definition for “process”: 


The term “process” means process, art, or 
method, and includes a new use of a known 
process, machine, manufacture, composition 
of matter, or material. 


35 U.S.C. § 100(b).8 


 The Committee Report for the new statute 
acknowledged the sweeping breadth of potentially 


 
 8 The legislative history accompanying the 1952 Act 
explains the substitution of “process” in place of the 
longstanding term “art”: 


Referring first to section 101, this section specifies the 
type of material which can be the subject matter of a 
patent. The present law states that any person who 
has invented or discovered any ‘‘new and useful art, 
machine, manufacture, or composition of matter, or 
any new or useful improvement thereof ’ ’ may obtain a 
patent. That language has been preserved except that 
the word ‘‘art’’ which appears in the present statute 
has been changed to the word ‘‘process.’’ ‘‘Art’’ in this 
place in the present statute has a different meaning 
than the words ‘‘useful art’’ in the Constitution, and a 
different meaning than the use of the word ‘‘art’’ in 
other places in the statutes, and it is interpreted by 
the courts to be practically synonymous with process or 
method. The word ‘‘process’’ has been used to avoid the 
necessity of explanation that the word ‘‘art’’ as used in 
this place means ‘‘process or method,’’ and that it does 
not mean the same thing as the word ‘‘art’’ in other 
places. 


S. REP. No. 82-1979, at 5 (1952), reprinted in 1952 U.S.C.C.A.N. 
2394, 2398 (emphasis added). 
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patentable subject matter contemplated by section 
101, stressing that it “may include anything under 
the sun that is made by man. . . .”9 S. REP. No. 82-
1979, at 5, reprinted in 1952 U.S.C.C.A.N. 2394, 2399 
(emphasis added). 


 Hence, section 101 defines processes as a 
category of invention on par with machines, 
manufactures, and compositions of matter, and it 
applies the “usefulness” standard for patent eligibility 
equally to all. The statute imposes no more particular 
patent eligibility requirements on processes than it 
does on the other categories of patentable inventions.  


 Nor has this Court or any other court imposed 
additional limitations on the patent eligibility 
standard for process inventions, at least not prior to 
Bilski. 


 
C. The Court Has Consistently Applied 


the “Usefulness” Standard 


 Long before Congress passed the 1952 Act, the 
Court recognized useful processes as eligible for 
patent protection. In O’Reilly v. Morse, 56 U.S. (15 
How.) 62, 130 (1853), the Court explained: “[a] new 
and useful art or a new and useful improvement on 
any known art is as much entitled to the protection of 


 
 9 The Senate Committee Report further notes that, though 
an invention may satisfy the broad standard of section 101, it is 
not patentable unless the other conditions of Title 35 are 
fulfilled. See section II, infra. 
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the law as a machine or manufacture.” Elaborating 
on the connection between the terms “art” and 
“process,” the Court further noted that “ ‘the term art 
applies . . . to all those cases where the result, effect, 
or manufactured article is old, but the invention 
consists in a new process or method of producing such 
result, effect, or manufacture.’ ” Id. (quoting GEORGE 
TICKNOR CURTIS, A TREATISE ON THE LAW OF PATENTS 
FOR USEFUL INVENTIONS (1849)).  


 Twenty-five years later, the Court reaffirmed 
that a process which produces a useful result is 
patentable, regardless of the means by which it 
produces the result: 


[I]t is only useful arts – arts which may be 
used to advantage – that can be made the 
subject of a patent. . . . Thus, an art – a 
process – which is useful, is as much the 
subject of a patent as a machine, 
manufacture, or composition of matter. 


The Telephone Cases, 126 U.S. 1, 533 (1888) 
(emphasis added). In other words, a patentable 
process must achieve an advantageous result in the 
world. 


 Most recently, the Court reaffirmed both the 
broad usefulness standard for patent eligibility and 
its applicability to process claims in Diamond v. 
Diehr, 450 U.S. 175 (1981): 


“It is for the discovery or invention of some 
practical method or means of producing a 
beneficial result or effect, that a patent is 
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granted, and not for the result or effect itself. 
It is when the term process is used to 
represent the means or method of producing 
a result that it is patentable, and it will 
include all methods or means which are not 
effected by mechanism or mechanical 
combinations.” 


Id. at 182, n.7 (quoting Corning v. Burden, 56 U.S. 
(15 How.) 252, 267-68 (1853)) (emphasis added). 


 Of course, the Court has recognized certain 
exceptions to the scope of patentable subject matter. 
Abstract ideas, mathematical formulas, laws of 
nature, and natural phenomena are not proper 
subject matter for a patent. The Court has repeatedly 
held that section 101 precludes any claim that would 
wholly preempt such a fundamental principle. Funk 
Bros. Seed Co. v. Kalo Inoculant Co., 333 U.S. 127, 
130 (1948); Diehr, 450 U.S. at 185 (“A principle, in the 
abstract, is a fundamental truth; an original cause; a 
motive; these cannot be patented, as no one can claim 
in either of them an exclusive right.”) (quoting Le Roy 
v. Tatham, 55 U.S. (14 How.) 156, 175 (1852)). 


 These exclusions remain consistent with the 
usefulness requirement of the patent statute and its 
constitutional origins. Abstract ideas, mathematical 
formulas, laws of nature, and natural phenomena are 
not useful in isolation, and therefore, they are not 
patent-eligible subject matter. However, a practical 
application of such a principle, which provides a 
useful result in the world, satisfies the usefulness 
requirement. Funk Bros., 333 U.S. at 130 (product 
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claim applying a law of nature to a new and useful 
end is patentable). 


 The Court applied this principle equally to 
process claims in Gottschalk v. Benson, 409 U.S. 63, 
67-68 (1972). The Court in Benson rejected a claim to 
the general idea of converting signals from binary-
coded decimal (“BCD”) form into pure binary form. Id. 
at 65. In practical effect, the Court held the claim to 
be directed simply to an abstract idea, the 
mathematical formula for converting from BCD form 
to binary form. Id. at 71-72. Likewise, in Parker v. 
Flook, 437 U.S. 584, 594 (1978), the Court rejected 
claims involving a mathematical formula, holding 
that they failed to recite an inventive application of 
the formula. 


 The Court elaborated on these exclusions in 
Diehr: 


This Court has undoubtedly recognized 
limits to § 101 and every discovery is not 
embraced within the statutory terms. 
Excluded from such patent protection are 
laws of nature, natural phenomena, and 
abstract ideas. “An idea of itself is not 
patentable.” “A principle, in the abstract, is a 
fundamental truth; an original cause; a 
motive; these cannot be patented, as no one 
can claim in either of them an exclusive 
right.” 


450 U.S. at 185 (internal citations omitted).  
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 The Diehr majority took pains to emphasize that 
the Court’s holdings in Benson and Flook “stand for 
no more than these long-established principles.” Id. 
Addressing each of the Benson and Flook decisions in 
detail, the Diehr majority explained why the claims 
in those cases were not patent-eligible. In each case, 
the applicant sought to patent a mathematical 
formula, which, “like a law of nature, . . . cannot be 
the subject of a patent.” Id. at 185-86. The issue did 
not turn on machines or transformation, but on 
usefulness and preemption of an abstract idea. 


 These cases weave a common thread that patent 
eligibility does not extend to certain fundamental 
principles, including abstract ideas, laws of nature, 
and mathematical formulas. Nor does it depend on 
the statutory category or the type of technology. 
Rather, the cases reflect the Court’s understanding 
that the section 101 analysis of a process claim 
requires an open and flexible approach focused on 
practical applications that achieve useful results.  


 
II. Sections 102, 103, and 112 – Not Section 


101 – Define the “Conditions and Require-
ments” for Patentability 


 Some defenders of the Federal Circuit’s Bilski 
decision and the exclusive machine-or-transformation 
test will argue the test is necessary to prevent the 
issuance of plainly invalid patents. There have been 
examples of such patents in recent years – patents 
that never should have issued because they claim old 
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and well-known ideas, they claim more than the 
inventor actually invented, or they claim hopelessly 
vague or broad subject matter. Some believe that the 
machine-or-transformation test provides the means to 
eliminate such plainly invalid patents by summarily 
rejecting broad categories of process claims as patent 
ineligible. However, excluding entire categories of 
invention from statutory protection is improper. It 
undermines the patent system, discourages innova-
tion, and is contrary to long-established law.  


 Section 101 simply provides “a general statement 
of the type of subject matter that is eligible for patent 
protection ‘subject to the conditions and requirements 
of this title.’ ” Diehr, 450 U.S. at 189 (quoting § 101) 
(emphasis added). The more substantive require-
ments for whether a particular invention is novel 
(section 102) and nonobvious (section 103) stand 
“ ‘wholly apart from whether the invention falls into a 
category of statutory subject matter.’ ” Id. at 189-90 
(quoting In re Bergy, 596 F.2d 952, 961 (C.C.P.A. 
1979)). 


 The late Judge Giles Sutherland Rich, who co-
authored the Patent Act of 1952, described sections 
101, 102, and 103 as doors on the path to 
patentability, each requiring a separate key. Bergy, 
596 F.2d at 960-62. A claim directed to eligible subject 
matter satisfies section 101, but that alone will not 
justify issuance of a patent. The applicant still must 
provide the keys to sections 102 and 103. 
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 Section “101 was never intended to be a 
‘standard of patentability’; the standards, or 
conditions as the statute calls them, are in § 102 and 
§ 103.” Bergy, 596 F.2d at 963. This is consistent with 
the legislative history accompanying the 1952 act, 
which explains “[s]ection 101 sets forth the subject 
matter that can be patented, ‘subject to the conditions 
and requirements of this title.’ The conditions under 
which a patent may be obtained follow, and Section 
102 covers the conditions relating to novelty.” S. REP. 
No. 82-1979, at 5 (1952), reprinted in 1952 
U.S.C.C.A.N. 2394, 2399.  


 Thus, section 101 is not the proper vehicle for 
controlling the quality of patents. Rather, properly 
enforcing the novelty and nonobviousness 
requirements of sections 102 and 103 will prevent 
issuance of patents that claim old and well-known 
processes. See Bergy, 596 F.2d at 960 (describing 
sections 102 and 103 as the second and third doors to 
patentability). 


 Section 101 also is not intended to protect 
against overbroad or unsupported claims. Section 112 
provides these protections and serves as yet another 
door on the path to patentability, requiring that the 
inventor clearly describe and distinctly claim the 
invention. 35 U.S.C. § 112, ¶¶ 1, 2. Hence, if an 
inventor submits claims so broad or abstract as to 
improperly preempt activities outside the reasonable 
scope of the invention, that must be corrected by 
proper application of section 112, not section 101. 
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 Although prior to the restructuring of the 1952 
Act, the Court’s 1853 analysis of Samuel Morse’s 
eighth patent claim perhaps more closely tracks 
modern-day section 112 than section 101. Morse, 56 
U.S. (15 How.) at 112-13. In Morse, the court held 
that “[w]e perceive no well-founded objection to the 
description which is given of the whole invention and 
its separate parts, nor to his right to a patent for the 
first seven inventions set forth in the specification of 
his claims. The difficulty arises on the eighth.” 56 
U.S. (15 How.) at 112 (emphasis added). The Court 
held that the eighth claim was too broad: 


In fine he claims an exclusive right to use a 
manner and process which he has not 
described and indeed had not invented, and 
therefore could not describe when he 
obtained his patent. The court is of the 
opinion that the claim is too broad, and not 
warranted by law. 


Id. at 113 (emphasis added).10 Ultimately, Morse may 
be less about statutory subject matter, and more 


 
 10 A review of Morse’s fifth claim illustrates the flaw in 
adopting an exclusive machine-or-transformation test: 


“the system of signs, consisting of dots and spaces, 
and horizontal lines, for numerals, letters, words or 
sentences, substantially as herein set forth and 
illustrated, for telegraphic purposes.”  


Morse, 56 U.S. (15 How.) at 86, 101. The subject matter of this 
claim, which the Court held to be patentable, is not tied to a 
particular machine, nor does it transform an article to a 
different state or thing.  
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about the scope of the claims compared with the 
underlying description of the invention. Since the 
1952 Act, courts analyze that issue under section 112 
in the form of written description and enablement. 
Section 112, not section 101, is the proper vehicle for 
preventing overbroad claims. 


 Reliance on sections 102, 103, and 112 to control 
patent quality also addresses the concerns expressed 
in Lab. Corp. of Am. Holdings v. Metabolite Labs., 
Inc., 126 S. Ct. 2921 (2006) (Breyer, J., dissenting 
from dismissal for improvidently granted review) 
about the harm to innovation that will occur if 
patents are too easily granted. As explained above, 
concerns about improvidently granted patents must 
be resolved by proper case-by-case and fact-specific 
application of the standards set out in sections 102, 
103, and 112, which define the “conditions and 
requirements” for patentability. Brusquely limiting 
the scope of eligible subject matter under section 101 
risks foreclosing valuable existing and unforeseeable 
future innovations; this is not a reasonable solution 
to the problem of improvidently granted patents. 
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III. THE FEDERAL CIRCUIT’S RIGID RULE 
FOR PATENT ELIGIBILITY HAS NO 
REASONABLE BASIS 


 Rigid application of the “machine-or-transformation” 
test as the sole standard for process patent eligibility 
disregards the Constitution, the plain words of the 
patent statute, and this Court’s interpretation of 
section 101. The Bilski majority has taken the 
Court’s flexible approach to section 101 and boiled 
it down to a single, unbending mantra that limits 
patentable processes to those that employ 
particular types of technology (specific machines or 
transformations of articles). As the sole means to 
determine patent eligibility for process claims, the 
machine-or-transformation test finds no basis in law. 


 The tools with which an invention is 
implemented may give some assurance or clue that 
the invention operates in the world, as it should, and 
is not just an abstract idea, but the usefulness of the 
invention provides the fundamental touchstone for 
patent eligibility. U.S. CONST., art. I, § 8, cl. 8; 35 
U.S.C. § 101. The limited machine-or-transformation 
test harkens back to the early 20th century, its words 
reminiscent of the “Machine Age,” when steel mills, 
automobile plants, and skyscrapers were in their 
heyday.11 Never before has a test for patent eligibility 


 
 11 See RICHARD GUY WILSON ET AL., THE MACHINE AGE IN 
AMERICA 1918-1941 25 (1986). 
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reflected a particular age of history, much less a 
bygone era. 


 
A. The Court Has Denounced Rigid Rules 


in Favor of More Flexible Approaches 


 Throughout its patent law decisions, the Court 
has favored flexible, common-sense approaches over 
rigid, unbending rules. Patent eligibility under 
section 101 is no exception.  


 In Benson, the Court discussed the machine-or-
transformation test as the “clue” to patent eligibility. 
409 U.S. at 70. Indeed, the test provides a useful clue 
in that it demonstrates the invention was achieved by 
physical processes that are not in themselves 
abstract. At the same time, the Court explicitly 
declined to establish this test as the one and only 
path to process patent eligibility. Id. at 71. The focus 
remained, as it has been for more than two hundred 
years, on whether the claim was directed to a useful 
application of an abstract idea as opposed to the 
underlying idea itself. Id. at 71-72.  


 The Court rejected the claims in Flook, as in 
Benson, because they were directed to abstract 
mathematical formulas. Id.; Flook, 437 U.S. at 594. 
By contrast, the applicant in Diehr did not seek to 
patent an abstract idea. 450 U.S. at 187. The majority 
in Diehr considered the machine-or-transformation 
test, and it included Benson’s “clue” quote, id. at 184, 
but its focus remained on the broader question of 
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whether the claim at issue was directed to a useful 
process. Id. at 185-92; see also section I.C, supra.  


 In the 28 years since Diehr, the Court has not 
revisited section 101. Yet, the Court’s recent decisions 
on other patent issues maintain the same practical 
preference for flexible, common-sense analyses over 
unbending, bright-line rules. Rigid rules may be 
easier to apply, but the Court has repeatedly rejected 
such shortcuts in patent cases. 


 The Court emphasized the importance of the 
flexible approach to patent law in KSR Int’l Co. v. 
Teleflex Inc., 550 U.S. 398 (2007). There, the Court 
rejected the Federal Circuit’s rigid “teaching, 
suggestion or motivation (TSM)” test as the sole test 
for obviousness under section 103. Id. at 407, 415. 
The unanimous Court explained that section 103 
“must not be confined within a test or formulation too 
constrained to serve its purpose.” Id. at 427.  


 In another recent case, Festo Corp. v. Shoketsu 
Kinzoku Kogyo Kabushiki Co., 535 U.S. 722 (2002), 
the Court rejected the Federal Circuit’s “complete bar 
test,” an unbending approach to the doctrine of 
prosecution history estoppel. Again speaking 
unanimously, the Court cautioned, “we have 
consistently applied the doctrine in a flexible way, not 
a rigid one.” Id. at 738. 


 In its most recent patent decision, the Court 
rejected an inflexible rule excluding method claims 
from the doctrine of patent exhaustion. Quanta 
Computer, Inc. v. LG Elecs., Inc., 128 S. Ct. 2109 
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(2008). The unanimous Court noted, “[o]ur precedents 
do not differentiate transactions involving 
embodiments of patented methods or processes from 
those involving patented apparatuses or materials.” 
Id. at 2117. The Federal Circuit had erred by rigidly 
limiting patent exhaustion to apparatus claims. Id. at 
2117-18. This Court concluded that the patent 
exhaustion analysis for a process claim depends on 
the facts of the particular case, just as it does for an 
apparatus claim. Id. at 2118. 


 As in Quanta, the Federal Circuit’s decision in 
Bilski to treat process claims differently from 
apparatus claims by establishing its rigid machine-or-
transformation test improperly restricts the scope of 
patent eligibility established in section 101. 


 
B. The Federal Circuit Departs from the 


Court’s Flexible Approach to Section 101 


 The Federal Circuit’s new interpretation of 
section 101 directly conflicts with the Court’s 
controlling decisions. The Court has never held the 
machine-or-transformation test to be the sole 
standard of process patent eligibility. See, e.g., 
Benson, 409 U.S. at 71 (declining to hold that no 
process patent could ever qualify if it does not satisfy 
the machine-or-transformation test). Bilski is yet 
another example of the Federal Circuit departing 
from the Court’s established, flexible approach in 
favor of a rigid, bright-line rule. 
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 The Bilski majority relied heavily on its 
particular interpretation of Benson, Flook, and Diehr. 
Indeed, as discussed above, the Court considered the 
machine-or-transformation test in each of these three 
cases. The Federal Circuit’s mistake, however, was 
adopting this as the only test for process patent 
eligibility. Rather, the Court has consistently held the 
machine-or-transformation test as only an example of 
how a process may satisfy section 101’s usefulness 
requirement. Rather than dictating one particular 
rigid and age-anchored test, the Court’s section 101 
decisions consistently require a flexible patent 
eligibility analysis that adapts to new inventions that 
achieve useful results: 


It is argued that a process patent must 
either be tied to a particular machine or 
apparatus or must operate to change articles 
or materials to a “different state or thing.” 
We do not hold that no process patent 
could ever qualify if it did not meet the 
requirements of our prior precedents. 


Benson, 409 U.S. at 71 (emphasis added).  


 Nor did the Court in Flook establish the 
machine-or-transformation test as the touchstone of 
patent eligibility. Indeed, the Flook Court noted that 
“[t]he line between a patentable ‘process’ and an 
unpatentable ‘principle’ is not always clear. Both are 
‘conception[s] of the mind, seen only by [their] effects 
when being executed or performed.’ ” 437 U.S. at 589 
(quoting Tilghman v. Proctor, 102 U.S. 707, 728 
(1880)). This hardly supports the exclusive and 
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inflexible rule the Federal Circuit has now imposed. 
Rather, it again demonstrates that the practical 
application of the invention, its “effects when being 
executed or performed,” is key to differentiating an 
un-patentable abstract idea from a useful and patent-
eligible process. Id. 


 The Bilski majority focuses on one particular 
sentence in a footnote of the Flook opinion: “[a]n 
argument can be made [that the Supreme] Court has 
only recognized a process as within the statutory 
definition when it either was tied to a particular 
apparatus or operated to change materials to a 
‘different state or thing.’ ” Bilski, 545 F.3d at 979-80 
(quoting Flook, 437 U.S. at 589 n.9). However, the 
Court squarely rejected that interpretation in the 
next sentence: “[a]s in Benson, we assume that a 
valid process patent may issue even if it does not meet 
one of these qualifications of our earlier precedents.” 
Flook, 437 U.S. at 589 n.9 (emphasis added). 


 In its analysis of Diehr, the Federal Circuit again 
focused too narrowly on the machine-or-transformation 
test as the only “clue” to patent eligibility. Bilski, 545 
F.3d at 956 (quoting Diehr, 450 U.S. at 184). In doing 
so, the Federal Circuit missed the broader, flexible 
approach that the majority applied in Diehr – the 
same approach the Court had used in Benson and 
Flook. 
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 The majority in Diehr described the machine-or-
transformation test, not as the test for patent 
eligibility, but as one example of such a test: 


when a claim containing a mathematical 
formula implements or applies that formula 
in a structure or process which, when 
considered as a whole, is performing a 
function which the patent laws were 
designed to protect (e.g., transforming or 
reducing an article to a different state or 
thing), then the claim satisfies the 
requirements of § 101. 


Diehr, 450 U.S. at 192 (emphasis added). The “e.g.” in 
this passage demonstrates that the machine-or-
transformation test is just an example, not an 
exclusive test. 


 The remainder of the Diehr opinion reaffirms this 
distinction. If the machine-or-transformation test had 
been the touchstone of patent eligibility, the majority 
could have ended its opinion after section II. See 
Diehr, 450 U.S. at 184. Instead, the Diehr majority 
continued with sections III and IV, analyzing the 
claim in detail to determine whether it improperly 
covered an abstract mathematical formula or 
properly covered a practical application of the 
formula to a new and useful end. Id. at 185-92. 


 None of the Court’s decisions have turned on a 
rigid application of the machine-or-transformation 
test. Indeed, this test may have guided the Court in 
Benson and Diehr, but the Court has never adopted it 
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as the one and only standard for process patent 
eligibility.12 Rather than following this Court’s guid-
ance, the Bilski decision has disregarded precedent. 
In the face of not only the Benson, Flook, and Diehr 
decisions, but also the Court’s more recent rejections 
of narrow rules in KSR and Festo, the Federal Circuit 
in Bilski adopted yet another rigid rule.  


 
C. The Federal Circuit Ignores Recent 


Congressional Action Embracing the 
Flexible Approach to Section 101 


 The Federal Circuit’s decision to require a rigid 
machine-or-transformation test also ignores the 
intent of Congress, as expressed in the legislative 
history of 35 U.S.C. § 273. In the immediate 
aftermath of State St. Bank & Trust Co. v. Signature 
  


 
 12 The Federal Circuit’s view of this Court’s decisions is 
curious and disturbing. The Federal Circuit noted that the Court 
was “equivocal” in the Benson and Flook decisions when it 
expressly declined to hold that no process could ever be 
patentable without satisfying the machine-or-transformation 
test. Bilski, 545 F.3d at 956. The Federal Circuit reasoned, “this 
caveat was not repeated in Diehr when the Court reaffirmed the 
machine-or-transformation test.” Id. (emphasis in original). 
Under the Federal Circuit’s logic, the Court must repeat every 
caveat in every subsequent opinion to ensure lower courts do not 
interpret the Court’s silence as overruling its previous decision. 
Such analysis also ignores the Court’s use of the “e.g.” signal in 
Diehr, which was consistent with the express holdings and 
flexible analysis in Benson and Flook. 
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Fin. Group, Inc., 149 F.3d 1368 (Fed. Cir. 1998), 
Congress enacted section 273 to limit liability for 
infringement of a business method patent by a prior 
inventor. Congress dealt with this enforcement issue 
by passing narrowly drawn legislation that did not 
limit the scope of patent eligibility for business 
methods. Indeed, Congress explicitly recognized the 
eligibility of business methods for patent protection. 
See 35 U.S.C. §§ 273(a)(3), 273(b)(1). The majority 
opinion in Bilski makes no mention of this 
Congressional action, let alone wrestles with its 
implications. 


 Important for purposes of the present case, 
Congress acknowledged and embraced the Federal 
Circuit’s prior, reasoned “usefulness” test for patent 
eligibility, from State Street Bank. That test mirrored 
this Court’s long-standing flexible approach to patent 
eligible subject matter. See State St. Bank, 149 F.3d 
at 1373 (“Unpatentable mathematical algorithms are 
identifiable by showing they are merely abstract 
ideas constituting disembodied concepts or truths 
that are not ‘useful.’ From a practical standpoint, this 
means that to be patentable an algorithm must be 
applied in a ‘useful’ way.”) (emphasis added). At that 
time, the Federal Circuit noted that “[i]t is improper 
to read limitations into § 101 on the subject matter 
that may be patented where the legislative history 
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indicates that Congress clearly did not intend such 
limitations.” Id.13 


 When it enacted section 273, Congress embraced 
this flexible approach in its Joint Conference report 
as the “essential question” of patent eligibility. H.R. 
CONF. REP. No. 106-464, at 122 (1999). It is ironic that 
the Federal Circuit has now abandoned this test, less 
than ten years after crafting it to mirror the Court’s 
precedent and receiving Congressional approval.14 


 
 13 The Federal Circuit’s now-abandoned usefulness test 
(referred to as the “useful, concrete, and tangible result” test) 
compactly summarizes the appropriate boundary between 
abstract idea and useful application. “Usefulness” is the core 
constitutional and statutory test. The Federal Circuit added 
“concrete” and “tangible” modifiers to its formulation. Though 
not expressed in the statute, the Federal Circuit may have 
added these modifiers to note that the application must be 
reasonably specific and occur in the world and not, for example, 
solely in one’s mind. These principles are bound up in the 
statutory meaning of “useful.” 
 14 When it enacted section 273, Congress accepted and 
embraced a variety of patentable methods and processes, many 
of which would fail the new machine-or-transformation test: 


In order to protect inventors and to encourage proper 
disclosure, this subtitle focuses on methods for doing 
and conducting business, including methods used 
with internal commercial operations as well as those 
used in connection with the sale or transfer of useful 
end results – whether in the form of physical 
products, or in the form of services, or in the form 
of some other useful results; for example, results 
produced through the manipulation of data or other 
inputs to produce a useful result.  


H.R. CONF. REP. NO. 106-464, at 122 (emphasis added). 
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IV. THE “MACHINE-OR-TRANSFORMATION” 
TEST IS NOT A RELIABLE INDICATOR 
OF USEFULNESS 


 In effect, the Federal Circuit’s Bilski decision 
excludes many useful business-related processes from 
patent eligibility. These innovative methods, though 
useful, are not tied to any particular machine and do 
not transform any article to a different state or thing. 
Yet, in today’s information economy, these methods 
demonstrate their usefulness in many ways.15 
Wholesale prohibition of patent applications for 
business-related methods, regardless of whether they 
satisfy the requirements of sections 102, 103, and 
112, runs counter to the founders’ mandate to 
promote the useful arts – the very foundation of our 
patent system.16 


 
 15 The “traveling salesman problem” (TSP) provides a 
helpful example. The TSP is an abstract idea in combinatorial 
optimization. See DAVID L. APPLEGATE ET AL., THE TRAVELLING 
SALESMAN: A COMPUTATIONAL STUDY (Princeton University Press 
2006). The idea is to identify the shortest possible route that 
enables a salesman to visit each of a list of cities only once, given 
the distance between each pair of cities. Engineers have 
developed practical and useful applications of the TSP to 
optimize delivery and service routing, microchip manufacturing, 
and genome sequencing, to name a few of the myriad of useful 
applications. 
 16 Ironically, the machine-or-transformation test is not only 
under-inclusive, but also over-inclusive. Some processes 
involving machines are not useful at all. The Manual of Patent 
Examining Procedure instructs PTO examiners to reject claims 
directed to perpetual motion under section 101 because the 
intended result is physically impossible and therefore lacks 


(Continued on following page) 
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A. Useful Processes May or May Not Be Tied 
to a Machine or Transform an Article 


 Innovative, useful processes thrive in many areas 
beyond the “traditional” scientific and engineering 
fields. To remain competitive in today’s information 
economy, companies and governments rely on new 
and useful business processes, whether as methods 
for managing organizations of people; as processes 
provided through software, internet, and computer 
interfaces; or as other innovative methods of 
promoting their business ends. Business processes 
affect the activities of both people and organizations 
by applying scientific, mathematical, and engineering 
principles to achieve practical results, operating on 
real entities in the world. 


 The amici curiae develop innovative processes 
that benefit businesses and governments every day. 
For example, Accenture has developed and 
implemented supply chain systems that manage 
transportation logistics for moving products from 
manufacturing sites to retail stores. In the huge and 
growing industry of business process outsourcing, 
Accenture has automated management reporting 
methods for outsourced business operations. 
Accenture also has integrated telecommunications 
  


 
utility. MPEP § 706.03(a)(II). Thus, even if it involves a 
machine, a process intended to achieve perpetual motion is still 
not patent-eligible because it lacks utility; it simply cannot be 
useful under section 101. 
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services for cable, telephone and the Internet, all 
operating together with enhanced capabilities and 
convenience. 


 Pitney Bowes operates as a leader in an industry 
that manages the flow of information, mail, docu-
ments, and packages to customers worldwide. To 
maintain its leadership role, Pitney Bowes constantly 
innovates and invents in such areas as secure funds 
transactions, data management, and material han-
dling workflow processes, providing improvements in 
productivity, efficiency, and security. 


 These innovations are not exhaustive, but they 
demonstrate that Accenture and Pitney Bowes are 
not in the business of promoting abstract ideas. Each 
and every one of these processes and hundreds of 
others provide economic value and advantage in the 
world, though they often require neither machine nor 
transformation. 


 Many of the processes that Accenture and Pitney 
Bowes develop come from a field known as industrial 
engineering, which has a long history of process 
innovation. Broadly speaking, industrial engineering 
involves the practical application of mathematics, 
logic, economics, operations research, engineering, 
and social sciences to improve the operations of 
integrated systems in industry, finance, and business 
management. 
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 The American Institute of Industrial Engineers 
defines “industrial engineering” as: 


concerned with the design, improvement and 
installation of integrated systems of people, 
materials, equipment and energy. It draws 
upon specialized knowledge and skill in the 
mathematical, physical and social sciences 
together with the principles and methods of 
engineering analysis and design to specify, 
predict and evaluate the results to be 
obtained from such systems. 


GAVRIEL SALENDY, HANDBOOK OF INDUSTRIAL ENGI-
NEERING 5 (John Wiley & Sons, Inc., 3d ed. 2001). 


 Industrial engineers focus their applied scientific, 
mathematical, and engineering improvements upon 
systems of human organizations (“enterprises”), which 
can be anything from a single person’s activity to a 
larger corporate, nonprofit, or governmental organi-
zation. “[T]he systems designed by industrial engi-
neers involve people as basic components.” WAYNE C. 
TURNER ET AL., INTRODUCTION TO INDUSTRIAL AND SYS-
TEMS ENGINEERING 3 (Prentice Hall, 3d ed. 1993) 
(hereinafter “INTRODUCTION TO INDUSTRIAL AND SYS-
TEMS ENGINEERING”) (emphasis added). The PTO has 
long accepted “industrial engineering” as a “recog-
nized technical subject” for eligibility to become a 
patent attorney. See U.S. Patent & Trademark Office, 
General Requirements Bulletin for Admission to the 
Examination for Registration to Practice in Patent 
  







37 


Cases Before the United States Patent and Trade-
mark Office (Jan. 2008) http://www.uspto.gov/web/ 
offices/dcom/olia/oed/grb.pdf.  


 Advances in industrial engineering have 
produced countless useful processes, many of which 
are not tied to a particular machine and do not 
transform any article to a different state or thing. See 
INTRODUCTION TO INDUSTRIAL AND SYSTEMS 
ENGINEERING at 13-15; ADEDEJI B. BADIRU, HANDBOOK 
OF INDUSTRIAL AND SYSTEMS ENGINEERING 4-8 (Taylor 
& Francis Group 2006) (describing the development 
of industrial and systems engineering from the year 
1440 to the present). Yet, the unquestioned economic 
progress that these innovative, practical applications 
of science and engineering to business organizations 
and processes has produced, especially for the United 
States, underscores its importance to the “[p]rogress 
of . . . useful [a]rts,” U.S. CONST. art. I, § 8, cl. 8.  


 The Federal Circuit’s new machine or 
transformation test risks making these particular, 
practical fruits of human progress uniquely un-
patentable. But neither the patent statute nor this 
Court require that result. So long as the steps of a 
new and useful business-related method taken as a 
whole represent more than just an abstract principle, 
the business-related method should be eligible for 
patent protection under section 101. If the process 
further satisfies the conditions and requirements of 
sections 102, 103, and 112, then its inventor should 
be granted a patent for the invention. 
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B. The “Machine-or-Transformation” Test 
Forecloses Useful Innovation Well 
Beyond the Bilski Claims 


 The Bilski patent application discloses and 
claims a process for reducing risk in hedge fund 
transactions, including transactions between sepa-
rate market participants. Although the Federal Cir-
cuit rejected the Bilski claims for not satisfying the 
machine-or-transformation test, the claims appear to 
recite a specific and useful application of a hedging 
process between market participants in the world.17 


 The management of risk and optimization of 
financial reward is an essential part of the modern 
economy. If a process provides a beneficial way of 
managing risk, then it is useful regardless of whether 
it employs a machine or transformation. Accenture 
operates in an industry that requires very sophisti-
cated analyses of risks and rewards across a range of 
businesses, including insurance claim analysis, en-
ergy commodities transactions, and credit risk man-
agement, among others. Accenture develops and sells 
management and control processes in these indus-
tries against considerable competition worldwide. 


 
 17 Whether the Bilski claims satisfy the other conditions 
and requirements for patentability, including novelty, non-
obviousness, enablement, and definiteness, should be considered 
under sections 102, 103, and 112, not section 101. See section II, 
supra. Moreover, whether the Bilski claims are patentable at the 
end of examination is irrelevant for purposes of identifying the 
correct process patent eligibility standard. 
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Accenture’s new and useful inventions enhance 
productivity, efficiency, and income for its clients. 
Pitney Bowes’ developments in the areas of secure 
funds transactions, material handling processing, and 
data management provide similar benefits and 
advantages. Yet, these useful results frequently can 
be achieved with processes that do not require any 
particular machine or transformation of matter.  


 The exclusive machine-or-transformation test 
also forecloses patent protection for other broad 
categories of cutting edge innovation. The modern 
software, financial, and life science industries, among 
others, all rely on process patents to protect their 
investment in research and development. Section 101 
embraces these 21st century processes, which employ 
useful, specific applications of general principles, and 
yet frequently do not involve particular machines or 
material transformations. As the Court has 
acknowledged, neither it nor Congress intends to 
“freeze process patents to old technologies, leaving no 
room for the revelations of the new, onrushing 
technology.” Benson, 409 U.S. at 71. 


--------------------------------- ♦ --------------------------------- 
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CONCLUSION 


 For the foregoing reasons, Accenture and Pitney 
Bowes respectfully request that the Court preserve 
broad access to the U.S. patent system by reaffirming 
the flexible “usefulness” test, including the 
prohibition on patenting abstract ideas, natural 
phenomena, and laws of nature. 
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INTERESTS OF AMICI CURIAE 


The Biotechnology Industry Organization 
("BIO"), the Advanced Medical Technology 
Association ("AdvaMed"), the Wisconsin Alumni 
Research Foundation ("WARF'), and The Regents of 
the University of California ("U niversity of 
California") (collectively "Amici') respectfully submit 
this brief.l 


BIO is the country's largest biotechnology trade 
association, representing over 1200 companies, 
academic institutions, and biotechnology centers in 
all 50 States. BIO members are involved in the 
research and development of biotechnological 
healthcare, agricultural, environmental and 
industrial products. BIO member companies range 
from startup businesses and university spin-offs to 
large Fortune 500 corporations. The vast majority 
are small companies that have yet to bring products 
to market and attain profitability. 


Previously unknown biological correlations -
"natural laws or principles" discovered through 
molecular biology techniques -- are increasingly used 
to guide biotechnological product development. BIO 
members invest heavily in the discovery and 
application of such correlations and depend on the 


1 Pursuant to Supreme Court Rule 37.3(a), all parties have filed 
with the Court general written consents to the filing of amicus 
briefs. Pursuant to Rule 37.6, amici curiae state that no person 
or entity, other than BIO, AdvaMed, WARF, or University of 
California or members of these entities, has made any 
monetary contribution to the preparation or submission of this 
brief. Further, no counsel for Petitioner or Respondent 
authored this brief in whole or in part. 
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patent system to recoup vast development expenses 
incurred during the decade-long product 
development based on these correlations. 


AdvaMed is the largest medical technology 
association in the world, representing more than 
1,600 medical device, diagnostic, and health 
information system manufacturers and subsidiaries. 
AdvaMed's members manufacture 90 percent of the 
$75 billion of health care technology purchased 
annually in the United States and more than 50 
percent of the $175 billion purchased around the 
world annually. AdvaMed member companies rely 
upon patent protection to support the development of 
new technologies, including orthopedic implants, 
heart valves, cardiovascular stents, and devices for 
diagnosing life threatening diseases. Medical 
devices often have short product life cycles, 
sometimes measured in months, due to rapid 
innovation derived from clinician input to improve 
functionality, efficacy and safety. This requires 
recouping investments quickly, heightening the 
necessity for a predictable patent system. 


The University of California and WARF, the 
designee of the University of Wisconsin-Madison for 
its technology management, engage in and support 
scientific research, obtain patents on inventions 
arising from such research, license technologies to 
the private sector for commercialization and utilize 
licensing income to underwrite further academic 
research or for educational purposes. 


The University of California and WARF are 
representatives of a larger academic sector that 
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drives innovation and research in the United States 
and provides clinical services utilizing the results of 
research. Moreover, the academic sector is credited 
as being the birthplace of the biotechnology industry. 
In 2006 U.S. academic institutions spent $48 billion 
on research and development (R&D). The federal 
government provided 63% for academic R&D 
expenditures in that year, with the institutions 
themselves contributing 19%. The life sciences field 
received the largest share of investment in academic 
R&D, accounting for about 60% of all expenditures 
and also of federal expenditures. NSF National 
Science Board, Science and Engineering Indicators 
2008, vols. 1 & 2 (2008), 
http://www .nsf.gov/statistics/seind08. 


In general, the non -profit research community 
carries out much of its R&D under the Bayh-Dole 
Act and its implementing regulations. As a stated 
policy and objective, the regulations have the use of 
the patent system to promote utilization of 
inventions arising from federally-supported research 
or development. 35 U.S.C. §§ 200-212; 37 C.F.R. § 
401. Hence, the patent system is vital to transferring 
research results to the public. Technology transfer 
by universities and non -profit research institutions 
depends almost entirely on the underlying patent 
position for further investment and 
commercialization that it provides to partners and 
licensees. Given that most university-generated 
inventions are embryonic in nature and require 
significant effort and investment to develop a 
product, any uncertainty that accompanies a patent 
and its scope and validity increases the likelihood 
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that the technology will not be developed and 
decreases the chances that the public will benefit 
from the taxpayer's investment in the research that 
led to the patented technology. 


In re Bilski, 545 F.3d 943 (Fed. Cir. 2008) raises 
that uncertainty, because it bears upon and casts 
doubt on the protection of certain inventions and 
particularly inventions defined by method claims in 
the biotechnology arts because of its "machine"or
transformation" recitations and requirements. That 
uncertainty puts in jeopardy the potential benefit 
that the public can derive from technology transfer, 
through the vehicle of the patent system, of 
inventions that have been generated through both 
privately"funded and taxpayer"supported research 
and development. 


This Court's long"standing interpretation of 
patent eligibility under 35 U.S.C. § 101 has enabled 
great progress in biotechnology and medical 
technology, benefitting society through improved 
medicines and crops and life"saving medical devices 
and diagnostics. Biotechnology and medical 
technology innovators and investors have relied on 
that interpretation for decades. Today, however, at 
the dawn of an era of personalized medicine, made 
possible through understanding and applying 
natural principles, Amicis members are concerned 
that unforeseen breakthroughs in the life sciences 
could be excluded from patenting under the Federal 
Circuit's rigid and constricted patent"eligibility test. 


Amici submit this brief to assist this Court's long" 
standing efforts to guide the evolution of patent law 
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in a tempered, predictable way that will 
accommodate emerging technologies to the benefit of 
all, maintain the incentive for the biotechnology and 
medical technology industries to continue their 
massive investments, and guard against negative, 
unforeseen consequences. 


S~YOFTHEARGUMENT 


Biotechnology and medical technology innovation 
and investment are predicated on inclusive 
standards of patent eligibility-standards that have 
enabled great progress in the two fields. Because 
these technologies require investment in unusually 
high-risk, expensive research and development, only 
broad, well-established eligibility standards can 
promote its progress. 


Application of Bilski's rigid "machine-or
transformation" test to biotechnology and medical 
technology process inventions is contrary to this 
Court's precedent and creates uncertainty regarding 
their patent eligibility, even for those inventions that 
have already been patented. The uncertainty 
surrounding the application of Bilski to these 
inventions will deter critical investment in the 
biotechnology and medical technology industries. 
These process inventions are not abstract ideas, laws 
of nature, or natural phenomena. Rather each 
provides a useful and tangible end, potentially 
bringing the industry closer to addressing serious 
societal issues, including those due to unsolved 
medical needs. Yet, undoubtedly, many of these 
process claims would be in jeopardy if Bilski is 
permitted to stand and the consequent uncertainty 
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would discourage further investment and 
commercialization. Examples of such claims are 
those to processes for diagnosing or prognosing 
diseases and those to "biomarkers." Biomarkers play 
a critical role in predicting disease and facilitating 
drug development. 


The Federal Circuit erred in holding that a 
process must be tied to a machine or transformation 
under 35 U.S.C. § 101. The governing standard 
regarding patent eligibility is found in § 101's 
unambiguous language-language that permits the 
patenting of "any new and useful process," if the 
other sections of title 35 are met. This Court has 
established the limits of § 101, consistently holding 
that those limits are broad, excluding only abstract 
ideas, laws of nature and natural phenomena. It has 
also disfavored rigid, bright· line tests, such as that 
imposed in Bilski. 


Amici respectfully request this Court to (1) set 
aside the Federal Circuit's "machine'or
transformation" test and other restrictive tests that 
have confused the § 101 analysis, such as those 
labeled "preemption" and "post-solution activity;" 
and (2) reaffirm that the appropriate § 101 analysis 
requires reading the language of the statute broadly, 
only excluding claims to abstract ideas, laws of 
nature, and natural phenomena per se. In so doing, 
this Court will continue to foster the growth of the 
biotechnology and medical technology industries and 
encourage and enhance the transfer of technology 
from the university and non-profit sector in consort 
with the private sector and particularly small 
business. 
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ARGUMENT 


Amici answer Petitioner's first question as 
follows: 


[T]he Federal Circuit erred by holding 
that a "process" must be tied to a 
particular machine or apparatus, or 
transform a particular article into a 
different state or thing ("machine-or
transformation" test), to be eligible for 
patenting under 35 U.S.C. § 101. 


I. BIOTECHNOLOGY AND MEDICAL 
TECHNOLOGY INNOVATION AND 
INVESTMENT ARE PREDICATED ON 
INCLUSIVE PATENT· ELIGIBILITY 
STANDARDS 


A. Inclusive Interpretation of 35 U.S.C. 
§ 101 has Enabled Great Progress in 
Biotechnology and Medical Technology 


The U.S. patent system has deep historic roots in 
the mechanical, electrical, and chemical arts. 
However, prior to 1980, patent-eligibility rules that 
had developed in the context of these technologies 
provided an uncertain fit for many life sciences 
inventions that today are considered biotechnology. 


By 1980, the structure of DNA had been 
discovered; the first biochemical replication of a viral 
gene achieved; and recombinant DNA technology 
(gene splicing) was beginning to be applied. The 
nascent biotechnology industry was on the verge of 
achieving amazmg scientific and medical 
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breakthroughs, but significant investment was 
needed to fund research and development efforts and 
to bring biotechnology discoveries to market. That 
investment required the assurance of patent 
protection. Fortunately, this Court eliminated much 
uncertainty with respect to whether biotechnology 
inventions would be patent-eligible subject matter 
with its landmark decision, Diamond v. 
Chakrabarty, 447 U.S. 303 (1980). 


In ruling that non-naturally occurring, 
genetically-engineered bacteria constitute patent
eligible subject matter under 35 U.S.C. § 101, this 
Court observed: In "choosing such expansive terms 
as 'manufacture' and 'composition of matter,' 
modified by the comprehensive 'any,' Congress 
plainly contemplated that the patent laws would be 
given wide scope." Id. at 308. The Court found this 
incl usive reading to be fully supported by the 
legislative history of the Patent Act. Id. at 309 
(Congress intended statutory subject matter to 
include "anything under the sun that is made by 
man") (citations omitted). 


Clarifying that human intervention is the 
touchstone of patent eligibility, this Court gave effect 
to an unambiguously broad reading of § 101, 
intended to include technologies that Congress could 
not have foreseen when it passed the 1952 Patent 
Act. Id. at 315. Chakrabarty provided a profound 
contribution to the growth of biotechnology in the 
United States and enabled our country to become an 
international leader in biotechnology. 
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Chakrabarty paved the way for biotechnology 
discoveries, such as recombinant human insulin, 
human growth hormone, tissue plasminogen 
activator, and alpha interferon, to begin to address 
previously unmet medical needs. In the healthcare 
sector alone, the biotechnology industry has since 
brought to market more than 200 new drugs and 
vaccines, products that have improved the lives of 
hundreds of millions of people worldwide. More than 
400 therapeutic products are currently in clinical 
trials, being studied to combat more than 200 
diseases, including heart disease, cancer, AIDS, 
Alzheimer's, Parkinson's, stroke, septic shock, 
diabetes, anemia, cystic fibrosis, multiple sclerosis, 
lupus, kidney disease and liver disease. These new 
therapies offer hope for patients who have no or only 
very limited treatment options. 


Biotechnological innovation also has begun to 
make possible the identification of an individual's 
susceptibility to certain diseases, such as cancer or 
diabetes, through the discovery of certain genetic 
mutations in that individual's DNA. Other 
diagnostic applications include the ability to 
determine the type of infectious agent a particular 
patient is presenting by amplifying and identifying 
small amounts of such agent's DNA. Both of these 
applications will greatly enhance the treatment of 
individuals. 


In agriculture, spurred by the expectation of U.S. 
patent protection, biotechnological innovation has 
had significant global impact, providing increased 
harvests, reduced pesticide and fuel use and 
significant economic benefit to farmers. In 2006 in 
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the United States over 8 billion pounds of additional 
crops were grown with over 100 million pounds 
fewer pesticides providing farmers with net returns 
of over $2 billion. Sujatha Sankula, Quantification 
of the Impacts on U.S. Agriculture of Biotechnology, 
Nov. 2006, Nat'l Center for Food & Agric. Pol'y, 
http://www .ncfap .org/documents/2005biotechExecSu 
mmary.pdf. In 2008 over 12 million small and 
resource poor farmers in countries like China, India, 
the Philippines and South Africa adopted U.S.
innovated biotech crops as means to grow out of 
poverty. See Clive James, Global Status of 
Commercializes Biotech/GM Crops, Int'l Service for 
Acquisition Agri-Biotech Applications Brief 39-2008, 
http://www .isaaa.org/resources/p u blica tionslbriefs/39 
lexecutivesummary/pdflBriefOIo2039%20-
%20Executive%20Summary%20-%20English.pdf. 


These tremendous benefits and opportunities 
would not have been possible without the inclusive 
reading this Court gave to § 101 in 1980. 


B. Biotechnology and Medical Technology 
Research and Development Require 
Unusually High" Risk Investment that, 
in Turn, Requires Broad, Well" 
Established Patent" Eligibility 
Standards 


Achievements in biotechnology result from 
extensive and expensive research and development 
efforts. See NIH: Moving Research from the Bench 
to the Bedside: Hearings Before the Subcomm. on 
Health of the House Comm. on Energy and 
Commerce, 108th Cong., 1st Sess. 47 (2003) 
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(testimony of Phylliss Gardner, M.D.) ("The 
biotechnology industry is the most research and 
development-intensive and capital-focused industry 
in the world."). u.s. biotechnology companies 
currently invest more than $30 billion annually in 
research and development. Virtually all of this 
investment is through private funding. Id. at 49 
(noting that 98% of R&D investment comes from the 
private sector). The average capitalized cost of 
bringing a biologic from the laboratory to human 
clinical trials exceeds $600 million. Subsequent 
FDA -mandated human testing consumes another 
$624 million. Clinical development time alone 
consumes more than eight years. Joseph A. Di Masi 
and Henry G. Grabowski, The Cost of 
Biopharmaceutical R&D: Is Biotech Different? 28 
Manage. Decis. Econ. 469-79 (2007). 


AdvaMed's members spend roughly $9 billion 
annually on the research and development. Publicly 
traded diagnostics companies with marketed 
products invest about 35% of their revenue into 
R&D, and those with annual sales under $5 million 
may invest 200% or more of their revenue into R&D. 
The Lewin Group, Inc., The Value of Diagnostics 3 
(2005). From 1989 to 2004 alone, the number of 
laboratory tests available to more accurately and 
promptly diagnose disease increased by 
approximately 60%. Frank R. Lichtenberg, Better 
Information, Better Health, 1990-2003 (2006), 
http://www.inhealth.org/doc/Page.asp?PageID=DOC 
000069. Innovations in diagnostic testing just 
between 1990 and 1998 may have increased life 
expectancy as a much as one-half year. Frank R. 
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Lichtenberg, The Impact of New Laboratory 
Procedures and Other Medical Innovations on the 
Health of Americans, 1990-2003 (Nat'l Bureau Econ. 
Res. Working Paper No. W12120), 
http://www .nber.org/papers/w 12120. 


Investing in biotechnology is also very risky: For 
every successful pharmaceutical product, thousands 
of candidates are studied and rejected after large 
investments have been made. Only a small minority 
of drugs that advance to human clinical trials obtain 
FDA approval. See Tommy G. Thompson, 19th U.S. 
Secretary of Health and Human Services, Remarks 
at the Milken Institute's Global Conference (Apr. 26, 
2004), 
http://www .hhs.gov/news/speechl2004l040426.html 
(noting that only approximately one in 5,000 
biopharmaceutical products will achieve FDA 
approval). The FDA estimates that just a 10% 
improvement in the ability to predict drug failures 
before clinical trials could save $100 million in 
development costs per drug. Biomarkers: An 
Indispensable Addition to the Drug Development 
Toolkit, White Paper - A PHARMA Matters Report 
(Mar .2009) ,http://thomsonreuters.com/content/PD F/s 
cientific/pharmalbiomarkers2. pdf (hereafter 
"PHARMA Matters"). Thus, raising funds to support 
product research and development requires the 
expectation of reasonable financial returns from 
commercial products and services that are 
successful. That expectation rests on the 
understanding that novel, useful, and unobvious 
biotechnological innovations will be patent eligible 
under the principles established in Chakrabarty. 
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A dramatic example of how even perceived 
changes to patentability standards can impact 
biotechnology investment occurred on March 14, 
2000, when President Clinton and British Prime 
Minister Blair issued a joint statement that was 
interpreted to foreshadow impending limitations on 
human gene patents. Biotechnology stocks fell 
sharply. At close of trading, the NASDAQ biotech 
index had fallen 13%, significantly lowering biotech 
market capitalization and dropping the NASDAQ 
over 200 points. Tom Reynolds, Genome Data 
Announcement Fuels Stock Plunge, 
Misunderstanding, 92 J. Nat. Cancer Inst. 594 
(2000). Like the growth of biotechnology after 
Chakrabarty, this example illustrates that patent
eligibility standards directly impact biotechnology 
investment incentives. If those standards were 
constricted, uncertainty about the availability of 
patent rights would deter the high-risk investments 
that are essential to biotechnology. 
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II. APPLICATION OF BILSKI TO 
BIOTECHNOLOGY AND MEDICAL 
TECHNOLOGY INVENTIONS IS 
CONTRARY TO PRECEDENT AND 
CREATES UNCERTAINTY 
REGARDING ISSUED PROCESS 
PATENT CLAIMS 


A. The Bilski Test Is Not Appropriate for 
Determining Patent Eligibility of 
Biotech-nology and Medical Technology 
Inventions Under § 101 


In Bilski, the Federal Circuit did not confine its 
rigid "machine-or-transformation" test to business 
method patents, or even to patents in the computer 
arts. It appears to apply to all patents and, in fact, 
has been applied to patents in the biotechnological 
and pharmaceutical arts. See Classen 
Immunotherapies, Inc. v. Biogen Idee, Nos. 06-1634, 
06-1649, 2008 WL 5273107, at *1 (Fed. Cir. Dec. 19, 
2008) (summarily affirming a district court summary 
judgment that a biotechnology process claim was not 
patent eligible because it did not meet the Bilski 
test); King Pharms. v. Eon Labs., 593 F. Supp. 2d 
501, 512-13 (E.D.N.Y. 2009) (holding one 
pharmaceutical process claim did not meet the Bilski 
test). 


This Court has addressed the patent eligibility of 
biotechnology inventions under § 101 on several 
occasions. See, e.g., J.E.M Ag Supply, Inc. v. 
Pioneer Hi-Bred Int'l, Inc., 534 U.S. 124 (2001); 
Chakrabarty, 447 U.S. 303; Funk Bros. Seed Co. v. 
Kalo Inoculant Co., 333 U.S. 127 (1948). In each of 
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these cases, this Court asked whether the claimed 
invention was merely the discovery of a law of 
nature (or natural phenomenon) or did it result 
"from the application of the law of nature to a new 
and useful end." Funk Bros., 333 U.S. at 131-32. 
Accord J.E.M Ag Supply, 534 U.S. at 145-46; 
Chakrabarty, 447 U.S. at 303, 310. While these 
cases involved claims to products rather than 
processes, "the same principle applies" when 
analyzing process claims for patent eligibility. 
Diamond v. Diehr, 450 U.S. 175, 188 n.11 (1981). 
This Court has never applied the Federal Circuit's 
machine-or-transformation test in a biotechnology 
case. The havoc such an application would cause is 
explained below. 


B. The Federal Circuit's Bilski Test Would 
Create New Uncertainty and Stifle 
Biotechnology and Medical Technology 
Innovation 


Requiring biotechnology and medical technology 
process claims to be coupled to a physical 
transformation of matter or tied to a specific 
machine will exclude from patent eligibility 
inventions directed to new and useful methods which 
are of great value to society - inventions that also 
are specific and concrete (are not abstract ideas), 
that result from human intervention (are not natural 
phenomena) and that are applications yielding a new 
and useful end (are not laws of nature). 
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1. Biotechnology and medical 
technology processes are not 
abstract ideas, laws of nature or 
natural phenomena 


Consider the following claims to hypothetical 
inventions: 


1. A method of diagnosing Disease X in 
a patient in need thereof, which 
comprises detecting elevated Protein Y 
levels in a body fluid sample from said 
patient. 


2. A method of determining whether a 
malignant tumor in a patient in need 
thereof is susceptible to Anti-Cancer 
Drug X, which comprises measuring the 
level of expression of Gene Y in said 
malignant tumor compared to a control 
non -malignant tissue from said patient, 
wherein expression levels of Gene Y in 
said malignant tumor greater than 
twice that of said control non-malignant 
tissue correlate with susceptibility of 
said tumor to Anti-Cancer Drug X. 


Neither claim is tied to a particular machine or 
results in transformation of an "article." Yet claim 1 
is not directed to an abstract idea or law of nature; it 
is a method of diagnosing disease with specific and 
concrete steps, yielding a useful and tangible end (a 
method of diagnosing Disease X). Likewise, claim 2 
is not directed to the "idea" that susceptibility of a 
tumor to Cancer Drug X is related to Gene Y 
expression; it is directed to a method for determining 
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whether Cancer Drug X therapy would be useful 
against a p articular tumor. 


Consider also the following hypothetical example 
concerning physiologic monitors: Hemodynamic 
monitors measure naturally-occurring parameters of 
a patient's blood stream. For example, changes in 
blood oxygenation can be monitored to detect a 
sepsis infection. Some of these parameters are 
themselves novel, or can be measured or 
communicated in novel ways, to facilitate a surgeon's 
treatment and diagnosis of disease. These are 
inventions that save lives on a daily basis. Such 
novel systems to determine hemodynamic 
parameters are usually best claimed as processes, for 
example: 


1. A process for determining blood 
oxygenation including: determining a 
blood pressure pulse wave; deriving a 
blood oxygenation parameter from the 
pulse wave using equation X; and 
communicating the blood oxygenation 
parameter to medical personnel. 


Despite the life-saving potential of such 
inventions, there could be difficulties with obtaining 
or enforcing such process claims under Bilski, even 
in kit format. 


Determining where a "natural phenomenon" 
leaves off and becomes "touched by the hand of man" 
under Chakrabarty may be difficult in practice to 
determine. However, where such a "touch" can be 
recognized, the invention is not an abstract idea, law 
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of nature, or natural phenomenon per se and should 
not be excluded from patent eligibility. 


For algorithm improvements, it may be 
impossible to find a linking "machine" that isn't 
conventional or easy to design around. For example, 
the hardware might be a conventional monitor, 
pressure sensor and catheter that are not a 
"particular machine" under Bilski. Instead, the 
novelty may be in the way the information is 
processed, such as by an improved, empirical 
(manmade) mathematical algorithm (e.g., equation X 
above) and application of that innovation to a useful 
end. Recitation of a generalized computer system 
executing equation X, however, might not satisfy 
Bilski's "particular machine" requirement. On the 
other hand, introducing sufficient limitations to 
make the monitor a "particular machine" runs a high 
risk of a design-around since distributed computing 
allows an infinite number of ways to shift data and 
process duties between physically disparate 
hardware and software. 


Meeting the Bilski "transformation" test is also 
difficult because the monitor itself does not perform 
a treatment or diagnosis. The monitor is 
determining and communicating a natural 
parameter with a novel - but abstract - equation. 
The treatment or diagnosis step could be added to 
the claim, which would likely satisfy Bilski. In this 
instance, however, the infringer selling the monitor 
would not be directly infringing the patent. Instead, 
the medical personnel performing the treatment or 
diagnosis would have to be joined in the suit as a 
joint tortfeasor. This result would upend Congress' 
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intent under 35 U.S.C. § 287(c), which spares 
medical personnel liability from patent infringement 
suits on medical methods. 


Numerous process (or "method") claims directed 
to biotechnological inventions that arguably do not 
yield a physical transformation or require machine 
implementation have been issued by the U.S. Patent 
and Trademark Office ("USPTO"). See, e.g., U.S. 
Patent No. 6,410,516 (method of modifying effects of 
external influences on a eukaryotic cell to induce 
intracellular signaling); U.S. Patent No. 6,869,762 
(method of predicting susceptibility to Crohn's 
disease). These issued claims are presumed valid 
and therefore directed to patent-eligible subject 
matter. 35 U.S.C. § 282. Some of these claims 
depend on the discovery of a biological phenomenon 
which allows the method to work, and some have a 
"calculation" or "mental" step. Nevertheless, none 
claims an abstract idea, law of nature or natural 
phenomenon per se. Instead each provides a 
valuable and concrete contribution to the useful arts 
and is exactly the kind of subject matter that the 
patent system was designed to protect. Limiting 
process claims to those which can pass the rigid 
Bilski test would unnecessarily limit protection for 
innovations in unexpected and highly deleterious 
ways. 


2_ Biomarkers are useful to predict 
disease and form. the bases for 
their treatment 


Over the past decade scientists increasingly have 
been able to use the growmg knowledge of the 
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biology of disease to address conditions that once 
were impossible to diagnose, predict, or treat. See 
generally PHARMA Matters, supra at p. 13. Newly 
discovered natural phenomena, such as genetic or 
physiological abnormalities that correlate with the 
likelihood of developing a disease or being 
susceptible to a treatment, have become known as 
"biomarkers," which today form an important 
component of almost every major clinical trial. A 
biomarker is "a characteristic that is objectively 
measured and evaluated as an indicator of normal 
biological processes, pathogenic processes or 
pharmacological responses to a therapeutic 
intervention." Biomarkers and Surrogate Endpoints, 
69 Clinical Pharmacology & Therapeutics 89, 91 
(2001). A biomarker's usefulness is based on its 
correlation to the status of a disease or organism, 
performed through mental operations or otherwise. 
For example, in the late 1980s, scientists discovered 
that HIV viral load could be used to predict the 
impending onset and progression of AIDS, allowing 
physicians to monitor the status of their patients, 
and patients to make personal decisions based on 
how long they could expect to remain symptom-free. 
Researchers sought and obtained patents for 
methods in the growing diagnostic and therapeutic 
arsenal against HIV, including, for example, U.S. 
Patent No. 5,674,680, owned by the Rockefeller 
University: 


1. A method for predicting the time of 
onset of the development of clinical 
SIgns of immunodeficiency associated 
with disease progreSSIOn III an 
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individual infected with 
immunodeficiency VIrus 
comprising: 


human 
(HIV) 


(a) determining a level of 
expression of HIV messenger 
RNA (mRNA) in peripheral 
blood cells obtained from the 
individual; and 


(b) correlating the level of 
expreSSIOn of HIV messenger 
RNA with the time of onset of 
the development of clinical 
SIgnS of immunodeficiency; 
wherein 


(i) a high level of HIV 
mRNA correlates with a 
high likelihood for the 
development of clinical 
sIgns of 
imm unodeficiency within 
about two years; and 


(ii) a low level of HIV mRNA 
or no detectable HIV 
mRNA correlates with a 
low likelihood of the 
development of clinical 
sIgns of 
immunodeficiency for at 
least five years. 


Based on such technology, viral load 
subsequently was used to show that HIV-positive 
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individuals receIvmg combination therapy had a 
higher reduction in viral load than those on 
monotherapy, and that combination therapy was 
therefore more effective in slowing the onset and 
progression of the disease. The viral load biomarker 
was used to develop and assess the Highly Active 
Antiretroviral Therapy treatment (drug cocktail) 
regimens used by many people living with HIV 
today. Charles Flexner, HIV Drug Development, 6 
Nature Reviews Drug Discovery 959 (2007). 


The drug irinotecan (Camptosar®) is an example 
of the use of a biomarker in "personalized medicine" 
to guide both clinical practice and subsequent 
clinical trials. Irinotecan is used to treat advanced 
colorectal cancer. Once administered, irinotecan is 
converted to an active metabolite, and then 
eventually inactivated by an enzyme, UGT1Al. 
About 10% of the population have reduced UGT1A1 
enzyme activity because of a genetic variation in the 
enzyme. These patients inactivate the drug more 
slowly and therefore are exposed to overly high drug 
concentrations when administered a conventional 
dose and consequently may experience 
life-threatening side effects such as neutropenia (a 
decrease in white blood cells) and diarrhea. The 
toxicity of irinotecan had long been a concern. 
However, once researchers discovered the link 
between the UGT1A1 enzyme and irinotecan 
toxicity, clinicians were able to identify those 
patients who needed to be given a reduced amount of 
irinotecan. Based on this discovery, the U.S. Food 
and Drug Administration added a warning to 
irinotecan's labeling in 2005. This biomarker 
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technology is an important clinical and commercial 
invention for which patent protection has been 
obtained. U.S. Patent No. 6,395,481. Claim 21 
reads: 


21. A method for screening individuals 
for variation in glucuronidation activity 
comprising detecting polymorphisms in 
a uridine diphosphate 
glucuronosyltransferase I (UGTIAl) 
gene promoter, the method comprising 
determining the presence of five (TA) 
repeats in said promoter, wherein the 
presence of five TA repeats correlates 
with increased expression of the UGT 
gene. 


This pharmacogenomic technology also has led to 
improvements in other drug development. Almost 
immediately, it prompted use of the UGT1Al 
biomarker to guide other ongoing studies, including 
several new irinotecan and oxaliplatin-based 
chemotherapies. 


A well-known story in the history of biomarker 
drug development involves the her-2 gene and 
receptor, discovered in the early 1980s. Scientists 
found that 20-30% of breast cancer patients have an 
overabundance of the HER-2 receptor on their 
cancer cells ("HER-2 overexpressers"). This 
biomarker's presence correlates with an aggressive 
form of breast cancer, and therefore a poor 
prognosis. Discovery of this correlation allowed 
testing for this biomarker to become an important 
diagnostic tool that guided decisions for using then-
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existing treatments such as aggressive surgery or 
chemotherapy. The University of California 
obtained several patents protecting this important 
technology, including now-expired U.S. Patent No. 
4,968,603. Claim 1 reads: 


1. A method for screening patients to 
determine disease status, said method 
comprising: 


measuring the level of amplification or 
expression of the HER-2/neu gene in a 
sample from a patient suffering from 
breast or ovarian adenocarcinoma; and 


classifying those patients having an 
increased level of amplification or 
expression of the HER-2/neu gene 
relative to a reference level 
characteristic of normal cells as being 
more likely to suffer disease relapse or 
having a decreased chance of survival. 


The HER-2 biomarker also provided scientists 
with a new target for an entirely novel therapy. In 
1997, many years after the HER-2lneu gene 
discovery, the FDA approved the antibody 
trastuzumab (Herceptin®), a new therapy that 
specifically targets HER-2 receptors in HER-2 
overexpressers. This therapy successfully reduces 
the spread and progression of cancer in many 
patients who had very few treatment options prior to 
this important discovery. Currently, HER-2/neu 
testing is required to determine whether a breast 
cancer patient can receive Herceptin therapy. 
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3. Biomarkers playa critical role in 
drug research and require 
significant investment for their 
discovery 


Today, biomarkers play a critical role in drug 
research, providing the potential for "safer drugs, in 
greater numbers, approved more quickly." Federico 
Goodsaid and Felix Frueh, Biomarker Qualification 
Pilot Process at the FDA, 9 A.A.P.S. Journal 1, art. 
10, E105 (2007). Biomarkers are an important 
element in the FDA's efforts to speed development 
and approval of new drugs and biologics. See Dept. 
of Health and Human Services, U.S. Food and Drug 
Admin., The Critical Path Initiative: Projects 
Receiving Critical Path Support in Fiscal Year 2008 
(Apr. 2009), 
http://www .fda.gov/ScienceResearch/Special Top ics/C 
riticalPathlnitiative. They also are the object of 
major research efforts by the National Institutes of 
Health (Biomarker Consortium), universities, and 
the private sector. See Gregory J. Downing, 
Partnerships in Biomarker Research, Biomarkers in 
Clinical Drug Development 247-270 (John C. Bloom 
& Robert A. Dean eds., Informa Health Care, 2003); 
see also, e.g., Nat'! Inst. Health, Biomarker 
Consortium, http://www.biomarkersconsortium.org; 
Pharmaceutical Research and Manufacturers of 
America Biomarker Consortium, 
http://www.innovation.org.Amici invest heavily in 
the discovery of new natural correlations, believing 
that the fruits of this research can be applied in 
future clinical practice. 
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Investment in such studies has been rewarded. 
For example, retrospective analysis of several 
colorectal cancer drug trials showed that one reason 
why some patients did not respond to certain 
antibody therapy was because of a mutation of the k
ras gene. This finding now allows physicians to 
tailor such therapy to the genetic status of individual 
patients and to identify patients who are likely to 
respond to these biologic drugs. Patients who 
formerly would have undergone needless, ineffective 
treatment now can be redirected immediately to 
alternative therapies. The discovery of the 
importance of the k-ras gene has significantly 
impacted the clinical management of metastatic 
colorectal cancer, resulting in changes to clinical 
practice guidelines as well as labeling changes for 
the EG Fr antibody biologic drugs cetuximab and 
panitumumab. Center for Drug Evaluation and 
Research, U.S. FDA, Class Labeling Changes to anti
EGFR Monoclonal Antibodies, Cetuximab (Erbitux) 
and Panitumumab (Vectibix): KRAS Mutations, 
http://www.fda.gov/AboutFDAICentersOffices/CDER/ 
ucm172905.htm; Carmen, J. Allegra et aI., American 
Society of Clinical Oncology Provisional Clinical 
Opinion, 27 J. Clinical Oncology 2091 (2009). 


Biomarkers also are used to guide clinical trials 
of leading-edge treatments. For example, in 
preliminary clinical studies of the MAGE-A3 
antigen-specific cancer immunotherapeutic (MAGE-
3 ASCI), a member of a new class of biologic cancer 
therapeutics, scientists found one can predict the 
likelihood of a positive treatment response or the 
risk of relapse in individual lung cancer patients by 
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identifying specific genetic signatures. This finding 
guided the design of the largest lung cancer clinical 
trial ever conducted, which currently is underway 
and forms the basis for major ongoing commercial 
drug and diagnostic development efforts by BIO 
members. Abbott and aSK to Collaborate on 
Molecular Diagnostic Test to Select Candidate 
Patients for Future Cancer Immunotherapy, N.Y. 
Times, July 13, 2009. 


Innovations in the fields of biomarkers and 
medical devices show great promise of 
revolutionizing medicine in the coming decades, 
allowing for personalized medicine and a higher 
standard of patient care. The Bilski "machine-or
transformation" test would stifle investment and 
innovation in these fields, and is not an appropriate 
standard for determining patent eligibility under 
§ 10l. 


III. BILSKIIS INCONSISTENT WITH 
THE BROAD STANDARD FOR 
PATENT ELIGIBILITY IN § 101 AND 
THIS COURTS PRECEDENT 


Section 101 defines patent-eligible subject matter 
as "any new and useful process, machine, 
manufacture, or composition of matter, or any new 
and useful improvement thereof ... " (emphasis 
added). By crafting this statute using clear, broad 
language to include "any" new and useful process, 
machine or material rather than naming discrete 
fields of invention, Congress sought to promote the 
progress of all areas of science and technology, 
recognizing that the most important inventions are 
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often unforeseeable. See Chakrabarty, 447 U.S. at 
316. Especially in emerging fields such as 
biotechnology and medical technology, neither 
Congress nor this Court can predict those inventions 
"most benefiting mankind" and destined to "push 
back the frontiers." Id. For instance, when the 1952 
Patent Act was passed, no one could have predicted 
advances such as individualized medicine using 
biomarkers, genetic testing for diseases or 
geneticallY'engineered organisms. Yet under the 
plain language of § 101, inventions in each of these 
fields can be protected. The Federal Circuit's rigid, 
bright-line Bilski test is inconsistent with the clear 
language of § 101, and this Court's precedent. 


A. The Governing Standard Regarding 
Patent Eligibility of Process Claims is 
35 U.S.C. § 101 and this Court's 
Precedent 


"In cases of statutory construction, we begin with 
the language of the statute." Diehr, 450 U.S. at 181-
82. Here, that language reflects the inclusive nature 
of § 101: "Whoever invents or discovers any new and 
useful process . . . may obtain a patent therefor, 
subject to the conditions and requirements of this 
title." The statute "does not mean 'some,' or even 
'most,' but all." Bilski, 545 F.3d at 1012 (Rader, J., 
dissenting). As this Court has stated: 


Unless otherwise defined, "words will 
be interpreted as taking their ordinary, 
contemporary, common meaning," and, 
in dealing with the patent laws, we 
have more than once cautioned that 
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"courts should not read into the patent 
laws limitations and conditions which 
the legislature has not expressed." 


Diehr, 450 U.S. at 182 (citations omitted). See 
also H.T. Markey, "Why Not The Statute?," 65 J. 
Pat. Off. Soc'y 331, 331-40 (1983). 


Of course, there are "limits to § 101 and every 
discovery is not embraced within the statutory 
terms. Excluded from such patent protection are 
laws of nature, natural phenomena, and abstract 
ideas." Diehr, 450 U.S. at 185. Thus, 


a new mineral discovered in the earth 
or a new plant found in the wild is not 
patentable subject matter. Likewise 
Einstein could not patent his celebrated 
law that E=mc2; nor could Newton have 
patented the law of gravity. Such 
discoveries are "manifestations of . . . 
nature, free to all men and reserved 
exclusively to none." 


Chakrabarty, 447 U.S. at 309, quoted in Diehr, 450 
U.S. at 185. 


The abstractness and natural law 
preclusions not only make sense, they 
explain the purpose of the expansive 
language of section 101. Naturallaws 
and phenomena can never qualify for 
patent protection because they cannot 
be invented at alL .... Furthermore, 
abstract ideas can never qualify for 
patent protection because the Act 
intends, as section 101 explains, to 
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provide "useful" technology. An 
abstract idea must be applied to 
(transformed into) a practical use before 
it qualifies for protection. 


Bilski, 545 F.3d at 1013 (Rader, J., dissenting). 


Aside from the three narrow exclusions, subject 
matter within the statutory categories identified in § 
101 is patent eligible. Thus, an application of a law 
of nature, natural phenomenon or abstract idea can 
be patented as part of a process. See Diehr, 450 U.S. 
at 187. In fact, "all inventions can be reduced to 
underlying principles of nature." Id. at 189 n.12; see 
also Lab. Corp. of Am. Holdings v. Metabolite Labs., 
548 U.S. 124, 134-36 (2006) (Breyer, J., dissenting 
from dismissal of writ of certiorari as improvidently 
granted) ("many a patentable invention rests upon 
its inventor's knowledge of natural phenomena; 
many 'process' patents seek to make abstract 
intellectual concepts workably concrete; and all 
conscious human action involves a mental process"). 


Admittedly, the "line between a patentable 
'process' and an unpatentable 'principle' is not 
always clear. Both are conception[s] of the mind, 
seen only by [their] effects when being executed or 
performed." Parker v. Flook, 437 U.S. 584, 589 
(1978) (quoting Tilghman v. Proctor, 102 U.S. 707, 
728 (1881» (alternations in original). Nevertheless, 
difficulty in applying the statute does not justify or 
require adoption of a bright line test: 


The subject-matter provisions of the 
patent law have been cast in broad 
terms to fulfill the constitutional and 
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statutory goal of promoting "the 
Progress of Science and the useful Arts" 
with all that means for the social and 
economIC benefits envisioned by 
Jefferson. Broad general language is 
not necessarily ambiguous when 
congressional objectives require broad 
terms. 


Chakrabarty, 447 U.S. at 315. 


B. The Federal Circuit Erred by Holding 
that a "Process" must be Tied to a 
Machine or Transformation" Under 35 
U.S.C. § 101 


A patent-eligible process has not in the past and 
should not now require physical transformation or 
machine implementation. The Federal Circuit's 
machine-or-transformation test requires ignoring 
this Court's rejection of such a rigid test in favor of a 
broader, more reasoned approach. See, e.g., 
Gottschalk v. Benson, 409 U.S. 63, 67 (1972); Flook, 
437 U.S. at 590; Diehr, 450 U.S. at 185 (each 
identifying a patent-eligible process as "any new and 
useful process," except those to abstract ideas, 
natural phenomena and laws of nature). 


1. The Federal Circuit has 
misinterpreted Supreme Court 
precedent 


The Federal Circuit attributes its machine-or
transformation test to this Court. Bilski, 545 F.3d at 
963 (referring to "the Court's machine-or
transformation test"); id. at 964 (stating that the 
"Supreme Court has enunciated a definitive test," 
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i.e., the machine' or-transformation test). Yet this 
Court clearly has rejected such a test. See, e.g., 
Flook, 437 U.S. at 589 n.9 ("As in Benson, we 
assume that a valid process patent may issue even if 
it does not meet one of these qualifications 
[transformation or machine-implementation] of our 
earlier precedents.") (emphasis added) (internal 
citations omitted); Benson, 409 U.S. at 71 ("It is 
argued that a process patent must either be tied to a 
particular machine or apparatus or must operate to 
change articles or materials to a 'different state or 
thing.' We do not hold . ... ") (emphasis added). 
Thus, this Court has never held that the absence of a 
physical transformation or machine implementation 
is sufficient to declare a process ineligible for patent 
protection. 


In invoking its Bilski test, the Federal Circuit has 
transformed what amounts to a "safe harbor" in 
certain circumstances into a rigid exclusionary test: 
According to this Court, a process that results in a 
physical transformation or is tied to a machine is 
patent eligible. See, e.g., Diehr, 450 U.S. at 192 
("when [a claimed invention] is performing a 
function which the patent laws were designed to 
protect (e.g., transforming or reducing an article to a 
different state or thing), then the claim satisfies the 
requirements of § 101); Mackay Radio & Tel. Co. v. 
Radio Corp. of Am., 306 U. S. 86, 94 (1939); 
Tllghman, 102 U.S. at 72l. 


Amici recognize that this Court has stated: 
"Transformation and reduction of an article 'to a 
different state or thing' is the clue to the 
patentability of a process claim that does not include 
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particular machines." Diehr, 450 U.S. at 184 
(quoting Benson, 409 U.S. at 70). However, that 
statement must be taken in context and in view of 
the facts in Diehr--facts establishing that a 
transformation was dictated by the claim in issue. 
While transformation may have been "the clue" in 
Diehr, neither transformation nor a machine 
limitation is required by this Court's precedent in all 
process cases. See Benson, 409 U.S. at 71. 


2. The Federal Circuit has read 
limitations into "any new and 
useful process" not required by 
the language of § 101 


The language of § 101 is "extremely broad." 
J.E.M Ag Supply, 534 U.S. at 130; see also Flook, 
437 U.S. at 588 n. 9. But the language is not 
ambiguous. Chakrabarty, 447 U.S. at 315. Yet, the 
Federal Circuit has construed the plain language 
§ 101 in a way not contemplated by Congress, i.e., by 
"redefining the word 'process' in the patent statute." 
Bilski, 545 F.3d at 977 (Newman, J., dissenting). "In 
interpreting a statute, it is the language selected by 
Congress that occupies center stage .... " Id. at 987. 
As Congress intended by its broad language, it 
includes all practical applications of the statutory 
categories, including processes. See, e.g., Diehr, 450 
U.S. at 187. 


The breadth of the statute ensures it is a 
"dynamic provision designed to encompass new and 
unforeseen inventions." J.E.M Ag Supply, 534 U.S. 
at 135. Denying patent protection for unforeseen 
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inventions, as Bilski surely would do, is "inconsistent 
with the forward-looking perspective of the patent 
statute." Id. This Court should "decline to narrow 
the reach of § 101 where Congress has given ... no 
indication that it intends this result." Id. at 145-46. 


3. This Court has disfavored rigid 
application of bright-line tests 


In Bilski, the Federal Circuit has imposed a rigid 
test that precludes consideration of what is actually 
covered by the particular patent claim in question. 
The Bilski test brings to mind the Federal Circuit's 
"TSM" test in Teleflex, Inc. v. KSR Int'l Co., No. 04-
1152, 2005 WL 23377 (Fed. Cir. Jan. 6, 2005), rev'd, 
550 U.S. 398 (2007). This Court repeatedly has 
rejected the application of such rigid, bright-line 
tests and has instead consistently applied flexible 
approaches. 


In KSR, this Court rejected the "rigid approach of 
the Court of Appeals" because "[tlhroughout this 
Court's engagement with the question of 
obviousness, our cases have set forth an expansive 
and flexible approach inconsistent with the way the 
Court of Appeals applied its TSM test here." 550 
U.S. at 415. This Court held that "rigid preventative 
rules that deny factfinders recourse to common 
sense, however, are neither necessary under our case 
law nor consistent with it." Id. at 421. 


Earlier, this Court criticized the Federal Circuit 
for its rigid application of the law in Festo Corp. v. 
Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U.S. 
722 (2002). In Festo, the Federal Circuit held that 
prosecution history estoppel prevented the inventor 
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from asserting any scope of equivalents. See id. at 
737. It reviewed its precedent and found that it had 
"consistently applied the doctrine in a flexible way, 
not a rigid one." Festo, 535 U.S. at 738. This Court 
also found that the "Court of Appeals ignored the 
guidance of Warner-Jenkinson, which instructed 
that courts must be cautious before adopting 
changes that disrupt the settled expectations of the 
inventing community. See 520 U.S. at 28." Festo, 
535 U.S. at 738. This Court was understandably 
concerned that 


Inventors who amended their claims 
under the previous regime had no 
reason to believe that they were 
conceding all equivalents. If they had 
known, they might have appealed the 
rejection instead. There is no 
justification for applying a new and 
more robust estoppel to those who 
relied on prior doctrine. 


Id at 739. 


Likewise, in Warner-Jenkinson, this Court 
declined to retroactively narrow the scope of patent 
protection by adopting Petitioner's rigid, bright-line 
test to determine prosecution history estoppel, 
noting that "the PTO may have relied upon a flexible 
rule of estoppel when deciding whether to ask for a 
change in the first place." Warner-Jenkinson Co. 
Hilton Davis Chem. Co., 520 U.S. 17, 32 n.6 (1997). 
("To change so substantially the rules of the game 
now could very well subvert the various balances the 
PTO sought to strike when issuing the numerous 
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patents which have not yet expired and which would 
be affected by our decision.") 


In this case, the Federal Circuit's rigid rule will 
cause similar uncertainty regarding patent 
protection for inventions previously believed to be 
patent eligible, including many in biotechnology and 
medical technology. Investment in these inventions 
were based on the expectation that patent eligibility 
would be determined by § 101's broad language and 
this Court's precedent-not the Federal Circuit's 
rigid Bilski test. "Indeed, the full reach of [Bilskis] 
change of law is not clear, and ... many existing 
situations may require reassessment under the new 
criteria." Bilski, 545 F.3d at 977 (Newman, J., 
dissenting). "Uncertainty is the enemy of 
innovation. These new uncertainties not only 
diminish the incentives available to new enterprise, 
but disrupt the settled expectations of those who 
relied on the law as it existed" before Bilski .. 


C. Additional Tests Further Restrict the 
Scope of Patent" Eligible Process Claims 
and Should be Rejected in favor of This 
Court's Broad Interpretation of § 101 


To determine whether the claimed invention is 
patent eligible under § 101, the appropriate question 
to ask is whether the claimed invention is a law of 
nature, natural phenomenon or abstract idea per se. 
However, several additional tests have been applied 
from time to time. The machine"or-transformation 
test, at issue here, is among them. Two others are 
those labeled "preemption" and "post-solution 
activity." See, e.g., Benson, 409 U.S. at 71-72 
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(preemption); Flook, 437 U.S. at 591 (post-solution 
activity). In Bilski, the Federal Circuit relied on 
these additional tests. 545 F.3d at 957, 562 
(preemption and post-solution activity, respectively). 
While these additional tests may appear helpful in a 
given case, their application often has caused 
confusion and likely has led to the inappropriate loss 
of patent rights in many cases. 


A particularly misleading test is that involving 
preemption. If a claim were granted to an abstract 
idea, law of nature, or natural phenomenon per se, 
then that claim would wholly preempt all its uses. 
To the extent cases have so held, those holdings are 
consistent with § 101. See, e.g., Benson, 409 U.S. at 
71-72 ("patent would wholly preempt the 
mathematical formula and in practical effect would 
be a patent on the algorithm itself'). However, when 
a claim limits such a use, it does not preempt an 
abstract idea, law of nature or natural phenomenon, 
and the concept of preemption should not be applied. 
See, e.g., O'Reilly v. Morse, 56 U.S. 62, 112-16 (1854) 
(claim 8 limited to using electromagnetism "for 
marking or printing intelligible characters, signs, or 
letters" and thus not preempting all uses of 
electromagnetism but rather is overly broad (a § 112 
problem)); Diehr, 450 U.S. at 187 (claim to a process 
for molding synthetic rubber held patentable 
because while the "process admittedly employs a 
well-known mathematical equation," the inventors 
did "not seek to preempt the use of that equation"). 


By its very essence, a patent grants the inventor 
the right to exclude others from practicing the 
claimed invention, in other words, to preempt others 
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from making, using, selling, offering for sale, or 
importing the claimed invention. The scope of this 
exclusionary right depends upon what is in the prior 
art and the inventor's ability to satisfy § 112 
requirements. Confusion with the preemption 
doctrine arises when, instead of considering whether 
the claim preempts the fundamental principle in 
question, courts ask whether the claim unduly 
preempts the field of invention, blocking others from 
entering the field. See, e.g., Bilski, 545 F.3d at 957 
("pre"emption of all uses of the principle or in only 
one field . . . indicate the claim is not limited to a 
particular application of the principle") (emphasis 
added). Such an inquiry is not appropriate and 
confuses concerns about patent eligibility with those 
relating to other provisions of title 35, such as § 112 
(breadth) and §§ 102 and 103 (patentability in view 
of the prior art). Unless an inventor preempts a law 
of nature, natural phenomenon or abstract idea per 
se, his or her ability to exclude (preempt) others from 
making, using, selling offering for sale or importing 
the claimed invention is a function of §§ 112, 102 and 
103, not of § 101. 


The "post" solution," or "extra" solution," test 
further confuses the law. Since "all inventions can 
be reduced to underlying principles of nature," the 
subject matter of an invention must be viewed in its 
entirety to determine patent eligibility. Diehr, 450 
U.S. at 188, 189 n.12. This principle is essential to 
biotechnological patents, since inventions within this 
discipline inherently relate to the natural 
phenomena and biological processes of living things. 
Yet the "post"solution" or "extra"solution" test invites 
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dissecting the claim and ignoring certain claim 
language. Compare Diehr, 450 U.S. at 175 n.5 
(giving weight to all the claim limitations, including 
that requiring "opening the press automatically 
when a said comparison indicates equivalence") with 
id at 215 (Stevens, J., dissenting) (suggesting that 
the mold -opening limitation should be treated as 
post-solution activity and gIven no "legal 
significance") . 


Similarly, the focus should be on the claim as a 
whole and not on what a court believes the "inventor 
claims to have discovered." Diehr, 450 U.s. at 205 
(Stevens, J., dissenting) (suggesting this latter 
approach). This latter inquiry belongs with a 
patentability analysis under §§ 102 and 103. 
Making it part of the § 101 inquiry confuses the 
novelty and nonobviousness issues with the issue of 
whether the claim is to a law of nature, natural 
phenomenon or abstract idea. See, e.g., Flook, 437 
U.S. at 591-95; and Diehr, 450 U.S. at 205-27 
(Stevens, J., dissenting). "The 'novelty' of any 
element or step in a process ... is of no relevance in 
determining whether the subject matter of a claim 
falls within the § 101 categories .... " Diehr, 450 
U.S. at 188-89. 


Like the "preemption" and "extra -solution 
activity" tests, the Federal Circuit's machine-or
transformation test hinders appropriate application 
of § 101: 


[It] propagates unanswerable questions: 
What form or amount of 
"transformation" suffices? When is a 
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"representative" of a physical object 
sufficiently linked to that object to 
satisfy the transformation test? .... 
What link to a machine is sufficient to 
invoke the "or machine" prong? Are the 
"specific" machines of Benson required 
or can a general purpose computer 
qualify? 


Bilski, 545 F.3d at 1015 (Rader, J., dissenting). 


Amid the above-described confusion, this Court 
now has the opportunity to clarify application of 
§ 101. Amici respectfully request that it do so by 
reaffirming its long-standing principles underlying a 
§ 101 analysis and applying them to the claim as a 
whole rather than relying on confusing concepts, 
rigid tests, or alternative approaches that have 
arisen in prior cases. By doing so, the governing 
standard of § 101 will conform to past precedent, 
promote science and the technological arts, and will 
not further confuse the law on patent-eligible subject 
matter. 


CONCLUSION 


For the foregoing reasons, Amici respectfully 
request this Court to set aside the Federal Circuit's 
Bilski test and reaffirm the breadth of 35 U.S.C. 
§ 101 to include "any new and useful process," except 
one to a law of nature, natural phenomenon, or 
abstract idea per se. 
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I. INTRODUCTION AND STATEMENT 
OF INTEREST OF AMICUS CURIAEl 


The questions presented in this appeal have a 
broad impact on inventions other than the "business 
method" claims of Petitioner's patent application. 
The Federal Circuit's "machine or transformation" 
test restricts patent eligibility. As a result, 
institutions will be incentivized to hold future 
inventions as trade secrets. This result is antithetical 
to the spirit of the patent laws, which aim to promote 
the progress of science through the sharing of critical 
technology. 


The Washington State Patent Law Association 
("WSPLA") is the leading organization for patent 
attorneys and other patent professionals in 
Washington State, providing a forum for patent and 
other intellectual property law issues, and serving as 
a valuable resource for patent attorneys, agents, 
educators, students, and owners of intellectual 
property. 


This amicus curiae brief is presented by the Washington 
State Patent Law Association under Supreme Court Rule 
37.3(a). Petitioner has consented to the filing of this amicus 
curiae brief by a blanket letter of consent filed with the Court 
February 4, 2009. Respondent has consented via a separate 
blanket letter of consent, dated July 21,2009. In accordance 
with Supreme Court Rule 37.6, amicus curiae states that no 
counsel for a party authored any part of this brief. Only this 
amicus curiae made monetary contribution to the preparation 
and submission of this brief. Counsel for amicus curiae 
prepared this brief on a pro bono basis. 
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WSPLA takes no position on the merits of 
Petitioner's alleged innovation.2 WSPLA's only 
interest is to assure that the patent law is consistent 
with the Constitutional mandate to promote the 
progress of science and the useful arts. 


In accordance with Rule 37 of this Court, 
WSPLA has notified and has consent of both 
Petitioner and Respondent to file this amicus curiae 
brief. 


II. ISSUES PRESENTED 


In the present brief we provide guidance to the 
questions presented in this Court's June 1, 2009 
Order granting Petitioner's writ of certiorari: 


Whether the Federal Circuit erred by 
holding that a "process" must be tied to 
a particular machine or apparatus, or 
transform a particular article into a 
different state or thing ("machine-or
transformation" test), to be eligible for 
patenting under 35 U.S.C. §101, despite 
this Court's precedent declining to limit 
the broad statutory grant of patent 
eligibility for "any" new and useful 
process beyond excluding patents for 
"laws of nature, physical phenomena, 
and abstract ideas." 


2 We take no issue with the fact that State Street Bank may have 
"launched a legal tsunami, inundating the patent office with applications 
seeking protection for common business practices." Bilski, 545 F.3d at 
1004 (J. Mayer dissenting); however, the U.S. Patent & Trademark office 
is equipped to address "common" practices under § § 1 02 and 103 of the 
statute. 
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Whether the Federal Circuit's 
"machine-or-transformation" test for 
patent eligibility, which effectively 
forecloses meaningful patent protection 
to many business methods, contradicts 
the clear Congressional intent that 
patents protect "method[s] of doing or 
conducting business." 35 U.S.C. §273. 
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III. SUMMARY OF ARGUMENT 


The standard that governs whether a process 
is patent eligible subject matter under 35 U.S.C. 
§101 should be grounded in this Court's precedent as 
set forth in Diamond v. Chakrabarty, 447 U.S. 303 
(1980) and Diamond v. DieM, 450 U.S. 175 (1981). A 
"process" entails an act or a series of acts performed 
upon a subject matter, or a mode of treatment of 
certain materials to produce a given result. When 
considered as a whole, a process must be new and 
useful in that it must be man-made and not exist in 
nature, and it must be practically useful. Such a 
process does not have to result in a physical 
transformation or be tied to a machine, although 
such provisions are indicia of patent eligibility. 


In response to the Federal Circuit's opinion in 
State St. Bank & Trust Co. v. Signature Fin. Group, 
Inc., 149 F.3d 1368 (Fed. Cir. 1998), Congress chose 
not to change the statutes governing patent 
eligibility. Rather, Congress enacted 35 U.S.C. §273, 
which strikes a fair balance between patent law and 
trade secret law (Congressional Record - Senate 146 
Cong Rec. S. 14986, 14994 (11119/99».35 U.S.C. §273 
provides a first inventor defense to a patent 
infringement suit. 


In enacting §273, Congress affirmed that the 
patent laws should encourage innovation, not create 
barriers to innovation. Although State Street could 
result in patents that prevent people from practicing 
what they were already doing, Congress did not 
change § 101. Instead, Congress balanced the 
interests of new patent owners with the interests of 
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others already practicing the claimed inventions 
before the patents issued. 
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IV. ARGUMENT 


A. The Federal Circuit erred 


1. This Court's precedents do 
not support the Federal 
Circuit's conclusion that 
the "machine or 
transformation" test 
defines those inventions 
that are patent eligible 


To "clarify the standards applicable in 
determining whether a claimed method constitutes a 
statutory 'process' under §101" (In re Bilski, 545 F.3d 
943, 949 (Fed. Cir. 2008», the Federal Circuit 
derived a "machine-or-transformation" test: 


A claimed process is surely patent
eligible under §101 if. (1) it is tied to a 
particular machine or apparatus, or (2) 
it transforms a particular article into a 
different state or thing. 


Id at 954 (citations omitted). 


In deriving this test, the Federal Circuit 
overlooked that this Court's precedent declines to 
limit the broad statutory grant of patent eligibility 
for "any" new and useful process beyond excluding 
patents for "laws of nature, physical phenomena, and 
abstract ideas." 


There is no support in this Court's precedent 
for the Federal Circuit's conclusion that this Court 
enunciate a definitive "machine or transformation" 
test for determining the patent eligibility of a 
claimed process under §101. As a basis for arguing 
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the lack of support, the Washington State Property 
Law Association concurs with Section II(B) (pages 9-
13) of American Intellectual Property Law 
Association's brief, dated March 2, 2009, of record in 
this case: "Brief of Amicus Curiae American 
Intellectual Property Law Association in Support of 
the Petition for a Writ of Certiorari." 


2. The governing standard for 
whether a process is patent 
eligible subject matter 
under § 101 is provided by 
Chakrabarty and Diehr 


Any patent eligibility analysis must start with 
the statute itself, as codified in §101: 


Whoever invents or discovers any new 
and useful process, machine, 
manufacture, or composition of matter, 
or any new and useful improvement 
thereof, may obtain a patent therefor, 
subject to the conditions and 
requirements of this title. 


(Emphasis added.) At least four terms are of interest 
in the present analysis: (1) "any" (2) "new" (3) 
"useful" and (4) "process." This Court's cases help to 
delineate the boundaries of §101 and shed light on 
these terms, including Gottschalk v. Benson, 409 
U.S. 63 (1972) and Parker v. Flook, 437 U.S. 584 
(1978), with Diamond v. Chakrabarty, 447 U.S. 303 
(1980) and Diamond v. Diehr, 450 U.S. 175 (1981) 
providing the most apposite and on-point guidance. 
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3. ChakrabartY. "any," ''new,'' 
and ''useful'' 


In Chakrabarty, certiorari was granted to 
determine whether a live, human-made micro
organism is patentable subject matter under §101. 
Chakrabarty, 447 U.S. at 305. This human-made 
genetically engineered bacterium was capable of 
breaking down multiple components of crude oil, and, 
because of this property, which was possessed by no 
naturally occurring bacteria, Chakrabarty's 
invention was valuable in the treatment of oil spills. 
Id 


The novelty requirement in §1013 addresses 
the type of subject matter that is eligible for patent 
protection, subject to the conditions and 
requirements of Title 35. In Chakrabarty, the type of 
subject matter was "human-made" and "no[t] 
naturally occurring." Chakrabarty, 447 U.S. at 305. 
In other words, the patentee produced a "new" 
bacterium with markedly different characteristics 
from any found in nature so that his discovery was 
not nature's handiwork, but his own. Id at 310. 


The bacterium was also "useful" because it 
promised more efficient and rapid oil-spill control. 
This Court explicitly found that the patentee 
produced a new bacterium "having the potential for 
significant utility." Id (emphasis added). "Utility" 
was identified with the "treatment of oil spills," as 
evidenced by the "capabiI[ity] of degrading camphor 
and octane, two compounds of crude oil" resulting in 
"more efficient and rapid oil-spill control," Id at 305, 


3 Vis-a-vis the novelty requirement in 35 U.S.C. § 1 02. 
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n.1. Thus, this Court identified the practical utility of 
the invention as a significant aspect of §101 analysis. 


Chakrabarty provided a broad scope for "new" 
and "useful" inventions,4 in which the term "any" 
was integral to §101's requirement for "anynew and 
useful process" (emphasis added). In particular, this 
Court observed that: 


The subject-matter provisions of the 
patent law have been cast in broad 
terms to fulfill the constitutional and 
statutory goal of promoting "the 
Progress of Science and the useful Arts" 
. . . . Broad general language is not 
necessarily ambiguous when 
congressional objectives require broad 
terms. 


Id at 313. In light of this, the term "any" was 
interpreted to mean that "anything under the sun 
that is made by man" is eligible for patent protection. 
Id at 309 (quotingS. Rep. No. 82-1979, at 5 (1952); 
H.R. Rep. No. 82-1923, at 6 (1952» (emphasis 
added). This statement not only clarified the scope of 
the term "any" ("anything"), but also the scope of the 
term "new" ("made by man"). This interpretation of 
§101 was also based on Committee Reports that 
accompanied the 1952 Patent Act, informing this 
Court of Congressional intent of statutory subject 


4 Chakrabarty applies not only to the biotechnology field, but extends to 
all fields in patent law. For example, computer instructions are also 
"made" by developers and are therefore "new"; they can also be ''useful'' 
since they can be instrumental in manipulating hardware components 
employed for practically useful ends Thus, computer instructions can be 
eligible for patent protection. However, whether they are ultimately 
patentable in view of35 u.S.C. §§102 (novelty), 103 (nonobviousness), 
and 112 (written description and enablement) is a separate inquiry. 
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matter. Id Thus, Chakrabartymore confidently 
established Congressional intent than either 
Gottschalk or Flook, both of which openly solicited 
Congressional intervention.5 


This Court previously noted that the scope of 
§101 extends beyond the particular technologies that 
legislators may have contemplated at the time of the 
1952 Patent Act: 


This Court frequently has observed that 
a statute is not to be confined to the 
particular applications contemplated by 
the legislators. . . . This is especially 
true in the field of patent law. A rule 
that unanticipated inventions are 
without protection would conflict with 
the core concept of the patent law that 
anticipation undermines patentability. 
Mr. Justice Douglas reminded that the 
inventions most benefiting mankind are 
those that push back the frontiers of 
chemistry, physics, and the like. 
Congress employed broad general 
language in drafting § 101 precisely 
because such inventions are often 
unforeseeable. 


Chakrabarty, 447 U.S. at 315-16 (citations omitted) 
(internal quotes omitted). Thus, this Court made it 
clear that §101 is to be construed very broadly. 


5 Gottschalk, 409 U.S. at 72 ("The technological problems tendered in the 
many briefs before us indicate to us that considered action by the 
Congress is needed."); Flook, 437 U.S. at 595 ("Difficult questions of 
policy concerning the kinds of programs that may be appropriate for 
patent protection and the form and duration of such protection can be 
answered by Congress."). 
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However, notwithstanding the breadth of 
§101, as both Chakrabarty and later Diehr 
emphasized, it is not without limitation: 


This is not to suggest that §101 has no 
limits or that it embraces every 
discovery. The laws of nature, physical 
phenomena, and abstract ideas have 
been held not patentable. Thus, a new 
mineral discovered in the earth or a new 
plant found in the wild is not patentable 
subject matter. Likewise, Einstein could 
not patent his celebrated law that E = 
mc2; nor could Newton have patented 
the law of gravity. Such discoveries are 
"manifestations of ... nature, free to all 
men and reserved exclusively to none." 


Id at 309 (citing Flook; Gottschalk, 409 U.S. at 67; 
Funk Brothers Seed Co. v. Kalo Inoculant Co., 333 
U.S. 127, 130 (1948); O'Reilly v. Morse, 15 How. 62, 
112-121 (1854); and LeRoy v. Tatham, 14 How. 156, 
175 (1853»; see also Diehr, 450 U.S. at 185. In short, 
laws of nature, physical/natural phenomena, and 
abstract ideas are the exceptions to patent 
eligibility.6 Examples of these exceptions include 
Newtonian gravity (a law of nature), new minerals 
discovered in the earth (physical/natural 
phenomena), and mere unapplied mathematical 
formulae such as binary coded decimal to pure 
binary conversions (abstract ideas). 7 These are the 


6 In Diehr, this Court characterized the exclusion from patent protection 
"laws of nature, natural phenomena, and abstract ideas." Diehr, 450 U.S. 
at 185 (emphasis added). 


7 Gottschalk, 409 U.S. at 68. 
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three traditional categories of exceptions to patent 
eligibility recognized by this Court, and they should 
continue to be regarded as the checks on any 
overbroad interpretation of §101. 


4. Diamond v. Diehr: 
''process'' 


Following Chakrabarty, this Court addressed 
head-on the eligibility of processes, which are at 
issue in the present patent application. In Diehr, this 
Court granted certiorari to determine whether a 
process for curing synthetic rubber which includes in 
several of its steps the use of (1) a mathematical 
formula and (2) a programmed digital computer is 
patent eligible subject matter under §101. 


First, this Court found that the patentees did 
not seek to patent a mathematical formula, but 
rather sought patent protection for a process of 
curing synthetic rubber. Even though the process 
employed the well-known Arrhenius equation, it did 
not preempt the use of that equation. The process 
merely foreclosed the use of the Arrhenius equation 
in conjunction with all the other claimed steps. In 
other words, the use of the Arrhenius equation in the 
claim was not an unapplied mathematical formula; 
rather, it was part of an application to cure rubber. 


Second, even though a computer was not 
needed in the process of curing natural or synthetic 
rubber, if the use of the computer incorporated in the 
claimed process significantly lessened the possibility 
of overcuring or undercuring, the process as a whole 
did not become unpatentable subject matter. Diehr, 
450 U.S. at 187. Thus, the use of a well-known 
formula did not render claimed subject matter 
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patent-ineligible, and a computer was an integral 
part of such subject matter: 


It is inappropriate to dissect the claims 
into old and new elements and then to 
ignore the presence of the old elements 
in the analysis .... This is particularly 
true in a process claim because a new 
combination of steps in a process may 
be patentable even though all the 
constituents of the combination were 
well known and in common use before 
the combination was made. 


Id At 188. Thus, although the process claim simply 
employed a well-known formula and the use of a 
digital computer, as a whole it was deemed patent 
eligible. 


When actually examining the process claim 
itself, as a starting point, this Court looked to past 
case law for a definition of a "process": 


A process is a mode of treatment of certain 
materials to produce a given result. It is an 
act, or a series of acts, performed upon the 
subject-matter to be transformed and reduced 
to a different state or thing. 


Id at 183 (quoting Cochrane v. Deener, 94 U.S. 780, 
787-788 (1877». At its most general level, a process 
is described as a mode of treatment of certain 
materials to produce a given result, or an act, or a 
series of acts performed upon a subject matter. This 
definition provides a sufficient basis for identifying a 
process. 


The remaining language, namely, "to be 
transformed and reduced to a different state or 
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thing" provides an exemplary scenario of how such a 
process can be carried out: 


Transformation and reduction of an 
article to a different state or thing is the 
clue to the patentability of a process 
claim that does not include particular 
machines. 


Gottschalk, 409 U.S. at 70 (internal quotes omitted) 
(emphasis added); Diehr, 450 U.S. at 183. Thus, 
instead of being a definitive test, transformation at 
most provides a clue to, or is an indicium of, patent 
eligibility, and as such it may provide a sufficient 
condition for patent eligibility, but it is not a 
necessary one. 


This Court appeared to preclude any 
argument to the contrary: 


It is argued that a process patent must 
either be tied to a particular machine or 
apparatus or must operate to change 
articles or materials to a different state 
or thing. We do not hold that no process 
patent could ever qualify if it did not 
meet the requirements of our prior 
precedents. 


Gottschalk, 409 U.S. at 71 (internal quotes omitted) 
(emphasis added). Thus, this Court appeared to hold 
that transformation and tying to a machine provide 
mere indicia of patent eligibility, but they are not 
requirements thereof. 


In Diehr, this Court examined how an 
"application" of an algorithm impinged on patent 
eligibility. Citing to Gottschalk, this Court noted: 
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The sole practical application of the 
[binary-coded decimal to pure binary] 
algorithm was in connection with the 
programming of a general purpose 
digital computer. 


Diehr, 450 U.S. at 185-86 (emphasis added). The 
concern expressed by this Court in Gottschalk was 
that if the claimed invention issued as a patent, it 
would practically wholly pre-empt the mathematical 
formula and would result in a patent on the 
algorithm itself. Benson, 409 U.S. at 72. Second, this 
Court noted that Flook presented a similar situation, 
where method claims were drawn to computing an 
alarm limit number, and the application sought to 
protect a formula for computing this number. Diehr, 
450 U.S. at 186. 


In contrast to both Gottschalk and Flook, the 
Diehrinvention did not seek to patent a 
mathematical formula, but rather it sought patent 
protection for a process of curing synthetic rubber. 
Diehr, 450 U.S. at 187. Specifically, in Diehrthe 
patentees did "not seek to pre-empt the use of that 
equation. Rather, they [sought] only to foreclose from 
others the use of that equation in conjunction with 
all of the other steps in the claimed process." Id 
These cases appear to lead to the conclusion that 
Gottschalk and Flook inventions did not recite 
enough practical utility, whereas Diehrdid. 
Gottschalk and Flook were directed to algorithms in 
the abstract, in contrast to Diehrthat recited a 
practically useful invention that cured synthetic 
rubber. 







- 16-


5. Claims that are compliant 
with §101 Are Subject to 
Other Requirements under 
the Statutes, including 
§§102, 103, and 112. 


The statute requires that even if claims 
are patent-eligible under §101, they are still 
"subject to the conditions and requirements of 
this [35 U.S.C,] title," including §§102 
(novelty) and 103 (nonobviousness). Thus, the 
breadth of §101 patent eligibility has to be 
counterbalanced by other hurdles to 
patentability found in §§102, 103, and 112 
(written description and enablement), so 
alleviating any concerns patentability of 
overbroad and inappropriate subject matter.s 


For example, Diehrfound that the claimed 
process at issue was patent-eligible under §101 yet 
noted that "it may later be determined that the 
respondents' process is not deserving of patent 
protection because it fails ... novelty under §102 or 
nonobviousness under §103." DieM, 450 U.S. at 191. 
The same holds true for §112. The process claim in 
Diehrcleared the §101 hurdle because it was the 


8 Justice Kennedy's concurrence in eBay Inc. noted the "potential 
vagueness" and "suspect validity" of some business method patents. 
However, vagueness is perhaps best addressed under § 112 of the statute 
and suspect validity is perhaps best addressed under §§102 and 103 ofthe 
patent statute. eBay Inc. v. MercExhcange, LLC, 547 U.S. 388, 397 
(2006) (Kennedy, J., concurring). 







- 17 -


type of subject matter eligible for patentability (being 
"new and useful"), yet it could have been rejected in 
view of prior art processes used in the rubber-curing 
industry that either anticipated or rendered the 
process claim obvious. 


The process in Diehrcould have failed for lack 
of written description and enablement. That is, if the 
application in Diehr did not convey with reasonable 
clarity to those skilled in the art that, as of the filing 
date sought, the inventor was in possession of the 
claimed invention, it would have failed the written 
description requirement. Similarly, if it did not teach 
those skilled in the art how to interface the digital 
computer with the Arrhenius equation (i.e., how to 
make and use the invention) without undue 
experimentation, it would have failed under 
enablement. Thus, the Diehrprocess was found 
patent eligible, at least in part, because the Court 
realized that §101 is only one of the counterbalancing 
hurdles that include §§102, 103, and 112, and that 
§101 should remain open to a broad array of patent
eligible subject matter. 


These patentability hurdles guard against any 
over-broad claims that either cannot be supported by 
the application itself or that claim already 
anticipated or obvious subject matter. Thus, despite 
the breadth of §101, other sections of Title 35 provide 
a restricting counterbalance. 
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B. The Federal Circuit "machine or 
transformation" test contradicts 
the Congressional intent of 35 
U.S.C. §273 


1. The Federal Circuit has 
not followed this Court's 
precedential deference to 
Congress on the Reach of 
§101. 


The U.S. Constitution unequivocally give 
Congress the Power: 


To promote the Progress of Science and 
useful Arts, by securing for limited 
Times to Authors and Inventors the 
exclusive Right to their respective 
Writings and Discoveries; 


U.S. Constitution, Article I, Section 8. As the 
foregoing passage makes clear, Congress has the 
power to pass laws governing patentable subject 
matter. Congress has exercised that authority in 
passing 35 U.S.C. §101. (Patent Act, July 19, 1952, c. 
950, 66 Stat. 792, codified as Title 35 of the United 
States Code). 


This Court has consistently recognized 
Congressional authority with respect to the patent 
laws. Facing the issue of the scope of § 101 in the 
context of genetically modified bacteria, this Court 
stated in Chakrabarty that: 


The choice we are urged to make is a 
matter of high policy for resolution 
within the legislative process after the 
kind of investigation, examination, and 
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study that legislative bodies can provide 
and courts cannot. 


Id at 317; see Parker v. Flook, 437 U.S. 584, 595 
(1978): 


Difficult questions of policy concerning 
the kinds of programs that may be 
appropriate for patent protection and 
the form and duration of such protection 
can be answered by Congress on the 
basis of current empirical data not 
equally available to this tribunal. 


In the face of new technology leading to 
genetically modified plants, in J.E.M Ag Supply, 
Inc. v. Pioneer Hi-Bred International, Inc., 534 U.S. 
124 (2001), this Court described §101 as a "dynamic 
provision designed to encompass new and unforeseen 
inventions." Id at 133. The Court stated: "As in 
Chakrabarty, we decline to narrow the reach of § 101 
where Congress has given us no indication that it 
intends this result." Id at 145-46. This Court also 
stated that "Congress plainly contemplated that the 
patent laws would be given wide scope," Id at 130 
(quoting Chakrabarty, 447 U.S. at 308), and that the 
language of §101 is "extremely broad." Id 


In response to this Court's decision in 
Deepsouth Packing Co. v. Laitram Corp., 406 U.S. 
518 (1972), Congress also amended 35 U.S.C. §271 in 
1984. (See S. Rep. No. 98-663, pp. 2-3 (1984) 
describing §271(O as "a response to the Supreme 
Court's 1972 Deepsouth decision which interpreted 
the patent laws not to make it an infringement 
where the final assembly and sale is abroad. ,,) 
Subsequently, in Microsoft Corp. v. AT&T, 550 U.S. 
437 (2007), this Court stated: 
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Having attended to the gap made 
evident in Deepsouth, Congress did not 
address other arguable gaps: Section 
271(() does not identify as an infringing 
act conduct in the United States that 
facilitates making a component of a 
patented invention outside the United 
States; nor does the provision check 
"suppl[ying] ... from the United States" 
information, instructions, or other 
materials needed to make copies 
abroad. Given that Congress did not 
home in on the loophole AT&T 
describes, and in view of the expanded 
extraterritorial thrust AT&T's reading 
of §271(() entails, our precedent leads us 
to leave in Congress' court the patent
protective determination AT&T seeks. 


Id at 450. As support, this Court cited Sony Corp. of 
America v. Universal City Studios, Inc., 464 U.S. 417 
(1984): 


In a case like this, in which Congress 
has not plainly marked our course, we 
must be circumspect in construing the 
scope of rights created by a legislative 
enactment which never contemplated 
such a calculus of interests. 


Id at 431. 


Congress devised the Hatch-Waxman laws to 
provide rights to account for the delay in approving 
drugs through the FDA. More currently, Congress is 
addressing issues related to patents covering 
biological molecules. Congressional committees are 
devoting efforts to creating "follow-on biologics" 
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legislation to regulate this new industry. Congress is 
not contemplating excluding biological molecules 
from patent protection. 


Congress has been debating a significant 
rewrite of the patent laws for the past several years. 
111 S. Rpt. 18, 2009 H.R. 1260. Noticeably absent 
from that debate is any discussion of changing §101 
of the patent statutes. 


Courts are free to interpret statutes passed by 
Congress and have done so. As illustrated above with 
respect to the Deepsouth decision, courts have 
stepped in when the statute was not clear. However, 
where courts have decided issues that were not clear 
from existing law, Congress has not hesitated to 
clarify. The Deepsouth decision is one example. 
Additionally, in In reBass, 59 CCPA 1342 (CCPA 
1973), the appellate court found that 35 U.S.C. §103, 
as written, resulted in the rejection of a patent to a 
research organization team in view of subject matter 
previously developed by some of the members of the 
team. Congress responded. Congress amended the 
patent statutes to preclude rejections under prior art 
owned by the same research organization. 35 U.S.C. 
§103(c) (1984). 


Years later, the Federal Circuit found that 
§103(c), as written, meant that secret prior art 
exchanged under confidentiality agreements between 
companies can used as evidence to render an 
invention obvious. OddzOn Products v. Just Toys 122 
F3d 1396 (1997). Congress again responded and 
passed the CREATE act to preclude rejections over 
information arising under a joint research agreement 
between two research organizations. 35 U.S.C. 
§103(c)(2) (1997). 







- 22-


The issue presently before this Court has its 
origins in the Federal Circuit's opinion in State 
Street. The Federal Circuit held that under §101 
there were no exceptions to patentable subject 
matter. At the time, this decision was controversial 
because many had believed that business methods 
were excluded from patent protection. Congress 
again acted. Congress chose to keep §101 open and to 
enact other legislation. As a direct result of State 
Street, Congress enacted 35 U.S.C. §273: 


The first inventor defense will provide 
the financial services industry with 
important, needed protections in the 
face of the uncertainty presented by the 
Federal Circuit's decision in the State 
Street case. In State Street, the Court 
did away with the so-called "business 
methods" exception to statutory 
patentable subject matter. 
Consequently, this decision has raised 
questions about what types of business 
methods may now be eligible for patent 
protection. In the financial services 
sector, this has prompted serious legal 
and practical concerns .... 


The first inventor defense strikes a 
fair balance between patent law and 
trade secret law. 


146 Cong Rec. S. 14986, 14994 (1999) (citation 
omitted). Congress explicitly recognized that 
business methods patents were eligible for patent 
protection. It responded to State Street, not by 
amending §101 to clarify and narrow its scope (as it 
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had done in the case of §103), but by providing rights 
to those who otherwise would be excluded from 
practicing patented business methods. 


Congress enacted §273 while recognizing that 
patent law should encourage innovation, not create 
barriers to innovation: 


With regard to Title II, the First 
Inventor Defense [the House bill leading 
to §273] I have always held that we 
simply cannot champion trade secret 
protection over patent protection for 
clearly patentable subject matter. We 
cannot betray our Founding Fathers by 
abandoning the foundation upon which 
our patent system is based. We cannot 
openly advocate secrecy when our 
patent system calls for us to vigorously 
promote the progress of science through 
the sharing of critical technology. 


145 Cong Rec H 6929, 6943-44 (1999). To paraphrase 
the AT&TCourt, having attended to the gap made 
evident in State Street Bank, Congress did not 
address other arguable gaps in §101. 


2. The Federal Circuit 
decision in Bilski 
contradicts the 
Congressional intent of 
§273. 


In Bilski, the Federal Circuit erred by not 
considering the intervening passage of §273. 
Whether or not the Federal Circuit correctly decided 
the scope of §101 in State Street, after the passage of 
§273, the court was no longer free to reconsider its 
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State Street decision without considering the impact 
of Congressional action and the passage of §273. 


Section 273 makes clear that Congress 
intended that a wide scope of inventions are patent 
eligible, and not simply those methods that are tied 
to a machine or that transform an article to a 
different state or thing: 


It shall be a defense to an action for 
infringement under section 271 of this 
title with respect to any subject matter 
that would otherwise infringe one or 
more claims for a method in the patent 
being asserted against a person. 


35 U.S.C. §273(b)(1) (emphasis added). 


The legislative history of §273 supports the 
broad definition of patents involving business 
methods. Congress tacitly viewed inventions 
involving business methods as patent eligible under 
§101 as a natural effect of the State Street decision. 


As used in this legislation, the term 
"method" is intended to be construed 
broadly. The term "method" is defined 
as meaning "a method of doing or 
conducting business." thus, "method" 
includes any internal method of doing 
business, a method used in the course of 
doing or conducting business, or a 
method for conducting business in the 
public marketplace. It includes a 
practice, process, activity, or system 
that is used in the design, formulation, 
testing, or manufacture of any product 
or servIce. The defense will be 
applicable against method claims, as 
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well as the claims involving machines or 
articles the manufacturer used to 
practice such methods (i.e., apparatus 
claims). New technologies are being 
developed every day, which include 
technology that employs both methods 
of doing business and physical 
apparatus designed to carry out a 
method of doing business. The first 
inventor defense is intended to protect 
both method claims and apparatus 
claims. 


146 Cong Rec. S., at 14994. Congress intended to 
interpret business methods broadly: 


The term "method" should be 
interpreted broadly so that it includes 
any "method of doing or conducting 
business," including a process. The 
method that is the subject matter of the 
defense may be an internal method of 
doing business, a method used in the 
course of doing or conducting business, 
or a method for conducting business in 
the public marketplace. It can be a 
method used in the design, formulation, 
preparation, application, testing, or 
manufacture of a product or service. A 
method is any systematic way of 
accomplishing a particular business 
goal. The defense should be applicable 
against patent infringement claims 
regarding methods, and to claims 
involving machines or articles of 
manufacture used to practice such 
methods (if such apparatus claims are 
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included in the asserted patent). In the 
context of the financial servIces 
industry, methods would include 
financial instruments (e.g., stocks, 
bonds, mutual funds), financial products 
(e.g., futures, derivatives, asset-backed 
securities), financial transactions, the 
ordering of financial information, any 
system or process that transmits or 
transforms information with respect to 
eventual investments or financial 
transactions. 


Id at 15016. Many of the methods listed by Congress 
involve transactions involving financial instruments 
or financial products in ways that do not involve 
machines in the regular course. The legislative 
history of §273 lacks any statement or discussion 
that would contradict this broad view of patent 
eligibility. 


The definition of process used to derive the 
Federal Circuit's "machine or transformation" test 
contradicts the definition of business methods used 
in the context of §273. Congress understood that 
inventive technology advanced beyond its existing 
limits, and this resulted in a need for flexibility in 
the law to permit new inventions access to patent 
rights. Congress defined business methods broadly to 
embrace these technological advances and their 
relative importance to the financial industry. The 
Federal Circuit did not use the definition of business 
method relied upon by Congress. Rather, it arrived 
at its own definition by an exegetical analysis of the 
word "process," going back to English law of 1663. In 
this respect, the Federal Circuit's definition of a 
patentable method contradicts the practical 
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definition relied upon by Congress. In construing 
statutory law, a definition cannot be used in one way 
while defining the scope of patent eligible subject 
matter, and in a different way during patent 
enforcement when construing entitlement to a 
defense under §273. If the Federal Circuit's 
definition differs, it can only be that the Federal 
Circuit defines patentable business method patents, 
i.e., those falling within §273, more narrowly than 
Congress intended. 


The Federal Circuit's "machine or 
transformation" test contradicts Congressional intent 
by potentially stifling the advance of science and the 
technical arts, including patents for methods of 
conducting business. This new test has a suppressive 
effect on patent eligibility relating to technical 
inventions of certain industries, contradicting 
Congressional intent to leave §lOl open to broadly 
encompass new technologies. 


3. The Federal Circuit 
decision upsets the balance 
between trade secrets and 
patents created by §273. 


Congress enacted §273 while recognizing that 
patent law should encourage innovation, not create 
barriers to innovation: 


With regard to Title II, the First 
Inventor Defense [the House bill leading 
to §273] I have always held that we 
simply cannot champion trade secret 
protection over patent protection for 
clearly patentable subject matter. We 
cannot betray our Founding Fathers by 
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abandoning the foundation upon which 
our patent system is based. We cannot 
openly advocate secrecy when our 
patent system calls for us to vigorously 
promote the progress of science through 
the sharing of critical technology. 


145 Cong Rec H 6929, 6943-44 (1999). Congress 
sought to provide rights to inventors holding trade 
secrets, who believed that their inventions were not 
eligible for patent protection: 


Before the State Street Bank and Trust 
case as to which in 1998 the U.S. 
Supreme Court upheld the Court of 
Appeals for the Federal court, it was 
universally thought that methods of 
doing conducting business were not 
patentable items. 


Before that case, everybody 
would keep that secret and never tried 
to patent it. In recognition of this 
pioneer clarification in the law by that 
case, we felt that those who kept their 
business practices secret had an 
equitable cause not to be stopped by 
someone who subsequently reinvented 
the method of doing or conducting the 
business or obtaining a patent. 


Id at 6947. 


The intent of Congress while enacting §273 
was to balance the interests of patent owners and 
trade secret owners. Congress wanted to maintain 
patent eligibility for new technologies, particularly 
technologies relating to process patents. It resolved 
the tension between these by providing additional 
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rights to trade secret owners relating to business 
methods. 


In enacting §273, Congress understood that it 
was forcing inventors to make information public: 


We cannot openly advocate secrecy 
when our patent system calls for us to 
vigorously promote the progress of 
science through the sharing of critical 
technology. 


145 Cong Rec H 6929, 6943-44 (1999). Relying on 
State Street and §273, thousands of patent 
applications have been filed, many issuing as 
patents. The Federal Circuit's "machine or 
transformation" test changes the balance in a way 
that Congress did not intend and in effect punishes 
those who, relying on Congress, chose to make public 
that which they would have otherwise kept secret. 


The effect of the Federal Circuit's newly 
minted test is to shift those inventions already 
published as patent applications into the category of 
patent ineligible subject matter. Rather than relying 
on principles of preemption of fundamental 
principles, now inventors must rely on the Federal 
Circuit's "machine or transformation" test. This test 
has excludes patent protection not only for business 
method patents, but also for inventions in various 
industries. This test raises a difficult question of 
policy concerning the kinds of programs that may be 
appropriate for patent protection, one this Court 
identified that can be answered by Congress on the 
basis of current empirical data not available to the 
Courts. The Federal Circuit produced an unfair 
result. Those companies that relied on State Street 
and §273 have disclosed their trade secrets in good 
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faith. The Federal Circuit's Bilski decision effectively 
abrogates patent rights of these inventors after they 
revealed valuable trade secrets to the public. This 
unfairly injures these companies and others who 
have been awarded patents based on previous law. 
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V. CONCLUSION 


For the reasons set forth above, WSPLA 
respectfully submits that the governing standard 
regarding when a process is patent eligible under 
§101 is established in Chakrabarty and Diehr. A 
process should be understood to entail an act or a 
series of acts performed upon a subject matter, or a 
mode of treatment of certain materials to produce a 
given result. When considered as a whole, a process 
has to be new and useful in that it must be man
made and not exist in nature, and it must be 
practically useful. Such a process does not have to 
result in a physical transformation or be tied to a 
machine because such provisions are mere indicia of 
patent eligibility. 
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INTEREST OF AMICUS CURIAE1 


The University of South Florida (hereinafter, 
“USF”) is the nation’s ninth largest public university 
and a leading research institution.  Founded in 1956, 
USF has over 46,000 students and more than 13,000 
faculty and staff members, with an annual operating 
budget in excess of $1.8 billion dollars.  USF’s 
mission includes research and scientific discovery for 
the generation, dissemination, and translation of 
new knowledge across disciplines; to strengthen the 
economy; to promote civic culture and the arts; and 
to design and build sustainable, healthy 
communities.  Fueled by its research efforts, USF 
has a substantial economic impact on its region 
estimated at over $3.2 billion dollars annually.   


USF medical researchers strive to expand the 
frontiers of medicine, searching for improved 
methods of diagnosing, prognosing, and treating 
diseases such as cancer, HIV, diabetes, and 
neurological disorders such as Alzheimer’s and 
Parkinson’s diseases.  USF is one of the top 50 


                                                 
1  In accordance with Supreme Court Rule 37, amicus curiae 
states that this brief was not authored in whole or in part by 
counsel for any party, and that no monetary contribution to the 
preparation or submission of this brief was made by any person 
or entity other than amicus curiae or its counsel.  Counsel of 
record for all parties were timely notified 10 days prior to the 
filing of this brief.  Petitioners have consented to the filing of all 
amicus curiae briefs in support of either or neither party, and 
respondent has consented to the filing of this brief via a 
separate letter of consent dated July 14, 2009.  A copy of this 
letter has been filed with the Clerk of the Court. 
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medical schools receiving funding from the National 
Institutes of Health, and USF’s Pediatric 
Epidemiology Center has received over $300 million 
dollars in NIH funding to direct global efforts in 
juvenile diabetes research.  For the 2007/2008 fiscal 
year alone, USF was awarded more than $360 
million dollars in research contracts and grants.  
USF’s hospital partners, Tampa General Hospital 
and the H. Lee Moffitt Cancer Center and Research 
Institute, have been ranked among the nation’s top 
50 hospitals by U.S. News & World Report; and USF 
is classified by the Carnegie Foundation as a top tier 
research university.  


USF has a diverse portfolio of patents and 
pending patent applications across a wide range of 
medical technologies, which through USF’s licensing 
efforts generate additional funding to support 
further research.  The new patent eligibility 
standards adopted by the Court of Appeals for the 
Federal Circuit in In re Bilski, 545 F.3d 943 (Fed. 
Cir. 2008), and as applied by the Federal Circuit in 
Classen Immunotherapies, Inc. v. Biogen IDEC, 304 
F.App’x 866 (Fed. Cir. 2008), if allowed to stand and 
proceed unchecked may have an adverse affect on 
USF’s research programs. 


Amicus curiae therefore submits this brief to 
present argument in support of an affirmative 
response to the first question presented.  Amicus 
curiae presents no argument here on the second 
question presented. 
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SUMMARY OF THE ARGUMENT 


The Federal Circuit’s “machine-or-
transformation” test is more restrictive than any 
Supreme Court precedent, excluding from patent 
eligibility certain processes that Congress intended 
to be patent eligible.  The test has been applied to 
invalidate issued claims directed to certain medical 
methods. There is no legislative basis for such a 
restriction.  Methods that promote the progress of 
medicine, diagnosis and treatment in particular, 
were clearly contemplated by the Framers of the 
Constitution as well as members of Congress to be 
patent eligible.  Courts should not read into the 
patent laws limitations and conditions which 
Congress has not expressed.  Despite this, the 
Federal Circuit adopted the “machine-or-
transformation” test as the sole test for patent 
eligibility of a process, thereby excluding from patent 
eligibility subject matter that Congress clearly 
considered patent eligible.  This was error.  The first 
question presented should be answered in the 
affirmative, and the Federal Circuit’s error should be 
reversed. 
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ARGUMENT 


I. The Federal Circuit’s new test is overly 
restrictive.   


The Federal Circuit’s holding that a process 
claim that “neither recites a particular machine or 
apparatus, nor transforms any article into a 
different state or thing, is not drawn to patent-
eligible subject matter” unnecessarily, unwisely, and 
improperly excludes from patent protection 
technologies that Congress clearly intended to be 
patentable.  In re Bilski, 545 F.3d 943, 961 (Fed. Cir. 
2008).  This “machine-or-transformation” test is 
useful as a starting point for determining whether 
process claims are directed to patent eligible subject 
matter.  This Court has held that the “machine-or-
transformation” test is sufficient to qualify a process 
claim as patent eligible, but the Court has declined 
to state that passing this test is a necessary 
requirement for the patent eligibility of a process 
claim.  See Parker v. Flook, 437 U.S. 584, 588 n.9 
(1978); Gottschalk v. Benson, 409 U.S. 63, 71 (1972).  
Excluding from patent eligibility certain processes 
involving medical diagnosis and treatment merely 
because they do not recite a particular machine or 
apparatus or transform an article into a different 
state or thing is improper, as such processes are 
unquestionably within the realm of patent eligible 
subject matter.  Yet this is exactly what the Federal 
Circuit’s “machine-or-transformation” test has done.   


The Federal Circuit first applied its new 
“machine-or-transformation” test in a single-
paragraph, nonprecedential opinion in Classen 
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Immunotherapies, Inc. v. Biogen IDEC, affirming a 
district court judgment invalidating claims to 
methods of immunizing a mammalian subject.2  304 
F.App’x 866 (Fed. Cir. Dec. 19, 2008), reh’g denied en 
banc reh’g denied (Feb. 9, 2009).  While the claims at 
issue might well have been found invalid on other 
grounds (for example, as obvious or anticipated), as 
discussed below, they are certainly within the realm 
of subject matter contemplated as patent eligible by 
the Framers of the Constitution and Congress.  Thus, 
applying the “machine-or-transformation” test as the 


                                                 
2 The district court had summarized the Classen claims as 
requiring “1) comparing the incidence of immune mediated 
disorders in treatment groups with different vaccination 
schedules; and 2) immunizing patients on a schedule identified 
as low risk.”  Classen Immunotherapies, Inc. v. Biogen IDEC, 
Civil No. WDQ-04-2607, 2006 WL 6161856, at *5 (D. Md. Aug. 
16, 2006).  Rather than properly construing the claims as “a 
method for reducing the incidence of chronic immune mediated 
disorders” and recognizing that an improved process of 
vaccination is a human invention, the district court held that 
the claims describe a natural correlation.  Id.  Characterizing 
the correlation between vaccination schedules and incidents of 
immune mediated disorders as a natural phenomenon, the 
court held the claims invalid as an attempt to patent a natural 
phenomenon.  Id.  The district court’s reasoning was faulty: the 
existence of an immune response in mammals is a natural 
phenomenon.  Human experimentation, manipulation, and 
optimization of the immune response to achieve beneficial 
results is not a natural phenomenon.  On appeal, the Federal 
Circuit did not discuss whether the claims describe a natural 
phenomenon.  Instead, the panel applied the new test without 
analysis, declaring “Dr. Classen’s claims are neither ‘tied to a 
particular machine or apparatus’ nor do they ‘transform[ ] a 
particular article into a different state or thing.’  Therefore we 
affirm.”  Classen, 304 F.App’x at 867 (quoting In re Bilski, 545 
F.3d. at 954) (alteration in original).   







6 


only test for patent eligibility is clearly improper. 


II. The Framers of the Constitution 
intended to promote advances in medical 
diagnosis and treatment.   


The Constitution grants Congress broad power 
to legislate to “promote the Progress of Science and 
useful Arts, by securing for limited Times to . . . 
Inventors the exclusive Right to their . . .  
Discoveries.”  U.S. CONST. art. I, § 8, cl. 8.  At the 
time the Constitution was drafted, medicine had for 
more than two thousand years been known as one of 
the “useful Arts.”  The Oath of Hippocrates refers to 
medicine as “the art,” “this art,” or “my art” on five 
occasions.  HIPPOCRATES, THE OATH AND LAW OF 


HIPPOCRATES, reprinted in 38 HARVARD CLASSICS, pt. 
1 (Charles W. Eliot ed., P.F. Collier & Son 1910) 
(1909).  The first sentence of The Law of Hippocrates 
states “Medicine is of all the Arts the most noble; but 
owing to the ignorance of the ones who practice 
it,  . . . it is at present far behind all the other arts.”  
Id.  In the late 18th century, those who were 
educated in classical learning included Thomas 
Jefferson, and they were well aware that medicine 
was one of the “useful Arts.” 


In Graham v. John Deere, this Court discussed 
the legislative history of patent law at length, 
including analysis of the influence of Thomas 
Jefferson on the development of our patent system, 
noting “[b]ecause of his active interest and influence 
in the early development of the patent system, 
Jefferson’s views on the general nature of the limited 
patent monopoly under the Constitution, as well as 
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his conclusions as to conditions for patentability 
under the statutory scheme, are worthy of note.”  
383 U.S. 1, 7 (1966).  As illustrated below, 
Jefferson’s writings and other writings of his time 
indicate that medicine, including methods of 
treatment and diagnosis, would have been included 
in the Framers’ definition of “useful Arts.” 


In Jefferson’s time and in Jefferson’s mind, 
medicine was clearly understood to be one of the 
“useful Arts.”  The first edition of the Encyclopædia 
Britannica states: 


Medicine is generally defined to be, The art 
of preserving health when present and of 
restoring it when lost . . . .  Most arts require 
the experience of ages before they can arrive 
at a high degree of perfection.  Medicine is 
unquestionably one of the most ancient; and 
consequently, the improvement of it might be 
expected to bear some proportion to its 
antiquity but, whilst philosophy, in all its 
branches, has been cultivated and improved 
to a great extent; medicine, not withstanding 
the collateral advantages it has of late 
derived from anatomy and other sciences 
still continues to be buried in rubbish and 
obscurity. 


3 A SOC’Y OF GENTLEMEN IN SCOT., ENCYCLOPÆDIA 


BRITANNICA 58 (1st ed. 1771) [hereinafter 
ENCYCLOPÆDIA BRITANNICA] (emphasis added).   


Jefferson’s letters make clear that he considered 
medicine to be one of the “useful Arts” in need of 
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advancement through both observation and 
innovation.  For example, in his letter on “Freedom 
of Mind” to William Green Munford dated June 18, 
1799, Jefferson states: 


Surgery is well advanced; but prodigiously 
short of what may be.  The state of medecine 
[sic] is worse than that of total ignorance . . . .  
We have a few medecines, as the bark, opium, 
mercury, which in a few well defined 
diseases are of unquestionable virtue: but 
the residuary list of the materia medica, long 
as it is, contains but the charlataneries of 
the art; and of the diseases of doubtful form, 
physicians have ever had a false knowledge, 
worse than ignorance.  Yet surely the list of 
unequivocal diseases & remedies is capable 
of enlargement; and it is still more certain 
that in the other branches of science, great 
fields are yet to be explored to which our 
faculties are equal, & that to an extent of 
which we cannot fix the limits.  I join you 
therefore in branding as cowardly the idea 
that the human mind is incapable of further 
advances. 


THOMAS JEFFERSON, WRITINGS 1065 (Merrill D. 
Peterson ed., Library of America 1984) (emphasis 
added).  Similar evidence is found in Jefferson’s 
letter entitled “Unlearned Views of Medicine” to Dr. 
Caspar, dated June 21, 1807.  In this letter, 
Jefferson provides his opinions on the state of 
medicine and medical education:  


. . . [F]ulness of the stomach we can relieve 
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by emetics; diseases of the bowels, by 
purgatives; inflammatory cases, by bleeding; 
intermittents [fevers], by the Peruvian bark; 
syphilis, by mercury; watchfulness, by 
opium; etc.  So far, I bow to the utility of 
medicine.  It goes to the well-defined forms 
of disease, & happily, to those the most 
frequent.  But the disorders of the animal 
body . . . are as various as the elements of 
which the body is composed . . . .  To an 
unknown disease, there cannot be a known 
remedy.  Here then, the judicious, the moral, 
the humane physician should stop . . . .  But 
the adventurous physician goes on, & 
substitutes presumption for knolege [sic] . . . .  
It is in this part of medicine that I wish to 
see a reform, an abandonment of hypothesis 
for sober facts, the first degree of value set 
on clinical observation, and the lowest on 
visionary theories . . . .  I would wish the 
young practitioner . . . to have deeply 
impressed on his mind, the real limits of his 
art. 


Id. at 1181-1185 (emphasis added).  Yet another 
example can be found in Jefferson’s letter “The 
Value of Classical Learning” to John Brazier dated 
August 24, 1819.  Jefferson advocated studying the 
Classics in their original Greek and Latin and was 
thoroughly familiar with the writings of Hippocrates.  
In discussing the benefits of classical learning and in 
particular its utility to various members of society, 
Jefferson notes that the Greek and Roman texts 
have given to physicians: 
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as good a code of his art as has been given 
us to this day.  Theories and systems of 
medicine, indeed, have been in perpetual 
change from the days of the good 
Hippocrates to the days of the good Rush, 
but which of them is the true one?  The 
present, to be sure, as long as it is the 
present, but to yield its place in turn to the 
next novelty, which is then to become the 
true system, and is to mark the vast advance 
of medicine since the days of Hippocrates.  
Our situation is certainly benefited by 
the discovery of some new and very valuable 
medicines; and substituting those for some of 
his with the treasure of facts, and of sound 
observations recorded by him (mixed to be 
sure with anilities of his day) and we shall 
have nearly the present sum of the healing 
art. 


Id. at 1424 (emphasis added).  Thus, substantial 
evidence exists that Jefferson and others of his time 
considered the term “useful Arts” to encompass 
medicine.  Moreover, these letters indicate that 
Jefferson considered medicine, including medical 
diagnosis and treatment, to be a field in which great 
progress was both possible and needed for the 
benefit of society. 


The 1771 edition of Encyclopædia Britannica 
again echoes Jefferson’s sentiments regarding the 
need for progress in the “art” of medicine: 


In every art which is not founded on known 
facts and established principles, new projects 
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are eagerly grasped at; and though they lead 
to error and false reasoning, it is long before 
the professors of that art can be induced to 
give over the pursuit.  This observation is 
particularly applicable to medicine.  The 
theories of diseases, as well as the mode of 
prescription, are as variable as the fashion of 
a lady’s headdress.  No other argument is 
necessary to shew the crude state of the art 
and the boundless field for improvement. 


3 ENCYCLOPÆDIA BRITANNICA, supra, at 60 (emphasis 
added). 


Finally, one of the foremost medical experts of 
the 18th Century, Dr. William Cullen wrote in the 
first lines of the introduction of his two-volume 
treatise First Lines of the Practice of Physic: 


1.]  In teaching the Practice of Physic, we 
endeavor to give instruction for discerning, 
distinguishing, preventing, and curing 
diseases, as they occur in particular persons. 


2.]  The art of DISCERNING and 
DISTINGUISHING diseases . . . . 


1 WILLIAM CULLEN, FIRST LINES OF THE PRACTICE OF 


PHYSIC 25 (New York, L. Nichols 1801) (Introduction 
written in 1789) (second emphasis added).  Thus, 
authorities in the field of medicine also viewed 
various aspects of the field as an “art.” 


From the foregoing it is clear that the field of 
medicine was considered by the Framers to be one of 
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the “useful Arts.”  It is also clear that procedures for 
diagnosis and treatment of diseases were considered 
arts within the more general art of medicine.  
Moreover, Jefferson and his contemporaries 
repeatedly voiced an acute need for progress in the 
art of medicine.  The Constitution was thus drafted 
with an understanding of medicine as a “useful Art” 
in which “progress” was greatly desired. 


III. Congress intended advances in medical 
diagnosis and treatment to be patent 
eligible subject matter.   


From the first Patent Act, Congress has broadly 
described the class of inventions eligible to be 
considered for Patents.  Later acts of Congress made 
clear that medicine, including methods of diagnosis 
and treatment, were meant to be included in that 
description.  As further discussed below, reading the 
Patent Act in a manner which excludes methods of 
diagnosis and treatment from the class of patent 
eligible inventions is contrary to the legislative 
history as interpreted by this Court. 


This Court has repeatedly recognized that the 
legislative history of the Patent Act supports a broad 
construction of patent eligible subject matter.  In 
Diamond v. Chakrabarty, this Court noted that: 


The Patent Act of 1793, authored by Thomas 
Jefferson, defined statutory subject matter 
as “any new and useful art, machine, 
manufacture, or composition of matter, or 
any new or useful improvement [thereof].”  
Act of Feb. 21, 1793, § 1, 1 Stat. 319.  The 
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Act embodied Jefferson's philosophy that 
“ingenuity should receive a liberal 
encouragement.”  5 Writings of Thomas 
Jefferson 75-76 (Washington ed. 1871).  See 
Graham v. John Deere Co., 383 U.S. 1, 7-10, 
86 S.Ct. 684, 688-690, 15 L.Ed.2d 545 (1966).  
Subsequent patent statutes in 1836, 1870, 
and 1874 employed this same broad 
language.  In 1952, when the patent laws 
were recodified, Congress replaced the word 
“art” with “process,” but otherwise left 
Jefferson's language intact.  The Committee 
Reports accompanying the 1952 Act inform 
us that Congress intended statutory subject 
matter to “include anything under the sun 
that is made by man.”  S.Rep.No.1979, 82d 
Cong., 2d Sess., 5 (1952); H.R.Rep.No.1923, 
82d Cong., 2d Sess., 6 (1952). 


447 U.S. 303, 308-309 (1980).  Though Congress 
replaced the word “art” with “process,” in the 1952 
act, the act also defined “process” as “a process, art, 
or method.”  35 U.S.C. § 101(b) (2006).  Thus, the 
term “process” was defined as including that which it 
replaced.  Accordingly, “any new and useful art . . . 
or any new or useful improvement [thereof]” which 
was patent eligible before enactment of the 1952 
Patent Act remained patent eligible subject matter 
under the 1952 act.   


In Chakrabarty, this Court went on to discuss 
the reasons behind a broad construction of the 
patent eligible subject matter provisions of the 
Patent Act.  The Court recognized that “[t]he subject 
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matter provisions of the patent law have been cast in 
broad terms to fulfill the constitutional and 
statutory goal of promoting ‘the Progress of Science 
and the useful Arts’ with all that means for the 
social and economic benefits envisioned by 
Jefferson.”  Chakrabarty, 447 U.S. at 315.  As 
discussed above, advances in medicine, particularly 
methods of diagnosis and treatment, were social 
benefits that Jefferson hoped for and envisioned.   


The current act provides further evidence that 
Congress intended processes of diagnosis and 
treatment to be patent eligible subject matter.  In 
1996, the act was amended to explicitly exclude 
medical practitioners from liability for infringing a 
patent by the performance of a medical or surgical 
procedure on a body (including a human body, organ, 
or cadaver, or a non-human animal).  Omnibus 
Consolidated Appropriations Act, 1997, Pub. L. No. 
104-208, 110 Stat. 3009-67 (codified as amended at 
35 U.S.C. § 287(c) (2006)).  Significantly, § 287 
excludes from its application the practice of patented 
biotechnology processes and certain pharmacy and 
clinical laboratory services, for which medical 
practitioners remain liable for patent infringement.  
35 U.S.C. § 287(c) (2006).  The fact that Congress felt 
the need to create such exclusions makes clear that 
they intended new and useful medical processes such 
as methods of diagnosis or treatment to be patent 
eligible subject matter. 


In United States v. Dubilier Condenser Corp., 
this Court cautioned: “We should not read into the 
patent laws limitations and conditions which the 
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Legislature has not expressed.”  289 U.S. 178, 199 
(1933).  The Federal Circuit’s “machine-or-
transformation” test as set forth in In re Bilski is 
more restrictive than required by this Court’s 
precedent and finds no support in any legislation.  In 
practice, it has already been applied to strike down 
patents directed to methods of immunizing patients 
with improved efficacy and safety thereby casting a 
cloud on the validity of a great many process patents 
in the medical and biotechnological fields. 


The “machine-or-transformation” test is a useful 
starting point for analysis of patent eligibility of 
process claims.  However, if a process claim is not 
tied to a particular machine or does not recite 
transformation of an article into a different state or 
thing, the inquiry should not stop there, as the 
process may still be patent eligible as long as it does 
not attempt to claim “laws of nature, natural 
phenomena, [or] abstract ideas.”  Diamond v. Diehr, 
450 U.S. 175, 185 (1981).  The inquiry should 
carefully analyze whether the claimed process is 
truly claiming a phenomenon of nature, ever mindful 
of the difference between phenomena that are 
entirely products of nature and inventions that are 
the result of how nature reacts to the purposeful 
activity of man.  Where the activities of man cause a 
useful, tangible, concrete result that did not exist 
before, the process should be considered patent 
eligible.  
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CONCLUSION 


The Federal Circuit’s holding that a “process” 
must be tied to a particular machine or apparatus, or 
transform a particular article into a different state 
or thing, to be patent eligible is too restrictive.  The 
holding excludes subject matter that Congress 
clearly intended to be patent eligible.  Therefore, 
amicus curiae respectfully requests that the Court 
reverse the decision of the Federal Circuit and 
answer the first question presented in the 
affirmative. 
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Brief Of Amicus Curiae 
Conejo Valley Bar Association 
In Support Of Neither Party 1 


 
INTEREST OF THE AMICUS CURIAE 


 
Based in the heart of Southern California’s 


101 Technology Corridor, the Conejo Valley Bar 
Association draws its membership from local law 
firms and in-house attorneys serving small, mid-
market and large companies.  Our members’ clients 
are predominantly high tech, high growth companies 
in fields such as software, biotech, computer 
networking, telecommunications and 
semiconductors.  Our members’ clients are 
innovators who vend in some of the world’s most 
competitive markets. 


 
When public policies of the patent system are 


at issue, the Conejo Valley Bar Association regularly 
participates as amicus curiae in cases before the 
Court and en banc panels of the Court of Appeals for 
the Federal Circuit.  We are unconcerned with the 
outcome of the cases, though decidedly concerned 
about the issues.  We wish to see the American 
public benefit from innovation, from technical 


                                                 
1  Pursuant to Supreme Court Rule 37.6, Amicus states 
that no counsel for a party authorized this brief in whole or in 
part and that no person or entity other than Amicus, its 
members, and its counsel contributed monetarily to the 
preparation or submission of this brief.  With the consent of the 
parties, the Conejo Valley Bar Association submits this brief 
amicus curiae in support of neither party.  Copies of the letters 
of consent are filed with the Clerk of the Court herewith.  
Originals will be provided in due course. 







 


 
 


 


2 


disclosure, and from competition in product and 
service markets.  In short, we support the purpose of 
the patent system.  The Conejo Valley Bar 
Association believes that the patent laws should be 
interpreted in ways that best serve these important 
public policies. 


INTRODUCTION AND  
SUMMARY OF ARGUMENT 


 
The underlying purpose of patent law is to 


encourage the development of inventions that 
provide value and benefit for society.  The Patent Act 
makes clear that if a process is new and useful, it is 
patentable.  Any test to determine which kinds of 
processes are patentable is unnecessary; all are 
patentable.  Through scrupulous application of other 
key provisions in the Patent Act, especially 35 U.S.C. 
§§ 102 (novelty), 103 (obviousness) and 112 
(specification), the Patent and Trademark Office and 
the courts can protect the public from patents that 
seek to take too much from society.  These other 
provisions of the patent act, not Section 101, serve as 
a gatekeeper to restrict patents to those inventions 
that meet the requirements of other key provisions 
in the Patent Act.  If a patent application passes 
muster under all provisions of the Patent Act, the 
inventor receives a patent – but only for the “limited 
times” of the grant mandated by the Constitution 
and embodied in 35 U.S.C. § 154.  Limiting the kinds 
of patentable processes will reduce the incentive to 
patent and decrease the number of patentable 
inventions, causing vital and important inventions to 
be lost or otherwise secreted from society contrary to 
the purpose of patent law.  







 


 
 


 


3 


ARGUMENT 
 


“The economic philosophy behind the clause 
empowering Congress to grant patents and 
copyrights is the conviction that encouragement of 
individual effort by personal gain is the best way to 
advance public welfare through the talents of 
authors and inventors in ‘Science and the useful 
Arts.’”2 


 
I. The Statutory Language of § 101 


and the Legislative Intent Support 
a Broad Interpretation of the Term 
“Process.” 


 
The Constitution grants Congress broad 


power to legislate to “promote the Progress of 
Science and useful Arts, by securing for limited 
Times to Authors and Inventors the exclusive Right 
to their respective Writings and Discoveries.”3  The 
Constitution expresses a public policy of promoting 
innovation.  In exchange for innovation, the inventor 
gets ownership of the commercialization of an idea 
for a limited period of time.   


 
 
 
 
 
 


                                                 
2  Mazer v. Stein, 347 U.S. 201, 219 (1954). 
 
3  Diamond v. Chakrabarty, 447 U.S. 303, 307 (1980) 
(citing Art. I, § 8, cl. 8).  
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Abraham Lincoln stated in his “Second 


Lecture on Discoveries and Inventions”: 
 


Next came the Patent laws. 
These began in England in 1624; and, 
in this country, with the adoption of our 
constitution. Before then, any man 
might instantly use what another had 
invented; so that the inventor had no 
special advantage from his own 
invention. The patent system changed 
this; secured to the inventor, for a 
limited time, the exclusive use of 
his invention; and thereby added 
the fuel of interest to the fire of 
genius, in the discovery and 
production of new and useful 
things. (emphasis added) 


 
Congress created the Patent Act to embody 


these ideals. The law struck a careful balance 
between competing public and private interests in 
order to promote innovation.  In this regard, the 
statute promises: 


 
Whoever invents or discovers 


any new and useful process, 
machine, manufacture, or composition 
of matter, or any new and useful 
improvement thereof, may obtain a 
patent therefore, subject to the 
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conditions and requirements of this 
title.4 


 
The central inquiry in this case turns on how 


broadly to construe “process” when determining what 
constitutes patentable subject matter.  The Court in 
J.E.M. Ag Supply, Inc. v. Pioneer Hi-Bred Int’l, Inc.5 
and in Diamond v. Chakrabarty6 recognized that 
§ 101 has broad scope.7  The Court in Chakrabarty 
stated:  


 
The subject-matter provisions of 


the patent law have been cast in broad 
terms to fulfill the constitutional and 
statutory goal of promoting “the 
Progress of Science and the useful Arts” 
with all that means for the social and 
economic benefits envisioned by 
Jefferson. Broad general language is 
not necessarily ambiguous when 
congressional objectives require broad 
terms.8 


 


                                                 
4  35 U.S.C. § 101 (emphasis added). 
 
5  J.E.M. Ag Supply, Inc. v. Pioneer Hi-Bred Int’l, Inc., 
534 U.S. 124 (2001). 
 
6  Chakrabarty, 447 U.S. 303. 
 
7  J.E.M. Ag Supply, Inc., 534 U.S. 130-131. 
 
8  Chakrabarty, 447 U.S. 315. 
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In the middle of the 19th Century, the Court 
stated: “[A process] is included under the general 
term ‘useful art’.  An art may require one or more 
processes or machines to produce a certain result or 
manufacture.”9  Later in the 19th Century the Court 
explained:  “A process is an act or mode of acting, . .a 
conception of the mind, seen only by its effects when 
being executed or performed.”10  Though these cases 
do not address the term “process” in § 101, they 
demonstrate the historically broad interpretation of 
§ 101.  


 
In addition, the legislative intent calls for 


“process” to be interpreted broadly.  In Chakrabarty, 
the Court noted that by choosing expansive terms 
such as “manufacture,” “compositions of matter” and 
the comprehensive modifier “any” in § 101, Congress 
intended the patent laws would receive broad 
scope.11  Similarly, Congress’ intent in choosing an 
expansive word such as “process” ensured that § 101 
would be construed broadly for processes that could 
be patented.   


 
Section 100(b) also supports a broad 


construction of “process.”  The section states that 
“process” “means process, art, or method, and 
includes a new use of a known process, machine, 
manufacture, composition of matter, or material.”12  


                                                 
9  Corning v. Burden, 56 U.S. 252, 267 (1854). 
 
10  Tilghman v. Proctor, 102 U.S. 707, 728 (1881). 
 
11  Chakrabarty, 447 U.S. 308. 
 
12  35 U.S.C. § 100(b). 
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If Congress intended a narrow interpretation 


of “process,” it could have defined the term with 
limiting language.  However, Congress nowhere 
expresses such intent.  Instead, §§ 100(b) and 101 
use expansive language to define “process.”  Thus, 
any narrow interpretation of the term “process,” 
even if only limited to a machine or transformation 
of matter, is contrary to the language of § 101.  


 
Further, the Court in Chakrabarty explained 


that the legislative history also supported a broad 
construction of the § 101.13  In particular, the Court 
stated: 


 
The Patent Act of 1793, authored 


by Thomas Jefferson, defined statutory 
subject matter as “any new and useful 
art, machine, manufacture, or 
composition of matter, or any new or 
useful improvement [thereof].” The Act 
embodied Jefferson's philosophy that 
“ingenuity should receive a liberal 
encouragement.” Subsequent patent 
statutes in 1836, 1870, and 1874 
employed this same broad language. In 
1952, when the patent laws were 
recodified, Congress replaced the word 
“art” with “process,” but otherwise left 
Jefferson's language intact. The 
Committee Reports accompanying the 
1952 Act inform us that Congress 


                                                                
 
13  Chakrabarty, 447 U.S. 308. 
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intended statutory subject matter to 
“include anything under the sun 
that is made by man.” 


Thus, an examination of the patent laws and 
the legislative intent all indicate that the term 
“process” was included to ensure that any process or 
method is patentable so long as it withstands the 
Patent Act’s other requirements.   


 
II. The Patent Act Already Limits 


What Inventions May Be Patented 
 
Instead of the courts inventing their own 


restrictions on patentable subject matter through 
interpretation of § 101, the public policy of 
promoting innovation is best served by allowing the 
rest of the Patent Act, §§ 102, 103 and 112, to 
provide the only limits on the types of patentable 
processes.  


 
A. Inventions Must Be Novel 
 


Section 102 describes the statutory novelty 
required for patentability:14 


 
A person shall be entitled to a 


patent unless -- 
(a)  the invention was known or used by 
others in this country, or patented or 
described in a printed publication in 
this or a foreign country, before the 


                                                 
14  In re Bergstrom, 57 C.C.P.A. 1240, 1249 (CCPA 1970). 
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invention thereof by the applicant for 
patent, or 
(b) the invention was patented or 
described in a printed publication in 
this or a foreign country or in public use 
or on sale in this country more than one 
year prior to the date of application for 
patent in the United States. . .15 
 
In Bonito Boats, Inc. v. Thunder Craft Boats, 


Inc., 16 the Court stated:  
 


Sections 102(a) and (b) operate in 
tandem to exclude from consideration 
for patent protection knowledge that is 
already available to the public. They 
express a congressional determination 
that the creation of a monopoly in such 
information would not only serve no 
socially useful purpose, but would in 
fact injure the public by removing 
existing knowledge from public use.17 


 
 
 
 
 


 
                                                 


15  35 U.S.C. § 102(a) and (b). 
 
16  Bonito Boats, Inc., 489 U.S. 141 (1989). 
 
17  Bonito Boats, Inc., 489 U.S. at 148. 
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Further, in Pfaff v. Wells Elecs18 the Court 
stated:  


 
Consistent with these ends, § 102 


of the Patent Act serves as a limiting 
provision, both excluding ideas that are 
in the public domain from patent 
protection and confining the duration of 
the monopoly to the statutory term. 


 
That is, § 102 ensures that even processes 


that may constitute patentable subject matter under 
§ 101, nonetheless may not deserve patent protection 
because these processes are not “novel” under § 102.  
Thus, § 102 serves as one constraint on ensuring 
that not any process receives patent protection. 


 
B. Inventions Cannot Be 


Obvious Variations of the 
Prior Art 


 
Section 103’s “nonobviousness” requirement 


further limits patent protection to material that 
cannot be readily created from publicly available 
material.19  Specifically, § 103(a) forbids issuance of 
a patent when “the differences between the subject 
matter sought to be patented and the prior art are 
such that the subject matter as a whole would have 
been obvious at the time the invention was made to 
a person having ordinary skill in the art to which 


                                                 
18  Pfaff v. Wells Elecs, Inc., 525 U.S. 55, 64 (1998). 
 
19  Id. at 150. 
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said subject matter pertains.”20  Thus, processes that 
may constitute patentable subject matter under 
§ 101 still may not receive patent protection because 
they do not withstand the nonobviousness 
requirements of § 103.  The Patent Act therefore 
provides the necessary limits on the broad term 
“process” used in § 101. 


 
The Court’s recent decision in KSR further 


protects the public from the over breadth concerns 
that may arise from construing the term “process” 
broadly:  


 
The principles underlying these 


cases are instructive when the question 
is whether a patent claiming the 
combination of elements of prior art is 
obvious. When a work is available in 
one field of endeavor, design incentives 
and other market forces can prompt 
variations of it, either in the same field 
or a different one. If a person of 
ordinary skill can implement a 
predictable variation, § 103 likely bars 
its patentability. For the same reason, 
if a technique has been used to improve 
one device, and a person of ordinary 
skill in the art would recognize that it 
would improve similar devices in the 
same way, using the technique is 


                                                 
20  KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 406 (2007). 
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obvious unless its actual application is 
beyond his or her skill.21 


 
The Court further recognized that as 


technologies continue to advance, a new threshold 
will be used to determine whether the innovation is 
ordinary or nonobvious.22  Specifically, the Court 
stated:  


 
We build and create by bringing 


to the tangible and palpable reality 
around us new works based on instinct, 
simple logic, ordinary inferences, 
extraordinary ideas, and sometimes 
even genius. These advances, once part 
of our shared knowledge, define a new 
threshold from which innovation starts 
once more. And as progress beginning 
from higher levels of achievement is 
expected in the normal course, the 
results of ordinary innovation are not 
the subject of exclusive rights under the 
patent laws. Were it otherwise patents 
might stifle, rather than promote, the 
progress of useful arts. See U.S. Const., 
Art. I, § 8, cl. 8. These premises led to 
the bar on patents claiming obvious 
subject matter established in Hotchkiss 
and codified in § 103. Application of 
the bar must not be confined 


                                                 
21  KSR, 550 U.S. 417. 
 
22  Id. at 427. 
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within a test or formulation too 
constrained to serve its purpose.23  
 
As the Court recognized in KSR, imposing 


constraints risks not achieving the constraint’s 
purpose.  Just as the “teaching, suggestion, 
motivation” (TSM) test for nonobviousness was too 
constraining, a narrow interpretation of “process” 
also will be too constraining when deciding what 
constitutes patentable subject matter.    


 
C. The Invention Must Be Fully 


Disclosed 
 


Section 112 limits patents to those which 
provide full disclosure of the invention: 


 
The specification shall contain a 


written description of the invention, 
and of the manner and process of 
making and using it, in such full, clear, 
concise, and exact terms as to enable 
any person skilled in the art to which it 
pertains, or with which it is most nearly 
connected, to make and use the same, 
and shall set forth the best mode 
contemplated by the inventor of 
carrying out his invention.24 


 
 Thus, through § 112, Congress limited patent 
protection only to those patents having a clear 


                                                 
23  Id. (emphasis added). 
 
24  35 U.S.C.  § 112, ¶ 1 . 
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description of the invention.  The patent must 
provide enough description to enable others to make 
and use the invention.  Finally, the patent must also 
disclose the best mode of carrying out the invention.  
These requirements ensure that patentees do not 
receive overly broad scope in patent protection. 
Instead, they only receive protection for what they 
really invented. Consequently, the public receives a 
full and fair disclosure in exchange.  Therefore, any 
process may constitute patentable subject matter, 
but it will receive patent protection only if it meets 
all other requirements of the Patent Act, including 
§§ 102, 103 and 112.   
 


D. Inventions Must Be Useful 
 
In Brenner v. Manson25, the Court 


explained: 
 


The basic quid pro quo contemplated by 
the Constitution and the Congress for 
granting a patent monopoly is the 
benefit derived by the public from an 
invention with substantial utility.  
Unless and until a process is refined 
and developed to this point - where 
specific benefit exists in currently 
available form - there is insufficient 
justification for permitting an applicant 
to engross what may prove to be a 
broad field.26 


                                                 
25  Brenner v. Manson, 383 U.S. 519 (1966). 
 
26  Id. at 534-35. 
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Section 101 explicitly limits patent protection 


to those processes that have utility by requiring, 
“Whoever invents or discovers any new and useful 
process” should be entitled to patent protection.27  As 
such, § 101 does not allow all processes to receive 
patent protection -- only those processes that provide 
some utility.  The Court in Brenner recognized that 
allowing inventors to receive a patent on a process 
that did not have any utility would enable inventors 
to obtain a hunting license.28  That is, it would 
reward them merely for searching for some 
invention, regardless of whether the invention 
provided any benefit to the public.29   


 
III. The Patent Act Includes an 


Absolute Limit on Any Patent that 
Overcomes the Hurdles of Novelty, 
Nonobviousness and Disclosure 


 
Patents are not diamonds: unlike diamonds, 


patents do not last forever.  In time, patents expire.  
Through the simple mechanism of expiration, the 
framers in the Constitution and Congress in the 
Patent Act provided absolute limits on what is 
patented.  Under § 154, most patents expire twenty 
years after the inventor first applied for patent 
protection.  Thus, even if an invention passes the 
novelty, nonobviousness and usefulness tests, and 


                                                                
 
27  35 U.S.C. § 101 
 
28  Brenner, 383 U.S. at 534-35. 
 
29  Id. 
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the patent specification satisfies the disclosure 
requirements, no matter how big or small the 
invention, the patent will expire. 


 
Experience shows that patent applications are 


not all treated equally, and, in practice, patent 
pendency varies.  The PTO’s published statistics 
demonstrate that examination of applications for 
patents in some areas of technology take longer than 
applications in other areas.  Congress and the PTO 
through resource allocation have in effect controlled 
the patent term of different types of inventions.  The 
time from filing of a patent application to its grant 
for business methods are the longest.  Pendency can 
grow for many different reasons.  The PTO’s own 
backlog leads to deferral of the start of examination 
on many patent applications.  PTO procedures 
requiring several patent examiners to review 
allowance of patents in some fields also delays the 
grant of patents and limits the scope of their claims.  
Although informal, these procedures suppress some 
types of patents and have been particularly effective 
against business method applications.  This is long-
standing practice, and one which Congress certainly 
knows and can control.  Clearly, there is no need for 
the Judiciary Branch to intervene. 


 
IV. Limiting the Kinds of Patentable 


Processes Can Only Be 
Overreaching Judicial Legislation 


 
Any tests by the judiciary to limit processes 


deemed patentable are directly contrary to the 
language and intent of the Patent Act. The Patent 
Act says what it means and means what it says 
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when it states that a patent may be obtained for 
“any new and useful process.”   


 
The Patent Act does not recite that only 


chemical processes may be patented.  The Patent Act 
does not recite that only processes performed by a 
machine may be patented.    The Patent Act does not 
recite that only processes performed by a human 
may be patented.  The Patent Act does not recite 
that business methods and software may not be 
patented.  The Patent Act simply recites that “any 
new and useful process” may be patented.   


 
There is no basis in the Patent Act or its 


history that hints that the kinds of processes that 
are patentable subject matter should be less than 
“any.”  Reading limitations that Congress did not 
intend into the statute runs the risk of stifling 
innovation instead of encouraging innovation.  
Inventors and investors need encouragement to 
invest in research and innovation. They should know 
their successful research and innovation will be 
rewarded.  Narrowly interpreting “process” hinders 
inventors from passionately pursuing their ideas 
since there would be no reward for investing time, 
capital, resources and effort in pursuing their 
innovative ideas.   


 
The Patent Act reflects a balance created by 


Congress between public and private interests, one 
which this Court has been loathe to alter.30  By 


                                                 
30  See Stewart v Abend, 495 U.S. 207, 230 (1990) (“it is not 
our role to alter the delicate balance Congress has labored to 
achieve”). 
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excluding business method inventions and other 
kinds of processes from patentability, companies will 
be forced to maintain more valuable knowledge in 
secrecy.  This will decrease the pool of prior art and 
will create little incentive for inventors to disclose 
their inventions.  The underlying Constitutional 
purpose of the patent system and Congress’ balances 
will be upset.  “Calibrating rational economic 
incentives, however, like fashioning new rules in 
light of new technology is a task primarily for 
Congress not the courts.”31 


 
It is within the purview of Congress to change 


what constitutes patentable subject matter.32  This is 
not a judicial task. 


 
CONCLUSION 


 
In sum, a broad interpretation of the term 


“process” is essential to maintain the public policy of 
promoting innovation.  If the process passes the tests 
Congress established in §§ 102, 103 and 112, it is 
patentable.  The Patent Act neither expresses nor 
mandates any further test.  “[T]he applicant whose 
invention satisfies the requirements of novelty, 
nonobviousness, and utility, and who is willing to 
reveal to the public the substance of his discovery 


                                                 
31  Eldred v. Ashcroft, 537 U.S. 186, 207 (2003). 
 
32  In addressing changes to the Copyright Act, the Court 
reached the same conclusion: “The [Copyright Term Extension 
Act] reflects judgments of a kind Congress typically makes, 
judgments we cannot dismiss as outside the Legislature’s 
domain.”  Id. at 205. 
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and ‘the best mode . . . of carrying out his invention,’ 
is granted ‘the right to exclude others from making, 
using, or selling the invention throughout the United 
States’ for a limited time.”33  Accordingly, the public 
policy of promoting innovation is best served by 
defining the term “process” broadly in § 101 and not 
limiting the term in any manner.  Let §§ 102, 103, 
and 112 remain the limitation on patentable subject 
matter.  


 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 


                                                 
33  Bonito Boats, 489 U.S. at 150 (citation omitted). 
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For the foregoing reasons, we, the Conejo 
Valley Bar Association, urge the Court to reject the 
Federal Circuit’s machine-or-transformation test, 
and any test for patentability, except those 
expressed in the Patent Act. 
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QUESTIONS PRESENTED 
 


1. Whether the Court of Appeals for the Federal 
Circuit erred by holding that a “process” must be tied 
to a particular machine or apparatus, or transform a 
particular article into a different state or thing 
(“machine-or-transformation” test), to be eligible for 
patenting under 35 U.S.C. § 101, despite this Court’s 
precedent declining to limit the broad statutory 
grant of patent eligibility for “any” new and useful 
process beyond excluding patents for “laws of nature, 
physical phenomena, and abstract ideas.” 
 
2. Whether the “machine-or-transformation” test for 
patent eligibility adopted by the Federal Circuit, 
effectively foreclosing meaningful patent protection 
to a business model involving a series of transactions 
among a commodity provider, consumers, and 
market participants, contradicts the clear 
Congressional intent that patents protect “method[s] 
of doing or conducting business.” 35 U.S.C. § 273. 
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INTEREST OF AMICUS CURIAE1
 


Timothy F. McDonough, Ph.D. is a political 
economist, inventor and entrepreneur. He is the 
inventor of “Mechanism and business method for 
implementing a service contract futures exchange,” 
patent number 7,373,3202. He holds a Bachelor of 
Science in Electrical Engineering from the 
University of Hawaii at Manoa, a Master of Science 
in Economic Research from the University of North 
Texas and a Doctor of Philosophy in Political 
Economy from the University of Texas at Dallas. 


In his 30-year professional career Dr. McDonough 
has designed components and installations of 
autopilot and collision avoidance systems for 
transport category airplanes such as the Boeing 
757/767 and Douglas DC-10. He has served as a 
senior capacity planning analyst on the headquarters 
staff of American Airlines where he employed the 
principles of applied microeconomics and operations 
research to the challenge of efficiently allocating 
services of one of the largest air carrier networks in 
the world. As a self-employed business consultant he 
has assisted major suppliers in the utilities, 
communications, banking, entertainment, apparel, 
and food distribution industries to optimize their 


                                                 
1 Pursuant to Supreme Court Rule 37, no counsel for any party 
authored this brief in whole or in part, and no person or entity 
other than amicus curiae made a monetary contribution to the 
preparation or submission of the brief. Counsel of record for all 
parties were timely notified 10 days prior to filing and have 
consented to this filing. Letters of consent have been filed with 
the Clerk of the Court.  
2 Application filed March 30, 2000 and issued May 13, 2008. 
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service offerings, product mix, distribution and 
pricing.  


Dr. McDonough has no business or personal 
relationship with the petitioners and does 
respectfully submit this brief as a true amicus curiae 
in hope that the policy and economic arguments 
presented herein may encourage this Court to affirm 
the two questions presented in this case. 


SUMMARY OF ARGUMENT  


The present amicus curiae takes no position on 
whether the Petitioner’s claims are patentable. His 
concern is that the economic and policy effects of 
implementation of the decision of the Court of 
Appeals for the Federal Circuit in this case would a) 
hamper the formation of capital in the services sector 
of the economy, b) degrade or eliminate existing 
property rights that are essential to continued infant 
industry protection, and c) eliminate incentive to 
inventors to disclose innovations that would further 
the public weal. 


INTRODUCTION  


American innovation is not confined to Industrial 
Age mousetraps and other cleverly contrived 
gadgets. The modern economic agent is more likely 
to encounter innovation today in the services they 
consume than in the contraptions they use. The 
present amicus curiae suggests that the decision of 
the Federal Circuit in this case is an attempt to 
apply an Industrial Age standard to address a 
perceived Services Age problem, a problem that the 
present amicus curiae suggests does not exist.  
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ARGUMENT  


IMPEDIMENT TO CAPITAL FORMATION IN 
THE SERVICES SECTOR OF THE ECONOMY 


The sector composition of the United States 
economy has shifted significantly from agriculture 
and manufacturing to services since the ratification 
of the Constitution and the enactment of the first 
patent legislation in 1790. When the first census to 
include a breakdown of economic activities was 
conducted in 1820, it was found that private goods-
producing industries3 accounted for 97% of aggregate 
output.4 By 1947 the U.S. Department of Commerce 
reports that private services-producing industries5 
accounted for 48% of output and the share of private 
goods-producing industries fell to 40% of output.6 In 
2007 private services dominated the economy with 


                                                 
3 Private goods-producing industries consists of agriculture, 
forestry, fishing, and hunting; mining; construction; and 
manufacturing. 
4 Historical Census Browser. Retrieved June26, 2009, from the 
University of Virginia, Geospatial and Statistical Data Center: 
http://fisher.lib.virginia.edu/collections/stats/histcensus/index.ht
ml. 
5 Private services industries consists of utilities; wholesale 
trade; retail trade; transportation and warehousing; 
information; finance, insurance, real estate, rental, and leasing; 
professional and business services; educational services, health 
care, and social assistance; arts, entertainment, recreation, 
accommodation, and food services; and other services, except 
government. 
6 U.S. Department of Commerce. Retrieved June 16, 2009, from 
the Bureau of Economic Analysis:  
http://www.bea.gov/industry/gpotables/. 
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69% of the total with goods production declining to a 
share of only 31%.7 


Innovation in the delivery of services is usually 
manifested in improvements in organization of 
factors of production to achieve higher efficiencies. 
The discipline of industrial engineering is a prolific 
contributor to advancement of service efficiencies but 
it is not the only contributor. The services 
themselves are intrinsic innovations that by their 
presence in the economy division of labor and other 
input factors of production is enabled and the 
subsequent economies of comparative advantage 
accrue to the entire society. 


A substantial portion of the 69% share of economic 
activity represented by the services sector does not 
result in any physical transformation of any article 
or state or thing. Some services innovations may only 
rearrange human labor that may operate in a 
sedentary physical state with no manipulation of 
matter yet are easily recognized by a rational person 
to be a useful, concrete and tangible result. Such 
innovations surely advance the public weal as much 
or more so in a services dominated economy than the 
many cleverly constructed gadgets did in the 
Industrial Age. 


Congressional intent on the patentability of 
methods is explicitly expressed in 35 U.S.C. § 101 
(“Whoever invents or discovers any new and useful 
process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, 
                                                 
7 Ibid. 







 
 


5


may obtain a patent therefore, subject to the 
conditions and requirements of this title.”) and in the 
statutory definition of “process” in 35 U.S.C. § 100 
(“The term "process" means process, art or method, 
and includes a new use of a known process, machine, 
manufacture, composition of matter, or material.” 
Emphasis added.).  


If the prime expression of innovation in the 
services sector is in methods of doing business then it 
stands to reason that intellectual property rights 
that are allocated by law to innovators of Industrial 
Age things should also be allocated to innovators of 
Service Age methods with as much vigor and 
conviction of the society afforded to the latter as to 
the former. This Court has done exactly that in 
denying certiorari to the petitioners in State Street 
Bank which has affirmed that business methods are 
patentable subject matter and thus satisfied the 
longstanding need to interpret the law of patents to 
be meaningful in the services dominated economy. 
State Street Bank & Trust Co. v. Signature Financial 
Group, 149 F.3d 1368, 1375 (Fed. Cir. 1998).  


The United States is by public choice a free market 
capitalist economy that relies on government to 
preserve property rights but it is left to the devices of 
the market participants to assemble the means of 
production without government intervention 
whenever possible. The American economy is not, 
however, a perfectly competitive landscape. Market 
failures and distortions do occur and when they do 
we turn to government to enable allocation of scarce 
resources in ways that neutralize the distortions. 
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One way this is done is to grant temporary monopoly 
to innovators who are thus shielded from the risks of 
allocation of substantial capital to start-up or 
breakout enterprise. 


Capital formation in any enterprise in any sector 
of the economy is fraught with risks that would 
ordinarily not be mitigated sufficiently to allow it to 
occur at all if not for the presence of mechanisms 
such as patent rights. In a series of about 60 
interviews of people who invest in startup 
companies—venture capitalists, high net worth 
individuals and banks, Columbia Law Professor 
Ronald Mann found that,  


…for firms that have a credible product 
idea and the expertise to implement it, 
venture capitalists plainly accept the idea 
that their goal is to identify firms that 
will have sufficient market power to earn 
extraordinary profits. I[ntellectual] 
P[roperty] protection is important only 
indirectly, as a tool that might provide 
that market power. The key is 
“sustainable differentiation”: something 
special about the particular firm that will 
enable it to do something that its 
competitors will not be able to do for the 
immediate future. The interviews reflect 
more picturesque terminology—referring 
to “secret sauce” or “magic dust.” But it is 
clear that the key to a desirable 
investment opportunity is in the 
expectation of market power, and all 
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other attributes of the company are 
indirect predictors of that ultimate goal. 


Mann, Ronald J., “Do Patents Facilitate Financing in 
the Software Industry?”, Texas Law Review, Vol. 83, 
p. 976, 2005. 


The present amicus curiae has personally 
experienced difficulty in raising capital from private 
equity and institutional venture capital sources 
nationwide when no intellectual property could be 
offered by the amicus curiae as a capital 
contribution. The present case has caused further 
impediment to capital formation by the amicus 
curiae for a substantial services industry venture 
even though one of his business method patents is 
now issued. 


Implementation of the decision of the Court of 
Appeals for the Federal Circuit in this case would 
permanently hamper the formation of capital in any 
industry and such impediment would be especially 
felt in the services sector where an Industrial Age 
idea of “machine-or-transformation” test is 
manifestly unsuited to services that now comprise 
69% of economic activity in the United States. 


DISRUPTION OF EXISTING PROPERTY 
RIGHTS 


It is difficult to count the number of business 
method patents that have been issued since they can 
occasionally be classified with many non-method 
inventions. A popular proxy used for calculating 
trends in business method applications and issued 
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patents is patent class 705, “Data processing: 
financial, business practice, management, or 
cost/price determination”8. During the 20-year period 
July 1, 1989 to June 30, 2009 the United States 
Patent and Trademark Office (USPTO) issued 18,238 
patents in class 705.9 Class 705 issues rose sharply 
from 998 in 2005 to 1,453 in 2006 and then increased 
steadily to 2,673 in 2008.10 


By definition, all of these patents have been found 
by the USPTO to satisfy the statutory requirements 
of patentability prior to the Federal Circuit decision 
in this case. This standard was affirmed by this 
Court in State Street and Diamond v. Chakrabarty, 
447 U.S. 303, 308-309 (1980) (“Congress plainly 
contemplated that the patent laws would be given 
wide scope,” and that “Congress intended statutory 
subject matter to ‘include anything under the sun 
that is made by man’”).  


The Federal Circuit decision in this case has 
already cast a stifling pall over the more than 18 
thousand patents in class 705 that are currently in 
force. It is difficult to recount a situation in the 
history of patent law in the United States when the 
rules have changed so drastically so late in the game 
for so many. 


                                                 
8 Reference tools: Retrieved June 30, 2009, from the USPTO 
website http://www.uspto.gov/web/patents/classification/. 
9 Patent search: Retrieved June 30, 2009, from the USPTO 
website http://patft.uspto.gov/netahtml/PTO/search-adv.htm 
10 Ibid. 
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LOSS OF INCENTIVE FOR INVENTORS TO 
PUBLICLY DISCLOSE INNOVATIONS 


This Court has consistently recognized the true 
purpose of the laws of intellectual property. Kendall 
v. Winsor, 62 U.S. 322, 328 (1858) (“[T]he benefit to 
the public or community at large was another and 
doubtless the primary object in granting and 
securing that monopoly.”). Pfaff v. Wells Electronics, 
Inc., 525 U.S. 55, 63 (1998) (“[T]he patent system 
represents a carefully crafted bargain that 
encourages both the creation and the public 
disclosure of new and useful advances in technology, 
in return for an exclusive monopoly for a limited 
period of time.”). The Federal Circuit decision in this 
case threatens to severely compromise that bargain 
and the sector of the economy that now represents 
more than two thirds of all output is going to suffer 
the most if allowed to stand. 


Innovative methods of providing services cannot be 
hidden away in the company safe as readily as the 
secret gadget and a mountain of non-disclosure 
agreements are no substitute for intellectual 
property statutes. Without IP protection capital 
providers will not have incentive to invest, 
entrepreneurs will not have incentive to engage in 
the process of building and nurturing new enterprise 
and innovators will have no incentive to disclose 
their ideas to the public. 


CONCLUSION  


The American propensity to innovate is evident in 
every economic age. From the Age of Agriculture 
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through the Industrial Age and now the Age of 
Services, the American economy has demonstrated 
an efficiency that is unmatched by any system on the 
planet. The allocation of intellectual property rights 
under the laws of the United States has played a 
pivotal role in that ascendency. 


For the foregoing reasons the present amicus 
curiae therefore urges the Court to affirm the two 
questions presented in this case. 


 


Respectfully submitted, 
 


WILLIAM LAMOREAUX  
Counsel of Record  
900 Jackson Street, Suite 180  
Dallas, Texas 75202  
(214) 747-2012  
 
Attorney for Amicus Curiae 
Timothy F. McDonough, Ph.D.  
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STATEMENT OF INTEREST
OF AMICUS CURIAE


Amici are professors who teach and write about
patent law at law and business schools throughout the
United States and Canada. A complete list of signatories
is attached as Appendix A. We are interested in seeing
that patent law develops in a way that continues to
encourage innovation in all fields of endeavor.1


SUMMARY OF ARGUMENT


Both the language of Section 101 of the Patent Act
and the legislative history surrounding its enactment
are expansive, permitting patent protection for
“anything under the sun that is made by man.” 35 U.S.C.
§ 101 (“Whoever invents or discovers any new and useful
process… or any new and useful improvement thereof
. . . .”) (emphasis added); Diamond v. Chakrabarty, 447
U.S. 303, 309 (1980) (quoting S. Rep. No. 1979, 82nd
Cong., 2nd Sess. 5 (1952); H.R. Rep. No. 1923, 82nd
Cong., 2nd Sess. 6 (1952)). That expansive scope reflects
a wise policy judgment not to discourage innovation in
new and unforeseen areas of technology by imposing
arbitrary, inflexible limits on the scope of patent
protection. Since this Court last addressed the scope of
patentable subject matter nearly three decades ago,


1. Amici have no financial interest in the outcome of this
case. No counsel for a party authored this brief in whole or in
part, and no counsel or party made a monetary contribution
intended to fund the preparation or submission of this brief.
No person other than amici made a monetary contribution to
its preparation or submission. The parties have consented to
the filing of this brief.
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technology has changed in unforeseeable ways. Indeed,
novelty is an essential requirement to receive a patent.
Cf. KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 417 (2007)
(unpredictability is important in obvious analysis). A rule
that freezes the definition of patentable subject matter
in time will hobble new areas of innovation.


Unfortunately, the Federal Circuit created just such
a static rule via its so-called “machine or transformation”
test. It purported to draw from this Court’s precedent
a detailed series of requirements for patentability, but
it missed the forest for the trees. This Court’s
precedents do not stand for the proposition that only
certain classes of traditional technologies are eligible
for patent protection. Instead, they reflect a broad,
flexible approach to patentable subject matter, limited
only by traditional exceptions for abstract ideas, natural
phenomena, and laws of nature.


This flexible approach, tempered by a stable set of
exceptions, is sound policy. The Federal Circuit in this
case imposed new—and as we show below, essentially
arbitrary—limits on the patentability of particular types
of inventions. This turn by the Federal Circuit interferes
with the core purposes of the patent laws in two
important ways.


First, new and nonobvious processes do not arise
only in fields of endeavor denominated “technological.”
Nor do they always involve the “physical transformation”
of matter or reside in a specific type of “machine.” If
patent law is to play its fundamental role in spurring
invention, then patentable subject matter must include
any sort of new and nonobvious invention, however it is
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embodied, subject only to the limitations designed to
prevent the patenting of abstract ideas, laws of nature,
and natural phenomena.


Second, even when the embodiment of an invention
transforms matter or resides in a machine, the new and
nonobvious contribution often resides in the inventor’s
insight that an existing transformation or machine could
have an unexpected property. Limiting patent
protection to physical transformations and specific
machines would have problematic consequences for a
variety of industries, including not only software but
also pharmaceuticals and biotechnology. In these
research-intensive industries, invention often consists
not merely of making a new thing, but of harnessing a
scientific principle or fact about the world to a new and
useful end. New and nonobvious insights into which
molecular structure might cure cancer, what ratio of
measured chemicals in the human body indicates disease,
and which form of an algorithm will properly measure
the risk inherent in a debt instrument, should be
patentable so long as they involve the practical
application of the idea or discovery. By contrast, the
scientific principle or fact itself should not be patentable,
because it is merely an abstract idea, law of nature, or
natural phenomenon.


We recognize there are legitimate concerns that
certain business method and software patents, even
those tied to a practical application, can present
problems for society by walling off fundamental
principles from other researchers and engineers. But
the solution to the problem of bad patents in the
software and business method fields (as in any area of
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innovation) is not the creation of new dogmatic rules
against patentability, but the application of traditional
doctrines, coupled with the reform of other doctrines
that encourage litigation abuse. Recent decisions,
including KSR, eBay, and Seagate, give the courts many
of the tools they need to both weed out bad patents and
limit the use of patents to hold up an industry. Indeed,
one of the lessons of prior attempts to restrict subject
matter was that the primary effect was not to prevent
the patenting of software, but—in response to patent
attorneys’ creative efforts to draft around these
essentially arbitrary limitations—to make it more
difficult for the Patent & Trademark Office (“Patent
Office”) and courts to identify and weed out questionable
patents.


This Court should reaffirm its precedent allowing
the patentability of “anything under the sun that is
made by man,” subject to the well-established exceptions
incorporated by the abstract idea, law of nature, and
natural phenomenon doctrines. Where an idea is claimed
as applied, it is eligible for patentability, but if it is
claimed merely in the abstract it is not.


This test provides ample basis to weed out those
patents that attempt to mark not a practical application,
but instead a fundamental principle, such as the patent
at issue in this case. Bilski and Warsaw claim a broad
principle of doing business, without tying it to any
specific application. For this reason, their claims are
merely “abstract ideas” and should be unpatentable. But
this Court should take care not to sweep away
protection for true innovations in an effort to prevent
the grant of a patent in this case.
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ARGUMENT


I. The Statute and this Court’s Precedents Properly
Establish a Flexible, Technology-Neutral Approach
to Patentable Subject Matter


A. The Patent Act and Precedent Establish that
Patentable Subject Matter Accommodates the
Emergence of New Technologies


We begin with the simple observation that Congress
intended patentable subject matter to be broad. The
statute provides protection for “any new and useful
process, machine, manufacture, or composition of
matter.” 35 U.S.C. § 101 (emphasis added). The statutory
definition of the term “process” has a wide sweep: “the
term ‘process’ means process, art, or method, and
includes a new use of a known process, machine,
manufacture, composition of matter, or material.” 2


35 U.S.C. § 100(b). The ordinary meaning of “process”—
a series of definite steps taken to achieve some end3—is
quite general as well. Further, the term “process” was
written into the statute as a substitute for the term
“art.” See Diamond v. Diehr, 450 U.S. 175, 182-84 (1981)


2. The Federal Circuit expressly disregards this statutory
definition in a footnote with virtually no analysis. In re Bilski,
545 F.3d 943, 951 n.3 (Fed. Cir. 2008). Of course, consideration of
the term “process” must necessarily begin with the statute.
Randall v. Loftsgaarden, 478 U.S. 647, 656 (1986) (“Here, as in
other contexts, the starting point in construing a statute is the
language of the statute itself.”).


3. See Random House Dictionary (2009) and American
Heritage Dictionary (4th ed. 2009), available at  http://
dictionary.reference.com/search?q=process.
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(“In the language of the patent law, [a process] is an
art”). In turn, “art,” as used in this context, was
historically considered anything that did not fit into one
of the other categories, another very broad definition.4


Jacobs v. Baker, 74 U.S. 295, 298 (1868).


We acknowledge that an overly narrow reading of
some early case law might well limit processes to physical
transformations. See, e.g., Cochrane v. Deener, 94 U.S.
780, 788 (1877) (“A process is a mode of treatment of
certain materials to produce a given result. It is an act,
or a series of acts, performed upon the subject-matter
to be transformed and reduced to a different state or
thing.”). But a non-physical process was not before the
Court in Cochrane, which affirmed patentability of a
physically transformative method.5 94 U.S. at 791. As
such, the discussion in Cochrane should not be read as
limiting “processes” to physical transformations, but
instead as an example of a type of process that is
patentable.


4. Jacobs also implies that “useful arts,” a separate, but
related, requirement of Section 101, are not limited to
“technological arts,” further confirming the statute’s breadth.
Id.; see also Corning v. Burden, 56 U.S. 252, 267 (1854) (finding
that “useful art” is a general term); Baker v. Selden, 101 U.S. 99,
102 (1879) (ruling that copyright cannot protect bookkeeping
forms because bookkeeping is a “useful art”).


5. See also In re Schrader, 22 F.3d 290, 295 n.12 (“subject
matter” in Cochrane was not limited to physical transformation,
and transformation of “intangibles” is also statutory subject
matter, or else the method used by the telephone would not
have been patentable).
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This Court’s modern precedent has continued to
recognize a flexible definition of patentable subject
matter. In 1980, it recognized that the statute is
expansive, permitting patent protection for “anything
under the sun that is made by man.” Diamond v.
Chakrabarty, 447 U.S. 303, 309 (1980) (quoting S. Rep.
No. 1979, 82nd Cong., 2nd Sess. 5 (1952); H.R. Rep. No.
1923, 82nd Cong., 2nd Sess. 6 (1952)).


A year later, the Court refused to limit the scope of
protectable patents to the kinds of processes that
existed in the 19th century. As explained in Diamond v.
Chakrabarty, “[a] rule that unanticipated inventions are
without protection would conflict with the core concept
of the patent law that anticipation undermines
patentability.” 447 U.S. at 316.


Finally, as important as what the Court has done
with respect to interpreting patent eligibility is what it
has not done. The Court has been careful to recognize
the need for flexibility even as it has denied patentability
to abstract mathematical algorithms; thus, it did so
based on grounds other than a narrow interpretation
of “process” or a focus on the form of the technology
involved. For example, in Gottschalk v. Benson the Court
rejected a form of the rigid “machine-or-transformation”
test imposed by the Federal Circuit here:


It is argued that a process patent must either
be tied to a particular machine or apparatus
or must operate to change articles or
materials to a ‘different state or thing.’ We do
not hold that no process patent could ever
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qualify if it did not meet the requirements of
our prior precedents.


409 U.S. 63, 71 (1972). Six years later, in Parker v. Flook,
the Court was even more explicit, making clear that a
“physical transformation” was not a limitation:


The statutory definition of ‘process’ is broad.
[] An argument can be made, however, that
this Court has only recognized a process as
within the statutory definition when it either
was tied to a particular apparatus or operated
to change materials to a ‘different state or
thing’ . . . . we assume that a valid process
patent may issue even if it does not meet one
of these qualifications of our earlier
precedents.


437 U.S. 584, 589 (1978) (emphasis supplied).


Both the statute and this Court’s interpretation reflect
an unbroken chain of broad, flexible patent eligibility.


B. The Court’s Limitations on Patentable
Subject Matter Distinguish Between Applied
and Abstract Inventions


Nonetheless, patentable subject matter is not
unlimited. See, e.g., Diamond v. Diehr, 450 U.S. 173, 185;
see also Parker v. Flook, 437 U.S. 584 (1978); Gottschalk
v. Benson, 409 U.S. 63, 67 (1972); Funk Bros. Seed Co. v.
Kalo Inoculant Co., 333 U.S. 127, 130 (1948).
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Yet, when limiting eligibility, this Court has not
focused on the technology, form, or “physicality” of the
claimed invention—the critical mistake made by the
Federal Circuit in the instant case. Rather, the Court
has uniformly recognized that the key to eligible subject
matter is ascertaining whether an idea is claimed as
applied—in which case it is eligible for patentability
(assuming it is not a natural phenomenon or product of
nature6)—or merely in the abstract—in which case it is
not.


In establishing this applied/abstract distinction, the
Court has not resorted to quixotic attempts to categorize
types of technology or discern the transformative
properties of inventions, but has instead harmonized
Section 101 with the long-standing requirement that a
patent claim must “enable” a person of ordinary skill in
the art to make and use the claimed invention. Indeed,
the subject matter and enablement requirements were
formerly part of the same statutory section. Patent Act
of 1836, Ch. 357, 5 Stat. 117, § 6 (July 4, 1836).


This Court’s applied/abstract doctrine is more than
150 years old, emerging in Morse. There, the Court
invalidated a claim to all communication by electrical
signal as “abstract,” but allowed a claim to the
application of the communications method to stand.
O’Reilly v. Morse, 56 U.S. 62, 112-21 (1854). Importantly,
in Morse, it was clear that the inventor’s attempt to
claim an idea (communication by electrical signals) in
the abstract was prohibited in large measure because
he could not adequately describe its boundaries. See id.,


6. See Chakrabarty, 447 U.S. at 309-310.
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at 112-21 (“In fine he claims an exclusive right to use a
manner and process which he has not described and
indeed had not invented, and therefore could not
describe when he obtained his patent.”).


Conversely, where Morse did describe and claim
practical applications of the same idea—for example a
“system of signs, consisting of dots and spaces, and of
dots, spaces, and horizontal lines, for numerals, letters,
words, or sentences, substantially as herein set forth
and illustrated, for telegraphic purposes” —the Court
viewed it as clearly patentable. Id. at 121. That is, where
Morse narrowed his claim to a specific application of the
idea of electronic communication, matching the scope
of his disclosure, the invention was eligible for
patentability.


Importantly for present purposes, we note the
Morse’s valid “system of signs” claim is not significantly
different from many of the applied software and other
processes claimed by today’s inventors. That claim is
neither “tied to a particular machine” nor transforms
anything other than data, so it would fail the Federal
Circuit’s Bilski test. Nonetheless, the Morse Court held
it patentable.7


7. The claim in Morse is not alone. In addition to the life
insurance plans, lottery-prize distribution, and railway-ticket
checking patents discussed in Judge Newman’s dissent below,
545 F.3d at 989, patents covering applied—but non-
transformative—processes have traditionally been patentable.
One example is Patent No. 1700, Improvement in the
Mathematical Operation of Drawing Lottery (July 18, 1840),
which claims a method for the random selection of lottery
tickets.
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The applied/abstract distinction continued to play a
key role in Mackay Radio & Tel. Co. v. Radio Corp.
of Am ., 306 U.S. 86 (1939). There, a well-known
mathematical principle regarding the reception of radio
waves was directly implemented into the patented
antenna. Id. at 92-3. The Court recognized that “the
use of the formula in practice presupposes the use of a
wire whose length is a multiple of half wave lengths”
and that the “formula expressed a scientific truth.”
Despite the direct and simple use of the formula, the
Court upheld the antenna as patentable subject matter:
“While a scientific truth, or the mathematical expression
of it, is not patentable invention, a novel and useful
structure created with the aid of knowledge of scientific
truth may be.” Id. at 94


This applied/abstract distinction was also central to
Gottschalk v. Benson, 409 U.S. 63 (1972), where the
Court considered a patent directed to the mathematical
conversion of “binary coded decimals” into pure binary
format, a conversion that was known and could be done
by pencil and paper. Id. at 66-67. While Benson is often
cited for the notion that “pure mathematical algorithms”
are unpatentable subject matter, the Court was in fact
more concerned with the inventor’s inability to describe
the process in such a way that it was clear that the
applicant actually invented the claimed invention:


Here the ‘process’ claim is so abstract and
sweeping as to cover both known and unknown
uses of the BCD to pure binary conversion.
The end use may (1) vary from the operation
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of a train to verification of drivers’ licenses to
researching the law books for precedents and
(2) be performed through any existing
machinery or future-devised machinery or
without any apparatus.


Id. at 68; see also id. at at 69-70 (discussing other cases
in terms of definiteness). Again, the Court ruled that
applied principles are patentable, but abstractions are
not.


In its most recent treatment of Section 101, the
Court brought the same applied/abstract approach to
bear in upholding the claims in Diamond v. Diehr, 450
U.S. 175 (1981): “The respondents’ claims were not
directed to a mathematical algorithm or an improved
method of calculation but rather recited an improved
process for molding rubber articles by solving a
practical problem which had arisen in the molding of
rubber products.” Id. at 181 (emphasis added). The
Court noted, after surveying precedents, that:


It is now commonplace that an application of
a law of nature or mathematical formula to a
known structure or process may well be
deserving of patent protection. . . . Arrhenius’
equation is not patentable in isolation, but
when a process for curing rubber is devised
which incorporates in it a more efficient
solution of the equation, that process is at the
least not barred at the threshold by §101.


Id. at 187-88 (emphasis in original).
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We also think that the essence of this Court’s
applied/abstract doctrine can be seen in Section 101’s
prohibition against patenting products of nature.
Here, the Court has repeatedly emphasized that
the patent law is designed to protect applications of
human ingenuity, not simply “nature’s handiwork.”
See Chakrabarty, 447 U.S., at 310; see also Funk Brothers
Seed, 333 U.S., at 131. Thus, while a man-made organism
is eligible for patentability, see Chakrabarty, 447 U.S.,
at 310, a natural bacterium is not, see Funk Brothers,
333 U.S., at 131. The boundary is neither the form of
the invention nor its ability to “transform” nature;
instead the analysis turns on whether the patent claims
describe the application of human knowledge to a
practical end, rather than merely identification of the
existence of useful properties. In this way, a claim to an
abstract idea is like a claim to a product of nature:
unmoored to real-world applications of human
inventiveness, and thus ineligible for patenting. “A
principle, in the abstract, is a fundamental truth; an
original cause; a motive; these cannot be patented, as
no one can claim in either of them an exclusive right.”
Le Roy v. Tatham, 14 How. 156, 175 (1853); see also Diehr,
450 U.S. 185 (quoting Le Roy), Chakrabarty, 447 U.S.,
at 309.


Finally, we note that the applied/abstract doctrine
usefully harmonizes Section 101’s analysis for patentable
subject matter with Section 112’s requirement that
patentable inventions be “enabled”—that is, contain a
“written description of the invention, and of the manner
and process of making and using it, in such full, clear,
concise, and exact terms as to enable any person skilled
in the art to which it pertains, or with which it is most
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nearly connected, to make and use the same . . . .” 35 U.S.C.
§ 112. Much like Section 101, Section 112 safeguards the
essential function of the patent system: the dissemination
of real-world, practical human knowledge. Claims to
abstract mathematical concepts (like claims to natural
products or physical phenomena) violate this tenet, by
failing to demonstrate that the inventor is adding to the
storehouse of useful, practical human accomplishment.


In short, this Court’s precedents properly establish
the appropriate test for whether claims fall within the
patentable subject matter requirement of Section 101:
those claims which are drawn to the practical application
of human ingenuity or of discoveries are eligible for
patenting.


C. The Federal Circuit Has Improperly Converted
a Flexible, Adaptable Approach Into a Hard-
and-Fast Rule


There is no principled basis to categorically exclude a
particular technology, such as a business method or a
mathematical algorithm, from the “process” category.
Unfortunately, the Federal Circuit’s decision below creates
just such a hard-and-fast rule. In essence, the Federal
Circuit held that a process is unpatentable under Section
101 unless it is (1) tied to a particular machine or
(2) transforms an article into another state or thing. Bilski,
545 F.3d at 961-2. Even if a process meets this test, it is
nonetheless unpatentable if the machine or transformation
is merely incidental pre- or post-solution activity or if the
process would effectively preempt all use of an idea, natural
phenomenon, mental process, or algorithm, even in a
particular field of use. Id.
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The Federal Circuit purported to draw this rigid rule
from the Court’s decisions in Benson, Flook, and Diehr,
but it ignored the language noted above making clear
that characteristics such as particular machines and
physical transformations were relevant considerations—
not absolute requirements—for patentable subject
matter. In its zeal for constructing bright-line rules,8 the
Federal Circuit has missed the texture and nuance of
this Court’s opinions.


In so doing, the Federal Circuit’s test raises a host
of problems and questions that are not only unanswered,
but probably unanswerable. Is a general purpose
computer a “specific machine”? Does the movement of
a physical object from one place to another “transform”
that object or its environment? Does the collection and
analysis of, for example, blood transform an object, or is
it merely “insignificant pre-solution activity”? When is
data “representative of a physical thing”? Many of these


8. This is not the first time this Court has reviewed the
Federal Circuit’s conversion of a flexible standard into a bright-
line rule. In KSR v. Teleflex, 550 U.S. 398 (2007), this Court
rejected the Federal Circuit’s “teaching-suggestion-
motivation” test as the exclusive test for obviousness. In
MedImmune, Inc. v. Genentech, Inc., 549 U.S. 118 (2007), this
Court rejected the Federal Circuit’s “reasonable apprehension
of imminent suit” test as the exclusive test for declaratory
judgment jurisdiction in patent cases. In eBay,  Inc. v.
MercExchange LLC, 547 U.S. 388 (2006), this Court rejected
the Federal Circuit’s rule that successful patentees are always
entitled to injunctive relief in favor of a more flexible, four-
factor test. And in Festo Corp. v. Shoketsu Kinzoku Kogyo
Kabushiki Co., Ltd., 535 U.S. 722 (2002), this Court rejected the
Federal Circuit’s absolute approach to prosecution history
estoppel in favor of a more flexible approach.
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questions reflect close cases involving the patentability
of medical diagnostic processes, software, and
putatively “non-technological” processes. But rather
than evaluate those questions on their individual merits,
as it has been wont to do in other areas of patent law,
the Federal Circuit would willy-nilly apply a single, hard-
and-fast rule cobbled together from out-of-context
quotations and myopic renderings of this Court’s
opinions.


II. Arbitrarily Narrow Limits on Patentable Subject
Matter Will Reduce Incentives to Produce
Valuable Inventions


The core mission of the patent law is to create
incentives for the production, disclosure, and
commercialization of socially valuable inventions. The
flexibility of the patentable subject matter requirement
is particularly important given the rapidly changing
nature of technology. This Court last considered the
scope of patentable subject matter in 1981, based on
inventions made nearly a decade earlier.9 At the time
those inventions were made, the biotechnology industry
was in its infancy. There was no such thing as a personal
computer or a cell phone, and the Internet was
something used by only a few computer scientists at
universities. Had the Court created an inflexible rule in
1981 governing the patentability of software or


9. This Court did decide the patentability of plants under
Section 101 in J.E.M. Ag Supply, Inc. v. Pioneer Hi-Bred Int’l,
Inc., 534 U.S. 124 (2002), but that case involved the interaction
between that statute and another, not the scope of Section 101
per se. Id., at 127. Even so, the Court opted for a broad definition
of patentable subject matter. Id., at 131, 145-46.
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communications technologies, that rule could have had
a range of unintended consequences, preventing the
patenting of important new inventions in a wide range
of fields. For example, Benson involved a claim to an
abstract mathematical algorithm—which was thus
unpatentable—but misreading of the opinion led many
to a fundamental misapprehension that all software
programs consisted of “abstract algorithms.” Software
does indeed consist of algorithms, but they are anything
but abstract. Software programs accomplish specific
results. And modern software patents mostly cover, not
abstract mathematical concepts, but detailed
engineering implementations of ideas that happen to
be expressed in the language of mathematics. These
implementations appear in many industries, from
automotive to yarn making. Quite simply, innovation in
industry must necessarily include innovation in applied
processes. The patent application in Benson may have
locked up all uses of an abstract idea, but it does not
follow that all or even very many software patents pose
a similar risk.


This Court has long recognized that Section 101’s
limitation on patentable subject matter plays a role in
this mission, by placing beyond the realm of patentability
certain limited classes of subject matter—classically
described as “laws of nature, natural phenomena, and
abstract ideas.” See, e.g., Diamond v. Chakrabarty, 447
U.S. 303, 309 (1980); Diamond v. Diehr, 450 U.S. 175,
182 (1981). The worry is that to allow patentability for
these “manifestations of . . . nature, free to all men and
reserved exclusively to none,” Chakrabarty, supra, at
309 (quoting Funk Bros. Seed Co. v. Kalo Inoculants
Co., 333 U.S. 127, 130 (1948)), would upset the delicate
balance between patentees and the public.
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At the same time, however, limitations on patentable
subject matter are a blunt instrument, because they
deny patentability to a range of subject matter
regardless of how innovative it might be. Expanding
these categorical denials of patentability beyond this
well-established core of exceptions would work a harm
of unpredictable magnitude on the incentives to
innovate in the United States.


For this reason, bright-line tests that attempt to
exclude specific types of technologies are problematic.
There is no clear dividing line between “software”
and “non-software” patents, or a computer system
that implements a “business method” and one that
implements some other type of process, or between
“technological” and “non-technological” inventions.
More importantly, new and nonobvious innovations do
not occur only on one side of any of these lines. Any of
these tests, proposed decades ago, would have missed
important new and non-abstract inventions.


A. The Flexible Applied/Abstract Doctrine
Promotes Innovation


This Court has recognized that allowing patenting
of mathematical algorithms in the abstract would harm
innovation by allowing patent-holders to “wholly
preempt the mathematical formula,” and thus
encompass every conceivable use of a fundamental
principle. See, e.g., Benson, 409 U.S. 63, 71-72; see also
Diehr, 450 U.S. at 188.


At the same time, the law recognizes that in many
cases it will be the recognition and implementation of
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the practical utility of an algorithm that is an innovation:
the use of the Arrhenius equation to determine cure
time in rubber, the use of basic geometric principles to
guide the intensity of pixel display on a screen, or
perhaps the use of accounting principles in an automated
hub-and-spoke arrangement among mutual funds.
See Diehr, 450 U.S. at 178-79; In re Alappat, 33 F.3d
1526, 1538-39 (Fed. Cir. 1994); State Street Bank & Trust
Co. v. Signature Financial Group, Inc., 149 F.3d 1368,
1371-72 (Fed. Cir. 1998).


The right balance, then, is one that prevents the
patenting of subject matter that, because of its abstract
nature, properly belongs in the commons upon which
future innovations can be built, “free to all men and
reserved exclusively to none,” but permits patenting
inventions that build upon that commons to implement
an idea, law of nature, or natural phenomena in a new
and nonobvious practical application. This was, we think,
exactly the balance struck by the Court (and, indeed,
the Federal Circuit itself) before the Federal Circuit’s
recent misadventure in Bilski.


B. The Federal Circuit’s Rule Will Harm
Innovation


The Federal Circuit’s conclusion in this case—that
“processes” cannot be patented unless they involve an
unmistakable physical or mechanical component—would
alter the line between patentable and unpatentable
subject matter from one that merely requires a practical
application of an algorithm to one that requires some
form of physical manifestation or transformation.
We addressed the statutory and practical problems with
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a physical transformation requirement above. Here, we
address a different concern with the Federal Circuit’s
newly minted test—namely, the suggestion that not only
must an invention include some physical embodiment
or material transformation, but that the physical or
material aspect of the claimed invention itself must be
the “point of novelty” in the invention rather than an
“insignificant” part of the invention. Bilski, 545 F.3d at
957.


Such an approach would return the law to the oft
misunderstood dicta of Parker v. Flook, 437 U.S. 584
(1978), which was clarified a mere three years later by
this Court in Diamond v. Diehr, 450 U.S. 175, 185 (1981)
(“Our recent holdings in Gottschalk v. Benson [] and
Parker v. Flook … stand for no more than these long-
established principles [that abstract ideas are not
patentable]”). The Federal Circuit’s approach would not
merely exclude “mental” processes standing alone from
patentability, but would effectively exclude even ideas
or algorithms that have a definite practical application
by requiring that the physical embodiment—not the
idea or process itself—be new and nonobvious.


The problem with excluding new ideas from
consideration in the novelty and nonobviousness inquiry
is that doing so would exclude many of our most
important inventions from patentability despite
unmistakable statutory language to the contrary. Take,
for example, new uses of existing chemicals. If a drug
company discovers that an existing chemical can be used
to treat depression by selectively inhibiting the uptake
of serotonin in the human brain, the physical step that
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follows—putting that chemical into pill form and
prescribing it to patients—is straightforward and
obvious. The real inventive work is in the discovery of
the new use for the chemical.10


That discovery, standing alone, may be an abstract
idea, or merely the identification of a natural
phenomenon—but it would be unwise in the extreme to
bar patentability for the practical application of this
discovery to a new and useful end merely because that
practical application was the result of a discovery. The
pharmaceutical industry relies on patent protection to
recoup the hundreds of millions of dollars it invests in
developing and testing new drugs. See Pharmaceutical
Research and Manufacturers of America, Why Do
Prescription Drugs Cost So Much . . . , http://www.
phrma.org/publ icat ions/publ icat ions/brochure/
questions/. And pharmaceutical compositions—even
those based on natural products—have been patentable
for years. See 35 U.S.C. § 100(b) (stating that a “process”
includes “a new use of a known process, machine,
manufacture, composition of matter, or material”).


Other examples involve DNA patents or computer
programs. There are literally thousands of patents on
isolated or chimeric human DNA sequences that serve
an identified purpose. These gene sequences are not,


10. For example, note the history of minoxodil, which was
originally marketed as a drug to treat high blood pressure, and is
now better known for its success in treating hair loss (as Rogaine).
See http://minoxidil.us/history.htm. See also U.S. Pat. No. 4,877,805
(Oct. 31, 1989) (“Methods for treating sundamaged human skin
with retinoids”) (new use of Retin-A).
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of course, patentable as they exist in the human body,
but they should be considered patentable when they are
altered from their natural state in a way that achieves a
practical result, such as moving that gene sequence into
a new bacterium to change the behavior of that
bacterium. See Diamond v. Chakrabarty, 447 U.S. 303
(1980); see also Parke Davis & Co. v. H.K. Mulford &
Co., 189 F. 95 (S.D.N.Y. 1911) (L. Hand, J.) (“[W]hile it is
of course possible logically to call this a purification of
the principle, it became for every practical purpose a
new thing commercially and therapeutically. That was a
good ground for a patent.”). But it is not the isolation of
the DNA sequence itself that makes the invention
socially valuable; it is the identification of the function
of the particular gene that is critical to the practical use
of that sequence. Under the Federal Circuit’s strained
reading of Flook, though, courts would be forced to
disregard the important discovery of the function of the
gene, since it was a discovery of a natural principle, and
could ask only whether the physical isolation of that
particular gene was nonobvious given the isolation of
thousands of similar genes in the past.


The same is true of software: the value of a new
program is often not the transformation of a physical
object such as a computer but the fact that information
is processed differently by the new program or that the
program generates new information as results. An
invention that doubles the speed at which a computer
starts up, for instance, does not necessarily transform
anything physical, but it is a valuable improvement that
makes it easier to use a computer. Yet again, under the
Federal Circuit’s inflexible test – one expressly rejected
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in Diehr,11 that would not matter—it is only the incidental
change to the physical environment that would determine
patentability of the new algorithm or program.


It is true that some would celebrate the effective
elimination of software and DNA patents, and perhaps
even the elimination of drug patents. But that decision
should be made, if at all, by Congress. And we think it
unlikely in the extreme that Congress would or should
adopt such a restrictive view of patentable subject
matter. Pharmaceutical and biotechnology patents are
critical to encouraging innovation in those industries.
And while there is more controversy over the net benefits
of software patents, Congress has not seen fit to abolish
or restrict them. Indeed, no one has introduced a bill
doing so despite intensive Congressional consideration
of patent reform over the past four years.


The risk of a limited conception of patentable subject
matter is broader than the damage that might be done
to existing industries that rely on patent protection.


11. Specifically, the Court stated:


In determining the eligibility of respondents’
claimed process for patent protection under § 101,
their claims must be considered as a whole. It is
inappropriate to dissect the claims into old and new
elements and then to ignore the presence of the old
elements in the analysis. This is particularly true in
a process claim because a new combination of steps
in a process may be patentable even though all the
constituents of the combination were well known
and in common use before the combination was
made.


450 U.S., at 188.
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A broad eligibility requirement enables the patent
system to respond flexibly to the development of new
technologies. See Chakrabarty, 447 U.S. at 316 (“A rule
that unanticipated inventions are without protection
would conflict with the core concept of the patent law
that anticipation undermines patentability. . . . Congress
employed broad general language in drafting § 101
precisely because such inventions are often
unforeseeable.”). If patentable subject matter is
restricted to nonobvious physical embodiments, some
new and as-yet-unforeseen field of invention may not
qualify for patent protection. A rule that applies modern
understandings of what constitutes technology to new
fields of endeavor deprives patent law of the flexibility
it needs to provide effective protection to new
technologies.


We respectfully suggest, therefore, that the proper
approach to patentable subject matter is articulated in
this Court’s decisions in Diamond v. Diehr  and
Diamond v. Chakrabarty, not the Federal Circuit’s
overly narrow reading of Parker v. Flook – a reading
rejected by this Court. The question of whether an
invention is patentable subject matter should be
answered by looking at the claimed invention as a whole,
not by dissecting it into its parts and disregarding some
of those parts.


The Federal Circuit paid lip service to this principle,
announcing that it would not require that the physical
implementation as opposed to the invention as a whole
be the novel and nonobvious feature of the invention.
But it then undermined that principle by reading Diehr
and Flook incorrectly to reach the conclusion that
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physical activity must be “significant.” This Court did
point out in Diehr, 450 U.S. at 191-92, that an applicant
could not avoid the abstract ideas limitation by adding
a trivial physical embodiment to a claim covering an
abstract idea. But the point of that test, properly
understood, is to prevent strategic behavior from
undermining the limitation on patenting abstract ideas.
The Federal Circuit erred by reifying that practical limit
into a requirement that there must always be a physical
transformation or mechanical implementation of an
invention that is itself “significant.” The right question
is whether the claim as a whole is being used as a vehicle
to lock up the unpatentable principle, not whether the
particular application of that principle being patented
is or is not physical or “significant.”


III. Existing Patent Doctrines Can Deal With the
Problems Bad Patent Applications Create


We acknowledge that there are problems with
software and so-called “business method” patents. The
Patent Office has doubtless issued many patents it
should not have, the uncertainties of claim construction
and other doctrines may allow plaintiffs to overclaim even
valid patents, and aspects of damages rules may lead
some to seek to capture more than the economic value
of their invention. But existing patent doctrines of
novelty, obviousness, enablement, claim construction,
and remedies are better suited to address bad patents
and the problems they create.
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A. The Patent Act Provides the Tools to Bar Bad
Patents


There are very few, if any, questionable patents—
including the Bilski application—that might be barred
on subject matter grounds that could not also be barred
by other patentability criteria. The Board of Patent
Appeals and Interferences (BPAI) recognized this point
in this case, rejecting the patent on subject matter
grounds, and only subject matter grounds, to ensure
that the Federal Circuit would actually see an appeal on
such grounds. See Ex parte Bilski, Appeal No. 2002-
2257 (Sept. 26, 2006). For that reason, a holding that
Bilski’s application claims patentable subject matter
would not necessarily mean that the invention at issue
is patentable. In fact, we strongly suspect that Bilski’s
application could easily be rejected on novelty and
nonobviousness grounds.


In general, there are many options for barring bad
patents, including improperly issued “business methods”
patents and “mental steps” claims:


(1) Novelty and Obviousness. One recurring
criticism, especially for software and business methods
patents, has been that the Patent Office has granted
claims for old and obvious methods. This is not a problem
of subject matter but of application; after this Court’s
recent decision in KSR, it is much easier for lower courts
to reject or invalidate specious claims. KSR Int’l Co. v.
Teleflex Inc., 127 S. Ct. 1727 (2007). Additionally, the
Patent Office has more strictly applied patentability
criteria and the grant rate in the “business method”
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class has fallen dramatically. See Mark A. Lemley &
Bhaven Sampat, Is the Patent Office a Rubber Stamp?,
58 Emory L.J. 181 (2008) (finding that only 15% of
applications in Class 705, business methods, had been
approved 7½ years after filing).


Another concern with business method patents is
that they protect methods that are widely practiced, but
undiscoverable by patent examiners in order to use as
“prior art” to reject patents.12 This, too, is not an issue
of subject matter; patent law has never barred patents
because others have used methods secretly. W.L. Gore
& Assoc., Inc. v. Garlock, Inc., 721 F. 2d 1540, 1550 (Fed.
Cir. 1983). Instead, it reflects a concern, not that existing
rules are inadequate, but that they are not always
applied in the Patent Office with enough care. In fact,
as examiners have gained more experience with such
patents and with searching public databases for
information about them, they have rejected more
patents. See Mark A. Lemley & Bhaven Sampat, supra.


Indeed, complaints about examiner difficulty in
finding publicly disclosed methods in patents and similar
prior art are quite ironic, for they are in part a product
of pre-Diehr uncertainty about software patents. The
perceived inability to patent software-related inventions
drove such inventions “underground” into trade secrecy
or into disguise as non-software inventions, making
them more difficult to find and apply to invalidate


12. Robert P. Merges, As Many as Six Impossible Patents
Before Breakfast: Property Rights for Business Concepts and
Patent System Reform, 14 Berkeley Tech. L.J. 577, 589 (1999).
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patents today. That was a mistake that should not be
repeated—the business methods applications of the
past decade or more, whether issued as patents or not,
will provide a wealth of publicly available prior art for
future filings. Forcing companies to keep such methods
secret or disguise them as other technologies will only
further deplete the prior art pool.


(2) Utility. Part of the Section 101 analysis includes
determining whether a claimed invention has utility. See
35 U.S.C. § 101 (“Whoever invents or discovers any new
and useful process . . . .”) (emphasis added). The
traditional test for utility is “practical,” not
“technological” utility. Practical utility requirements
serve to bar otherwise abstract ideas and algorithms.
For example, a standalone mathematical algorithm would
not be patentable because it does not have practical
utility, even if the algorithm is a process under Section
101. While such an algorithm may allow for new, faster,
or more accurate computation of real world effects, it
does not “do” anything unless coupled to some useful
process or device, and practical utility requires some
contribution beyond the possibility of calculation.
See In re Schrader, 22 F.3d 290, 295 (Fed. Cir. 1994) (some
sort of practical effect is required, even if not a physical
transformation).


(3) Specification and Claiming . A primary
concern with any effort to deny patentability to claims
that are solely composed of “mental steps” is that human
intervention fails the definiteness, written description,
and enablement tests under 35 U.S.C. § 112, because—
as a species of “abstract ideas”—they allow for claims
that are far broader than the applicant has disclosed.







29


Indeed, we showed earlier how this Court has historically
used the enablement standard of Section 112 to determine
whether a claimed invention is an “abstract idea.”
By limiting a patentee to what he has actually taught one
of ordinary skill in the art to make and use, the enablement
doctrine prevents just the sort of sweeping claims to
abstract ideas with which this Court’s Section 101 cases
have been concerned. Indeed, the claim invalidated in
Morse was suspect in large part due to lack of enablement.
56 U.S., at 112-21.


In this regard, we think it is essentially impossible to
draw a principled boundary around claims that are
completely “mental.” By contrast, a rule that permits
patenting so long as the mental step is one that is claimed
only in connection with a practical application of the idea—
which requires that a claim be enabled by the patent’s
disclosure—avoids such a problem.


B. Other Doctrines Limit the Harm from Weak
Patents


To the extent that the traditional statutory
patentability criteria do not weed out bad patents, recent
changes in the law will reduce the harm caused by those
weak patents. For example, in MedImmune, Inc. v.
Genentech, Inc., 549 U.S. 118 (2007), this Court loosened
the standards for declaratory judgment of patent invalidity,
making it easier for potential defendants to seek to
invalidate patents. Similarly, the Federal Circuit’s recent
determination in In re Seagate Tech., LLC, 497 F.3d 1360,
1371 (Fed. Cir. 2007) (en banc), that willful infringement
requires objective recklessness reduces the risks
associated with reviewing patents in any given subject area.
As such, Seagate will allow potential defendants to read
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patents and decide whether to design around or challenge
weak patents rather than simply close their eyes to the
existence of weak patents.


Finally, in eBay Inc. v. MercExchange, L.L.C., 547 U.S.
388 (2006), this Court held that lower courts have discretion
to deny injunctive relief in accordance with the principles
of equity. District courts can use this discretion to deny
injunctions in cases in which the owner of a valid patent
seeks to “hold up” a defendant by threatening to shut down
a large, multi-component product because of infringement
of a small piece of that product.13


In sum, the courts have a combination of statutory
and doctrinal tools available to reject, invalidate, or narrow
patents that might otherwise be considered problematic.
Congress is actively considering further changes to the
patent system designed to improve the scrutiny of patent
applications and reduce abuse of bad patents. Those tools
are far better suited toward limiting the social harm from
inappropriate claims than any “subject matter” test will
ever be. And they pose less risk of categorically denying
important new inventions the benefits of patent protection.
As such, these other doctrines should be used whenever
possible in lieu of difficult-to-enforce subject matter bars.
See Kristen Osenga, Ants, Elephant Guns, and Statutory
Subject Matter, 39 Ariz. St. L.J. 1087 (2007); Michael
Risch, Everything is Patentable, 75 Tenn. L. Rev. 591, 606-
7 (2008); Christopher Todd Abernethy, Note, Cruel Hand
of Bilski: Culminating the Shortsighted Crusade for
Marginalization of the ‘Process’ Patent, available at http:/
/papers.ssrn.com/sol3/ papers.cfm?abstract_ id=1420205.


13. These reforms do not end the problem of holdup, of
course, though they reduce it.
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IV. Bilski’s Application Fails This Court’s Applied/
Abstract Test


Using this Court’s applied/abstract dichotomy, we
believe the Bilski application is unpatentable as an
abstract idea. Bilski, 545 F.3d at 1015 (Rader, J. dissenting).
The representative claim 114 relates to an abstract concept:
a method of hedging by identifying parties with differing
risk profiles. Importantly, the claim is not for a practical
application of hedging; rather, it is so broadly enumerated
as to be a general principle that is non-enabled. For
example, the claim purports to cover every method of
identifying the risk profiles for buyers and sellers of
different types of commodities, while the patent fails to
describe or enable such a broad claim.


14. Claim 1 reads:


A method for managing the consumption risk costs
of a commodity sold by a commodity provider at a
fixed price comprising the steps of: (a) initiating a
series of transactions between said commodity
provider and consumers of said commodity wherein
said consumers purchase said commodity at a fixed
rate based upon historical averages, said fixed rate
corresponding to a risk position of said consumer;
(b) identifying market participants for said
commodity having a counter-risk position to said
consumers; and (c) initiating a series of transactions
between said commodity provider and said market
participants at a second fixed rate such that said
series of market participant transactions balances
the risk position of said series of consumer
transactions.


J.A. 19-20.
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The Bilski application is remarkably similar to that of
Morse. The application describes and enables a very
specific application regarding energy that is affected by
weather. The application discloses, among other things,
gathering data about the previous 20 years worth of
transactions and weather; simulating the payoffs and
profits from historical transactions and hypothetical
weather levels, repeating the process until the simulations
yield acceptable profits, and steps to buy and sell options
to hedge against risk. J.A. 16-19.


Like the “system of signs” claim upheld in Morse, this
disclosure might well support a claim relating to the
particular application described, assuming that other
patentability criteria are met. But it does not justify
granting a patent on all forms of hedging risk, just as
Morse’s pioneering invention did not justify his claim to
all electromagnetic communication.


Like the claims of Morse’s patent that this Court upheld
as patentable, the Bilski claim could be made practical in a
number of ways—namely, by limiting it to an enabled
invention either by claiming more specific means to carry
out the method or by more narrowly claiming the steps of
the method.15 Yet, contrary to the Federal Circuit’s position,
none of these paths to patentability turns on the claiming
of a machine or transformation of matter.


15. Even so limited, it is likely that the Bilski application
is unpatentable because it purports to cover technology already
known or obvious to those of skill in the art.
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CONCLUSION


The patent statutes were wisely drafted with an
expansive vision of patentable subject matter. Efforts to
graft judicially created limitations onto that expansive
scope in the past have proven fruitless and indeed
counterproductive. This Court should not impose a
requirement that patentable inventions require a machine
or the physical transformation of some material. It should
instead maintain the rule that patents are available for
“anything under the sun made by man,” including
discoveries of ideas, laws of nature, or natural phenomena
so long as they are implemented in a practical application.
In short, the test should be as it has been: where an idea is
claimed as applied, it is eligible for patentability, but if it is
claimed merely in the abstract it is not.
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INTEREST OF AMICUS CURIAE


Amicus curiae  Intellectual Property Owners
Association (“IPO”) is a trade association representing
companies and individuals in all industries and fields of
technology who own or are interested in U.S. intellectual
property rights.1 IPO’s membership includes more than
200 companies and a total of nearly 11,000 individuals
who are involved in the association either through their
companies or as inventor, author, executive, law firm, or
attorney members. Founded in 1972, IPO represents the
interests of all owners of intellectual property. IPO
members receive about thirty percent of the patents
issued by the Patent and Trademark Office to U.S.
nationals. IPO regularly represents the interests of its
members before Congress and the PTO and has filed
amicus curiae briefs in this Court and other courts on
significant issues of intellectual property law. The
members of IPO’s Board of Directors, which approved
the filing of this brief, are listed in the Appendix.2 IPO
generally adheres to a policy of submitting amicus briefs
on significant issues affecting its members. Because of
the central importance of the scope of patent eligible
subject matter under 35 U.S.C. § 101, IPO has


1. No counsel for a party authored this brief in whole or in
part, and no such counsel or party made a monetary contribution
intended to fund the preparation or submission of this brief.
No person other than the amicus curiae, or its counsel made a
monetary contribution to its preparation or submission.  The
parties have consented to the filing of this brief and such
consents are being lodged herewith.


2. IPO procedures require approval of positions in briefs
by a three-fourths majority of directors present and voting.







2


authorized the filing of this brief urging this Court to
adopt its members’ view of that scope as set forth below.
IPO expressly declines, however, to take any position
on whether claim 1 of the 08/833,892 patent application,
which was at issue below, claims patent eligible subject
matter under § 101.


INTRODUCTION


The patent claim at issue in this case is directed to
a method for hedging risk in the field of commodities
trading. In re Bilski, 545 F.3d 943, 949 (Fed. Cir. 2008)
(“Bilski”). Under the claimed method, a provider of a
commodity, such as coal, would initiate a series of
transactions with consumers at a fixed rate to insulate
them from higher rates that would result from a spike
in demand due to unusually cold weather. Id. The
provider would then initiate transactions with coal
suppliers at a second fixed rate that would insulate them
from lower prices for coal that would result from a drop
in demand due to unusually warm weather. Id. The
offsetting positions would then operate as a hedge for
the provider against unusual demand for coal. Id. The
Patent & Trademark Office (“PTO”) rejected the claim
as not directed to patentable subject matter under 35
U.S.C. § 101. Id.


In affirming that result, the Federal Circuit held
that this Court’s decisions in Diamond v. Diehr, 450
U.S. 175 (1981) and Gottschalk v. Benson, 409 U.S. 63
(1972) establish a “definitive test” for determining the
patent eligibility of a claimed process: whether the
process “(1) . . . is tied to a particular machine or
apparatus or (2) . . . transforms a particular article into
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a different state or things” (the “Machine or
Transformation Test”). Id. at 954. Although the court
held that there was no basis for doing so now, it did note
that “future developments in technology and the
sciences may present difficult challenges to the machine-
or-transformation test” and opined that that this Court
“may ultimately decide to alter or perhaps even set
aside this test to accommodate emerging technologies.”
Id. at 956.


The Federal Circuit then went on to discuss how
the test would apply in various circumstances,
concentrating on its own prior decisions and those of its
predecessor, the Court of Customs and Patent Appeals.
Id. at 961-63. Because the Bilski claim admittedly did
not require the use of any machine to practice the
claimed process, the Federal Circuit did not attempt to
define the scope of the “particular machine” aspect of
the test, but concentrated its analysis to a discussion of
what constitutes a “transformation into a different state
or thing.” Id. at 962.


Noting that it was “virtually self-evident that a
process for a chemical or physical transformation of
physical objects is patent-eligible subject matter,” the
court focused its discussion on electronic signals and
electronically manipulated data, which it described as
“the raw materials of many information-age processes.”
Id. at 962. Pointing to its predecessor’s decisions in
In re Abele, 684 F.2d 902 (C.C.P.A. 1982), and In re
Meyer, 688 F.2d 789 (C.C.P.A. 1982), the Federal Circuit
concluded that a display of data that “did not specify
any particular type of data; nor . . . specify how or
from where the data was obtained or what the data
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represented” would be insufficient, but that “the
transformation of that raw data into a particular visual
depiction of a physical object on a display was sufficient”
to meet the test. Id.


As for so called “business method” patents, such as
the one involved in this case, the Federal Circuit held
that “transformations or manipulations simply of public
or private legal obligations or relationships, business
risks, or other such abstractions cannot meet the test
because they are not physical objects or substances, and
they are not representative of physical objects or
substances.” Id. at 962. However, the court took pains
to reaffirm its holding in State St. Bank & Trust Co. v.
Signature Fin. Group, 149 F.3d 1368 (Fed. Cir. 1998),
that “business method claims . . . are ‘subject to the
same legal requirements for patentability as applied to
any other process or method.’” 545 F.3d at 960 (quoting
State St. Bank & Trust Co., 149 F.3d at 1375-76).


SUMMARY OF ARGUMENT


In crafting the language defining potentially
patentable subject matter, Congress used sweeping
language, “Whoever invents or discovers any new and
useful process . . . may obtain a patent . . .” 35 U.S.C.
§ 101. It is telling that Congress chose to make no carve
outs from its formulation of potentially patentable
subject matter. IPO urges this Court to reaffirm prior
precedent that patent eligible subject matter is to be
broadly construed. Diamond v. Chakrabarty, 447 U.S.
303 (1980) at 308 (“In choosing such expansive terms as
‘manufacture’ and ‘composition of matter,’ modified by
the comprehensive ‘any,’ Congress plainly contemplated
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that the patent laws would be given wide scope.”).
Previously, this Court has found only three limited
exceptions to patentability.3 Today more than ever, a
flexible approach to interpreting the statutory
framework of the 1952 Patent Act and applying the
Machine or Transformation Test is necessary in
distinguishing abstract ideas from practical applications
of ideas in constantly changing and rapidly evolving
areas of human endeavor. See Chakrabarty, 447 U.S. at
309 (noting comments of the principal draftsman of the
1952 recodification that “anything under the sun made
by man” is patentable subject matter).


IPO believes the Machine or Transformation Test
is consistent with this Court’s precedents, but, properly
understood it is simply a method for distinguishing
between patentable subject matter and “laws of nature,
natural phenomena, and abstract ideas,” which this
Court has clearly held to be unpatentable subject
matter. Diehr, 450 U.S. at 185. Thus, IPO asks this Court
to make clear that the Machine or Transformation test
is not the exclusive test, and to expressly authorize the
courts and the PTO to develop alternative approaches
to analyze particular claimed inventions on a case-by-
case basis, within the broader framework. Said another
way, IPO advocates that while the Machine or
Transformation test is a clue, but not the only clue, to
patent eligibility under § 101.


3. The laws of nature, physical phenomena, and abstract
ideas have been held not patentable. See Parker v. Flook, 437
U.S. 584 (1978); Gottschalk v. Benson, 409 U.S. 63, 67, (1948);
O’Reilly v. Morse, 15 How. 61, 112-121 (1853); Le Roy v. Tatham,
14 How. 155, 175 (1852).
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Further, there are significant gaps in the Federal
Circuit’s discussion of the application of the Machine
and Transformation Test to contemporary and future
technological developments, most particularly to the use
of computers, which IPO urges this court to address in
order to reduce confusion and uncertainty in the courts
and the PTO. Moreover, in the one area it did discuss at
some length – processes involving the use of electronic
signals to transmit information, IPO believes that the
Federal Circuit’s discussion unduly focuses on the
contents of the data – particularly whether or not the
data creates an image of physical objects – rather than
the manner in which those signals are generated.


In particular, IPO believes that this Court’s long
standing precedent, and the need to provide appropriate
protection to valuable innovative technologies, require
that a claim that sets out a method for changing any
existing state of matter, including by generating or
modifying an electrical, optical or any other type of
signal to transmit information, is patentable, regardless
of whether the subject matter being conveyed relates
to images or physical objects, methods of doing
business, mathematical functions, or even video games,
so long as the methodology for producing the signals
are sufficiently defined and the claims meet the other
standards for patentability under the Patent Act.


In addition, IPO believes that a discussion of the
application of the “particular machine” to the computers
and other programmable devices, which have already
replaced mechanical devices and “hard wired” circuitry
in so many areas of contemporary life, can no longer be
avoided. Although admittedly not specifically involved
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in this case, the failure to address the applicability of
the “particular machine” to devices whose prevalence
and significance could hardly have been imagined when
that test was originally articulated by this court, has
created huge uncertainty, not only as to the
patentability of future inventions, but to the validity of
some of the most valuable and important patents
currently in effect, that is sure to engender extensive
litigation and have a chilling effect on the investment in
the research and development activities that are so
important to the future strength of American industry
and our ability to maintain our status in an increasingly
competitive global economy.


IPO believes that the history of the development of
the “particular machine” requirement clearly points the
way to the appropriate application of that test to
computers and other programmable devices: a process
that is tied to the use of a programmable device,
including a general purpose computer, generally
satisfies the “particular machine” requirement for
patent eligibility so long as the claim that requires that
the device be programmed to perform the functions
specified in the claim in the manner contemplated
by the inventor and the claim otherwise meets the
novelty, usefulness, non-obviousness and disclosure
requirements of the Patent Act.
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ARGUMENT


A. The Machine or Transformation Test – Properly
Construed – is One Approach to Determine
Patentability of a Process


IPO believes that the Machine or Transformation
Test is consistent with this Court’s precedents and
serves as one appropriate measure for determining the
patentability of processes, provided the test is construed
and applied in a manner that adequately takes into
account the broad statutory language of the Patent Act,
this Court’s precedent and existing and future
technology. However, the statutory language of the
Patent Act is broad, and the mushrooming of
developments in such fields as nanotechnology, applied
quantum mechanics and genomics, render it unwise to
adopt a test for patentability that would or should
necessarily apply to claims involving innovations for
which the appropriateness of the test have never been
considered. Rather, this Court should continue, as it did
in Benson, to expressly recognize that other standards
or analytic frameworks may apply in cases involving
claims that are fundamentally different from those
that this Court has previously had an opportunity to
pass upon. Gottschalk v. Benson, 409 U.S. 63, 70 (1972)


It is argued that a process patent must either
be tied to a particular machine or apparatus
or must operate to change articles or
materials to a ‘different state or thing.’ We do
not hold that no process patent could ever
qualify if it did not meet the requirements of
our prior precedents.
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Subject to the exceptions described above, the
patent statute provides a very broad and expansive
framework for what may be patented:


Whoever invents or discovers any new and
useful process, machine, manufacture, or
composition of matter, or any new and useful
improvement thereof, may obtain a patent
therefor, subject to the conditions and
requirements of this title. (emphasis added)


35 U.S.C. § 101.


This expansive breadth was intended by Congress4


to accomplish its Constitutional imperative to “promote
the Progress of Science and useful Arts” by “securing
for limited Times to . . . Inventors the exclusive Right
to their . . . Discoveries.” U.S. Const., art. I, § 8, cl. 8
(pertinent part).


The Machine or Transformation Test, properly seen,
has been one way that the Court has determined
whether a given process is patentable. Other Courts
have asked whether the invention claims a “practical
method or means of producing a beneficial result or
effect” (Diamond v. Diehr 182, n.7 (quoting Corning v.
Burden, 56 U.S. (15 How.) 252, 267-68 (1853)) (emphasis
added). Although this brief will generally leave to others
a detailed analysis of the history of the development of
the Machine or Transformation Test, we note that this
Court has used that particular test as simply one way


4. This Court previously took note of the legislative intent
behind the 1952 Patent Act. See Chakrabarty footnote 6.
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to determine whether an invention claims a practical
method or merely an abstract idea. See Chakrabarty Id.


The “machine” aspect of the particular test traces
its origin at least to this Court’s decision in O’Reilly v.
Morse, 56 U.S. 62 (1854), discussed more fully at p. 19,
infra, while the “transformation” aspect was initially
expressed in Cochrane v. Deener, 94 U.S. 780 (1877), in
which the Court, after noting that the claims in issue
did not require any particular configuration of
machinery, nevertheless held that a patentable “process”
would include:


[A] mode of treatment of certain materials to
produce a given result. It is an act, or a series
of acts, performed upon the subject-matter
to be transformed and reduced to a different
state or thing.


94 U.S. at 788.


Starting in the early 1970’s, this Court considered
a trio of cases involving the patentability of process
claims, starting with Gottschalk v. Benson, 409 U.S. 63
(1972), continuing with Parker v. Flook, 437 U.S. 584
(1978), and culminating in Diamond v. Diehr, 450 U.S.
175 (1981), in which this Court summarized its
precedents in the following terms:


This Court has undoubtedly recognized limits
to § 101 and every discovery is not embraced
within the statutory terms. Excluded from
such patent protection are laws of nature,
natural phenomena, and abstract ideas. “An
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idea of itself is not patentable.” “A principle,
in the abstract, is a fundamental truth; an
original cause; a motive; these cannot be
patented, as no one can claim in either of them
an exclusive right.”


450 U.S. at 185 (internal citations omitted).


The Diehr majority stressed that the Court’s
holdings in Benson and Flook “stand for no more than
these long-established principles.” Id. As this Court has
recognized, the need to distinguish between patent
eligible processes and unpatentable abstract ideas or
laws of nature has always presented the courts with
difficult issues. See, e.g., Parker v. Flook, 437 U.S. 584,
589 (1978) (“The line between a patentable ‘process’ and
an unpatentable ‘principle’ is not always clear.”); Risdon
Iron & Locomotive Works, 158 U.S. 68, 71 (1895) (“That
certain processes of manufacture are patentable is as
clear as that certain others are not, but nowhere is the
distinction between them accurately defined.”).
Accordingly, the Machine or Transformation Test must
not be applied rigidly, and indeed there are instances in
which it is inappropriate. It is one useful approach to
determine whether a claimed process falls within § 101,
but it cannot be definitively stated to be the exclusive
approach. The analysis necessarily must adapt to the
specific facts of each form of practical innovation.


Indeed, the opinion of the Federal Circuit itself
recognizes the difficulty of a “one size fits all” test:


. . . [W]e agree that future developments
in technology and the sciences may present
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difficult challenges to the machine-or-
transformation test, just as the widespread
use of computers and the advent of the
Internet has begun to challenge it in the past
decade. Thus, we recognize that the Supreme
Court may ultimately decide to alter or
perhaps even set aside this test to
accommodate emerging technologies.


545 F.3d at 956.


It is hard to imagine any single test sufficing to
differentiate patentable processes from unpatentable
subject matter under §101. No matter how the Machine
or Transformation test is formulated and refined, there
will always be scope for innovation outside such test,
while also falling outside this Court’s long established
exclusion of “abstract ideas, laws of nature and natural
phenomenon”.


In sum, IPO believes that the Court should again
recognize, as it did in Benson, the possibility that
process claims might not fit neatly into the Machine or
Transformation Test, and may require the application
of a modified or different standard in order to
appropriately accord with the broad legislative
framework that Congress has set forth.5 IPO believes it
is important for this Court not to mandate that the
Machine or Transformation Test be applied rigidly, but
rather to leave to the PTO and lower courts the freedom


5. In Benson, this Court took pains to point out that it was not
holding that “no process patent could ever qualify if it did not
meet the requirements of our prior precedents.” 409 U.S. at 7.1.
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to consider other tests that can accommodate
innovations that do not fit within the confines of
the Machine or Transformation Test, and which
nevertheless should be eligible for patent protection in
order the comply with the overall policy of the Patent
Act and the constitutional grant to Congress “To
promote the Progress of Science and useful Arts by
securing for limited Times to Authors and Inventors the
exclusive Right to their respective Writings and
Discoveries.” U.S. CONST. art. 1, § 8.


B. The Transformation of Matter Test Must Be
Construed and Applied in a Manner that
Recognizes and Applies Modern Technology


Although, as noted above, IPO remains concerned
that many areas of practical innovation may
unnecessarily be precluded from patent protection if the
Machine or Transformation Test is held to be the sole
test for eligibility, another pressing concern is that the
courts and the PTO may construe and apply the existing
test in a narrow and restrictive manner that further
limits the availability of patent protection. In particular,
IPO believes that when applied, both aspects of the test
must be applied in a manner which clearly recognizes
the significance and implications of modern technology
on what constitutes a “machine” and the myriad ways
in which the states of matter can be “transformed” in
order to accomplish useful functions.


With respect to the “transformation” aspect of the
test, the Federal Circuit noted that it is “virtually self-
evident that a process for a chemical or physical
transformation of physical objects” is patent-eligible
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subject matter. Although that is certainly true, those
concepts must incorporate a recognition that matter and
its properties can be physically and chemically
transformed in a host of ways that were not remotely
conceived of when the test was first articulated,
including, but certainly not limited to modifying the DNA
molecules of biological cells, and inducing and modifying
the energy states of matter to control the output of
electro-magnetic, nuclear or other forms energy or the
quantum states of subatomic particles. IPO believes
that any process which can change these or any other
attributes of matter from their pre-existing state in
order to perform useful functions fit within the rubric
of transformation of matter under this Court’s
precedents and that this Court’s opinion in this matter
should clearly so state.


A particularly important (although hardly the only)
area in which this issue has arisen is in patents involving
the generation or modification of electronic, optical or
other forms of signals that are used to convey
information. In its decision below, the Federal Circuit
recognized such signals as the “raw materials of many
information age processes” and discussed at some length
the applicability of the test to such signals. 545 F.3d at
962. However, without citing any authority of this Court,
the Federal Circuit applied the “transformation” test in
a manner that drew a distinction based not on whether
the process itself involved a transformation of matter,
but on the subject matter of the information that was
being conveyed, concluding that a process that
generated an image that happened to represent physical
or tangible objects or substances would be patentable,
but implying that a new method for generating signals
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to convey “abstract constructs such as legal obligations,
organizational relationships and business risks” would
not be.


In fact, however, this Court has long recognized the
patentability of processes involving generation and
modification of electrical and other forms of signals to
convey information without regard to the subject matter
of the information being conveyed. Indeed, one of the
oldest and most well known examples of the application
of the transformation test to a process for using
electrical signals to convey information, not mentioned
or considered in the decision below, is this Court’s
decision in the “Telephone Cases,” i.e., Dolbear v.
American Bell Tel. Co., 126 U.S. 1 (1888).


One of Alexander Graham Bell’s claims involved in
those cases was for a “method of and apparatus for
transmitting vocal or other sounds telegraphically . . .
by causing electrical undulations, similar in form to the
vibrations of the air accompanying the said vocal or other
sounds . . . .” Id. at 531. As described in the specification,
the invention consisted “in the employment of a
vibratory or undulatory current of electricity, in
contradistinction to a merely intermittent or pulsatory
current, and of a method of, and apparatus for,
producing electrical undulations upon the line wire.” Id.


In sustaining the patentability of the claimed
method portion of the claim as an “art” or “process” (the
two words have historically been used interchangeably
in patent law), independent of the particular means or
device for creating them, the Court pointed out that the
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generation of the electrical signals inherently required
a transformation from that which existed in nature:


In this art — or, what is the same thing under
the patent law, this process, this way of
transmitting speech — electricity, one of the
forces of nature, is employed; but electricity,
left to itself, will not do what is wanted. The
art consists in so controlling the force as to
make it accomplish the purpose.


126 U.S. at 532.


Thus, the claim met the “transformation” test not
because of its subject matter – which required no
images of physical objects or even a reproduction of
intelligible speech – but because it required
transformation of electricity from its natural state “by
gradually changing the intensity of a continuous electric
current, so as to make it correspond exactly to the
changes in the density of the air caused by the sound of
the voice.” Id. at 533.


This Court’s holding that the Bell claim met the
statutory definition of a patentable “useful art,” has been
repeatedly cited with approval by this Court. See, e.g.,
Gottschalk v. Benson, 409 U.S. at 68-69; Expanded Metal
Co. v. Bradford, 214 U.S. 366, 384, 385 (1909) (citing the
Telephone Cases, among others, to illustrate the
breadth of processes that can be properly claimed by a
patent); Risdon Iron & Locomotive Works, 158 U.S. at
76-77 (referring to the Telephone Cases as “the most
important case in which a patent for a process was
considered”). Notably, however, the claim would not have
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survived the “transformation” test as construed in the
opinion below since the claim “did not specify any particular
type of data; nor … specify how or from where the data
was obtained or what the data represented;” nor provide
that the signal being generated convey an image of a
physical object.6


Although it is perhaps the most prominent example,
the Bell claim is hardly unique in illustrating the divide
between this Court’s precedent and the more restrictive
construction of the Machine or Transformation Test
applied by the Federal Circuit in its decision below. Another
important example is provided by U.S. Patent No.
1,342,885 (the “Armstrong Patent”), which disclosed the
process for converting radio signals that made FM
transmissions feasible. Claim 1 of the patent read:


The method of amplifying and receiving high
frequency electrical oscillatory energy which
comprises, combining the incoming energy with
locally generated high frequency continuous
oscillations of a frequency differing from said
incoming energy by a third readily-amplifiable
high frequency, converting the combined energy
by suitable means to produce said readily-
amplifiable high frequency oscillations,
amplifying the third said high frequency
oscillations, and detecting and indicating the
resulting amplified oscillations.


There is little doubt that the Armstrong patent, as a
method of changing the state of electronic signals,


6. Notably, neither Bilski nor In re Abele cite to the
Telephone Cases.
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claimed patent eligible subject matter under the holding
of the Telephone Cases. However, it would be unlikely
to survive the holding of Bilksi because the claim says
nothing about particular types of data or an image
representing a physical object. Another example is
provided by U.S. Patent No. 4,901,307 (the “Gilhousen
Patent”), which, in claim 33, claimed a fundamental
process for cell phone communication comprised of
various steps for providing, converting and transmitting
communication signals. Again, there is little doubt that
the Gilhousen Patent claimed eligible subject matter
under the holding of Telephone Cases, but it too could
not have survived the holding of Bilksi that a claim that
“did not specify any particular type of data; nor . . .
specify how or from where the data was obtained or what
the data represented” is unpatentable.


IPO urges this Court to recognize that not only the
generation and modification of electrical signals, but any
other process that can alter the attributes of matter or
energy from their pre-existing state, whether by
manipulating the optical, phasic, genetic, magnetic,
gravitational, quantum mechanical or any other
attribute capable of being generated or modified and
detected in order to perform a useful function, should
qualify as patentable subject matter, and that the court
should decisively reject the notion that the patentability
of a process of conveying, manipulating or displaying
information using such signals turns on the source or
subject matter of the information being conveyed or
whether it can generate a visual depiction of a physical
object.







19


C. A Computer or Other Device that has been
Programmed to Perform a Claimed Function
is a “Particular Machine”


Citing the fact that the Bilski invention did not
involve the use of a computer to implement its claimed
process, the Federal Circuit decided to “leave to future
cases the elaboration of the precise contours of machine
implementation, as well as the answers to particular
questions, such as whether or when recitation of a
computer suffices to tie a process claim to a particular
machine.” 545 F.3d at 962. Although IPO recognizes the
general wisdom of declining to rule upon issues that are
not presented by the specific facts of the case before
the court, it considers the question of patentability of
computer implemented processes to be critically
important and anticipates that this Court will be more
than sufficiently briefed on the subject in this case to
justify providing the practitioners the IPO represents,
along with the PTO and the courts, with some guidance
on the critical question of the patentability of process
claims involving the use computers and other
programmable devices.


In particular, IPO believes strongly that a blanket
exclusion from patentability of processes implemented
through the use of computers and other programmable
devices would be harmful as a matter of policy and
unjustified in light of the purpose and function of the
“particular machine” test as it has developed in this
Court’s jurisprudence. The use of computers and other
programmable devices to perform functions that have
been historically performed by mechanical devices or
hard-wired circuitry has become so pervasive that a
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blanket exclusion of process patents implemented
through programmable devices would eliminate patent
protection for a wide swath of our modern economy that
has been built and developed in large part in reliance
on the availability of such protection. Almost all analog
electronics can now be represented mathematically and
reproduced through modern digital circuitry and there
is no logical basis for treating the invention of, for
example, analog filtering processes accomplished
through the use of “old fashioned” discrete resistors,
capacitors, transistors and other conventional
components differently from those which accomplish
similar functions by programming the circuitry in a
general purpose microprocessor to perform the same
function. Yet, today, those functions, and indeed virtually
all of the functionality of radios, televisions, telephones
and many functions historically performed by mechanical
devices such as clocks, adding machines, linotype
machines and cameras, are now implemented primarily
through the use of the software controlled operation of
microprocessors capable of performing a wide variety
of functions. In essence, once they have been
programmed, “general purpose” computers become
special purpose machines on a practical level and it
would unjustifiably exclude large areas of technology
from patent protection if they were simply excluded
because the machine that was designed to implement
them is capable of performing other functions as well.


To be sure, IPO recognizes that a general
requirement that some unspecified function be
performed on a computer, without more, may not be a
sufficient designation of a “particular machine” for
purposes of the Machine or Transformation Test.
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However, a review of the historical development of the
“particular machine” requirement points to the
conclusion that the requirement can and should be
deemed to be satisfied so long as the claim inherently
requires that the computer or device be programmed
to perform its function in the particular manner that
was conceived by the inventor.


 The “particular machine” aspect of the Machine or
Transformation Test was developed more than 150 years
ago as a way to satisfy this Court’s concern that a patent
not be used to give the patentee exclusive rights in a
fundamental principle (i.e., a law of nature, abstract idea
or natural phenomena): where a process is tied to a
“particular” machine, all other means of executing the
process remain open to the public such that there is no
danger of giving one patentee exclusive rights in natural
principle or a means of usefully employing such
principles that he or she did not invent. 7 This concern


7. It will be helpful here to distinguish between limiting a
process to a particular means of execution, which, as discussed
above, leaves the process open to be executed by other means,
and limiting a process to a field of use. In the latter situation,
all other means of executing the process within the field of use
would still be cut off from the public and would not ameliorate
the danger that, in fact, the patentee received exclusive rights
in a fundamental principle. The Federal Circuit recognized that
distinction in its decision below, noting that “pre-emption of all
uses of a fundamental principle in all fields and pre-emption of
all uses of the principle in only one field both indicate that the
claim is not limited to a particular application of the principle”
(citing Diehr, 450 U.S. at 193 n.14 (“A mathematical formula in
the abstract is nonstatutory subject matter regardless of
whether the patent is intended to cover all uses of the formula
or only limited uses.”).
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was initially articulated by this Court’s holding in
O’Reilly v. Morse, 56 U.S. 62 (1854), where the Court
rejected a claim directed at the use of electro-
magnetism, however created, for imprinting intelligible
characters as not patent eligible. Id. at 120. The
rationale for this result, as expressed by the court, was
the need to assure that the inventor’s patent was limited
to the process that he invented and would not foreclose
others from inventing different, and potentially superior
methods of accomplishing similar results:


If this claim can be maintained, it matters not
by what process or machinery the result is
accomplished. For aught that we now know some
future inventor, in the onward march of science,
may discover a mode of writing or printing at a
distance by means of the electric or galvanic
current, without using any part of the process
or combination set forth in the plaintiff ’s
specification. His invention may be less
complicated — less liable to get out of order —
less expensive in construction, and in its
operation. But yet if it is covered by this patent
the inventor could not use it, nor the public have
the benefit of it without the permission of this
patentee.


Nor is this all, while he shuts the door against
inventions of other persons, the patentee would
be able to avail himself of new discoveries in the
properties and powers of electro-magnetism
which scientific men might bring to light. For
he says he does not confine his claim to the
machinery or parts of machinery, which he
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specifies; but claims for himself a monopoly in
its use, however developed, for the purpose of
printing at a distance. New discoveries in
physical science may enable him to combine it
with new agents and new elements, and by that
means attain the object in a manner superior to
the present process and altogether different
from it. And if he can secure the exclusive use
by his present patent he may vary it with every
new discovery and development of the science,
and need place no description of the new
manner, process, or machinery, upon the records
of the patent office. And when his patent expires,
the public must apply to him to learn what it is.
In fine he claims an exclusive right to use a
manner and process which he has not described
and indeed had not invented, and therefore
could not describe when he obtained his patent.
The court is of opinion that the claim is too broad,
and not warranted by law.


56 U.S. at 113.


This holding was further explained in the Telephone
Cases where this Court stated that “[t]he effect of [the
O’Reilly] decision was, therefore, that the use of
magnetism as a motive power, without regard to the
particular process with which it was connected in the
patent, could not be claimed, but that its use in that
connection could.” 126 U.S. at 534; see also Tilghman
v. Proctor, 102 U.S. 707, 726-727 (1881)


The eighth claim of Morse’s patent was held
to be invalid, because it was . . . not for a
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process, but for a mere principle. It amounted
to . . . a claim of the exclusive right to the use
of electro-magnetism as a motive power for
making intelligible marks at a distance; that
is, a claim to the exclusive use of one of the
powers of nature for a particular purpose. It
was not a claim of any particular machinery,
nor a claim of any particular process for
utilizing the power; but a claim of the power
itself . . . .


(emphasis added).


These cases make it clear that the underlying
purpose of the machine prong of the Test is to insure
that the process claimed is no broader than the
particular process that the inventor conceived. To put
it simply, the machine embodies a particular manner of
executing the process, thereby insuring that all other
manners of accomplishing the same result remain open
to the public.


 In applying that principle, it is also important to
emphasize that there is no requirement that the
“particular machine” be novel or specifically designed
for use in the claimed process. Cf. Cochrane v. Deener,
94 U.S. 780, 788 (1876) (“The machinery pointed out as
suitable to perform the process may or may not be new
or patentable; whilst the process itself may be altogether
new, and produce an entirely new result.”). Indeed,
section 100(b) of the Patent specifically defines the term
“process” as including “a new use of a known process,
machine , manufacture, composition of matter, or
material.” (Emphasis added.) Thus, there can be no
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requirement that a “particular” machine be one specially
designed to carry out the claimed process nor that it be
novel in itself.


Applying these principles to computers readily
supplies the answer to the question of whether and
under what circumstances a process that is implemented
on a computer or other programmable device is tied to
a “particular machine.” If the claim requires that the
programmable device implement certain functions of a
process with sufficient specificity to limit the claim to
the particular process conceived by the inventor, such
as by requiring the use of a specified program or
algorithm, then it would satisfy the particular machine
test, even though the computer is capable of performing
other functions and the program may have been
designed for other purposes.


Properly construed, this Court’s decisions in
Benson and Flook are consistent with this conclusion.
Issued at the dawn of the computer age, the claim in
Benson involved a basic algorithm for converting binary
coded decimal numbers into pure binary numbers. The
Court held the claim was not patentable not because it
was implemented on a computer, but because it sought
to claim all uses of a basic mathematical algorithm. Thus,
the Court was concerned that, if the patent issued, it
would “wholly pre-empt the mathematical formula and
in practical effect would be a patent on the algorithm
itself.” 409 U.S. at 72.


In Flook this Court considered the patentability of
a process claim for updating the alarm limits for a
catalytic converter process in which the only difference
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between the claimed process and the prior art was a
particular mathematical algorithm which, the Court took
pains to point out, was not required to be implemented
on a computer or any other type of machine. Based upon
an extensive review of its precedents, from Morse to
Benson, the Court held that even if newly discovered, a
scientific principle or mathematical formula cannot be
patented but is to be treated “as though it were a familiar
part of the prior art.” 437 U.S. at 592. Since, in that
case, the algorithm was the only aspect of the process
that was claimed to have been invented, the Court
rejected the claims as unpatentable. However, the court
also took pains to point out that the fact that the
algorithm itself could not be patented did not preclude
the patentability of claims for a novel and useful
application of the algorithm:


Respondent’s is unpatentable under § 101, not
because it contains a mathematical algorithm
as one component, but because once that
algorithm is assumed to be within the prior
art, the application, considered as a whole,
contains no patentable invention. Even though
a phenomenon of nature or mathematical
formula may be well known, an inventive
application of the principle may be patented.
Conversely, the discovery of such a
phenomenon cannot support a patent unless
there is some other inventive concept in its
application.


437 U.S. at 594 (emphasis added).
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It is important to emphasize that nothing about the
holdings of these cases turns on the question of whether
the claimed algorithms were implemented on a
computer. Indeed, the Flook decision took pains to
emphasize that, at that time, the computer industry was
too immature and there was insufficient precedent for
it to consider that question:


The youth of the industry may explain the
complete absence of precedent supporting
patentability. Neither the dearth of precedent,
nor this decision, should therefore be interpreted
as reflecting a judgment that patent protection
of certain novel and useful computer programs
will not promote the progress of science and
the useful arts, or that such protection is
undesirable as a matter of policy.


437 U.S. at 595.


Rather, the critical question was whether the claim,
considered as a whole, purported to claim a novel and
useful process apart from the unpatentable algorithms
it employs. If so, the claims would be patentable even if
(as Flook presumes) the algorithm itself is not.


In sum, IPO urges this Court to state unequivocally
that a microprocessor based general purpose computer
or other programmable device, like any other machine,
can qualify as a “particular machine” for purposes of
the Machine or Transformation Test, so long as its use
is sufficiently limited in the patent to the implementation
of a defined process for performing a useful function
and does not foreclose other uses of a particular
algorithm or scientific principle.
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CONCLUSION


For the forgoing reasons, IPO believes that the
Machine or Transformation Test, properly applied, will
normally be a sufficient test for determining the
eligibility of a process patent under § 101, but that the
Court should make clear that applying the Machine or
Transformation Test too rigidly may call into question
the patent eligibility of practical innovations which go
beyond mere abstract ideas, laws of nature, and natural
phenomena. This Court should leave open the possibility
that other specific tests or analytical frameworks may
be appropriate to analyze particular innovations on a
case-by-case basis, within the broader framework of
section 101 of the Patent Act. Moreover, when the
Machine or Transformation Test is applied, the concept
of “transformation” needs to include not only tangible
chemical or physical attributes of objects, but also their
electrical, magnetic and any other intangible properties
that are capable of being created, modified and detected
to perform useful functions, including, particularly to
transmit, manipulate, store or retrieve information of
any kind, without regard to its subject matter. Similarly,
the Court should affirm, once and for all, that the
computers and other programmable devices that have
become so pervasive in our modern economy can fill the
role of a “particular machine” for purposes of the test
so long as the device has been programed to perform a
defined function in the manner contemplated by the
inventor and the claims are otherwise sufficiently limited
to a novel and useful process that does not pre-empt all
uses of a basic mathematical formula or other law of
nature or abstract idea.
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STATEMENT OF INTEREST OF AMICUS CURIAE 


 TeleCommunication Systems, Inc. (NASDAQ: 
TSYS) (hereafter, “TCS”) is a high technology 
corporation holding a diverse portfolio of patents and 
other intellectual property rights.1  TCS is a leading 
provider of wireless communication technology.  TCS 
holds 85 patents, most in the United States, with 
230 applications pending.  Based in Maryland, TCS 
has almost 650 employees.  TCS technologies 
include, among many others, lifesaving E911 
location systems – equipment that allows first 
responders to pinpoint the location of emergency 911 
wireless calls. 


 Such lifesaving innovations would not have 
been possible without a predictable, reliable patent 
system.  In order to achieve its growth and 
commercial success, TCS has relied on a strong 
United States patent system.  Numerous TCS 
patents have been infringed over the years.  In 2009, 
the Eastern District of Virginia issued judgment for 
TCS on a jury verdict holding that Sybase 365, 
another messaging technology company, infringed 
its U.S. Patent No. 6,985,748 (Civil Action No. 3:06-
CV-485 (JRS), now on appeal).  The innovations in 
the ‘748 patent make it easier for individuals to send 
SMS text messages to each other.  In late 2008 and 
throughout 2009, TCS began seeking compensation 
                                                 
1 Under Supreme Court Rule 37.6, we state that no part of this 
brief was authored by counsel for any party, and no person or 
entity other than the amicus curiae filing this brief made a 
monetary contribution to the preparation or submission of the 
brief.  The brief is filed with the consent of the parties, and 
copies of the consent letters have been filed with the Clerk. 
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for widespread infringement of two different patents 
– U.S. Patent Nos. 6,891,811 and 7,355,990.  The 
innovations in the ‘811 and ‘990 patents allow 
wireless subscribers to send text messages to 
computers on the World Wide Web, and receive 
automated return messages.   


 TCS has witnessed firsthand the mischief 
caused by the new patent-eligibility legal standards 
announced by the Court of Appeals for the Federal 
Circuit.  Though TCS is a technology company and 
has not sought to patent financial services 
inventions like the ones invented by Messrs. Bilski 
and Warsaw, TCS’s detractors seek to use the 
holdings of In re Bilski, 545 F.3d 943 (Fed. Cir. 
2008), to devalue and attack TCS’s investment-
backed intellectual property rights.  For example, 
TCS recently became a defendant in a civil action an 
infringer filed to invalidate the widely-infringed ‘811 
and ‘990 patents (Newegg Inc. v. 
TeleCommunication Systems, Inc., Civil Action No. 
CV-09-0982 (JL) (N.D. Cal.)).   


In paragraphs 20 and 29 of that Declaratory 
Judgment Complaint (Dkt. No. 1), the plaintiff 
alleges that TCS’s ‘811 and ‘990 patents are invalid 
as directed to “nonstatutory subject matter under 35 
U.S.C. § 101.”  TCS believes this sort of declaratory 
judgment count would have been unthinkable 
against a high technology patent before Bilski. At 
least one other infringer during 2009 cited Bilski to 
lend a pretext to its refusal to pay royalties.  Thus, 
even though TCS’s ‘811 and ‘990 patents claim 
innovations related to “gateways” (i.e., “machines” 
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that would clearly pass the Bilski “machine or 
transformation” test), the Bilski decision has 
emboldened copyists to urge expansion of its 
holdings even further.  Though the lower court did 
not intend to weaken the patent rights of pure 
technology companies who rely on the patent system 
to backstop investments in lifesaving technologies, 
one of its unintended results has been to change the 
“reality on the ground.”  Bilski has inspired copyists 
to free-ride on the hard work and investments of 
others.  TCS takes no sides in filing this brief, but 
simply urges the Court to minimize the damage to 
the innovation and investment community that 
might be caused by endorsing the new legal 
standards wrought below. 


SUMMARY OF THE ARGUMENT 


 This nation’s technological leadership relies 
on a predictable, enforceable patent system.  The 
lower court’s Bilski decision threatens predictability, 
because its newly announced limitations on the 
standards of patent-eligibility under 35 U.S.C. § 101 
contradict this Court’s holding in Gottschalk v. 
Benson, 409 U.S. 63, 71 (1972).  If this Court decides 
to overrule Benson in this regard, it should do so 
under the framework the Court laid out in Chevron 
Oil Co. v. Huson, 404 U.S. 97, 106-07 (1971) – that 
is, make any such holding purely prospective. 
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ARGUMENT 


I. INTRODUCTION 


 In Bilski, the Federal Circuit majority applied 
a new test for process patent eligibility, holding a 
claimed process must be tied to a particular machine 
or apparatus, or transform an article into a 
particular state or thing (the “machine or 
transformation” test). In re Bilski, 545 F.3d 943, 954 
(Fed. Cir. 2008). Judge Newman’s dissent states that 
this Court’s precedents require a different test: that 
a claimed process simply must not as a whole 
embody a law of nature, natural phenomenon, or 
abstract idea.2 Id. at 977 (Newman, J., dissenting).  
Necessarily, more inventions are eligible for patent 
protection under the test Judge Newman gleaned 
from this Court’s precedents.  Both the majority and 
Judge Newman claimed to divine their tests from 
this Court’s interpretations of 35 U.S.C. § 101, 
codified within the Patent Act of 1952.  This Court 
will now decide which test is correct.  This brief does 
not address that question. 


Instead, this brief points out that Judge 
Newman’s views (not that of the majority) have been 
the prevailing belief within the innovation and 
investment community since the dawn of the 
biotechnology and information technology revolution.  
They have also been the views applied by the United 
States Patent and Trademark Office (USPTO) in 
granting millions of patents over the past three 
                                                 
2 Judge Rader’s separate dissent makes similar points.  But for 
simplicity, this brief will refer just to Judge Newman’s dissent. 
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decades.  The majority’s holding – a test requiring a 
process to embody a machine or transformation – 
upsets decades-old expectations of what the law is.  
To borrow Justice Ginsburg’s words from a recent 
decision declining to limit patent rights in another 
context, the new Bilski rules “unfairly discount the 
expectations of a patentee who had no notice at the 
time of patent prosecution that such [rules] would 
apply.” Warner-Jenkinson, Inc. v. Hilton Davis 
Chem. Co., 520 U.S. 17, 41 (1997) (Ginsburg, J., 
concurring).   


As when it decided Warner-Jenkinson (id. at 
28) and Festo Corp. v. Shoketsu Kinzoku Kogyo 
Kabushiki Co., Ltd., 535 U.S. 722, 739-40 (2002), 
this Court should again give thoughtful 
consideration to the effect of the lower court’s newly-
announced “definitive test” on the reasonable 
expectations of the innovation and investment 
community.  “Fundamental alterations in these rules 
risk destroying the legitimate expectations of 
inventors in their property.” Id., 535 U.S. at 739.  
Here, property rights received under the old patent-
eligibility test (the one Judge Newman identified) 
risk being forfeited and taken without due process of 
law or just compensation.  Limiting any affirmance 
to prospective application only would quell such 
concerns. 


 Affirming Bilski’s “machine or 
transformation” test would represent a break from 
clear past precedent, would conflict with the 
historical purpose behind the statutory provisions 
for patent eligibility, and would impose great 
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inequity, injustice and hardship if there were 
retroactive application. Therefore, if this Court 
affirms the “machine or transformation” test as the 
touchstone vel non of patent eligibility for processes 
under 35 U.S.C. § 101, it should apply that holding 
only prospectively under this Court’s Chevron Oil 
framework.3  In summary, the Chevron Oil factors 
apply for the following reasons: 


• Break from Precedent (the first Chevron Oil 
factor): The Federal Circuit made “machine or 
transformation” the “definitive test” – whereas 
this Court in Benson, 409 U.S. at 71, 
expressly refused to issue such a holding. Id. 
(stating “We do not hold [this].”).  Affirmance 
of this as the “definitive test” would amount to 
the Court overruling this aspect of Benson. 
 


• Conflict with Historical Purposes (the second 
Chevron Oil factor): Congress indicated the 
purpose of § 101 of the Patent Act is to make 
“anything under the sun that is made by man” 
eligible for patenting, while allowing other 
sections of the Patent Act to serve the role of 
determining actual patentability (novelty, 
inventiveness, descriptiveness, enablement, 
etc.). Diamond v. Chakrabarty, 447 U.S. 303, 
308-09 (1980) (citing S. Rep. No. 1979, 82d 
Cong., 2d Sess., 5 (1952); H.R. Rep. No. 1923, 
82d Cong., 2d Sess., 6 (1952)).  Congress used 
clear, broad terminology in § 101 to effect this 
purpose, modifying the statutory language 
with the comprehensive word “any.” Id. A 


                                                 
3 Chevron Oil Co. v. Huson, 404 U.S. 97, 106-07 (1971). 
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holding that effectively qualifies such 
statutory language by interpreting implicit 
limitations into it (e.g., the “machine or 
transformation” test) would counter such 
purposes. 
 


• Inequity (the third Chevron Oil factor): 
Affirmance of “machine or transformation” as 
the “definitive test” for process patent 
eligibility would amount to an unprecedented 
massive government taking of personal 
property without due process or just 
compensation.  One need look no further than 
the USPTO’s own classification system to 
realize that “Business Methods” (the category 
most likely to involve non-machine, non-
transformative processes) encompass an 
entire class of inventions currently examined 
by the USPTO (Class 705).  Scholars and 
commentators have noted the sea change 
brought on by this new rule, including its 
ability to vitiate an entire class of inventions 
until now believed patent-eligible. E.g., Wayne 
P. Sobon and Erika H. Arner, “In re Bilski: 
19th Century Thinking for 21st Century 
Challenges,” Landslide, Volume 1, Number 3, 
January/February 2009 (published by the 
ABA Section of Intellectual Property Law).4   


                                                 
4 Sobon & Arner state in the cited article that to date, more 
than 15,000 patents have issued in Class 705 (Business 
Methods).  They conclude that Bilski “fashioned a rigid, 
absolute rule for the patentability of processes, a rule better 
suited for the days of buggy manufacturers and leather dyers 
than the modern world of information and services,” such that 
it “stunningly and simply ignored the clear will of Congress, a 
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II. LEGAL STANDARDS 


 Three factors guide whether a judicial decision 
should have a purely prospective effect: (1) whether 
the decision to be applied establishes a new principle 
of law, (2) whether retroactive application of the 
decision serves the purpose and effect of the decision, 
and (3) whether substantially inequitable results 
would ensue if the decision were applied 
retroactively. See Chevron Oil Co. v. Huson, 404 
U.S. 97, 106-07 (1971).  This Court in Harper v. 
Virginia Dept. of Taxation, 509 U.S. 86, 97 (1993) 
abandoned selective prospectivity, holding that when 
it “applies a rule of federal law to the parties before 
it, that rule is the controlling interpretation of 
federal law and must be given full retroactive 
effect...” (emphasis added).  However, the issue here 
is whether the Bilski holding that “machine of 
transformation” is the “definitive test” for process 
patent eligibility should be given purely prospective 
effect.  Justice O’Connor noted that “the question of 
pure prospectivity [was] not implicated by [Harper].” 
Id. at 116 (O’Connor, J. dissenting).  Thus, even after 
Harper, this Court has not foreclosed applying a 
decision in a purely prospective manner if the 
Chevron Oil factors are present. See Glazner v. 
Glazner, 347 F.3d 1212, 1216-19 (11th Cir. 2003) 
                                                                                                    
Congress that adapted the patent code in response to State 
Street Bank to carefully balance competing policy interests. . . .”  
They sum up that “Bilski is wrongly reasoned, flies in the face 
of Supreme Court guidance, ignores Congress, throws aside the 
settled expectations of thousands of patentees, and risks new, 
serious and unknown economic harm.” 
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(analyzing this Court’s precedents to conclude 
Chevron Oil prospectivity remains available, in 
modified form). 


III. THIS COURT NEVER HELD THE 
“MACHINE OR TRANSFORMATION” TEST 
TO BE THE “DEFINITIVE TEST” OF 
PATENT-ELIGIBILITY OF PROCESSES 


The first Chevron Oil factor is present: that 
the decision below states a new rule.  While it is true 
that this Court has characterized the “machine or 
transformation” test as the “clue” to patent eligibility 
(Benson, 409 U.S. at 72, citing Cochrane v. Deener, 
94 U.S. 780, 787-88 (1876)), and has characterized a 
positive result from that test as militating in favor of 
patent eligibility (by preceding its mention with the 
abbreviation “e.g.,” as in Diamond v. Diehr, 450 U.S. 
175, 192 (1981)), this Court has never invalidated 
patent rights for failure alone to meet the “machine 
or transformation” test.  Quite simply, passing the 
“machine or transformation” test is a sufficient 
reason to find patent-eligibility, but this Court has 
never described it as a necessary pathway to patent-
eligibility.   


As Judge Newman’s dissent explains, the 
Bilski majority misunderstood Cochrane dictum 
discussing a “process” as an act performed on subject 
matter, thus mistakenly believing that this Court 
adopted the “machine or transformation” test in the 
19th Century. Bilski, 545 F.3d at 984-85 (Newman, J. 
dissenting).  Judge Newman pointed out that this 
dictum has long been understood not to embody a 
rule or definition limiting what constitutes a 
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statutory “process.” Id.  Judge Newman also 
demonstrated that this Court’s 20th Century citation 
of Cochrane has always put that earlier decision into 
its proper perspective, as not embodying an 
exclusion of non-transformative, non-machine 
processes. Id. at 985, citing Parker v. Flook, 437 U.S. 
584, 588 n.9 (1978) and Benson, 409 U.S. at 71. 


Judge Newman was right to conclude that 
nothing in this Court’s precedents prepared the 
innovation and investment communities for the legal 
regime change wrought by the lower court.  While 
this Court has used the “machine or transformation” 
test as a “clue” to confirm patent eligibility (as it did 
with the rubber curing process in Diamond v. Diehr), 
it has never used such a test to negate it.  Indeed, 
this Court’s decision in Benson declined invitations 
to elevate the “machine or transformation” “clue” 
into the definitive test of patent eligibility for 
claimed processes. 409 U.S. at 71. 


The USPTO’s public statements and 
examination policies have underscored the 
expectation that the “machine or transformation” 
test is not the “definitive test” for process patent 
eligibility.  Over 3,300,000 United States patents 
have issued under these policies.5   


 Since July 1980, with the Third Revision to 
the Fourth Edition, the Manual of Patent Examining 
Procedure (MPEP) has guided both the USPTO and 
inventors on the meaning of the Supreme Court’s 
                                                 
5 U.S. Patent No. 4,210,000 issued on July 1, 1980, and U.S. 
Patent No. 7,510,000 issued on March 31, 2009. 
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patent eligibility tests. MPEP § 2105 (4th Ed. 3rd 
Rev., July 1980).  Over nearly thirty years, four 
editions and thirty-three revisions, the USPTO’s 
long-held understanding of this Court’s statements 
of the correct patent eligibility tests has remained 
exactly the same.  Here we quote the relevant MPEP 
text, as it has existed continuously in every edition 
and revision since 1980: 


The tests set forth by the Court are 
(note especially the italicized portions): 


(A) “The laws of nature, physical 
phenomena and abstract ideas” are not 
patentable subject matter. 


(B) A “nonnaturally occurring 
manufacture or composition of matter - 
a product of human ingenuity -having a 
distinctive name, character, [and] use” 
is patentable subject matter. 


(C) “[A] new mineral discovered in 
the earth or a new plant found in the 
wild is not patentable subject matter. 
Likewise, Einstein could not patent his 
celebrated E=mc2; nor could Newton 
have patented the law of gravity. Such 
discoveries are ‘manifestations of... 
nature, free to all men and reserved 
exclusively to none.’” 


(D) “[T]he production of articles for 
use from raw materials prepared by 
giving to these materials new forms, 
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qualities, properties, or combinations 
whether by hand labor or by 
machinery” [emphasis added] is a 
“manufacture” under 35 U.S.C. 101. 


MPEP § 2105 (4th Ed. 3rd Rev., July 1980) (identical 
text through 8th Ed. 7th Rev., July 2008) (all 
alterations and emphases in original).  Note what is 
missing.  None of these tests, which the USPTO 
gleaned from Supreme Court precedents, required a 
process to involve a “machine or transformation” to 
be patent-eligible.  Instead, insofar as the recognized 
tests related to processes, the MPEP states the same 
standard Judge Newman recognized in her dissent 
below – exclusion of laws of nature, natural 
phenomenon and abstract ideas. Bilski, 545 F.3d at 
977 (Newman, J., dissenting). 


Within this period, the MPEP also added new 
sections (e.g., §§ 2106 and 2110) dealing specifically 
with patent-eligibility of process inventions that use 
algorithms or computer programs.  Even today, none 
of these MPEP editions or revisions glean a 
definitive test from Supreme Court precedent 
requiring a process to involve a “machine or 
transformation” to be patent-eligible.  The only tests 
the USPTO recognized from Supreme Court 
decisions are the ones quoted above – tests that do 
not include a “machine or transformation” limitation 
for all processes. 


In 2005, after several important Federal 
Circuit decisions, the USPTO issued Interim 
Guidelines for Examination of Patent Applications 
for Patent Subject Matter Eligibility. See USPTO 
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Official Gazette Notices 22 November 2005 
(available at http://www.uspto.gov/web/offices/com/ 
sol/og/2005/week47/patgupa.htm, last visited June 
11, 2009).  Even here, the USPTO did not recognize 
any definitive test requiring processes to involve a 
“machine or transformation” for a process to be 
patent-eligible. 


 The MPEP bears witness to the reasonable 
expectations of the innovation and investment 
community.  The USPTO analyzed this Court’s 
precedents and formed examination policies, 
guidelines and manuals for ascertaining patent-
eligibility.  Having examined and issued over 3.3 
million patents in this time period, it never 
recognized those precedents to require the same test 
that the Bilski majority divines from the same 
precedents.  In effect, the United States has 
examined patent applications and granted valuable 
personal property rights under Judge Newman’s 
view of Supreme Court precedent, not that of the 
Bilski majority.  Such policies, guidelines and 
manuals resulted in eligibility for patent protection 
for processes that involved neither a machine nor a 
transformation of an article to a different state or 
thing, as long as those processes did not otherwise 
seek to claim exclusive rights in inventions that 
solely embodied laws of nature, natural 
phenomenon, or abstract ideas.  Regardless of its 
correctness or incorrectness, the holding of the Bilski 
majority embodies different rules from what the 
USPTO employed in examining the most recent 3.3 
million issued patents. 
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IV. THE NEW TEST CONFLICTS WITH THE 
HISTORICAL PURPOSES OF § 101 OF THE 
PATENT ACT 


The second Chevron Oil factor is present: a 
break with historical purposes of the rule.  Other 
amici have already briefed to this Court why the 
Bilski majority’s test conflicts with the purpose and 
history of the Patent Act of 1952. See, e.g., Brief of 
Amicus Curiae American Intellectual Property Law 
Association in Support of the Petition for a Writ of 
Certiorari (No. 08-964), at 6-8.  In short, (1) 
Congress placed the broad modifier “any” into the 
statutory language of 35 U.S.C. § 101, (2) committee 
reports note that statutory subject matter ought to 
include “anything under the sun that is made by 
man,” and (3) this Court’s precedents have respected 
these indications of Congressional intent in prior 
cases, e.g., Diehr, 450 U.S. at 182; Chakrabarty, 447 
U.S. at 309. 
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V. IT WOULD BE INEQUITABLE TO ALLOW 
RETROACTIVE APPLICATION OF ANY 
AFFIRMANCE 


Finally, the third Chevron Oil factor is 
present: unfairness in applying the new rule 
retroactively.  In articulating a new “definitive test,” 
the lower court has called into question the validity 
of thousands (perhaps millions) of issued patents 
filed and issued before any court ever used the 
“machine or transformation” criterion as the 
definitive test of patent-eligibility under § 101.  
Reliance on the old test would now leave many 
patentees with worthless patents if Bilski is applied 
retroactively.  If the new test were applied 
retroactively, typical patent claim-drafting practices 
would leave a patentee with claims that were drawn 
to patent-eligible subject matter when obtained, but 
now have retroactively become “non-statutory” as 
falling outside 35 U.S.C. § 101.  The “machine or 
transformation” test thus would reverse the rules of 
the game for millions of existing patents. Cf. Festo, 
535 U.S. at 739 (“Fundamental alterations in these 
rules risk destroying the legitimate expectations of 
inventors in their property.”). 


The patent process is a bargain between the 
inventor and the Government.  The inventor agrees 
to disclose and specifically claim an invention, both 
to augment public welfare with an increase in the 
storehouse of knowledge, and to set forth a definitive 
demarcation of his or her property rights. In return, 
the Government grants a patent on the invention for 
a term of years. See, e.g., Pfaff v. Wells Electronics, 
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Inc., 525 U.S. 55, 63 (1998) (“[T]he patent system 
represents a carefully crafted bargain that 
encourages both the creation and the public 
disclosure of new and useful advances in technology, 
in return for an exclusive monopoly for a limited 
period of time.”).  Bilski retroactively rewrites the 
bargain.  It changes the rules for inventors after 
they already invented something useful and 
practical, disclosed their inventions in reliance on 
the rules of the day, but drafted process claims that 
omitted reference to a machine or transformation.  
An inventor confronting the new rules with the same 
invention today might re-weigh the options and 
decide not to seek patent protection, depriving the 
public of the inventor’s enabling disclosure.  Thus, 
Bilski destroys the reliance interest of patentees and 
instead helps copyists who stand ready to capitalize 
on the sudden availability of technology in the pubic 
domain that its creators had once thought protected.  
Bilski also re-calibrates the bargain going forward, 
disincentivizing public disclosure, instead 
incentivizing the cultivation of trade-secrecy 
protection. 


Changing the rules mid-game would be unfair, 
and for thousands (maybe more) would amount to a 
taking without either due process or just 
compensation.  “[A] patent is property, protected 
against appropriation both by individuals and the 
government.” Hartford-Empire Co. v. United States, 
323 U.S. 386, 415 (1945); 35 U.S.C. § 261 (“patents 
shall have the attributes of personal property.”).  A 
patentee’s rights are “secured, as against the 
government, by the constitutional guarantee which 
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prohibits the taking of private property for public 
use without compensation.” Hollister v. Benedict & 
Burnham Mfg. Co., 113 U.S. 59, 67 (1885); see also 
William Cramp & Sons Ship & Engine Bldg. Co. v. 
Int’l Curtis Marine Turbine Co., 246 U.S. 28, 39-40 
(1918) (patent rights are “protected by the 
guarantees of the Constitution and not subject 
therefore to be appropriated even for public use 
without adequate compensation.”).   


Affirming the “machine or transformation” 
test would accomplish a taking no less offensive to 
the Fifth Amendment, even though effected by 
judicial decree rather than legislative action. Webb’s 
Fabulous Pharmacies, Inc. v. Beckwith, 449 U.S. 
155, 164 (1980) (“Neither the Florida legislature by 
statute, nor the Florida courts by judicial decree, 
may accomplish [a taking] simply by 
recharacterizing” private property as public domain); 
Hughes v. Washington, 389 U.S. 290, 298 (1967) 
(Stewart, J., concurring) (“[T]he Due Process Clause 
of the Fourteenth Amendment forbids [a state’s 
confiscation of property] no less through its courts 
than through its legislature.”).  Justice Stevens has 
recognized that governmental recall of previously-
recognized patent rights would raise serious Fifth 
Amendment takings concerns:  


It would be manifestly unfair if, after 
issuing a patent, the Government as a 
representative of the public sought to 
modify the bargain by shortening the 
term of the patent in order to accelerate 
public access to the invention. The 
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fairness considerations that underlie 
the constitutional protections against ex 
post facto laws and laws impairing the 
obligation of contracts would 
presumably disable Congress from 
making such a retroactive change in the 
public’s bargain with an inventor 
without providing compensation for the 
taking. 


See Eldred v. Ashcroft, 537 U.S. 186, 226 (2003) 
(Stevens, J., dissenting).  If shortening a patent term 
would be “manifestly unfair” by retroactively 
changing the public’s bargain with an inventor, then 
surely eliminating it entirely is only more so.  There 
can be no question that retroactively applying the 
new “machine or transformation” test would create 
inequity and unfairness.  The innovation economy 
depends on the government keeping its bargains 
under the patent system.   


CONCLUSION 


This Court avoided the Constitutional danger 
of mid-stream rule changes vitiating previously-valid 
patent rights in two recent patent cases when 
presented with arguments to jettison old rules for 
new. See Warner-Jenkinson, 520 U.S. at 28; Festo, 
535 U.S. at 739-40.  Each of those two cases had the 
potential to limit or eliminate the longstanding 
doctrine of equivalents infringement test.  This 
Court elected not to impose such limitations.  In 
part, the Court steered away from upsetting 
legitimate expectations upon which the innovation 
and investment communities have relied.  That 
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remains one option of this Court – i.e., endorse 
Judge Newman’s dissent rather than the majority.  
However, as argued above, if the Court does impose 
the new limitations on patent eligibility articulated 
by the Bilski majority, Amicus Curiae 
TeleCommunication Systems, Inc. urges the Court to 
avoid the thorny Constitutional issues by invoking 
pure prospectivity of any affirmance under the 
Chevron Oil framework. 
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INTEREST OF AMICUS CURIAE1


The Boston Patent Law Association (BPLA) is an
intellectual property association that provides
educational programs and a forum for the interchange
of ideas and information concerning patent, trademark,
copyright, and other intellectual property rights. The
Association’s members serve a broad range of parties
who rely upon the patent system: independent inventors,
businesses of all sizes, the investment banking and
venture capital communities, universities, research
hospitals and other non-profit institutions.


The BPLA desires a reliable patent system that
fulfills its constitutional role of promoting the progress
of the useful arts. It views the decision below as a threat
to that role, because it injects instability into the system
and quashes critical incentives for innovation, to the
detriment of the American economy.


The BPLA takes no position on the eligibility of
petitioners’ claimed invention for a patent, but urges
that this Court vacate the judgment below, and restore
a proper rule of patent-eligibility against which
petitioners’ invention, and other method inventions, can
be fairly measured.


1. No counsel for a party authored this brief in whole or in
part, and no such counsel or party made a monetary contribution
intended to fund the preparation or submission of this brief.
This brief was authored in its entirety by amicus and its counsel.
No monetary contribution toward the preparation or submission
of this brief was made by any person other than amicus, its
members and its counsel. Petitioners and respondent have
indicated their consent to the filing of this brief by filing letters
with the Clerk of the Court.
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SUMMARY OF THE ARGUMENT


The imposition of a machine-or-transformation test
on method inventions ruptures the well-founded
expectations of inventors, practitioners and investors
as to the broad statutory eligibility for patent protection
of “any new and useful process.” No less significant, the
test conflicts with this Court’s precedent.


Congress enacted an inclusive test for patent
eligibility, recognizing that paradigm-changing
inventions come in unpredictable forms and often push
existing frontiers. This Court has made similar
observations.


As patents are essential for attracting investments
in ideas, a narrow test will impede the commercialization
of many inventions, especially in such critical areas of
our information-based economy as computer software,
business methods and medical diagnostics. The resulting
harm will likely fall disproportionately on small
businesses, discourage investment in them, and inhibit
the introduction of useful products and services to the
public.


Indeed, it is plain that many celebrated innovations
of the past that truly reshaped our world would have
been denied full patent protection under the machine-
or-transformation test. Where the invention is embodied
as a method or a process, an apparatus or system claim
does not provide adequate protection. The danger is
that method inventions of equal scientific and creative
eminence, that may be claimed in pending and future
applications, will be rejected for form rather than
substance.
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The Court should reject the Federal Circuit’s
machine-or-transformation test, declare that this
Court’s precedent requires only that a method claim
define a new and useful invention (rather than an
abstraction) to be patent-eligible subject matter, and
remand for application of that rule to the claims at issue.
Alternatively, if the Court believes that remand is
unnecessary and that Bilski’s claims define only a patent-
ineligible mental process or fundamental idea—e.g., an
abstraction such as the concept of hedging risk, lacking
adequate limitation to a specific application—it should
strike those claims on that ground while still rejecting
the inflexible test enunciated by the Federal Circuit.2


ARGUMENT


I. A Patent System that Protects Innovation in All
Areas of Technology Preserves the Health of the
American Economy.


As the United States has evolved from an
agricultural to an industrial economy, and now to an
information-based economy, innovation has become
increasingly critical to its success.


2. As discussed below, Sections 102, 103 and 112 of the
Patent Act, when properly administered, provide sufficient
safeguards against the granting or enforcement of
unmeritorious patent claims. Section 101 was not intended to
take their place. Thus, the distinction between the useful and
the abstract has historically been applied sparingly, and this
Court should continue to require that only over-reaching
attempts to protect scientific principles and laws of nature,
devoid of application to a particular use, be considered
abstractions that are not patent-eligible.
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Traditionally our patent system has protected
innovation in industrial disciplines such as chemistry,
mechanics and electronics. In recent decades, however,
technological breakthroughs have come more and more
in fields, such as software, medical diagnostics and finance,
where invention is directed to a method3 rather than a
product or apparatus.


Our information-based economy is sustained
primarily by small businesses, proven generators of
technological innovation. According to the Small Business
Administration, independent businesses having fewer than
500 employees “represent more than 99 percent of
American companies, create 60 to 80 percent of net new
jobs, employ half of the U.S. private work force, and
generate half of the private gross domestic product.” 4


3. The focus of the decision below was the patent-eligibility
of inventions expressed as methods or processes. The drafter
of a patent application frequently has available a range of claim
types that can define the invention. However, some inventions
cannot be adequately protected except by method claims. Such
claims are uniquely important to protect broad ideas, where
restricting them to particular implementations slights the
creative contribution. Consider, for example, a method of
communicating wirelessly by generating a radio wave at a
selected frequency and varying some property of that wave in
accordance with information to be transmitted. The true scope
of the invention cannot be protected by defining the tubes,
transistors and circuits for one, two or several embodiments of
apparatus that can be employed, as there will always be another
embodiment that can be conjured up to avoid infringement of
apparatus claims. The inventive concept lies in the methodology,
and method claims are needed to protect it.


4. U.S. SMALL BUSINESS ADMINISTRATION  OFFICE OF


ADVOCACY, THE OFFICE OF ADVOCACY: THE VOICE FOR SMALL


(Cont’d)
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Although large businesses obtain a majority of
patents in this country, small businesses receive 13 to
14 times more patents per employee than their large
counterparts.5 The most telling statistic, perhaps, is that
a patent from a small business is more than twice as
likely to be found among the top one percent of most
cited patents than is a patent from a large business. In
other words, small businesses are far more likely than
their larger counterparts to generate patents with the
broadest and most technically important contributions:


Small firm patents outperform large firm
patents on a number of impact metrics
including growth, citation impact, patent
originality, and patent generality. These
metrics have been used for decades to
measure the innovativeness of firms, labs, and
agencies. The metrics have been validated and
shown to correlate with increases in sales,


BUSINESS IN GOVERNMENT (2006), available at http://www.sba.
gov/ADVO/brochure06.pdf; accord KATHRYN KOBE, THE SMALL


BUSINES S SHARE OF GDP, 1998-2004 (2007), available at
www.sba.gov/advo/research/rs299tot.pdf.


5. CHI RESEARCH, INC., SMALL SERIAL INNOVATORS: THE


SMALL FIRM CONTRIBUTION TO TECHNICAL CHANGE, SMALL


BUSINESS ADMINISTRATION (2003), available at www.sba.gov/
advo/research/rs225tot.pdf; see also ANTHONY BREITZMAN &
DIANA HICKS, AN ANALYSIS OF SMALL BUSINESS PATENTS BY


INDUSTRY AND FIRM SIZE (2008), available at http://www.sba.gov/
advo/research/rs335tot.pdf; Derek Leebaert, How Small
Businesses Contribute to U.S. Economic Expansion, ECON.
PERSP., Jan. 2006, at 3, available at http://www.america.gov/
media/pdf/ejs/ 0106.pdf.


(Cont’d)
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profits, stock prices, inventor awards, and
other positive outcomes. This suggests that
the patents of small firms in general are
likely to be more technologically important
than those of large firms.6


Small businesses, moreover, are far more likely than big
businesses to rely on patents to protect their business
methods.7


The patent is a small business’s sine qua non for
the commercialization and protection of new inventions.
It is the indispensable magnet for investors.8 The patent
is also the only shield that a small business can use to
ward off an often larger competitor who would otherwise
copy its inventions.9 Instead, because of the patent
shield, the competitor is thereby itself compelled to
innovate and compete fairly with the small business.


6. BREITZMAN & HICKS, supra, at iii (emphasis added).


7. Small businesses own 19.4 % of all internet business
method patents, but own only 10.7 % of all patents. John R.
Allison & Emerson H. Tiller, Internet Business Method Patents,
in PATENTS IN THE KNOWLEDGE-BASED ECONOMY 259 (Wesley M.
Cohen & Stephen A. Merrill eds., 2003), available at http://
www.nap.edu/catalog/10770.html.


8. See, e.g., Ronald J. Mann, The Role of Patents in Venture-
Backed Software Start-Ups, ACAD. ADVISORY COUNCIL BULL., Apr.
2007, at 1, 5, available at http://www.pff.org/issues-pubs/ip/
bulletins/bulletin2.1softwareventurepatents.pdf (explaining
that patents play a “role of considerable importance” for
investments in software-based start-up companies).


9. See id.
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This distinctive attribute of patents has long been
extolled:


But if we never needed, or do not now need,
patents as bait for inventors, we may still need
them, in some instances, as a lure to
investors. . . . [I]ndustrial history discloses
that [giant] corporations, at times and to some
extent, have been prodded into undertaking
such research and into developing
improvements because of the threat of
competition from occasional “outsiders,”
armed with patent monopolies, and supplied
with funds by a few private enterprisers.
Thus, paradoxically, monopoly may evoke
competition: The threat from patent
monopolies in the hands of such “outsiders”
may create a sort of competition—a David
versus Goliath competition—which reduces
the inertia of some huge industrial
aggregations that might otherwise be
sluggish.


Picard v. United Aircraft Corp., 128 F.2d 632, 642-43
(2d Cir. 1942) (Frank, J., concurring). This competitive
tension between small businesses with patents and large
businesses with market power engenders innovations
that might otherwise have never come into being.


When patent rights are diminished, these systemic
benefits are eroded. The lower court’s new rule has
already been widely cited to exclude from patent
eligibility innovative methods that would previously
have been protected. If patentees and investors doubt
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that the patent laws protect the fruit of their efforts,
which increasingly take the form of method inventions,
then why labor or invest at all? If a giant corporation
knows that patent rights are unavailable or offer only
narrow protection, why respect the ownership claim of
a smaller competitor? Robust patent protection of
information-based technologies is essential to
maintaining the innovation engine that is American small
business.


II. The Machine-or-Transformation Test Calls the
Patentability of Many Landmark Inventions Into
Question.


The Federal Circuit has imposed an arbitrarily rigid
test that conflicts with Congressional intent, this Court’s
precedent, and the settled expectations of the creative
and investment communities. In re Bilski, 545 F.3d 943,
954 (Fed. Cir. 2008) (adopting the machine-or-
transformation test). This test subverts scientific and
economic incentives.


Innumerable inventions over the decades have been
protected by method claims that are neither apparatus-
tied nor transformation-reciting. Some were pivotal
discoveries of far-reaching economic and social
consequence. Had the Federal Circuit’s “machine-or-
transformation” requirement prevailed at the time,
these inventions would likely not have earned patent
protection and their proven capacity to beneficially
shape our world would likely not have been realized.


Such effects may not have been intended by the
Federal Circuit, but they are the ineluctable result of
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the machine-or-transformation test.10 The following are
examples of issued but expired patents for momentous
inventions that, experience and common sense dictate,
should be eligible for patent protection.


Few would expect that foundational inventions in FM
radio would fall outside the patent system. Yet, consider
U.S. Patent No. 1,342,885, granted to Edwin Armstrong,
the so-called father of FM radio, for inventing a process
which was rapidly adopted in nearly all radio
communication, and remains to this day a standard
approach used in radios, TVs, cell phones and other
wireless devices. It involves converting, or shifting, the
received radio signal from its broadcast frequency to a
lower, so-called “intermediate” frequency for processing.
This dramatically reduces the cost of receivers, and
simplifies receiver design. Claim 1 of the Armstrong
patent reads:


1. The method of amplifying and receiving
high frequency electrical oscillatory energy
which comprises, combining the incoming
energy with locally generated high frequency
continuous oscillations of a frequency differing
from said incoming energy by a third readily-
amplifiable high frequency, converting the
combined energy by suitable means to
produce said readily-amplifiable high
frequency oscillations, amplifying the third
said high frequency oscillations, and detecting
and indicating the resulting amplified
oscillations.


10. We note in Section III below some of the untoward
results of decisions which rely on Bilski’s narrow view of patent
eligibility.
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Claim 1 does not recite a machine or apparatus and
therefore does not meet the machine prong of the test.
The claim involves a series of “combining,” “amplifying”
and “converting” steps. But these steps are performed on
“energy” (i.e., a signal), and therefore this claim would ill-
qualify for protection under the transformation prong of
the test because no “article” is transformed. See In re
Nuijten, 500 F.3d 1346, 1356 (Fed. Cir. 2007) (holding that
signals are transitory and intangible, and therefore do not
qualify as “manufactures” or “articles”). Yet it is clear that
the claim is directed to the operations of a radio receiver—
an invention made by man—and, as such, would
conventionally be understood to be eligible for patent
protection.11


The vast field of information and signal processing
extends, of course, beyond radio, to such diverse areas of
endeavor as television, the Internet, computing, control
systems, image processing and medical imaging, not to
mention kitchen appliances, automobiles and countless
other devices.


11. Similarly, claim 2 of U.S. Patent No. 4,200,770 to Martin
Hellman, et al., for “Cryptographic Apparatus and Method” and
claim 5 of U.S. Patent No. 3,959,770, to Louis Schaefer for a “Method
and Apparatus for Error Compensation in Multichannel Systems”
would fail the present Bilski test. The Hellman patent covers the
so-called public key encryption system, an invention of immense
significance to the world of data communication, effectively
making possible secure communications for modern e-commerce
and other types of transactions. While a transformation of data
arguably occurs, that data could as easily represent English
language text as a voltage measured in a circuit. Hence, the
transformation appears not to satisfy the Bilski criterion. The
Schaefer patent is directed to a system for detecting and
compensating for errors introduced by imperfect transmission
channels. Without error-correction techniques, there could be little
useful digital information transmission.
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While the underlying “hardware” will embody some
of the advances achieved in these areas, often it is a
“method” where an invention resides: whether a way to
send more information over a given bandwidth
(e.g., more channels on a TV cable or fiber); a more
efficient means to store data; or a process for
transmitting information securely. The invention in
these instances is not in the machine but in the process
or algorithm12 followed by the machine. Obtaining patent
coverage only for the hardware embodiments of
inventions like these, but not for the process itself, often
fails to protect the inventions adequately. To establish
that certain parties are direct infringers, method claims
are required.


A more modern example than FM radio comes from
the world of wireless communications. Qualcomm’s U.S.
Patent No. 4,901,307, issued in 1990, discloses the
CDMA (carrier-division, multiple access) technology
that is at the heart of the dominant cell phone
transmission standard in use in this country. While much
of the claim set is devoted to apparatus claims, there is
also a significant group of method claims, beginning at
claim 33:


12. This use of the term “algorithm” is distinct from its
use in prior decisions of this Court, where it refers to
mathematical algorithms. See Gottschalk v. Benson, 409 U.S.
63, 65 (1972). When referring to algorithms that are ineligible
because they define pure, unapplied, mathematical procedures,
we would suggest use of the adjective “mathematical” inasmuch
as the general use of the term “algorithm” refers to a series of
steps, not necessarily mathematical steps.
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33. In a spread spectrum multiple access
communication system . . . a method for
providing high system user capacity . . .
comprising the steps of:


providing a plurality of system user
addressable narrow band information signals;


converting said plurality of system user
addressable narrow band information signals
into . . . wide band code-division-spread-
spectrum communication signals;


transmitting said plurality of code-division-
spread-spectrum communication signals
between system users;


receiving , at each respective system
user, .  .  .  code-division-spread-spectrum
communication signals .  .  .  ;


providing for each respective system user
an increase in system user realized average
signal power .  .  .  ;  and


converting, at each respective system user,
received address corresponding code-division-
spread-spectrum communication signals into
corresponding user addressable information
signals.


(emphasis added).


Manifestly, this claim does not recite steps that are
tied to a specific machine or apparatus. As in the FM radio
patent, this claim requires the manipulation of signals. But
signals are not articles, see Nuijten, 500 F.3d at 1356, and
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the plain language of the machine-or-transformation test
would place in doubt the patent-eligibility of this claim.
Over the past decade, CDMA technology has been one of
the backbones of the cellular communications industry. The
fact that such technology could now be ineligible is a telling
indictment of the Bilski test’s incapacity to accommodate
emerging innovations.


Inventions in the fields of medical diagnostics and
treatments will also be thwarted by the machine-or-
transformation requirement. One such example is U.S.
Patent No. 4,459,286, titled “Coupled Haemophilus
Influenzae Type B Vaccine.” The inventor, Maurice Ralph
Hilleman, is hailed as the most prolific vaccine scientist of
the twentieth century by the National Inventors Hall of
Fame. He was singled out for “saving more lives than any
other scientist” and was inducted into that prestigious body
in 2007 with a citation to the ‘286 patent.13


Claim 6 of that patent reads:


6. A method of treating mammalian species
which comprises administering to said species
an immunologically effective amount of a
composition comprising a polysaccharide/
protein conjugate which comprises H. influenza
type b polysaccharide and a T-cell-stimulating
N. meningitidis serotype outer membrane
protein, said polysaccharide and protein being
coupled through 6-aminocaproic acid, and a
member of the group consisting of a


13. Invent.org, Hall of Fame, Maurice Ralph Hilleman,
http://www.invent.org/hall_of_fame/339.html (last visited Aug.
4, 2009).
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pharmaceutically-acceptable carrier, an
adjuvant, and a pharmaceutically-acceptable
carrier and adjuvant.


This claim does not, within its bounds, recite the
performance of any type of transformation. It simply
requires “administering” a composition. There may be a
transformation that results, in the animal subject receiving
the treatment, but such transformation does not occur in
the claimed method per se, as a result of which the “post-
facto” activity does not fall within the Federal Circuit’s test.
Furthermore, there is no machine or apparatus in this
claim. A polysaccharide/protein conjugate is a composition
of matter or a manufacture, but it is not a machine or
apparatus. Accordingly, this famed invention—and
numerous others that have been claimed in analogous
fashion—is also vulnerable to attack under the new test.14


14. Also susceptible is claim 1 of U.S. Patent No. 4,068,003,
which is typical of many patents that claim methods of treatment
of disease using previously existing compounds (which may or
may not be patented in their own right). Claim 1 recites:


1. A method for the treatment of myasthenia which
comprises administering to a human suffering from
myasthenia a therapeutically effective amount of
Coenzyme Q having the formula:


wherein n is an integer from 7 to 10.







15


The impact of the machine-or-transformation test
on drug development and in vitro  diagnostics
(i.e., laboratory testing) can only be detrimental. Patent
protection for new tests, new drugs and new uses of
known drugs (whether or not already approved for a
primary use) is needed in many instances to justify the
outsize expenses and risk in the process of conducting
clinical trials and securing FDA approval. There is no
indication the Federal Circuit contemplated this
consequence.


These examples show that numerous claims
associated with epochal inventions would not have
satisfied either prong of the machine-or-transformation
test—thus demonstrating this Court’s wisdom in not
making such a test the measure of patent-eligibility and
the Federal Circuit’s clear error in doing so.


III. The Lower Court’s Ruling Has Already Sown
Doubt and Inconsistency As to What Methods
are Patent Eligible.


The Patent and Trademark Office’s own appellate
tribunal, the Board of Patent Appeals and
Interferences, cannot figure out how to construe the
machine-or-transformation test. Contradictory and
arbitrary decisions are issuing from that body already.
In one case, the Board decided that a “computerized
method performed by a data processor” was not eligible
because the data processor was “nothing more than a
general purpose computer,” which does not qualify as
“a particular machine or apparatus” under the Federal
Circuit’s test. See Ex parte Gutta, No. 2008-3000, 2009
WL 112393 (B.P.A.I. Jan. 15, 2009). By this reasoning,
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computer-implemented inventions are singled out for
exclusionary treatment, ignoring the central role of
computers in modern technology.15


Surprisingly, the implications of the machine-or-
transformation test extend to statutory classes of
inventions other than methods, such as machines,
articles of manufacture and chemical compositions, even
though this Court has never applied either prong of the
test to any other statutory class. For example, one panel
of the Board, in another post-Bilski case, upheld a
computer program product claim as patent-eligible
because “[i]t has been the practice for a number of years
that a [claim] of this nature be considered statutory at
the USPTO as a product claim.” Ex parte Bo Li, No.
2008-1213, 2008 WL 4828137, at *5 (B.P.A.I. Nov. 6,
2008). Yet another panel disallowed a computer-program
product claim because the machine-or-transformation
test purportedly necessitated the rejection. See Ex parte
Cornea-Hasegan, No. 2008-4742, 2009 WL 86725
(B.P.A.I. Jan. 13, 2009).


In one of several post-Bilski federal court decisions,
the Northern District of California likewise held that
Bilski required the rejection of a method claim for


15. The Federal Circuit had sought to leave for another
day what a “particular” machine or apparatus is, and what
constitutes a requisite “tie.” In the meantime, however, Patent
Examiners are making up the rules as they go. The same goes
for some district court judges. See, e.g., DealerTrack, Inc. v.
Huber, No. 06-2335, 2009 WL 2020761, at *3-4 (C.D. Cal. July 7,
2009) (observing that the Federal Circuit did not apply its own
test to the facts of Bilski and relying on Board of Patent Appeals
and Interferences decisions to clarify the test).
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verifying the validity of a credit card transaction over
the Internet. See CyberSource Corp. v. Retail Decisions,
Inc., No. 04-03268, 2009 U.S. Dist. LEXIS 26056 (N.D.
Cal., Mar. 27, 2009). The CyberSource judge observed
that, absent intervention by this Court, “[t]he closing
bell may be ringing for business method patents, and
their patentees may find they have become bagholders.”
Id. at *34.


The Eastern District of Texas, by contrast, took a
more cautious approach in Versata Software, Inc. v. Sun
Microsystems, Inc., No. 06-358, 2009 WL 1084412 (E.D.
Tex. Mar. 31, 2009), and denied a motion for judgment
on the pleadings, holding that its “interpretation of
Bilski is not so broad [as defendant argued].” Id. at *1.
The court explained that the Federal Circuit declined
to adopt a broad exclusion over software or any other
such category of subject matter beyond the exclusion
of claims drawn to fundamental principles and noted that
the process claim at issue is not, in any event, a software
claim. See id.


These helter-skelter rulings disrupt settled
expectations built upon the Federal Circuit’s en banc
opinion of fifteen years ago that a programmed general
purpose computer is patent-eligible because it “in effect
becomes a special purpose computer once it is
programmed to perform particular functions pursuant
to instructions from program software.” In re Alappat,
33 F.3d 1526, 1545 (Fed. Cir. 1994) (en banc). The Federal
Circuit’s machine-or-transformation test now heaps
doubt on years’ worth of applications and patents on
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computer-implemented inventions.16 Decision-makers in
the Patent and Trademark Office and even the district
courts believe that Bilski overruled the Alappat
decision, although the Federal Circuit said no such thing.


IV. This Court Has Recognized That Section 101
Broadly Defines Patent-Eligible Subject Matter,
Which is Not Subject to a Narrow or Rigid Test.


Section 101 of the Patent Act defines the boundaries
of patent eligibility as follows:


Whoever invents or discovers any new and
useful process, machine, manufacture, or
composition of matter, or any new and useful
improvement thereof, may obtain a patent
therefor, subject to the conditions and
requirements of this title.


35 U.S.C. § 101. The language of the statute is broad,
covering any new and useful process, as this Court has
consistently recognized. The only so-called exception—
that natural phenomena or abstract ideas are
ineligible—is but a recognition that scientific principles
are not “new and useful” when they “reveal[] a
relationship that has always existed.” Parker v. Flook,


16. Prior to the Bilski decision, the USPTO had given clear
guidance to its examiners as to the kinds of claims for computer-
implemented inventions that it understood to pass muster
under Section 101. See Examination Guidelines for Computer-
Related Inventions, 61 Fed. Reg. 7478, 7481-86 (Feb. 28, 1996).
Now, its Board is struggling to find a consistent reading of
the Federal Circuit decision. That struggle exposes how
problematic the decision is.
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437 U.S. 584, 593 n.15 (1978). This Court has never
replaced the broad text of Section 101 with a narrow or
rigid test for eligibility, and it should not do so here.


Reviewing the many so-called “bad” patents issued
by the Patent and Trademark Office, one may doubt
whether broad eligibility best achieves the innovation-
promoting goals of the patent system.17 But Section 101
addresses only whether a process is eligible subject
matter for a patent; the process must also satisfy
other statutory requirements such as novelty and
nonobviousness to be patentable. Particularly in light
of this Court’s reaffirmation of a broad and flexible test
for obviousness in KSR International Co. v. Teleflex Inc.,
550 U.S. 398 (2007), many previously-granted “bad”
patents may be invalidated under Section 103.


The PTO’s allowance rate has already plummeted
without resort to a narrowing construction of Section
101. Furthermore, if Section 101 is problematic in its
unambiguous breadth, this Court has recognized that
Congress is the competent and constitutionally
appropriate institution to address such policy concerns.


17. Many criticisms of business method patents focus on
perceived differences between them and other patents issued
by the PTO, and harbor a fallacious assumption that business
method patents are “weaker” or “less valuable” than other
patents. In a statistical sampling, Internet business method
patents cited a mean of 23 prior art references whereas all other
patents cited only 15 prior art references. This statistic suggests
that Internet business method patents are examined in view of
more prior art references and therefore undergo more scrutiny
than other patents. Thus, the casual claim that business methods
make “bad” patents is unsupported by the numbers. See Allison
& Tiller, supra, at 268.
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A. The machine-or-transformation test is
inconsistent with the text of the statute as
interpreted by this Court.


Under Section 101, “any new and useful process”
is eligible for patent protection, so long as it satisfies
the additional statutory requirements of patentability
such as novelty and nonobviousness. Recognizing the
breadth of patent-eligible subject matter, this Court has
explained that Congress “plainly contemplated that the
patent laws would be given wide scope.” Diamond v.
Chakrabarty, 447 U.S. 303, 308 (1980); see also id. at
309 (noting that “Congress intended statutory subject
matter to ‘include anything under the sun that is made
by man’”).


The text of the statute is clear, and nothing in Section
101 or this Court’s precedent suggests that a process
may be “new and useful” only if it “is tied to a particular
machine or apparatus” or “transforms a particular
article into a different state or thing.” Bilski, 545 F.3d
at 954. Indeed, the machine-or-transformation test is a
narrowing departure from Section 101’s permissive
definition of patent-eligible subject matter, and the
Federal Circuit has thereby turned the law upside down,
making touchstones of eligibility into requirements.


Laws of nature, natural phenomena, and abstract
ideas (e.g., in the guise of mathematical algorithms) are
not eligible under Section 101. Diamond v. Diehr, 450
U.S. 175, 185 (1981). They are excluded because
scientific truths are not new and useful—they have
“always existed,” waiting to be discovered, and should
be free for all to use. Flook, 437 U.S. at 593 n.15. This
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Court has never held that Section 101 requires a
narrower test than is prescribed by its text: If a process
is new and useful, it is eligible subject matter. But if
instead a process defines a law of nature, which has
always existed but has only recently been discovered, it
is not eligible. Only a useful application of a law of
nature is eligible.


The court below mistook a sufficient condition for
eligibility under Section 101 to be a necessary one.
Gottschalk v. Benson, 409 U.S. 63 (1972), on which the
Federal Circuit primarily relied, stands only for the
familiar principle that “one may not patent an idea.” Id.
at 71 (explaining its holding “in a nutshell”). Yes, the
Benson Court invoked the machine-or-transformation
test, but it did so only to provide “the clue” to eligibility
in that case, that is, a sufficient condition, not a
necessary condition in all cases. See id. at 70.


The Court’s more recent decision in Diehr resolves
all doubt on this score. Diehr explains that Benson
“stand[s] for no more than these long-established
principles,” that “laws of nature, natural phenomena,
and abstract ideas” are unpatentable. Diehr, 450 U.S.
at 185. Indeed, the Benson Court itself rejected the
notion that the machine-or-transformation test is
essential to the Section 101 inquiry. 409 U.S. at 71
(dismissing the argument that “a process patent must
be either tied to a particular machine or apparatus or
must operate to change articles or materials to a
‘different state or thing’”).


This Court’s recent decisions in the patent domain
confirm that the capacious criteria for patent eligibility
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are not to be replaced with formulaic tests, even if doing
so would, in the eyes of some, improve the patent
system. Thus, the KSR Court rejected the Federal
Circuit’s “rigid approach” to obviousness under the
teaching, suggestion, or motivation (TSM) test in favor
of a “functional approach” that better fit the open-ended
terms of the statute. KSR, 550 U.S. at 415. The TSM
test and the machine-or-transformation test are the
product of honorable efforts to understand and apply
key terms in the Patent Act, but they share the flaw of
instituting the type of “rigid and mandatory formulas”
that this Court disfavors. Id. at 419. This Court has
consistently disallowed tests that reduce broad or
flexible patent doctrines to such rigid formulas. See, e.g.,
MedImmune, Inc. v. Genentech, Inc., 549 U.S. 118, 132
n.11 (2007) (rejecting the “reasonable apprehension of
suit” test in favor a less rigid, traditional approach to
declaratory judgment jurisdiction); eBay Inc. v.
MercExchange, LLC, 547 U.S. 388 (2006) (rejecting an
automatic grant of injunctive relief in favor of traditional
equitable balancing).


Even the court below recognized that the rigid
machine-or-transformation test might not adapt well to
changing technology. Bilski, 545 F.3d at 956. But rather
than retreat from its test, the Federal Circuit explained
that “the Supreme Court may ultimately decide to alter
or perhaps even set aside this test to accommodate
emerging technologies.” Id. In other words, the Federal
Circuit not only recognizes that its rigid test is not
required by the statutory language—since the test may
admittedly be set aside—but envisions that this Court
will “update” the statute’s meaning to best effectuate
the purposes of the Patent Act over time. Such updating
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is not within the judicial role, and indeed, this Court
has not strayed from its consistent interpretation of
Section 101’s text. The test for eligibility is broad, but
also simple: Any new and useful process is patent-
eligible subject matter.


B. If Section 101’s broad provision of eligibility
leads to bad patents, Congress, not the courts,
should amend the statute.


Many in the media and academia have argued that
the patent system is broken because the PTO has issued
patents on how to dust a room, use a laser pointer to
play with a cat, or the like. But for at least two reasons,
this Court should not respond to the system’s perceived
shortcomings (which have little, if anything, to do with
the subject-matter eligibility question) by imposing a
rigid test for patent-eligible subject matter.


First, Section 101 addresses only eligibility, and the
Patent Act includes several other requirements of
patentability that can filter out “bad” patents. For
example, inventions must be novel and nonobvious to
warrant patent protection. See 35 U.S.C. §§ 102, 103;
see also Diehr, 450 U.S. at 190 (“The question therefore
of whether a particular invention is novel [or nonobvious]
is ‘wholly apart from whether the invention falls into a
category of statutory subject matter.’”). This Court’s
recent decision in KSR elevates the nonobviousness
requirement to a broader, more flexible form, and KSR
may prove to be an invaluable tool for separating the
wheat from the chaff. There is no need to “fix” the patent
system by stretching the meaning of an unambiguous
text to create an unnecessary filter.
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Second, as this Court has recognized, it is
Congress’s role to remedy any deficiencies in Section
101.18 See Chakrabarty, 447 U.S. at 317


[W]e are without competence to entertain
these arguments [concerning the hazards of
a broad reading of Section 101]. . . . The choice
we are urged to make is a matter of high
policy for resolution within the legislative
process after the kind of investigation,
examination, and study that legislative bodies
can provide and courts cannot.


Flook, 437 U.S. at 595 (“Difficult questions of policy
concerning the kinds of [computer] programs that may
be appropriate for patent protection and the form and
duration of such protection can be answered by
Congress on the basis of current empirical data not
equally available to this tribunal.”). Because the
machine-or-transformation test departs from the
unambiguous text of the statute and governing
precedent, this Court should not follow the Federal
Circuit’s narrowing approach even if it harbors doubts
about the expansiveness of Section 101 as written.


18. The existence of “business method” patents has not
escaped congressional notice. Indeed, in response to State Street
Bank & Trust Co. v. Signature Financial Group, Inc., 149 F.3d
1368 (Fed. Cir. 1998), and its progeny, Congress amended the
Patent Act to address questions relating to business method
patents. See, e.g., 35 U.S.C. § 273(a)(3). Despite the existence of
such patents (and calls for their extinction) for over a decade,
Congress has repeatedly—and, we submit, wisely—declined to
revisit the scope of patentable subject matter.
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C. The patent eligibility of petitioners’ claims
turns on whether the abstract concept of
hedging is applied to a particular use.


Managing risk in commercial transactions appears
to be “useful” in the abstract. To be deemed useful
under Section 101, however, claims must not be directed
to laws of nature, natural phenomena, or abstract ideas.
Thus, one must weigh whether Bilski and Warsaw’s
claims run afoul of the prohibition on abstract ideas. The
BPLA believes this is a close call, not because a risk
management method that relies on hedging is
automatically abstract under Section 101, but because
the specific wording of petitioners’ claims may warrant
exclusion.


Claim 1 is limited to hedging risk in commodity
consumption transactions only in its preamble. The body
of the claim does not refer to consumption risk. A
preamble term not referenced in the body of the claim
typically is not considered limiting. See, e.g., Schumer
v. Lab. Computer Sys., Inc., 308 F.3d 1304, 1310 (Fed.
Cir. 2002). The claims at issue are therefore arguably
directed to an abstract idea divorced from any particular
application. If so, such claims do not define statutory
subject matter under this Court’s precedent, but are a
generic statement of the concept of hedging. See
Benson, 409 U.S. at 67 (“Phenomena of nature, though
just discovered, mental processes, and abstract
intellectual concepts are not patentable, as they are the
basic tools of scientific and technological work.”).


The distinction between ineligible abstract ideas and
patent-eligible processes depends on application .
See id. (explaining that eligibility “must come from the
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application . . . to a new and useful end.”). An abstract
idea must be applied to a particular use to be patentable,
and it is the application, not the idea itself, that may be
protected. By contrast, where an applicant seeks to
patent the idea itself, he thereby purports to monopolize
the concept, unconstrained by a particular application
to a new and useful end. Claims that depend on human
judgment for their application, or claims directed to an
idea that cannot be separated in principle from the steps
necessary to implement it, are probable casualties of
the bar on patenting abstract ideas.


The claims at issue are susceptible of varied readings
and, without the written description and drawings
(which are not public information), one could fairly
conclude that they define nothing more than the general
idea of hedging investments by balancing risk positions.
The claims lack instruction as to how to identify
participants with a “counter-risk position” or how to
“initiat[e] a series of transactions” to balance risk.
See Bilski, 545 F.3d at 949.


As written (and notwithstanding any concrete
embodiments that may have been disclosed and that
might have supported narrow, non-preemptive claims),
the claimed steps are not concrete steps for a particular
application; they require human judgment. They are
even more abstract than the algorithm for calculating
alarm limits in Flook, which was at least directed to the
narrower domain of signaling inefficiency or danger in
the operation of a catalytic converter. See Flook, 437
U.S. at 585.
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Because the steps in Bilski and Warsaw’s claims
could describe any hedging process, they may fairly be
seen as attempting to preempt the very concept of
hedging. The preamble’s reference to the hedging of
commodity consumption risk appears to be immaterial
to an assessment of what is being claimed.


On the other hand, a specific method for hedging
risk, according to a defined process that does not require
the exercise of human judgment, could very well be
patent eligible, whether or not that method depends on
computers or other apparatus. As long as a fundamental
principle is not thereby preempted, there is no reason
that the invention cannot qualify as a “new and useful
process” under Section 101. The eligibility of the
hedging method for a patent turns, in the end, on the
details of the application’s disclosure or the prosecution
history, and cannot be determined in a vacuum. The
BPLA urges the Court to vacate the lower court’s
decision and remand for further consideration of Bilski
and Warsaw’s process under a broad test for subject
matter eligibility.
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CONCLUSION


For the foregoing reasons, the Court should reject
the lower court’s machine-or-transformation test and
reaffirm that courts must weigh relevant facts to
determine if a method claim defines an eligible invention
or an ineligible abstraction.
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STATEMENT OF INTEREST OF AMICI CURIAE1 


The various amici curiae sponsoring this 
submission (“Amici Curiae”) reflect mid-sized and 
smaller members of the financial service, e-
commerce, and computer-related industries.  While 
Amici Curiae do not advocate that the claims at 
issue are entitled to be patented, each believe it is 
important to maintain a strong patent system that 
allows for all types of innovations that do not pre-
empt a fundamental principle to remain patent-
eligible subject matter.  A detailed explanation of 
each Amici Curiae is provided in Appendix A. 


 


 


                                            
1  The parties have consented to the filing of this brief and 
letters of consent have been filed with the Clerk.  Pursuant to 
Rule 37.6, no counsel for a party authored this brief in whole or 
in part, and no counsel or party made a monetary contribution 
intended to fund the preparation or submission of this brief.  
No person other than Amici Curiae, its members, or its counsel 
made a monetary contribution to its preparation or submission. 
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SUMMARY OF ARGUMENT 


This Court’s precedent provides broad 
guidelines on what constitutes patent-eligible 
subject matter:  


1. the claimed subject matter must fall within 
one of the four statutory categories of patent-
eligible subject matter–process, machine, 
manufacture or composition of matter (or any 
improvement thereof); and 


2. the claimed subject matter must not preempt 
what the Bilski majority calls “fundamental 
principles”2 – laws of nature, natural 
phenomena, or abstract ideas. 


See Diamond v. Diehr, 450 U.S. 175, 185 (1981) 
(citing  Parker v. Flook, 437 U.S. 584, 589 (1978) and 
Gottschalk v. Benson, 409 U.S. 63, 67 (1972)). 


While this Court has found certain safe 
harbors that have met these broad guidelines, it has 
also repeatedly refused, over centuries of such 
precedent, to turn such safe harbors into rigid tests.  
See, e.g., Flook, 437 U.S. at 589 n.9 (rejecting 
argument that “this Court has only recognized a 
process as within the statutory definition when it 
either was tied to a particular apparatus or operated 
to change materials to a ‘different state or thing,’”; 
this Court “assume[s] that a valid process patent 
may issue even if it does not meet one of these 
qualifications of our earlier precedents.”) (citations 
                                            
2 See In re Bilski, 545 F.3d 943, 952 n.5 (Fed.Cir. 2008), cert. 
granted, 129 S.Ct. 2735 (2009). 
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omitted); Benson, 409 U.S. at 71 (rejecting argument 
that “a process patent must either be tied to a 
particular machine or apparatus or must operate to 
change articles or materials to a ‘different state or 
thing’” since “[w]e do not hold that no process patent 
could ever qualify if it did not meet the requirements 
of our prior precedents.”); Tilghman v. Proctor, 102 
U.S. 707, 722 (1881) (“The patent law is not confined 
to new machines and new compositions of matter, 
but extends to any new and useful art or 
manufacture.  A manufacturing process is clearly an 
art, within the meaning of the law.”) (quoted in 
Diehr, 450 U.S. at 184 n.8). 


Even the Bilski majority opinion by the 
Federal Circuit below recognized that other efforts to 
adopt rigid rules for determining whether a claim is 
patent-eligible subject matter, like the so-called 
“technological arts” test suggested by the U.S. 
Patent and Trademark Office (“USPTO”) and other 
tests, proved “inadequate” and “insufficient.”  See 
Bilski, 545 F.3d at 958-61. 


While much of the majority decision correctly 
describes this Court’s binding precedent in this area, 
the Bilski majority nonetheless deviates from this 
Court’s precedent and errs in the following 
important respects, which Amici Curiae respectfully 
submit that this Court should correct: 


1. In the Federal Circuit’s quest to find a “test or 
set of criteria” to “govern” the USPTO and 
courts in determining patent-eligibility, the 
Bilski majority erroneously adopts as the 
“governing test” a mechanical version of the 
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so-called “machine-or-transformation” test. 
Bilski, 545 F.3d at 952, 956.   Adoption of this 
rigid rule has wreaked havoc on the stability 
and reliability of hundreds of thousands of 
issued patents (as evidenced by litigations 
that have begun to sprout since Bilski) and 
uncounted pending applications (as evidenced 
by increasingly rigid rules coming out of 
decisions of the Board of Patent Appeals and 
Interferences (“BPAI”) at the USPTO).   Amici 
Curiae respectfully request this Court to quiet 
title on meritorious inventions and refocus the 
inquiry on whether the claimed invention is 
novel, non-obvious, useful and sufficiently 
well-defined, as contemplated by the Patent 
Act.  


2. The Bilski majority also departs from this 
Court’s precedent and the broad statutory 
construction intended by Congress by ignoring 
the statutory definition of “process” in the 
Patent Act and engrafting extra-statutory 
limitations on patent-eligible processes. Cf. 
Bilski, 545 F.3d at 951 n.3.  The majority 
decision also erred in failing to address the 
effect of the adoption of the prior user right 
(35 U.S.C. §273) in response to State Street 
Bank & Trust Co. v. Signature Financial 
Group, Inc., 149 F.3d 1368 (Fed.Cir. 1998), 
and Congress’ legislative acquiescence to the 
Federal Circuit’s holding in that case. 


3. The Bilski majority’s blanket exclusion of 
“electronic signals and electronically-
manipulated data” and “business methods,” 
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involving, e.g., manipulation of “legal 
obligations, organizational relationships, and 
business risks”–today’s “raw materials” of 
innovation–from being patent-eligible subject 
matter unless tied to a computer or some 
other machine (see Bilski, 545 F.3d at 962) is 
the result of a wooden analysis that is 
contrary to this Court’s rationale in 
developing the transformation prong of the 
“machine-or-transformation” test.   See 
Expanded Metal Co. v. Bradford, 214 U.S. 366 
(1909).  While Amici Curiae agree that 
definiteness requirements may preclude 
claims directed to purely mental steps from 
being patent-eligible subject matter, the 
patent-eligibility test under 35 U.S.C. §101 
should turn only on whether the claim 
preempts an abstract idea or other 
fundamental principle, not on what type of 
transformation occurs. 


4. The majority decision, which in some respects 
helped clarify this Court’s prior precedent in 
Benson, nonetheless failed to adequately 
clarify whether a distinction should be drawn 
between a computer-implemented invention 
that is implemented on a general-purpose 
computer rather than on a specific-purpose 
computer.  Unfortunately, much confusion has 
ensued at least at the BPAI and in the district 
courts, where mechanical distinctions have 
been drawn that are contrary to the 
underlying principles set forth in Benson and 
this Court’s other governing precedent.  Amici 
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Curiae respectfully request that this Court 
clarify that such distinctions are misplaced. 


The role of patents related to financial 
services, e-commerce, and computers in the U.S. 
economy is vital.   Such patents, when appropriately 
awarded, encourage innovation and transparency, 
and advance the Constitutional goal of “promot[ing] 
the Progress of Science and useful Arts.” U.S. Const., 
art. I, §8, cl.8.  This Court should resist temptation 
to bow to the outspoken minority who would 
undermine a system that our founding fathers 
thought was so important that they included it in 
Article I of the Constitution and enacted it into one 
of its earliest public laws, and which has been 
maintained ever since.  Amici Curiae respectfully 
submit that this Court should reaffirm the broad 
scope of patent-eligible subject matter under §101. 







7 
 


 
   


 


ARGUMENT 


In 1998, the Federal Circuit had the 
forethought and insight to recognize that the 
revolution in information technology and availability 
of the Internet would radically change the way that 
the world does business and that U.S. patent law 
would need to adapt to this new technological and 
commercial reality by confirming the availability of 
patent protection for so-called “business method” 
patents.  First, in State Street, and later in AT&T  
Corp. v. Excel Communications, Inc., 172 F.3d 1352 
(Fed.Cir. 1999), the Federal Circuit followed this 
Court’s lead in Diamond v. Chakrabarty to recognize 
that patent-eligible subject matter should be broadly 
construed to “include anything under the sun that is 
made by man.”  447 U.S. 303, 308-09 (1980) (quoting 
S. REP. NO. 82-1979, at 5 (1952); H.R. REP. NO. 82-
1923, at 6 (1952)).  These decisions, an inevitable 
evolution in patent law based on this Court’s binding 
precedent, fostered a renaissance in patent law.  


However, as more and more business-related 
and computer-related patents were sought, the 
USPTO started to become overwhelmed.  A number 
of “dubious quality” patents  issued and were 
litigated.  Scrutiny from the press, Congress and this 
Court ensued.  At the core, the problems caused by 
these patents were based on their failure to comply 
with §§112, 102 and 103 of the Patent Act, rather 
than by any real dispute over whether those patents 
were patent-eligible subject matter. 


A vocal minority now cries that this Court 
should throw the baby out with the bath water–and 
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improperly restrict the scope of patent-eligible 
subject matter–because some poor quality business 
method patents have issued.  This Court should 
resist that temptation.  Patents play an important 
and useful role in our economy by fostering 
innovation and adding to the public storehouse of 
knowledge.  So-called “business method” patents also 
have, since the founding of our nation, played an 
important role in our nation’s development and 
economy.  The development of the Internet and a 
digital economy makes that role even more 
important.   


 
I. GENERAL PRINCIPLES GOVERNING 


PATENT-ELIGIBLE SUBJECT MATTER 
BASED ON THIS COURT’S PRECEDENT 


The inquiry into what constitutes patent-
eligible subject matter begins with the Patent Act, 
which reads as follows: 


Whoever invents or discovers any new 
and useful process, machine, 
manufacture, or composition of matter, 
or any new and useful improvement 
thereof, may obtain a patent therefor, 
subject to the conditions and 
requirements of this title. 


35 U.S.C. §101. 


Thus, when an invention falls within at least 
one of the four enumerated categories of patent-
eligible subject matter – “process,” “machine,” 
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“manufacture,” or “composition of matter” – with but 
three exceptions, such invention is patent-eligible 
subject matter, and must be considered under the 
other provisions of the patent law, e.g., 35 U.S.C. 
§§102, 103, 112.  See, e.g., Diehr, 450 U.S. at 185.  


The only three exceptions are “laws of nature, 
natural phenomena, and abstract ideas.”  Diehr, 450 
U.S. at 185 (“Excluded from such patent protection 
are laws of nature, natural phenomena, and abstract 
ideas.”); Chakrabarty, 447 U.S. at 309. 


In Diehr, this Court recognized the difference 
between an invention “of some practical method or 
means of producing a beneficial result or effect,” 
which is patent-eligible subject matter, and “the 
result or effect itself,” which is not patent-eligible 
subject matter.  See Diehr, 450 U.S. at 182 n.7 
(quoting Corning v. Burden, 56 U.S. (15 How.) 252, 
267-68 (1854)).  


Diehr concluded its analysis by confirming 
that, although a claim to a mathematical formula in 
the abstract is not patent-eligible subject matter 
since it is merely an “abstract idea,” by contrast a 
claim containing a mathematical formula could be 
patent-eligible subject matter as follows: 


On the other hand, when a claim 
containing a mathematical formula 
implements or applies that formula in a 
structure or process which, when 
considered as a whole, is performing a 
function which the patent laws were 
designed to protect (e.g., transforming 
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or reducing an article to a different 
state or thing), then the claim satisfies 
the requirements of §101. 


Diehr, 450 U.S. at 192 (emphasis added).   


Significantly, as the Federal Circuit 
previously recognized in AT&T: 


The ‘e.g.’ signal denotes an example, not 
an exclusive requirement.   


172 F.3d at 1358-59.   


This list was not intended to be exhaustive, as 
even the USPTO recognizes in its prior submission 
to the Federal Circuit (USPTO Fed.Cir. Supp. Br. at 
8, 25), and this Court confirmed in its precedent.  
See Benson, 409 U.S. at 71; Flook, 437 U.S. at 589 
n.9.  Cf. Bilski, 545 F.3d at 956 n.12.   


 
II. THE BILSKI MAJORITY 


ERRONEOUSLY DEVIATED FROM  
THIS COURT’S PRECEDENT  


While Amici Curiae do not endorse the 
patentability of the particular patent claim at issue 
here, Amici Curiae believe that the Bilksi majority 
at the Federal Circuit erred in several fundamental 
ways that should be addressed and corrected by this 
Court.  
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A. The Bilski Majority Erroneously Adopted 
the “Machine-or-Transformation” Test as 
the Sole Governing Test 


In seeking to find a “test or set of criteria” to 
“govern” the USPTO and courts in determining 
patent-eligibility, the Bilski majority erroneously 
adopts as the “governing test” a mechanical version 
of the “machine-or-transformation” test.  See Bilski, 
545 F.3d at 952, 956.  This is the same type of error 
that the Federal Circuit was chastised for making in 
KSR International Co. v. Teleflex, Inc., after it 
adopted the TSM test as a “rigid” rule limiting the 
obviousness inquiry:  


We begin by rejecting the rigid 
approach of the Court of Appeals. 


550 U.S. 398, 419 (2007). 


As discussed in Section I, the “machine-or-
transformation” test is not “the” only way to 
establish patent-eligible subject matter, but is 
merely an exemplary safe-harbor recognized by this 
Court.  The proper test is whether the claimed 
subject matter falls within one of the four statutory 
classes of subject matter, and does not preempt a so-
called fundamental principle.  As Diehr explained, 
Flook and Benson “stand for no more than these 
long-established principles.” 450 U.S. at 185. 


Further, in attempting to apply this rigid rule, 
the BPAI at the USPTO and lower courts have 
ended up adopting even more rigid rules without 
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making an effort to consider the underlying rationale 
that guided this Court’s decisions.   


For example, the BPAI recently rejected a 
claim for synthesizing speech signals, which 
included computing steps, and in which two sets of 
signals were transformed to produce speech 
signals.  The BPAI’s analysis fails to directly address 
whether the claim merely preempts a fundamental 
principle as this Court directs.  Instead it applies a 
wooden analysis of specific prior holdings from In re 
Abele, 684 F.2d 902 (C.C.P.A. 1982), as discussed by 
the Bilski majority, 545 F.3d at 962-63, to reject the 
patent-eligibility of this claimed process, even 
though it was not an abstract idea by any 
means.  See Ex parte Hardwick, Appeal 2009-
002399, slip op. at 6-9 (BPAI June 22, 2009).  The 
test set forth in Abele and its prior precedent (the so-
called “Freeman-Walter-Abele test”) was one of the 
tests expressly rejected in Bilski, 545 F.3d at 958-59. 


Similarly, the BPAI has sought to apply the 
“machine-or-transformation” test as a rigid rule to 
system claims, despite the Federal Circuit’s warning 
that “[i]n State Street, as is often forgotten, we 
addressed a claim drawn not to a process but to a 
machine” Bilski, 545 F.3d at 960 n.18. See Ex parte 
Atkin, Appeal 2008-4352, slip. op. at 18 (BPAI Jan. 
30, 2009) (broadly applying Bilski to reject not only 
method claims but systems claims, finding that the 
system claims encompassed “any and all structures 
for performing the recited functions” and therefore 
the system claims were “at least as broad as method 
claims ... which we have determined recite patent 
ineligible subject matter under Bilski ”;  Making this 
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determination even though the system claims were 
more appropriately considered under §112 and also 
rejected on that ground.). 


Rigid application by courts of the “governing” 
rule from Bilski has also resulted in other previously 
approved claimed methods being found to no longer 
be patent-eligible.  For example, in Fort Properties, 
Inc. v. American Master Lease, LLC, 609 F.Supp.2d 
1052 (C.D.Cal. 2009), based on a wooden analysis of 
the “governing” test, the district court invalidated 
various issued method claims in a patent relating to 
real estate transactions in which legal obligations 
are transformed and evidenced by deed 
shares.  Again, the court did not address whether 
the claim, which clearly claimed one of the four 
statutory classes of subject matter–a process–fell 
into one of the exceptions, e.g., was merely 
preempting an abstract idea. 


Regardless of whether these claims have other 
failings, the adoption of the rigid “machine-or-
transformation” test in Bilski has resulted in courts 
and the USPTO missing the point and using §101 as 
a gatekeeper in a manner in which it was never 
intended by the Patent Act as enacted by Congress 
or interpreted by this Court to be used. Cf. Dann v. 
Johnston, 425 U.S. 219, 221 (1976) (avoiding §101 
issue in favor of §103 analysis). 
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B. The Bilski Majority Erroneously Limits the 
Definition of “Process” and Erroneously 
Adopts a Rigid Version of the “Machine-or-
Transformation Test” Contrary To Clear 
Congressional Intent  


As this Court is well aware, it is the role of 
Congress to set policy when it enacts statutes, the 
role of the executive branch (including the USPTO) 
to carry out the laws as enacted, and the role of the 
courts (including this Court and the Federal Circuit) 
to interpret the law. See, e.g., Chakrabarty, 447 U.S. 
at 315.  This Court does not (and the Federal Circuit 
should not) set new policies, even if it disagrees with 
the policies set by current statutes.  Any problems 
with those policies is the province of Congress. 


In this regard, since this country’s inception, a 
fundamental policy of our government has been to 
establish a patent system to promote the progress of 
the useful arts.  This policy was Constitutionally set, 
when Congress was given the power to enact patent 
laws: 


To promote the Progress of Science and 
useful Arts, by securing for limited 
Times to Authors and Inventors the 
exclusive Right to their respective 
Writings and Discoveries; 


U.S. Constitution Article I, §8, cl. 8. 


This power was promptly exercised in 1790 
when Congress enacted the first patent act, which 
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originally defined the scope of patent-eligible subject 
matter as follows: 


[A]ny useful art, manufacture, engine, 
machine, or device, or any improvement 
therein not before known or used. 


Patent Act of 1790, 1 Stat. 109, 110, §1 (1790). 


Shortly thereafter, in 1793, Congress revised 
the scope of patent-eligible subject matter to read as 
follows: 


[A]ny new and useful art, machine, 
manufacture or composition of matter, 
or any new and useful improvement on 
any art, machine, manufacture or 
composition of matter, not known or 
used before the application. 


Patent Act of 1793, 1 Stat. 318-323, §1 (1793).3 


This broad language has been left intact by 
Congress in every subsequent patent statute, with 
but small modifications in the Patent Act of 1952, 
resulting in the current language of §101, which 
read as follows: 


Whoever invents or discovers any new 
and useful process, machine, 


                                            
3  Thomas Jefferson, the driving force behind early patent 
policy, incorporated his philosophy that “ingenuity should 
receive a liberal encouragement” into the patent acts.  5 
WRITINGS OF THOMAS JEFFERSON 75-76 (Washington ed. 1871). 







16 
 


 
   


 


manufacture, or composition of matter, 
or any new and useful improvement 
thereof, may obtain a patent, subject to 
the conditions and requirements of this 
title. 


35 U.S.C. §101.   


The 1793 version included the term “arts” 
instead of “process,” but the case law made clear that 
the 18th Century meaning of the term “arts” was 
intended to include “process”: 


That a process may be patentable, 
irrespective of the particular form of the 
instrumentalities used, cannot be 
disputed. ... A process is a mode of 
treatment of certain materials to 
produce a given result. It is an act, or a 
series of acts, performed upon the 
subject-matter to be transformed and 
reduced to a different state or thing. If 
new and useful, it is just as patentable 
as is a piece of machinery. In the 
language of the patent law, it is an art.  


The machinery pointed out as suitable 
to perform the process may or may not 
be new or patentable; whilst the process 
itself may be altogether new, and 
produce an entirely new result. The 
process requires that certain things 
should be done with certain substances, 
and in a certain order; but the tools to 
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be used in doing this may be of 
secondary consequence. 


Cochrane v. Deener, 94 U.S. 780, 787-788 (1877).  
See also Diehr, 450 U.S. at 182 (“[A] process has 
historically enjoyed patent protection because it was 
considered a form of ‘art’ as that term was used in 
the 1793 Act.”).   


Indeed, the 1952 Act, when changing the 
language, made clear both by its statutory terms and 
its legislative history that “process” was to be 
broadly construed. 


In particular, the term “process” is statutorily 
defined in broad terms as follows: 


The term “process” means process, art 
or method, and includes a new use of a 
known process, machine, manufacture, 
composition of matter, or material. 


35 U.S.C. §100(b). 


The Bilski majority mistakenly characterizes 
this  statutory definition of “process” as “unhelpful” 
(Bilski, 545 F.3d at 951 n.3), rather than recognize 
that it is an unrestricted definition that was 
intended to be broad, not merely circular. 


This point is made by the Committee Reports 
accompanying the 1952 Act which confirm that 
Congress intended statutory subject matter to be 
very broad, when it stated: 
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The definition of “process” has been 
added in section 100 to make it clear 
that ‘process or method’ is meant, and 
also to clarify the present law as to the 
patentability of certain types of 
processes or methods as to which some 
insubstantial doubts have been 
expressed. 


H.R. REP. NO. 82-1923 at 6 (1952).  


P.J. Federico, one of the authors of the 1952 
Act, explained the rationale at the time as follows: 


This language [of §101] (other than the 
terminal phrase) closely follows the 
wording of the corresponding part of the 
old statute, with the exceptions that the 
reference to plant patents has been 
omitted for inclusion in another section, 
and the word “process” is used in place 
of the word “art” which appeared in the 
old statute. The word “art” in the 
corresponding section of the old statute 
had been interpreted by the courts as 
being practically synonymous with 
process or method, and the same word 
also appeared in several other sections 
of the statute but with somewhat 
different connotations (it still appears 
in two other sections of the new code, 
with different meanings). The word 
“process” has been used in section 101 
as its meaning is more rapidly grasped 
than “art” which would here require 
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some interpretation. The first part of 
the definition of process in section 
100(b) states that the word “process” 
means process or method, as these 
words have long been interchangeably 
used in patent law, and through same 
superabundance of caution by someone 
who feared that there might possibly be 
some loss of a shade of meaning in 
dropping the word “art”, it was restored 
in the definition so that it reads “The 
term ‘process’ means process, art or 
method, ....” 


35 U.S.C.A. 1 (1954 ed.), reprinted in 75 J. Pat. & 
Trademark Off. Soc'y 161, 214 (1993).   


Judge Newman in her dissent summed up the 
Bilski majority’s error in failing to recognize that the 
statutory definition of “process” is not limited and is 
intended to be very broad as follows:   


The definition of ‘process’ provided at 
35 U.S.C. § 100(b) is not ‘unhelpful,’ as 
this court now states, but rather points 
up the errors in the court’s new 
statutory interpretation. Section 100(b) 
incorporates the prior usage ‘art’ and 
the term ‘method,’ and places no 
restriction on the definition. This 
court’s redefinition of ‘process’ as 
limiting access to the patent system to 
those processes that use specific 
machinery or that transform matter, is 
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contrary to two centuries of statutory 
definition. 


Bilski, 545 F.3d at 978 (Newman, J. dissenting) 
(internal citations omitted).   


This Court has always understood the broad 
breadth that was intended to be applied to that term 
as relating to patent-eligible subject matter. See, 
e.g., Chakrabarty, 447 U.S. at 315 (noting that “[t]he 
subject-matter provisions of the patent law have 
been cast in broad terms to fulfill the constitutional 
and statutory goal of promoting ‘the Progress of 
Science and the useful Arts’ with all that means for 
the social and economic benefits envisioned by 
Jefferson” and that “[b]road general language is not 
necessarily ambiguous when congressional objectives 
require broad terms.”); J.E.M. Ag Supply v. Pioneer 
Hi-Bred Int’l, 534 U.S. 124, 130 (2001) (“As this 
Court recognized over 20 years ago in Chakrabarty, 
447 U.S. at 308, the language of § 101 is extremely 
broad.”); Diehr, 450 U.S. at 182; State Street, 149 
F.3d at 1373.  


For more than a century, this Court has made 
clear that “[t]he patent law is not confined to new 
machines and new compositions of matter, but 
extends to any new and useful art or manufacture.  
A manufacturing process is clearly an art, within the 
meaning of the law.”  Tilghman, 102 U.S. at 722, 
quoted in Diehr, 450 U.S. at 184 n.8 (emphasis 
added); see also Cochrane, 94 U.S. at 787-88 (“In the 
language of the patent law, [a process] is an art.”), 
quoted in Id. at 183. 
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Moreover, this Court recognizes that the use 
of the term “any” in §101 demonstrates the broad 
breadth that statutory subject matter is intended to 
cover.  See J.E.M., 534 U.S. at 130; Chakrabarty, 
447 U.S. at 308 (In modifying the terms of §101 “by 
the comprehensive ‘any,’ Congress plainly 
contemplated that the patent laws would be given 
wide scope.”).  


Further, this Court has made clear “that 
courts ‘should not read into the patent laws 
limitations and conditions which the legislature has 
not expressed.’”  Chakrabarty, 447 U.S. at 308 
(quoting United States v. Dubilier Condenser Corp., 
289 U.S. 178, 199 (1933)). See also, e.g., TRW Inc. v. 
Andrews, 534 U.S. 19, 31 (2001) (“It is ‘a cardinal 
principle of statutory construction’ that ‘a statute 
ought, upon the whole, to be so construed that ... no 
clause, sentence, or word shall be superfluous, void, 
or insignificant.’” (citation omitted)); Moskal v. 
United States, 498 U.S. 103, 109 (1990) (“[A] court 
should ‘give effect, if possible, to every clause and 
word of a statute.’” (citations omitted)); Mountain 
States Tel. & Tel. Co. v. Pueblo of Santa Ana, 472 
U.S. 237, 249 (1985) (“’[A] statute should be 
interpreted so as not to render one part inoperative.’” 
(citation omitted)). 


It is this broad definition of the term “process” 
that was applied by the Federal Circuit in State 
Street and which was understood to be the definition 
governing that term in the statutory construction 
until the Bilski decision at issue here.  The Federal 
Circuit’s engrafting of new limitations on what 
constitutes patent-eligible processes in Bilski is 
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contrary to the statute itself, to the congressional 
intent, and to this Court’s precedent on the subject. 


The only limitation on the definition of 
“process” that this Court mandates is that a process 
is not patent-eligible if it preempts “laws of nature, 
natural phenomena, [or] abstract ideas,” in contrast 
to claiming a practical application thereof.  Diehr, 
450 U.S. at 185 (citing inter alia Flook, 437 U.S. at 
589 and Benson, 409 U.S. at 67). 


The Federal Circuit in Bilski did not address 
whether Congress in essence legislatively acquiesced 
to the State Street decision when it adopted the prior 
user rights for “methods of doing or conducting 
business” (see 35 U.S.C. §273) in response to that 
decision and has since considered, but did not adopt, 
any other changes to the patent-eligibility standard.  
While some of this Court’s members have expressed 
doubt in the “useful, concrete and tangible results” 
test, the test stated was consistent with 
congressional intent (as the State Street decision 
was written by Judge Rich, another author of the 
Patent Act of 1952), and has support in this Court’s 
precedent and §101, from which the test was 
derived. 


In particular, Congress made clear, following 
the State Street and AT&T cases, that the patent 
law contemplates “a method of doing or conducting 
business” as a type of “method” that can be patent-
eligible subject matter in adopting the earlier 
inventor infringement defense.  See 35 U.S.C. 
§273(a)(3).   Indeed, the legislative history for 35 
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U.S.C. §273 confirms that Congress contemplated 
the State Street case and acted accordingly:  


• 145 CONG. REC. H6942 (daily ed. Aug. 3, 
1999): 
Ms. LOFGREN ... In title II there is a 
first inventor defense that is limited to 
methods of doing or conducting 
business, and I need to understand why, 
what the impact of that would be and 
why it merits our support ....   
Mr. COBLE. Mr. Speaker, it is limited ... 
to the State Street Bank case. 


• 145 CONG. REC. S14717 (daily ed. Nov. 17, 
1999): 


As the Court [in State Street] noted, the 
reference to the business method 
exception had been improperly applied 
to a wide variety of processes, blurring 
the essential question of whether the 
invention produced a “useful, concrete, 
and tangible result.” 


* * * 


In order to protect inventors and to 
encourage proper disclosure, this 
subtitle focuses on methods for doing 
and conducting business, including 
methods used in connection with 
internal commercial operations as well 
as those used in connection with the 
sale or transfer of useful end results–
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whether in the form of physical 
products, or in the form of services, or 
in the form of some other useful results; 
for example, results produced through 
the manipulation of data or other 
inputs to produce a useful result. 


• H.R. REP. NO. 106-287, pt. 1, at 46-47 (1999): 


[T]he first inventor defense is of 
particular significance to [the financial 
services] industry, and the industry 
serves as a prime illustration of the 
need for the defense. The State Street 
decision has brought that industry 
abruptly to the forefront of cutting-edge 
patent law protection for subject matter 
that previously had been thought to be 
unpatentable. The State Street court 
came down on the side of a very broad 
scope of subject matter that qualifies for 
patent protection. State Street clarifies 
that the characterization of subject 
matter as a method of doing business 
does not render it unpatentable. One 
consequence is that the “back office” 
processes and methods that are 
fundamental to the delivery of many 
financial services, but transparent to 
the end user of the services, are now 
fair game for patent protection. 


See also  Pet. Open. Br. at 30-33. 
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Thus, at a minimum, the actions of Congress 
are contrary to the wholesale view that a patent-
eligible process must be tied to a computer or some 
other machine, and evidence that §101 should not be 
as narrowly construed as advanced by the Bilski 
majority.  Cf. John R. Sand & Gravel Co. v. United 
States, 552 U.S. 130, 128 S.Ct. 750, 756-57 (2008) 
(refusing to overturn the precedents because “stare 
decisis in respect to statutory interpretation has 
‘special force,’ for ‘Congress remains free to alter 
what we have done’”; “Congress has long acquiesced 
in the interpretation [the Court has] given” (citations 
omitted)); Shepard v. United States, 544 U.S. 13, 23 
(2005) (explaining that there was not “sufficient 
justification for upsetting precedent here” since the 
issue was one of statutory interpretation, “and the 
claim to adhere to case law is generally powerful 
once a decision has settled statutory meaning.  In 
this instance, time has enhanced even the usual 
precedential force, nearly 15 years having passed 
since [the precedent] came down, without any action 
by Congress to modify the statute ....” (citations 
omitted and emphasis added)); Patterson v. McLean 
Credit Union, 491 U.S. 164, 172-73 (1989) 
(“Considerations of stare decisis have special force in 
the area of statutory interpretation, for here ... the 
legislative power is implicated, and Congress 
remains free to alter what we have done.”). 


Indeed, Congress’s failure to alter the scope of 
patent-eligible subject matter in light of State Street, 
despite having opportunities on multiple occasions to 
consider various proposals (see, e.g., S. 2369, 110th 
Cong.; H.R. 1908, 110th Cong. §10; S. 861, 110th 
Cong. §303; H.R. 2365, 110th Cong.), is further 
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probative of the legislature’s intent on this subject.4  
Cf. Bob Jones Univ. v. United States, 461 U.S. 574, 
600-01 (1983) (finding congressional acquiescence in 
the agency’s statutory interpretation based on 
Congress’ failure to act on no fewer than thirteen 
bills introduced to overturn the agency’s 
interpretation during twelve years). 


Additionally, in Diehr, this Court’s latest 
binding pronouncement on this subject, this Court 
recognized principles consistent with the “useful, 
concrete and tangible results” test, which found its 
roots in hoary Supreme Court precedent.  In 
addressing its concern over whether a process falls 
within one of the three enumerated exceptions to 
patent-eligible subject matter, i.e., “laws of nature, 
natural phenomena, and abstract ideas” (see Diehr, 
450 U.S. at 185), the Court recognized that a patent-
eligible process should be any “act, or a series of 
acts” that produces “a beneficial result or effect,” as 
defined by this Court in Diehr, 450 U.S. at 183-84 
n.7 (quoting Cochrane, 94 U.S. at 787-788 and 
Corning, 56 U.S. at 267-68).  Further, this Court 
went on to explain that it has long recognized that 
                                            
4 In this regard, Senator Specter has already cautioned other 
branches of Government against impinging upon Congressional 
authority to regulate the appropriate scope of patent-eligible 
subject matter.  See, e.g., Letter from Arlen Specter, to Hon. 
Henry Paulson, Secretary of Treasury (Feb. 1, 2008) (“Specter 
Letter”), available at 
http://www.regulations.gov/fdmspublic/component/main?main=
DocumentDetail&o=09000064803ba1a6 (cautioning the IRS 
against taking steps to regulate “tax strategy” patents because 
“the proposed regulations have been developed without 
consideration given to steps Congress is taking to address the 
issue”). 
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patent-eligible subject matter includes “one or more 
processes ... to produce a certain result or 
manufacture” and that “[i]t is for the discovery or 
invention of some practical method or means of 
producing a beneficial result or effect, that a patent 
is granted ....”  Diehr, 450 U.S. at 184 n.7 (quoting 
Corning, 56 U.S. at 267-68).   


In addition, the “useful” requirement of the 
“useful, concrete and tangible results” test set forth 
in State Street is consistent with §101 which states 
“[w]hoever invents or discovers any new and useful 
process ....”  35 U.S.C. §101.  Similarly, the “concrete 
and tangible” requirement, i.e., the converse to 
“abstract ideas,” is consistent with this Court’s 
mandate that a patent-eligible process cannot claim 
merely “laws of nature, natural phenomena, [or] 
abstract ideas.”  See Diehr, 450 U.S. at 185 (citing 
inter alia Flook, 437 U.S. at 589 and Benson, 409 
U.S. at 67). 


 
C. The Bilski Majority’s Restriction on 


Patent-Eligible Transformations Is 
Contrary to The Rationale of this Court’s 
Precedent 


The Bilski majority’s limitation on the types of 
transformations that can be patent-eligible processes 
(cf. 545 F.3d at 962-63) is also error and contrary to 
the rationale of this Court’s precedent.  


In particular, the rationale for the majority’s 
blanket exclusion of “electronic signals and 
electronically-manipulated data” and “business 
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methods,” involving, for example, manipulation of 
“legal obligations, organizational relationships, and 
business risks”–today’s “raw materials” of 
innovation–as patent-eligible subject matter unless 
tied to a computer or some other machine (see Bilski, 
545 F.3d at 962) is contrary to the rationale used by 
this Court in developing the transformation prong of 
the “machine-or-transformation” test that the Bilski 
majority seeks to apply.   See Bradford, 214 U.S. 
383-86.  While definiteness requirements (§112) may 
preclude claims directed to purely mental steps from 
being patent-eligible subject matter, the patent-
eligibility test under §101 should not turn on what 
type of transformation occurs. 


This Court addressed a similar issue a 
century ago in Bradford, when raw materials of a 
mechanical nature raised issues regarding the scope 
of patent-eligible subject matter which had 
previously been contemplated in the context of 
chemical processes.   


In arguing against a narrow interpretation of 
patent-eligible processes, the Respondent explained: 


The doctrine that processes are 
not patentable unless they involve 
chemical reactions and elemental 
changes is unjust and contrary to the 
spirit of the Constitution and the intent 
of the patent laws.  


If it be conceded–and it cannot be 
logically denied–that an exercise of the 
inventive faculties can be involved in 
the discovery of a combination of 
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functions, acts or operations, by which a 
new and useful result is obtained, then 
to deny the patentability of such 
inventions is to establish a false 
standard of patentability, and to 
exclude a large class of meritorious 
inventors from the protection of the 
patent laws. 


Bradford, 214 U.S. at 370 (Syllabus)(emphasis 
added)(citations omitted). 


In response to this compelling argument, this 
Court held that it “did not intend to limit process 
patents to those showing chemical action or similar 
elemental changes” and that “an invention or 
discovery of a process or method involving 
mechanical operations, and producing a new and 
useful result, may be within the protection of the 
Federal statute, and entitle the inventor to a patent 
for his discovery.” Bradford, 214 U.S. at 384-86.5    


Similarly, patent-eligibility for today’s 
building blocks, existing in the form of, for example, 
legal obligations and financial transactions, should 
not be foreclosed by rigid rules or “false standard of 


                                            
5  Indeed, a rule which categorically proscribes human-
implemented methods from being patent-eligible subject matter 
is contrary to long standing Supreme Court precedent.  For 
example, in reaching its decision in Bradford, this Court 
approvingly quoted Walker on Patents as hornbook law: “valid 
process patents may be granted for ‘operations which consist 
entirely of mechanical transactions, but which may be 
performed by hand or by any of several different mechanisms 
or machines.’”  Id. at 383 (citation omitted) (emphasis added). 
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patentability” like those that this Court refused to 
adopt a century ago.   


Judge Newman’s dissent below summarizes 
this point:  


The breadth of Section 101 and its 
predecessor provisions reflects the 
legislative intention to accommodate 
not only known fields of creativity, but 
also the unknown future. The 
[Supreme] Court has consistently 
refrained from imposing unwarranted 
restrictions on statutory eligibility, and 
for computer-implemented processes 
the Court has explicitly rejected the 
direction now taken. Nonetheless, [the 
majority] now adopts a redefinition of 
‘process’ in Section 101 that excludes 
forms of information-based and 
software-implemented inventions 
arising from new technological 
capabilities, [erroneously] stating that 
this result is required by the [Supreme] 
Court’s computer-related cases. 


Bilski, 545 F.3d at 978 (Newman, J. dissenting). 


The majority’s limited view that 
transformations of legal obligations are somehow not 
patent-eligible is also contrary to over two centuries 
of patent practice at the USPTO.  Indeed, long before 
State Street, or even Diehr, the USPTO issued 
countless patents directed to the so-called “liberal” 
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arts of “law” (like insurance and contracts) and 
“marketing”: 


• U.S. Patent No. 871, “Bank Note” (issued Aug. 
3, 1838) (directed to a process of “engraving, 
printing or any way expressing the sum in 
large letters, words or figures on the face of 
the note ....”); 


• U.S. Patent No. 1700, “Improvement in the 
Mathematical Operation of Drawing Lottery-
Schemes” (issued July 18, 1840) (claim 
directed to a process of “making [lottery] 
tickets [using an algorithm], diminishing the 
number of tickets ... and regulating the 
drawing ....”); 


• U.S. Patent No. 389,818, “Complemental 
Accident Insurance Policy” (filed Jan. 19, 
1888) (claims directed to a “complemental 
insurance policy”); 


• U.S. Reissue Patent No. RE11,270, “Means 
For Insuring Travelers Against Loss By 
Accident” (filed July 21, 1892) (claims directed 
to a “means for insuring travelers and others 
against loss by accident”);  


• U.S. Patent No. 883,380, “Check” (filed Apr. 
12, 1906) (claims directed to a “check having 
on each face a contract portion and a series of 
value designations”); 
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• U.S. Patent No. 918,280, “Fractional-
Insurance Policy” (filed Aug. 15, 1907) (claims 
directed to a “fractional insurance policy”);  


• U.S. Patent No. 1,045,331, “Cigar Container” 
(filed July 19, 1911) (claims directed to a 
“cigar container” that is described in the 
patent as being “especially useful in 
marketing cigars in original packages,” col. 1, 
ll. 33-34); 


• U.S. Patent No. 1,150,708, “Method of 
Marketing Trees” (filed Mar. 9, 1914) (claims 
directed to a “method of preparing and 
marketing trees”); 


• U.S. Patent No. 1,254,870, “Means Used In 
Accounting” (filed Sept. 9, 1916) (claims 
directed to a “triplicate invoice and receipt”); 


• U.S. Patent No. 1,419,739, “Marketing Bag” 
(filed June 17, 1920) (claim directed to an 
“open topped bag adapted for marketing”). 


The significance of these examples lies not in 
whether each individual patent was good or bad, but 
in demonstrating that the concept of “patent-eligible” 
subject matter has long recognized any “useful” 
invention, regardless of whether the use was in a 
“liberal” art (like law or marketing) or a 
“mechanical” or “chemical” art. 


In particular, the USPTO previously 
explained in “A USPTO White Paper” entitled 
“Automated Financial or Management Data 
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Processing Methods (Business Methods),” the 
following: 


Financial apparatus and method 
patents date back to [the 1790s]. ... The 
first fifty years of the U.S. Patent Office 
saw the granting of forty-one financial 
patents in the arts of bank notes (2 
patents), bills of credit (1), bills of 
exchange (1), check blanks (4); 
detecting and preventing counterfeiting 
(10), coin counting (1), interest 
calculation tables (5), and lotteries (17).  
Financial patents in the paper-based 
technologies have been granted 
continuously for over two-hundred 
years. 


A USPTO White Paper, at 2 (ver. 1.43), available at 
www.uspto.gov/web/menu/busmethp/whitepaper.pdf. 


The Bilski majority’s new judicial carve-outs 
from the scope of patent-eligible subject matter 
should be rejected again by this Court. 


 
D. This Court Should Clarify That a 


Computer-Implemented Invention Which 
Operates on a General-Purpose Computer 
Is Nonetheless Patent-Eligible as Long as 
It Does Not Preempt a Fundamental 
Principle 


Benson held that the claimed method of 
converting a signal from “binary coded decimal” to 
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“binary” in a general-purpose digital computer of any 
type was not patent-eligible subject matter. Benson, 
409 U.S. at 64, 71-72.  As the Bilski majority 
recognized, “the claimed process operated on a 
machine, a digital computer, but was still held to be 
ineligible subject matter.” 545 F.3d at 955.   Thus, 
the determinative factor concerning patent-eligibility 
was not whether the process was tied to a machine, 
as called for by the “machine-or transformation” test, 
but rather that a “fundamental principle [was] at 
issue.”  Id.  The Benson Court found the claim 
objectionable because it sought to, in essence, 
preempt a fundamental principle for an entire field 
of use, as the Bilski majority explained.  See id.   


However, there has been much confusion 
generated over the “general-purpose computer” 
language used in Benson as compared to a so-called 
“special-purpose computer.”  See Benson, 409 U.S. at 
65.  For more than fifteen years, the law seemed to 
have been settled by In re Alappat, 33 F.3d 1526 
(Fed.Cir. 1994) (en banc), where the Federal Circuit 
explained that “a general purpose computer in effect 
becomes a special purpose computer once it is 
programmed to perform particular functions 
pursuant to instructions from program software.” Id. 
at 1545.  Yet, as Judge Newman explains in her 
dissent, the Bilski majority’s holding again raises 
“uncertainty” in this area: 


[In the majority’s opinion, w]e aren’t 
told when, or if, software instructions 
implemented on a general purpose 
computer are deemed “tied” to a 
“particular machine,” for if Alappat’s 
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guidance that software converts a 
general purpose computer into a special 
purpose machine remains applicable, 
there is no need for the present ruling. 
For the thousands of inventors who 
obtained patents under the court’s now-
discarded criteria, their property rights 
are now vulnerable. 


Bilski, 545 F.3d at 994-95 (Newman, J., dissenting). 


This uncertainty has been further exacerbated 
by the BPAI, which has drawn nonsensical 
distinctions between general-purpose computers and 
specific-purpose computers: 


• Ex parte Gutta, No. 2008-3000, slip op. at 5-6 
(BPAI Jan. 15, 2009) (rejecting under §101 a 
claim reciting a “computerized method 
performed by a data processor”);  


• Ex parte Nawathe, No. 2007-3360, 2009 WL 
327520, at *4 (BPAI Feb. 9, 2009) (rejecting 
under §101 a claim reciting a “computerized 
method” of inputting and representing XML 
documents as insufficiently tied to “a 
particular computer specifically programmed 
for executing the steps of the claimed 
method”);  


• Ex parte Cornea-Hasegan, No. 2008-4742, slip 
op. at 9-10 (BPAI Jan. 13, 2009) (rejecting 
under §101 a claimed method for predicting 
results of mathematical operations, finding 
that “[t]he recitation of a ‘processor’ 
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performing various functions is nothing more 
than a general purpose computer that has 
been programmed in an unspecified manner to 
implement the functional steps recited in the 
claims”).  
This confusion has been further compounded 


with district court decisions that have used this non-
sensical reasoning as a basis to declare computer 
implemented claims which can operate on any 
computer, but must perform specific delineated 
steps, as being patent-ineligible.  E.g., DealerTrack, 
Inc. v. Huber, No. CV 06-2335, 2009 U.S. Dist. 
LEXIS 58125, at *12-13 (C.D.Cal. July 7, 2009) 
(finding the patent invalid under Bilski based on the 
court’s findings that the patent did “not specify 
precisely how the computer hardware and database 
[were] ‘specially programmed,’ and the claimed 
central processor [was] nothing more than a general 
purpose computer that has been programmed in 
some unspecified manner,” which “[u]nder Bilski  
and the recent decisions interpreting it [could not] 
constitute a ‘particular machine’”); Cybersource 
Corp. v. Retail Decisions, Inc., No. C 04-03268, 2009 
U.S. Dist. LEXIS 26056, at *20-21 (N.D.Cal. Mar. 
26, 2009). 


Such confusion and “uncertainty” would be 
eliminated, however, if the inquiry for patent-
eligibility was appropriately focused on whether the 
claimed subject matter falls within one of the four 
statutory classes and whether it preempts a 
fundamental principle.   
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In today’s world, where virtually every 
special-purpose software is written to run on 
general-purpose computers as we as a society desire, 
this confusing distinction should be rejected once 
and for all by this Court. 


 
III. BUSINESS- AND COMPUTER-RELATED 


PATENTS ARE AN IMPORTANT AND 
VALUABLE PART OF OUR ECONOMY 
AND PROMOTE THE PROGRESS OF 
THE USEFUL ARTS 


Patents play an important role in promoting 
the “progress” of the “useful Arts” and stimulating 
innovation, and a patent system can promote such 
progress in a variety of ways.   


First, as this Court has recognized, it can 
promote progress by rewarding innovation with 
patent rights.  See, e.g., Festo Corp. v. Shoketsu 
Kinzoku Kogyo Kabushiki Co., 535 U.S. 722, 730-31 
(2002) (“The patent laws ‘promote the Progress of 
Science and useful Arts’ by rewarding innovation 
with a temporary monopoly.” (quoting U.S. Const. 
art. I, §8, cl. 8)); Chakrabarty, 447 U.S. at 307 
(explaining that “[t]he Constitution grants Congress 
broad power to legislate to ‘promote the Progress of 
Science and useful Arts, by securing for limited 
Times to Authors and Inventors the exclusive Right 
to their respective Writings and Discoveries.’  Art. I, 
§ 8, cl. 8” and that “[t]he patent laws promote this 
progress by offering inventors exclusive rights for a 
limited period as an incentive for their inventiveness 
and research efforts”). 
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President Lincoln described the development 
of a patent system as one of the three most 
important developments in the world’s history “on 
account of [its] great efficiency in facilitating all 
other inventions and discoveries,” and explained: 


Next came the patent laws. These 
began in England in 1624, and in this 
country with the adoption of our 
Constitution. Before then any man 
[might] instantly use what another man 
had invented, so that the inventor had 
no special advantage from his 
invention. The patent system changed 
this, secured to the inventor for a 
limited time exclusive use of his 
inventions, and thereby added the fuel 
of interest to the fire of genius in the 
discovery and production of new and 
useful things. 


Abraham Lincoln, Lecture on “Discoveries, 
Inventions and Improvements,” delivered before the 
Library Association of Springfield, Illinois, Feb. 22, 
1860, reprinted in 5 LIFE AND WORKS OF ABRAHAM 
LINCOLN, Speeches and Presidential Addresses, 
1859–1865 13 (Marion Mills Miller ed., centenary 
ed.) (1907).6 


But this is not the only way patent systems 
“promote progress.”  Public disclosure in patents is 
                                            
6 Besides being the sixteenth president of the United States, Mr. 
Lincoln was the inventor on U.S. Patent No. 6,469, entitled 
“Buoying Vessels Over Shoals,” (filed Mar. 10, 1849). 
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another important way that progress is promoted.7  
Shortly after the 1952 Act was passed, Judge Rich 
presented a series of lectures on the then-new Act, 
which provides useful insight into the varying 
purposes of patent laws.   With respect to the role 
our patent laws serve regarding “incremental 
inventions” and “becom[ing] part of the technical 
literature,” Judge Rich stated: 


In the remote corners of the most 
crowded arts, progress is made by the 
proliferation of ideas, different and 
unobvious ways of doing the same thing, 
so that the reservoir of inventions fills 
up.  It should never be forgotten that 
patented inventions are published and 
become a part of the technical literature.  
This publication itself promotes 
progress in the useful arts and it is the 
prospect of patent rights which induces 
the disclosure and the issuance of the 
patent which makes it available. 


Giles S. Rich, The Principles of Patentability, 42 J. 
Pat. Off. Soc’y 75, 83 (1960) (emphasis added). 


These words of wisdom from almost half a 
century ago ring particularly true when it comes to 
software and financial service-related inventions.   
Prior to State Street and the “great flood” of 
                                            
7 As Senator Specter has recently explained:  


U.S. patent policy has historically sought to 
balance the goal of encouraging innovation with 
the need for public disclosure.   


Specter Letter, supra note 4, at 1. 
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“business method” patents, there was a dearth of 
prior art available as to computer software and 
financial service innovations.8   


It is perhaps ironic that the greatest 
complaint levied against these types of patents is 
that so many applications–disclosing the previously 
withheld secrets of these industries–are being 
submitted to the USPTO, and are becoming part of 
our public literature.  Thus, the greatest complaint 
against these types of patents is perhaps the 
greatest justification for them.   


One industry participant aptly explained how 
in the financial service industry the need for patent 
protection of financial service products and the 
resulting benefits of transparency have evolved out 
of State Street and its progeny: 


Two additional factors seemed to 
conspire further to drive financial 
service firms to the patent office – 


                                            
8 Congress addressed this void with the prior user right of §273 
for patents which cover “a method of doing or conducting 
business,” because prior to that time these industries did not 
disclose what they did and how they did it.  See Julie E. Cohen 
& Mark A. Lemley, Patent Scope and Innovation in the 
Software Industry, 89 Cal. L. Rev. 1, 13 (2001) (“prior art in 
this particular industry may simply be difficult or, in some 
cases, impossible to find because of the nature of the software 
business”; “Unlike inventions in more established engineering 
fields, most software inventions are not described in published 
journals.  Software innovations exist in the source code of 
commercial products and services that are available to 
customers.  This source code is hard to catalog or search for 
ideas.”).   
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adoption of internet-based technologies 
to interact with clients and new 
regulations demanding financial, tax 
and accounting transparency. While the 
internet transformed many companies 
and even entire industries, few 
industries felt the effects more 
dramatically than financial services.  
Aside from effectively replacing the 
telephone, the internet fundamentally 
transformed the back office as well. Far 
from just a matter of automation, firms 
took pains to think through their entire 
value chains and re-engineer how they 
did business with their clients. Entire 
new processes and systems were being 
invented at a break-neck pace and the 
effects on the industry and the economy 
were breathtaking .... Of course, 
virtually inherent with the rise of the 
internet, there was a concomitant loss 
of the ability to effectively maintain 
trade-secrets protection, and therefore, 
less of an ability to retain proprietary 
rights in all the inventive activity the 
internet became unleashed. 


Second, particularly in the area 
of new financial products, transparency 
became essential as a result of U.S. 
Treasury and IRS regulations designed 
to combat a growing problem with 
corporate tax shelters.  Under the 
regulations, any financial structure 
offered having U.S. tax consequences 
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was subject to being registered as a 
corporate tax shelter if the client or 
potential client was bound to confidence 
regarding the structure. Accordingly, 
confidentiality agreements were 
regarded as a regulatory kiss-of-death 
for such offerings and trade secret 
protection as a predominant form of 
intellectual property protection 
disappeared virtually overnight. Thus, 
a regulatory push for transparency 
coupled with an internet-fueled pull for 
process re-engineering dictated the 
solution – have it both ways – that is, 
keep rights proprietary and at the same 
time embrace transparency: seek a 
patent. 


John A. Squires and Thomas S. Biemer, Patent Law 
101: Does A Grudging Lundgren Panel Decision 
Mean That The USPTO Is Finally Getting The 
Statutory Subject Matter Question Right?, 46 IDEA 
561, 565 (2006) (emphasis added).  


Others in the financial service industry have 
also emphasized the importance of patents to the 
industry in a submission in response to a proposed 
IRS Regulation that would discourage so-called “tax 
strategy” patents as follows: 


Beginning in the late 1990’s, 
patent issues became of increasing 
importance in the financial services 
industry primarily as a result of 
information technology advances, 
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deployment of those technologies by 
SIFMA [Securities Industry and 
Financial Markets Association] 
members and new legal precedent 
confirming an expansive U.S. patent 
regime.   From the outset, SIFMA and 
its predecessor organizations have been 
active voices in advocating for a patent 
system that achieves and maintains a 
balance between the rights of patent 
holders and the public’s right to access 
fundamental structures, and that 
promotes interoperability between the 
complex technologies comprising much 
of the financial services industry and 
financial market infrastructure.  


Letter from Patti McClanahan, Managing Director, 
SIFMA, to IRS (Jan. 31, 2008), available at 
http://www.regulations.gov/fdmspublic/component/m
ain?main=DocumentDetail&o=09000064803a89dd 
(emphasis added). 


The role of patents related to financial 
transactions, e-commerce and internet related 
activities in the economy is important.   Such 
patents, when deserved, should be awarded to 
encourage innovation, transparency, and add to the 
public warehouse of knowledge. 
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CONCLUSION 


While the Bilski majority did restate much of 
the relevant law on patent-eligible subject matter 
correctly, Amici Curiae respectfully submit that the 
majority deviates from this Court’s precedent and 
Congress’s mandate as discussed herein.  The 
appropriate analysis for determining patent-
eligibility of processes should not be limited to 
applications that are either tied to a computer or 
other machine or require a strict physical 
transformation.  A process under §101 is “an act or 
series of acts” which does not preempt a 
“fundamental principle.”  This Court should reject 
any effort to create a rigid short-hand analysis or 
other “governing” test. 


    Respectfully submitted, 
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APPENDIX A 


DESCRIPTION OF AMICI CURIAE 


The various amici curiae sponsoring this 
submission (“Amici Curiae”) reflect mid-sized and 
smaller members of the financial service, e-
commerce, and computer-related industries.  While 
Amici Curiae do not advocate that the claims at 
issue are entitled to be patented, as reflected by the 
present submission, each of these Amici Curiae 
believe it is important to maintain a strong patent 
system that allows for all types of innovations that 
do not pre-empt a fundamental principle to remain 
patent-eligible subject matter. 


Double Rock Corporation is an industry leader 
in providing cash management services and 
technology solutions to the banking, broker-dealer, 
qualified plan and retail markets.  The principals of 
Double Rock developed an innovative product known 
as “insured deposits,” which provides financial 
institutions, including broker dealers and asset 
managers, with the ability to offer customers FDIC-
insured, interest bearing demand accounts, with 
unlimited checking.  Over the past decade, Double 
Rock has developed many improvements for systems 
and methods used to implement these and other 
financial service products.  These and other financial 
products are offered by its affiliates, LIDs Capital 
LLC, Intrasweep LLC and Access Control 
Advantage, Inc.  Double Rock's subsidiary, Island 
Intellectual Property LLC, owns and manages 
Double Rock's patent portfolio for its insured deposit 
products.  Without the promise of patent protection, 
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it would be difficult for Double Rock, as a relatively 
smaller player in the financial service industry, to 
invest in these innovative products. 


eComp Consultants is an intellectual property 
consulting and litigation support firm providing 
professional services in the areas of internet, 
telecommunications, and information technology. 
eComp Consultants consists of a collaborative staff 
of senior industry experts and executives to provide 
technology research, expert reports, deposition, trial 
testimony.  eComp Consultants specializes in 
advising attorneys and their clients on the technical 
aspects of patent infringement and portfolio 
valuation. eComp Consultants has a vested interest 
protecting the value of intellectual property and 
ensuring that patent law is forward looking and 
promoting innovation in all areas. 


Pipeline Trading Systems LLC operates the 
Pipeline Alternative Trading System (ATS) that 
enables institutions and brokerage firms to quickly 
and efficiently trade blocks of NYSE-listed 
companies, NASDAQ stocks, ADRs, and Exchange 
Traded Funds. Pipeline’s block execution system 
increases control, saves time and empowers the 
institutional trader to achieve unmatched execution 
performance on large orders. The Algorithm 
Switching Engine™ revolutionizes access to dark 
and displayed liquidity, predicting on a minute-by-
minute basis the best algorithm to implement the 
trader’s instructions. Its patent-pending predictive 
technology minimizes market impact while accessing 
significant sources of liquidity. 
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Rearden Capital Corporation is an investment 
company in a wide range of innovative technology.  
The principal of Rearden is an inventor on multiple 
issued patents and pending applications in a wide 
variety of subject matters ranging from systems and 
method for e-commerce, to renewable energy 
systems, communication devices, among other 
technologies.  Rearden has a strong belief that the 
patent system equalizes the small inventors and 
allows them an opportunity to contribute to the 
storehouse of human knowledge with less resources.   


Craig Mowry is an independent inventor and 
filmmaker living in New York.  Mr. Mowry has 
developed a wide range of inventions that are the 
subject of many pending patent applications and 
issued patents.  His inventions for interactive 
communication are revolutionary systems and 
methods which will improve the avenues for 
connecting internet users with relevant information 
and people of interest. These innovations will also 
allow the individual to participate in the visuals and 
programming seen by other people, around the 
world. His unique technology and methods for 
building these bridges through multi-media 
platforms rely on patent protection in funding and 
enabling their creation and ongoing improvement.   


PCT Capital, LLC, is an advisory and asset 
management firm focused on an emerging 
intellectual property (IP). PCT Capital recognizes 
that in the last 30 years, there has been a shift from 
a labor-driven economy to a knowledge-based 
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economy and that intangible assets such as IP have 
overtaken traditional capital assets such as real 
property, plant and equipment.   As a result, PCT 
Capital’s IP advisory team provides services to help 
companies (directly or via venture, private equity, 
buy-out and turn-around funds who invest in them) 
create, acquire, manage, dispose and monetize IP 
assets. 
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 (i) 


QUESTIONS PRESENTED 
1. Whether the Federal Circuit erred by holding that 


a “process” must be tied to a particular machine or appa-
ratus, or transform a particular article into a different 
state or thing (“machine-or-transformation” test), to be 
eligible for patenting under 35 U.S.C. § 101, despite this 
Court’s precedent declining to limit the broad statutory 
grant of patent eligibility for “any” new and useful pro-
cess beyond excluding patents for “laws of nature, physi-
cal phenomena, and abstract ideas.”  


2. Whether the Federal Circuit’s “machine-or-trans-
formation” test for patent eligibility, which effectively 
forecloses meaningful patent protection to many business 
methods, contradicts the clear Congressional intent that 
patents protect “method[s] of doing or conducting busi-
ness.”  35 U.S.C. § 273. 
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INTEREST OF AMICUS CURIAE 
Novartis Corporation, through its U.S. affiliates 


(hereinafter collectively “Novartis”), provides healthcare 
solutions that address the evolving needs of patients and 
societies.  Focused solely on healthcare, Novartis offers a 
diversified portfolio to best meet patient and social 
needs: innovative medicines, cost-saving generic pharma-







2 
ceuticals, preventive vaccines, diagnostic tools, and con-
sumer health products.  Novartis is the only company 
that provides innovative benefits to patients in all of 
these areas.  Novartis relies on the patent system to pro-
tect its many innovations in patient care.  Without the 
promise of exclusive rights in validly patented subject 
matter, the investment incentive for the research and 
development needed to discover innovative pharma-
ceutical and diagnostic products is greatly diminished. 


Novartis has great interest in this case because the 
Federal Circuit’s rigid and putatively exclusive machine-
or-transformation test, as articulated in the decision 
below, potentially threatens to remove from patent-
eligibility under 35 U.S.C. § 101 the types of inventive 
processes in which Novartis has heavily invested and 
continues to pursue at great cost, including innovations 
relating to personalized medicine.  Personalized medicine 
not only provides for more effectively and economically 
marshaled healthcare resources but also—and more 
importantly—improves patients’ well-being and, indeed, 
saves lives.  Affirmance of the Federal Circuit’s approach 
for determining process patent-eligibility could have an 
immediate, negative impact on personalized health care, 
an area of great importance to patients and to Novartis.1 


SUMMARY OF ARGUMENT 
This Court should reject the Federal Circuit’s one-


size-fits-all test for assessing the patent-eligibility of 
process claims.  That court held that § 101 of the Patent 


                                                  
1  Pursuant to this Court’s Rule 37.6, amicus affirm that no counsel 
for a party authored this brief in whole or in part, that no such 
counsel or party made a monetary contribution intended to fund the 
preparation or submission of this brief, and that no person or per-
sons other than amicus and its counsel made such a monetary contri-
bution.  Both parties have consented to the filing of this brief.  The 
parties’ letters so consenting have been filed with the Clerk’s office. 
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Act, 35 U.S.C. § 101, permits a process to be patented 
only if “(1) it is tied to a particular machine or apparatus, 
or (2) it transforms a particular article into a different 
state or thing.”  Pet. App. 12a.  Although the decision 
below evaluated a business-method claim, its machine-or-
transformation test appears intended to apply to any 
process claim.  Id. at 15a-16a.  In that respect, the test 
overreaches and unduly restricts § 101’s textually broad 
scope.   


The difficulty of reconciling the Federal Circuit’s test 
with process claims arising in the context of the biological 
sciences—a field that differs greatly from the transaction 
hedging the Federal Circuit had before it—is strong evi-
dence that the Federal Circuit went too far.  This Court 
recently had an opportunity to consider the scope of pat-
ent-eligibility under §101 in a biological context in Lab. 
Corp. of Am. Holdings v. Metabolite Labs., Inc., 548 U.S. 
124 (2006).  But the Court was unable to reach the merits 
because the issue was not properly preserved for its re-
view.  In his dissent, Justice Breyer (joined by Justices 
Stevens and Souter) stated that he would have reached 
the question presented and would have held that the pat-
ent claim at issue (a process claim for detecting a vitamin 
deficiency) amounted to “an unpatentable ‘natural 
phenomenon.’ ”  Id. at 132-34, 138 (Breyer, J., dissenting 
from dismissal of certiorari).   


Although the decision below and the dissenting views 
expressed in Lab. Corp. spring from legitimate concerns, 
their proposed solutions, which are based on faulty prem-
ises, would unduly constrict the scope of § 101.  Both 
opinions unnecessarily raise uncertainties about the pat-
ent-eligibility of diagnostic methods that are based on the 
detection or measuring of “biomarkers,” such as DNA se-
quences or other biological substances that are indicative 
of a host having or being predisposed to a certain disease 
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or condition.  This case provides an opportunity to ensure 
that the scope of § 101 is properly calibrated.  


A.  The Lab. Corp. dissent and the machine-or-trans-
formation test as applied by the court below focus on 
§ 101 without giving full effect to its text or how it fits into 
the overall scheme of the Patent Act.  Although § 101’s 
scope is not boundless, this Court has recognized that it 
is a “dynamic provision designed to encompass new and 
unforeseen inventions.”  See J.E.M. Ag. Supply, Inc. v. 
Pioneer Hi-Bred Int’l, Inc., 534 U.S. 124, 135 (2001).   


There is no reason why process claims based on de-
tecting or measuring biomarkers should fall outside 
§ 101’s scope.  Section 101 guarantees that “[w]hoever in-
vents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and 
useful improvement thereof, may obtain a patent there-
for, subject to the conditions and requirements of this 
title.”  The only explicit limitation on that expansive stat-
utory language is the exclusion of processes that preempt 
laws of nature, natural phenomena, or abstract ideas.2  
Processes applying the foregoing, however, do not pre-
empt them, and hence are eligible for patent protection 
under § 101.   


Giving § 101 its ordinary and expansive meaning does 
not minimize the legitimate and important concerns un-
derlying the Lab. Corp. dissent—that abusive or other-
wise meritless patent claims not be allowed to impede the 
proper functioning of the patent system as a whole or to 
deprive society of free access to knowledge that is not at-
tributable to an inventor.  But this important policing 


                                                  
2 Although the “laws of nature” and “natural phenomena” exceptions 
are technically separate, they are analytically indistinct for purposes 
of this brief.  When referring to the conceptual space occupied by 
both the “laws of nature” and “natural phenomena” exceptions, this 
brief will refer for convenience to “the laws of nature.” 
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function is ordinarily not the job of § 101; it is instead, as 
§ 101 itself indicates, the work of other “conditions and 
requirements” of the Patent Act.  Sections 102, 103, and 
112 are particularly potent statutory safeguards against 
claims unworthy of protection, even if those claims fall 
within the capacious scope of § 101.  


B.  Diagnostic-process claims properly fall within 
§ 101’s protection.  They are integral and inseparable in-
gredients in the larger process of managing and treating 
disease.  Such claims are at the front-end of the healing 
process.  An extraordinary investment of intellectual and 
financial resources allows scientists to identify biomark-
ers, which in turn have created a new era of “personal-
ized medicine,” i.e., individualized patient care tailored to 
a patient’s unique biological profile, including his or her 
genetic makeup.  Innovations in personalized medicine 
are thus largely based on the discovery of natural laws, 
specifically that biomarkers are, for example, predictive 
of disease or of responsiveness to specific drugs.   


The dissent in Lab. Corp. expressed doubts about the 
patent-eligibility of diagnostic-process claims that, with-
out reciting an underlying transformative event, appear 
to cover data gathering and a natural correlation.3  The 
dissent’s view that such claims are essentially and imper-
missibly directed to a law of nature itself is incorrect.  
That error arose because the assaying step of the claim 
at issue in Lab. Corp. was never fully analyzed below, if 
at all, in the § 101 context.  Claims such as those at issue 
in Lab. Corp. are directed to a practical application of a 


                                                  
3 For instance, a diagnostic claim might be phrased “a method for 
diagnosing disease X in a human patient comprising (a) detecting in 
a sample taken from such patient the presence of sequence Y in gene 
Z, wherein the presence of sequence Y in gene Z indicates the 
likelihood of developing disease X; and (b) diagnosing whether the 
patient will develop disease X based on the result of step (a).” 
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law of nature.  They require the testing of a patient sam-
ple (an act of human intervention) for a particular bio-
marker, which, if present, signifies a corresponding dis-
ease or a predisposition to develop it in the future.  Such 
test results, in turn, open the door for that patient to be 
treated in an individualized fashion.  Consequently, diag-
nostic-process claims are directed to perhaps the most 
“useful” endeavor of all—directly enhancing the quality 
of, or even sustaining the very existence of, human life.   


Importantly, such claims do not “preempt” the laws of 
biology, physics, or chemistry as they manifest them-
selves in nature, as the Lab. Corp. dissent suggests.  The 
two steps of the claim (i.e., “assaying” and “correlating”) 
must be practiced for there to be an act of infringement.  
Hence, an individual who possesses a biomarker indic-
ative of a particular condition does not infringe such 
claims by living and breathing.  Neither do such claims 
stop anyone, including a patient’s own physician, from 
simply thinking about possible medical predispositions in 
light of the presence or absence of a biomarker. 


Similarly, the Federal Circuit’s approach in the deci-
sion below has the potential to deny protection to diag-
nostic-process claims to the extent they neither tie the 
method of detecting a given biomarker to a particular 
machine nor recite a series of transformative steps that 
enable that detection.  But the development of such diag-
nostic methods is the fruit of tremendous intellectual and 
financial exertion, and the resulting methods provide 
both increasing and extraordinary benefits to patients.  
The factual and policy considerations surrounding the 
patent-worthiness of claims to life-saving diagnostics are 
simply too distinct and complex to foreclose their ability 
to qualify for patent-eligibility on considerations other 
than whether they implicate machines or transforma-
tions.  If the machine-or-transformation test were to 
deny such diagnostic methods the opportunity for patent 
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protection, the incentive for conducting such costly and 
useful research would be dramatically diminished.  


C.  Because diagnostic-process claims are proper un-
der § 101, this Court should make clear that it is not en-
dorsing the machine-or-transformation test as the defini-
tive test for assessing the patent-eligibility of all process 
claims.  But even if the Court were to adopt the machine-
or-transformation test in some fashion, it should recog-
nize that diagnostic-process claims are entirely unlike the 
business-method claims at issue in this case.  A bare, 
descriptive mathematical formula addressing commodity-
price hedging may be susceptible to the § 101 limitation 
on patenting “abstractions.”  But diagnostic-process 
claims such as those involving biomarkers implicate the 
very different limitation on claiming “laws of nature.”  
Hence whatever merit there may be to using the 
machine-or-transformation test as one means to assess a 
process claim’s patent-eligibility, this Court should make 
clear that it is not requiring satisfaction of that test as 
the only test for a diagnostic-process claim to be patent-
eligible; that narrow question should at the very least be 
reserved for a case that squarely involves such patent 
claims and raises such issues.   


ARGUMENT 
THE FEDERAL CIRCUIT’S MACHINE-OR-TRANSFORMA-
TION TEST UNDULY NARROWS THE SCOPE OF PATENT-


ELIGIBILITY FOR PROCESS CLAIMS UNDER § 101 
This case asks one of the most fundamental questions 


in patent law:  When is a “process” eligible for patent 
protection under 35 U.S.C. § 101?  In the opinion below, 
the Federal Circuit ruled that any process claim is pat-
ent-eligible only if “(1) it is tied to a particular machine or 
apparatus, or (2) it transforms a particular article into a 
different state or thing.”  Pet. App. 12a.  Three years ago, 
this Court considered a similar question in Lab. Corp. of 
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Am. Holdings v. Metabolite Labs., Inc., 548 U.S. 124 
(2006).  Because the Court ultimately concluded that the 
question had not been properly preserved, it declined to 
address it.  In dissent, Justice Breyer (joined by Justices 
Stevens and Souter) urged that the Court should have 
answered the question, and opined that the patent claim 
at issue—a process for detecting a vitamin deficiency—
was “an unpatentable ‘natural phenomenon.’ ”  Id. at 138 
(Breyer, J., dissenting from dismissal of certiorari). 


The two opinions in those two cases chart different 
courses and involve different types of process claims (a 
business-method claim and a diagnostic-process claim).  
But both endanger the ability of the pharmaceutical and 
biotechnology industries, which are revolutionizing the 
nature of health care, to patent diagnostic processes 
emerging from intensive and costly research and devel-
opment.  Denying patents for such claims would contra-
vene the text and purposes of the Patent Act.  This case 
provides the Court an opportunity to rectify the errone-
ous approaches suggested by the decision below and the 
dissenting opinion in Lab. Corp. 


A. The Text and Structure of the Patent Act 
Reflect § 101’s Broad Scope as Well as the  
Counter-Balance Provided by Other Sections of 
the Act  


Any consideration of the scope of § 101 must “begin[] 
with the plain language of the statute.”  Jimenez v. 
Quarterman, 129 S. Ct. 681, 685 (2009).  Section 101 
provides that “[w]hoever invents or discovers any new 
and useful process, machine, manufacture, or composition 
of matter, or any new and useful improvement thereof, 
may obtain a patent therefor, subject to the conditions 
and requirements of this title.”  35 U.S.C. § 101 (emphasis 
added).  “Process” is defined as “process, art, or method, 
and includes a new use of a known process, machine, 
manufacture, composition of matter, or material.”  Id. 
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§ 100(b).  The Federal Circuit, by pronouncing that the 
machine-or-transformation test is the sole prism through 
which a process claim’s compliance with § 101 should be 
judged, failed to respect the capacious statutory standard 
established by § 101’s text.   


Section 101 identifies four independent classes of 
patent claims that are eligible for protection.  So long as 
it is “new and useful,” any “process,” “machine,” “manu-
facture,” or “composition of matter” can be the subject a 
patent claim.  The court below, by adopting the machine-
or-transformation test, adds a requirement that makes 
qualifying a process claim under § 101, in comparison to 
the other three recognized classes of patent claims, more 
onerous.  Nothing in the text of § 101, however, requires 
that a process claim’s patent-eligibility should turn on its 
having a nexus to a machine or transformation.  To the 
contrary, § 101 by its terms makes a new and useful 
“process” or “machine” or “manufacture” or “composi-
tion of matter” potentially patentable subject matter; 
nowhere does it limit patent-eligibility for processes to 
those that are “tied” to a machine or transformation of 
matter.   


Moreover, imposing such a requirement is antithetical 
to § 101’s intended reach.  The machine-or-transforma-
tion test could, for instance, be one way of establishing 
that a process is patent-eligible.  The Federal Circuit was 
therefore correct to observe that any “claimed process is 
surely patent-eligible under § 101” if it satisfies that test.  
Pet. App. 12a.  But the court erred by making it the 
exclusive test applicable to all types of process claims—a 
sine qua non for process claims to be patentable subject 
matter.  See id. at 15a-16a.  In doing so, that court failed 
to give proper effect to, and unduly constricted, § 101.   


This Court, by contrast, has repeatedly acknowledged 
§ 101’s breadth.  For example, the Court has held that it 
was Congress’s intent that the Patent Act authorize the 
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patenting of “anything under the sun that is made by 
man.”  Diamond v. Diehr, 450 U.S. 175, 182 (1981) 
(citation omitted).   This broad perspective on § 101 has 
been the underlying basis for this Court’s findings of 
patent-eligibility for a diverse array of subject matter, 
ranging from a directional antenna system in which the 
wire arrangement was determined by the logical appli-
cation of a mathematical formula, see Mackay Radio & 
Telegraph Co. v. Radio Corp. of Am., 306 U.S. 86 (1939), 
to organisms genetically engineered to break down crude 
oil, see Diamond v. Chakrabarty, 447 U.S. 303 (1980).  
Such a perspective recognizes that the text of § 101 is 
broadly inclusive.  The only restrictions on that broad 
understanding of § 101 are the prohibitions against claim-
ing “laws of nature, natural phenomena, and abstract 
ideas.”  Diehr, 450 U.S. at 185.   


Even those exclusions have their limitations, as pro-
cess claims involving such laws, phenomena, or ideas are 
patent-eligible if the process is a new and useful 
application of those laws, phenomena, or ideas.  Id. at 
187.  Other decisions by this Court make the same point: 
“ ‘He who discovers a hitherto unknown phenomenon of 
nature has no claim to a monopoly of it which the law 
recognizes.  If there is to be invention from such a discov-
ery, it must come from the application of the law of 
nature to a new and useful end.’ ”  Gottschalk v. Benson, 
409 U.S. 63, 67 (1972) (quoting Funk Bros. Seed Co. v. 
Kalo Inoculant Co., 333 U.S. 127, 130 (1948) (emphasis 
added)).  This Court’s precedents thus establish a bright-
line test under which one may not preempt a law of 
nature itself, but may patent an application of it for “new 
and useful” ends.  This should not be viewed as an 
unusual balance to strike; virtually any useful patent 
claim must ultimately rely on laws of nature to generate 
worthwhile results.  As articulated in more detail in 
Section B, infra, diagnostic-process claims like the one at 
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issue in Lab. Corp. are not directed to a law of nature 
itself, but to a practical application of a law, namely the 
use of a natural correlation to make a diagnosis.  Hence 
they do not offend § 101. 


This does not minimize or trivialize the legitimate and 
important concerns expressed, in particular, in the Lab. 
Corp. dissent.  Those concerns underscore the necessity 
of having proper safeguards to weed out abusive or 
otherwise meritless patents.  If “anything under the sun” 
can be patented, that overabundance can create genuine 
inefficiencies and unfairness.  “[S]ometimes too much 
patent protection can impede rather than ‘promote the 
Progress of Science and useful Arts,’ the constitutional 
objective of patent and copyright protection.”  Lab. 
Corp., 548 U.S. at 126-27 (Breyer, J., dissenting) 
(emphasis in original).  One can agree with this concern 
while disputing how best to deal with it.  Section 101 may 
appear to be unduly embracive, but it bears emphasis 
that it is, by its own terms, not the final hurdle a claim 
must clear before it can be patented.  Rather, patentabil-
ity ultimately turns on meeting “the conditions and re-
quirements of” the rest of the Patent Act.  35 U.S.C. 
§ 101.   


Those “conditions and requirements” appear princi-
pally in §§ 102, 103, and 112 of the Patent Act.  For exam-
ple, §§ 102 and 103 preclude claims from covering subject 
matter that is anticipated by or obvious in view of the art.  
See, e.g., In re Cruciferous Sprout Litig., 301 F.3d 1343, 
1345, 1352 (Fed. Cir. 2002) (claims to growing sprouts to 
reduce the level of carcinogens and, in turn, the risk of 
developing cancer in animals that consume them were 
anticipated; the carcinogen-lowering potential of sprouts 
are “inherent properties * * * put there by nature” such 
that the patentee had “not claimed anything that is 
new”); Schering Corp. v. Geneva Pharms., Inc.,  339 F.3d 
1373, 1382 (Fed. Cir. 2003) (method of treating hay-fever 
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with a metabolite of loratadine was inherently anticipated 
because loratadine, a prior art therapy, inherently con-
verts to the metabolite upon ingestion); In re O’Farrell, 
853 F.2d 894, 904 (Fed. Cir. 1988) (producing the claimed 
genus of proteins would have been obvious in view of the 
prior art).  Indeed, § 102 provides an added level of pro-
tection against claims directed to a law of nature itself 
because such a law would inherently be within the art 
and hence anticipate such claims.  See EMI Group N. 
Am., Inc. v. Cypress Semiconductor Corp., 268 F.3d 
1342, 1351 (Fed. Cir. 2001) (citing Funk Bros. Seed, 333 
U.S. at 130).   


Section 112 provides further protection.  It ensures 
that claims are properly supported by a specification that 
describes their subject matter in a sufficiently clear and 
detailed fashion that they can be made and used.  See, 
e.g., Regents of the Univ. of California v. Eli Lilly & Co., 
119 F.3d 1559, 1567 (Fed. Cir. 1997) (disclosure of the 
genetic sequence for rat insulin gene did not entitle the 
patentee to generically claim mammalian or vertebrate 
insulin genes or the human insulin gene); In re Fisher, 
421 F.3d 1365, 1367 (Fed. Cir. 2005) (claims to purified 
nucleic acid sequences that encode proteins and protein 
fragments in maize plants were not enabled; “the claimed 
invention lacks a specific and substantial utility and * * * 
the * * * application does not enable one of ordinary skill 
in the art to use the invention”).4   


                                                  
4 See also KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398 (2007) 
(expanding the circumstances under which claims can be deemed 
obvious); Bonito Boats, Inc. v. Thunder Craft Boats, Inc., 489 U.S. 
141, 151 (1989) (“Both the novelty and the nonobviousness require-
ments of federal patent law are grounded in the notion that concepts 
within the public grasp, or those so obvious they readily could be, are 
the tools of creation available to all.”); O’Reilly v. Morse, 56 U.S. (15 
How.) 62, 119-20 (1853) (patent specification’s description did not 
adequately support claims generically directed to using electro-
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As the foregoing examples make clear, the Patent Act 


strikes a balance that makes frequent recourse to § 101 
unwarranted.  Consequently, there was little reason for 
the decision below to impose a restrictive construction on 
that provision by requiring processes to have a relation-
ship to a machine or to the transformation of matter.  To 
the contrary, that requirement is incompatible with the 
broad scope of § 101 that this Court has long recognized 
and that its text commands.  To the extent the Lab. Corp. 
dissent can be construed as endorsing that test as the 
only way to judge a diagnostic-process claim’s compliance 
with § 101, see 548 U.S. at 136 (Breyer, J., dissenting), it 
too suffers from the same fundamental defect. 


To be sure, § 101 does provide a gate-keeping function 
that would be triggered where the claim at issue at-
tempts to patent nothing more than a “natural phenome-
non.”  See Lab. Corp., 548 U.S. at 137-38 (Breyer, J., 
dissenting).  But as shown in Section B, infra, diagnostic-
process claims like the one in Lab. Corp. properly fall 
within § 101’s scope. 


B. Diagnostic-Process Claims Merit Protection 
Under § 101 Because They Are Applications of 
“Laws of Nature”  


Viewing a claim to a diagnostic process as nothing 
more than a claim to the discovery of a law of nature, as 
the dissent did in Lab. Corp., is analytically flawed.  That 
view ignores expressly-recited claim steps and wholly 
misunderstands the nature and import of such process 
claims.  As explained below, the nature of the subject-
matter covered by diagnostic-process claims makes clear 


                                                                                                       
magnetism to print characters at a distance).  There is no doubt that 
the principles articulated in this Court’s patent law precedent, while 
developed outside the biological context, are fully capable of appli-
cation in that context, and that diagnostic-process claims—like any 
other claim—are subject to scrutiny under §§ 102, 103, and 112. 
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that such revolutionary, 21st century subject matter is 
properly protected under § 101 and is not, as the Lab. 
Corp. dissent asserted, excluded from protection as an 
improper preemption of “laws of nature.”   


1. The Ability to Detect or Measure Biomarkers 
Makes Personalized Medicine Possible 


Advancements in human genetic research have 
exploded in the 28 years since this Court last considered 
the scope of patent-eligibility for processes under § 101 in 
Diehr.  The Human Genome Project—the first complete 
sequencing of the entire human genome—is perhaps the 
most prominent example; it has captured the public’s 
imagination in showing how far science has moved.  By 
providing researchers with a detailed map of the genes 
on all 23 human chromosomes, the Human Genome 
Project has accelerated the identification of relationships 
between specific genes and diseases.  Products encoded 
by genes sequenced under the Human Genome Project 
have complex interrelationships; teasing out those rela-
tionships, and identifying malfunctions in these gene 
products, particularly those that cause diseases, has only 
just begun to produce improved medical treatments.  
Finding those relationships provides doctors with un-
precedented tools for the treatment and prevention of 
disease.  Indeed, the identification of those relationships 
will allow our healthcare system to shift from reaction to 
prevention.  Simple genetic tests have the potential to 
flag disease predisposition long before any symptoms oc-
cur, when steps can be taken to delay or even prevent 
what otherwise would be inevitable.  That shift to preven-
tion is widely recognized as having the potential to result 
in unprecedented gains in patient outcome and cost con-
tainment. 


Recent advances in the biological sciences have also 
identified relationships between biomarkers and diseases 
that not only indicate an individual’s predisposition for a 
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particular disease, but also how a patient may respond to 
particular treatments for that disease.  The identification 
of biomarkers that help predict the efficacy of particular 
therapies permits physicians to tailor a treatment regi-
men for a particular patient.  Such tailoring, in turn, 
lowers healthcare costs.  That benefits not only individual 
patients and public and private insurance companies.  It 
also benefits the federal government and state govern-
ments that now bear substantial healthcare funding obli-
gations.  Personalized medicine achieves significant effi-
ciencies—and dramatic improvements in results and 
quality of life—by identifying which therapeutics will 
work for a particular patient, and which might be less 
effective, without physicians having to engage in the ex-
pensive, time-consuming, and often empirical process of 
determining whether a patient responds favorably to a 
therapy, which has been the hallmark of traditional 
medicine. 


Novartis and many other healthcare companies are 
expending hundreds of millions of dollars to identify new 
biomarkers and apply their detection to new diagnostic 
and therapeutic methods.  Although driven by the desire 
to improve healthcare, the prospect of patent protection 
also provides an important incentive to expend the time, 
effort, and dollars involved in making biomedical discov-
eries and translating them into new medical procedures 
that help patients.  The days of administering a drug to 
all patients sharing a particular disease may soon be over 
as healthcare companies identify the patient subpopula-
tions most likely to benefit from any one particular thera-
py.  Thus, it is of paramount importance that appropriate 
consideration be given to the patentability of the process 
claims at the heart of personalized medicine.   


The incentives afforded by the patent system, which 
spur on these critical advancements, may be at risk if this 
Court adopts the approach of the dissent in Lab. Corp. or 
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the Federal Circuit’s decision below.  It is all too easy to 
dismiss the relationships being identified in this new era 
of personalized medicine as discoveries of the laws of 
nature.  After all, they reflect a correlation between a 
biomarker and a patient’s predisposition to have a 
disease or respond to a particular drug.   But the discov-
ery of those relationships and their utility in treating dis-
eases can represent a critical advance in the important 
art of making the unhealthy healthy, or providing the 
individual who is prone to disease with immunity to its 
effects.  Where a new and useful process for identifying 
those who are at risk for disease or most likely to benefit 
from a particular treatment is discovered, it represents a 
true advance in the art of medicine and technology.  The 
fact that the claimed invention is not tied to a particular 
machine or transformation should not exclude it from 
being patentable subject matter nor make it less worthy 
of patent protection.  


2. The Claim at Issue in Lab. Corp. Is Patent-
Eligible Under § 101 


The invention at the core of the controversy in Lab. 
Corp. was a method for detecting B vitamin (cobalamin 
or folate) deficiencies.  See Metabolite Labs., Inc. v. Lab. 
Corp. of Am. Holdings, 370 F.3d 1354, 1358-59 (Fed. Cir. 
2004).  Deficiencies in cobalamin and folate are medically 
significant.  If left untreated, such deficiencies can lead to 
serious complications including cardiovascular, neuro-
logic, and psychiatric pathologies, such as stroke, periph-
eral neuropathy, and depression.  See, e.g., Robert C. Oh 
& David L. Brown, Vitamin B12 Deficiency, 67 Am. 
Fam. Physician 979, 979 (2003).  Claim 13 of U.S. Patent 
No. 4,940,648, the only claim at issue in Lab. Corp., reads 
as follows: 


13.  A method for detecting a deficiency of cobala-
min or folate in warm-blooded animals comprising 
the steps of: 
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assaying a body fluid for an elevated level of total 
homocysteine; and 
correlating an elevated level of total homocysteine 
in said body fluid with a deficiency of cobalamin or 
folate. 


See 370 F.3d at 1358-59.  The law of nature exploited in 
the claimed method is the fact that cobalamin and folate 
are used by the body as co-factors for enzymatic activity.  
Much as an automobile engine cannot convert gasoline 
into motive power in the absence of spark plugs, the en-
zyme that the body employs to convert homocysteine into 
cysteine cannot effectively accomplish that conversion in 
the absence of its co-factors cobalamin and folate.  Thus, 
an increase in homocysteine and a decrease in cysteine, 
both of which would occur if the enzyme were not func-
tioning properly, may be indicative of a deficiency in one 
or both of the co-factors.  Claim 13 therefore represents a 
particular application of the discovery that homocysteine 
is converted to cysteine by an enzyme requiring cobala-
min or folate as a co-factor for optimal activity.  Specifi-
cally, the claim is directed to measuring increased levels 
of homocysteine (which occur because it is not being 
enzymatically converted to cysteine) as a marker for a 
cobalamin or folate deficiency.   


The concerns raised by Justice Breyer in his dissent in 
Lab. Corp. are significant and deserve a full and robust 
debate.  But the debate in Lab. Corp. was distorted by 
the way in which that case had been litigated, and the 
issues framed, in the lower courts.  Under controlling 
jurisprudence, patent-infringement liability attaches to a 
method claim when a single party can be held 
accountable for practicing all steps of the claim.  See 
Muniauction, Inc. v. Thomson Corp., 532 F.3d 1318, 
1328-30 (Fed. Cir. 2008) (a method claim is infringed only 
when a single party can be found to have performed 
every step of the claim, or where a party can be held 
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vicariously liable for others practicing those steps).  In 
Lab. Corp., the parties did not dispute before the Federal 
Circuit whether the doctors performed one of the critical 
steps, which was the assaying step.  See Metabolite 
Labs., 370 F.3d at 1364 n.1.  Instead, the focus of the 
parties’ arguments was the district court’s interpretation 
of the correlating step of the claim and whether, as a 
result of that construction, the doctors could be said to 
have performed it.  Because the assaying step was not in 
dispute, the correlating step became determinative of 
whether doctors infringed the claim. 


The exclusive focus of the infringement inquiry on the 
correlating step all but ensured that the import of the 
assaying step would be conceptually disregarded as 
merely “gather[ing] data” in the context of the dissent’s 
§ 101 analysis.  See Lab. Corp., 548 U.S. at 137 (Breyer, 
J., dissenting).  Without the benefit of a fully developed 
record regarding the meaning and import of the assaying 
step, the Lab. Corp. dissent appeared to construe claim 
13 as embodying only the correlation between elevated 
homocysteine levels and a deficiency in cobalamin or 
folate, and, in turn, viewed the claim as impermissibly 
directed to a law of nature, in violation of § 101. 


The assaying step is an integral limitation of the claim 
that cannot be disregarded when analyzing the claim’s 
compliance with § 101.  Indeed, were the correct analysis 
applied, it would have been clear that the claim does not 
attempt to monopolize a law of nature.  It is a general 
principle of patent law that “claims must be considered as 
a whole.”  Diehr, 450 U.S. at 176, 188; see also Aro Mfg. 
Co. v. Convertible Top Replacement Co., 365 U.S. 336, 
345 (1961) (applying this principle to analyzing infringe-
ment); Para-Ordnance Mfg., Inc. v. SGS Importers Int’l, 
Inc., 73 F.3d 1085, 1088 (Fed. Cir. 1995) (applying the 
principle to a determination of obviousness). 
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The assaying step of claim 13 serves a critical function.  


Beyond providing a measurement needed to make the 
correlation that the second step of the claim requires, the 
assaying step enables a doctor to make a diagnosis with 
respect to a particular patient and prescribe a therapy 
for treating that patient.  That is no trivial matter.  By 
according the assaying step its proper meaning, claim 13 
is no longer directed to the law of nature itself, but to a 
practical application of that law.  Indeed, as a matter of 
logic, the ability to make a diagnosis cannot be changed 
from an application of a law of nature into the law of 
nature itself, or vice versa, simply because the claim does 
or does not explicitly refer to a machine or trans-
formative events. 


As a result, the claim at issue in Lab. Corp. does not 
preempt “ ‘basic tools of scientific and technological 
work,’ ” Lab. Corp., 548 U.S. at 127 (Breyer, J., dis-
senting) (quoting Gottschalk, 409 U.S. at 67), that should 
be free for anyone’s use.  Significantly, the claim does not 
encroach on the practice of medicine as envisioned in the 
dissent.  For example, the claim does not prevent doctors 
from drawing conclusions based on test results they are 
not accountable for generating.  Similarly, the claim pre-
sents no bar to doctors mentally considering or applying 
the correlation when it is not tied to a test result.  Nor 
does the claim cover the population of people whose bod-
ies inherently manifest the correlation because they are 
deficient in cobalamin or folate.  Rather, the claim is lim-
ited to only those situations where a single actor can be 
held accountable for both: (a) assaying the amount of ho-
mocysteine present in a body fluid; and (b) correlating an 
elevated amount with a cobalamin or folate deficiency.  


In addition, the assaying step requires considerable 
human intervention; a doctor cannot detect a deficiency 
in cobalamin or folate through simple observation of a 
patient.  Such a diagnosis can only be reached following 
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testing of a sample.  Such deliberative action is tanta-
mount to creating a machine that operates in accordance 
with the law of nature or using the law to induce a trans-
formation.  Hence, claim 13 falls comfortably within 
Diehr’s pronouncement that patent-eligibility should be 
extended to “anything under the sun that is made by 
man.”  Diehr, 450 U.S. at 182. 


Furthermore, the patentee in Lab. Corp. was correct 
in arguing to this Court that the assaying techniques 
necessary to measure cobalamin and folate levels do 
invariably implicate transformations of one form or 
another.  Hence, the claim at issue did not need to recite 
a particular assaying means, as the dissent suggests, see 
548 U.S. at 136 (Breyer, J., dissenting), for the patentee 
to avail itself of such an argument; the claim language 
should have sufficed.  Moreover, there is nothing other-
wise inappropriate about using a term such as “assaying” 
(or “detecting” or “measuring”) in the first step of a 
diagnostic-process claim so long as such a term: (a) is 
properly supported by the specification under § 112, see, 
e.g., In re Swinehart, 439 F.2d 210, 213 (C.C.P.A. 1971); 
In re Grimme, 274 F.2d 949, 952 (C.C.PA. 1960); and (b) 
does not read on the prior art under §§ 102 and 103.   


The points made above are equally applicable to virtu-
ally any diagnostic claim relating to personalized medi-
cine.  At a minimum, such claims involve an assay or de-
tection step, such as a genetic test to determine the pres-
ence or absence of a particular DNA sequence, coupled to 
a subsequent correlation of the presence or absence of 
that sequence with a predisposition for either developing 
a disease or receptiveness to a particular therapy.  In 
such contexts, the act of detecting the DNA sequence, or 
some other biomarker, is a significant corporeal inter-
vention that invariably implicates transformative events. 
Moreover, the detection step enables the law of nature to 
be applied to facilitate a diagnosis or treatment.  Such ap-
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plications of the law of nature take the claim out of the 
realm of monopolizing the law of nature itself.  Again, 
when not accountable for performing an assaying or 
detection step, doctors do not infringe when they use the 
results of such a step to counsel a patient.  By embodying 
so much more than mere naturally-occurring correla-
tions, diagnostic claims relating to personalized medicine 
fall well within the scope of § 101, as defined by this 
Court’s precedent.  


3. The Rigidity of the Decision Below Improp-
erly Threatens Diagnostic-Process Claims 


The Federal Circuit’s unreasonably rigid application 
of the machine-or-transformation test also jeopardizes 
the patent-eligibility of diagnostic-process claims.  In 
contrast to the test applied by the Federal Circuit, § 101 
requires only that the “invent[ion] or discover[y]” for 
which protection is sought be “new and useful.”  As 
shown above, diagnostic-process claims are based on 
discoveries of previously-unknown relationships, without 
which the benefits they unlock would remain hidden.  
Additionally, they are indisputably “useful.”  Personal-
ized medicine can be the difference between life and 
death.  It directly enhances the quality of, or even sus-
tains the very existence of, human life.  It is hard to 
imagine a more “useful” invention than a process apply-
ing newly discovered natural relationships to that end. 


The Federal Circuit’s test is, of course, one way to 
determine that a process is patent-eligible, but the 
adoption of a strict rule, which extols consistency at the 
expense of innovation, is in direct conflict with this 
Court’s precedent.  The diagnostic-process claims at the 
heart of personalized medicine are the result of the same 
kind of intellectual exertion and have the same utility as 
machine-age processes, even though they are couched in 
the language of molecular biology rather than that of 
mechanics and electronics.  Factual and policy considera-
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tions in the 21st century show the wisdom of this Court’s 
description of § 101 as a “dynamic provision designed to 
encompass new and unforeseen inventions.”  J.E.M. Ag. 
Supply, Inc. v. Pioneer Hi-Bred Int’l, Inc., 534 U.S. 124, 
135 (2001).  The machine-or-transformation test takes the 
opposite approach, forcing all process claims into a mold 
that decidedly looks backward in time.  These considera-
tions cast considerable doubt on any approach that would 
allow life-saving diagnostics to be patented only if they 
can satisfy a rigid machine-or-transformation test. 


*     *     * 
The analysis suggested in the Lab. Corp. dissent and 


the machine-or-transformation test articulated by the 
decision below have the potential to deny patent pro-
tection to diagnostic-process claims that are no less 
deserving of that protection than any other new and 
useful discovery.  They would do so, moreover, by writing 
new requirements into the text of § 101 and by refusing 
to acknowledge the full content of those claims.  Nothing 
in the text or history of § 101 suggests that patent protec-
tion ought not extend to the valuable fruits of the exact-
ing labor that must be invested to develop such important 
new medical advances.  Nor is there any basis for this 
Court engrafting such an exclusion into the statute itself.   


C. Regardless of How It Resolves the Instant 
Appeal, This Court Should Not Endorse the 
Machine-or-Transformation Test as the Defini-
tive Means for Assessing the Patent-Eligibility 
of Process Claims  


No doubt, petitioners and other amici will demon-
strate that the Federal Circuit simply misread this 
Court’s cases when it interpreted them as imposing the 
machine-or-transformation test as the definitive standard 
for judging the patent-eligibility of a process claim.  The 
Court thus should reverse the decision below in light of 
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the Federal Circuit’s fundamental misreading of this 
Court’s cases and the text of § 101.  


If the Court endorses the machine-or-transformation 
test in this context, nonetheless, it should make clear that 
its decision does not make that test the dispositive stan-
dard against which all process claims’ compliance with 
§ 101 must be judged.  Novartis does not believe that 
diagnostic-process claims necessarily fail to satisfy the 
machine-or-transformation test as a general matter.  But 
the Court ought not attempt to create a one-size-fits-all 
solution in the context of a case, like this one, which 
provides no reason to rule that expansively.  As the Lab. 
Corp. dissent makes clear, a diagnostic-process claim 
may implicate the “laws of nature” exception to § 101, 
whereas business-method claims, like those at issue in 
the present case, implicate the distinct “abstractions” 
exception to § 101.  The substantial differences between a 
claim to diagnosing a pathology (as illustrated in Lab. 
Corp.) and price hedging (as illustrated in this case), and 
the likely legal consequences stemming from those differ-
ences, only further underscore the fact that this case is 
not the proper vehicle for assessing whether a diagnostic-
process claim must or can meet a machine-or-trans-
formation test.  


Accordingly, should this Court affirm the judgment 
below, it should reserve for another day whether the 
machine-or-transformation test should be the sole test 
for judging the patent-eligibility of diagnostic-process 
claims.  Such a reservation will ensure that lower courts 
and litigants do not attribute to this Court a “holding” 
that extends inappropriately beyond the issues and 
matters before it.  Reserving the issue will facilitate this 
Court’s ability to resolve that issue after a full record is 
developed in an appropriate case squarely raising a 
diagnostic-process claim’s compliance with § 101. 
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CONCLUSION 


This Court’s precedents regarding patent-eligibility 
under 35 U.S.C. § 101 have served the country well and, if 
reaffirmed, will continue to do so.  By contrast, the 
Federal Circuit’s rigid implementation of the machine-or-
transformation test represents an unnecessary departure 
from this Court’s precedents.  And it has the potential to 
jeopardize the benefits of many modern innovations, 
including the innovations that will allow personalized 
medicine to become a reality.  Similarly, the Lab. Corp. 
dissent too freely invokes the “law of nature” exception to 
deprive a diagnostic-process claim of patent-eligibility 
under § 101.  This Court should therefore reaffirm its 
broad interpretation of § 101 and reverse the Federal 
Circuit’s pronouncement that the so-called machine-or-
transformation test is the sole test for judging the 
patent-eligibility of all process claims. 
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(i) 


AMENDMENT TO RULE 29.6 CORPORATE 
DISCLOSURE STATEMENT 


Equitable Resources, Inc. has changed its name to 
EQT Corporation. The Rule 29.6 Corporate Disclo-
sure Statement that appeared in the petition for a 
writ of certiorari should therefore be amended to read: 


All parent corporations and publicly held compa-
nies that own 10% or more of the stock of EQT IP 
Ventures, LLC are: EQT Corporation. 
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IN THE 


Supreme Court of the United States 
———— 


No. 08-964 


———— 


BERNARD L. BILSKI AND RAND A. WARSAW, 
Petitioners, 


v. 


JOHN J. DOLL, ACTING UNDER SECRETARY OF 
COMMERCE FOR INTELLECTUAL PROPERTY AND  


ACTING DIRECTOR OF THE UNITED STATES PATENT  
AND TRADEMARK OFFICE, 


Respondent. 
———— 


On Petition for Writ of Certiorari to the  
United States Court of Appeals  


for the Federal Circuit 
———— 


PETITIONERS’ REPLY BRIEF 


The Federal Circuit’s “machine-or-transformation” 
test, which this Court has never said is required for 
patent eligibility, has abruptly changed the law of 
what can be patented under 35 U.S.C. § 101.  By 
holding that this test is “the only applicable test” for 
patent-eligible processes, the decision below dimi-
nishes incentives for future innovation and destroys 
the settled expectations of countless patent owners.  
The machine-or-transformation test is consistent 
with neither Congressional intent that patentable 
subject matter “include anything under the sun that 
is made by man” nor this Court’s precedent holding 
that only “laws of nature, natural phenomena, and 







2 
abstract ideas” are excluded from protection under 
section 101.  Diamond v. Chakrabarty, 447 U.S. 303, 
309 (1980); Diamond v. Diehr, 450 U.S. 175, 185 
(1981).  Restricting process or “method” patents to 
manufacturing methods that satisfy the “machine-or-
transformation” test has effectively eliminated patent 
protection for business methods, contradicting the 
patent statute’s recognition that business methods 
can be patented.  See 35 U.S.C. § 273(a)(3). 


Ten amici, including companies whose products 
range from electronics to regenerative medicine 
products, from computer software to mail delivery 
systems and management consulting services, and 
who collectively own thousands of patents, have all 
urged this Court to grant certiorari in this case, be-
cause “a mandatory machine-or-transformation test 
inherently denies valuable process patent protection 
to service industries and manufacturers whose prod-
ucts are not traditional physical articles.”  See Philips 
Electronics Br. 17.   


Respondent argues that (i) this case—despite me-
riting en banc review below—is “unremarkable”; (ii) 
the recognition of “business method” patents in the 
Patent Act is not relevant to the questions presented; 
(iii) this case provides no opportunity for this Court 
to address problems arising in technologies outside of 
Petitioners’ risk-hedging method; (iv) the “machine-
or-transformation” test is drawn directly from this 
Court’s precedent; and (v) no well-founded expecta-
tions were disrupted by the decision below.  None of 
these points has merit. 


I. 


While Respondent characterizes this case as “an 
unremarkable application of [the] machine-or-trans-







3 
formation test,” Opp. at 10, the procedural history 
and facts say otherwise.  The U.S. Patent and 
Trademark Office (“Patent Office”) singled this case 
out, empanelling an expanded five-judge panel and 
designating its 70-page opinion “informative” after 
nearly ten years of examination.  Pet. 9.  The Federal 
Circuit likewise elevated this case by sua sponte 
ordering its en banc consideration and using this case 
to overrule its earlier decisions applying the “useful, 
concrete and tangible result” test of State Street Bank 
& Trust Co. v. Signature Financial Group, Inc., 149 
F.3d 1368 (Fed. Cir. 1998) and the Freeman-Walter-
Abele test developed by the Federal Circuit to 
implement this Court’s decision in Gottschalk v. Ben-
son, 409 U.S. 63 (1972).  Pet. App. 21a-24a.  The 
thirty-eight amicus briefs filed in the Federal Circuit 
and the ten amici supporting the petition for certi-
orari further underscore the importance of the issues 
squarely presented in this case.1


The many amici


 
2


                                            
1 Many scholars have remarked on the extraordinary nature 


of this case.  See, e.g., Steven B. Roosa, The Next Generation of 
Artificial Intelligence in Light of In re Bilski, 21 INTELL. PROP. & 
TECH. L.J. 6, 6 (2009) (noting that while Bilski started as a dis-
pute over whether a hedging method was patentable, the case 
“ended up being a wholesale reevaluation of the criteria that 
must be met . . . for a process to qualify as patentable under 35 
U.S.C. § 101”). 


2 The petition for certiorari has generated a level of amicus 
support not seen in a patent case since the landmark case of 
Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., Ltd., 535 
U.S. 722 (2002). 


 supporting Petitioner call this 
case the “proper vehicle” for deciding the “important 
issues of federal law” presented, giving this Court the 
opportunity to “inject certainty back into the patent 
system.”  Accenture & Pitney Bowes Br. 21; AIPLA 







4 
Br. 2; Philips Electronics Br. 13.  Because the machine-
or-transformation test is “causing immediate and 
irreparable harm . . . the inventing community cannot 
afford to wait for some other, distant section 101 case 
to correct the Federal Circuit’s error.”  Accenture & 
Pitney Bowes Br. 7.   


Respondent argues that review is not warranted 
because only one judge below would have held Peti-
tioners’ claims patentable under section 101.  Opp. 8.  
This argument misses the point.  It is not merely the 
application of the machine-or-transformation test to 
petitioners’ claims, but the Federal Circuit’s adoption 
of this mandatory test for all process patents that 
warrants Supreme Court review.  On this issue, the 
court below splintered.  Three separate dissents 
warned that the machine-or-transformation test: 
“disrupts settled and wise principles of law,” Pet. 
App. 134a (Rader, J., dissenting); is “unnecessarily 
complex and will only lead to further uncertainty re-
garding the scope of patentable subject matter,” Pet. 
App. 131a (Mayer, J., dissenting); and introduces 
uncertainties that “not only diminish the incentives 
available to new enterprise, but disrupt the settled 
expectations of those who relied on the law as it ex-
isted,” Pet. App. 61a (Newman, J., dissenting). 


II. 


Respondent urges this Court to proceed with cau-
tion, implying that Petitioners seek to “extend patent 
rights into areas wholly unforeseen by Congress.”  
Opp. 3.  In fact, the opposite is true.  Congress ex-
pressly defined “business methods” in its 1999 revi-
sion of the Patent Act.  35 U.S.C. § 273(a)(3) (“[T]he 
term ‘method’ means a method of doing or conducting 
business.”).  Notably, when enacting section 273, 
Congress recognized that patents protect business 
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methods “whether in the form of physical products, or 
in the form of services, or in the form of some other 
useful results; for example, results produced through 
the manipulation of data or other inputs to produce a 
useful result.”  145 Cong. Rec. S14696-03, S14717 
(daily ed. Nov. 17, 1999).  Thus, Respondent’s sugges-
tion that overturning the machine-or-transformation 
test would improperly expand patent rights beyond 
Congress’s intended scope is simply wrong. 


Similarly, Respondent cannot simply sidestep the 
issue by arguing that the decision below does not 
involve section 273.  See Opp. 16.  In fact the Federal 
Circuit’s decision overturned the very test embraced 
by Congress when it enacted section 273.  Regarding 
the prior inventor defense to infringement of business 
method patents, Congress explained:  “As the Court 
[in State Street Bank] noted, the reference to the 
business method exception had been improperly ap-
plied to a wide variety of processes, blurring the 
essential question of whether the invention produced 
a ‘useful, concrete, and tangible result.’”  145 Cong. 
Rec. S14696-03, S14717 (daily ed. Nov. 17, 1999).  
The decision below wholly ignores Congress’s ac-
knowledgement and acceptance of the “useful, con-
crete, and tangible result” test and instead overrules 
the decisions that adopted it.  Pet. App. 22a-24a.   


More fundamentally, the machine-or-transformation 
test adopted by the Federal Circuit forecloses patent 
protection for a broad class of business methods 
included within the definition established by Congress 
in its section 273 effort to balance the rights of 
owners of patents on such methods against prior 
users of such methods.  Rather than processes 
tethered to machines or physical transformations, 
Congress defined business methods in broad enough 
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terms to encompass Petitioners’ hedging method.  
Congress did not require physical restraints to 
machines or transformation of articles but merely 
“the manipulation of data or other inputs to produce 
a useful result.”  145 Cong. Rec. S14696-03, S14717 
(daily ed. Nov. 17, 1999).  Under the mandatory ap-
plication of a machine-or-transformation test, section 
273 would provide a meaningless defense to the in-
fringement of a class of patents that cannot exist.  
That cannot be what Congress intended, and the 
Federal Circuit’s failure to address this conflict be-
tween its decision and the clear legislative intent ex-
pressed through the adoption of section 273 warrants 
review by this Court.  


III. 


A.  Respondent argues that business methods re-
main patentable under the Federal Circuit’s machine-
or-transformation test, so the decision below does  
not conflict with section 273.  Opp. 17.  This 
argument does not square with how the machine-or-
transformation test is being applied by the Federal 
Circuit, district courts, and the Patent Office.  While 
this petition has been pending, for example, the 
Federal Circuit has applied the machine-or-trans-
formation test to affirm Patent Office rejections of 
pending claims to a method of marketing software 
products.  In re Ferguson, 558 F.3d 1359 (Fed. Cir. 
2009).  District courts have applied the machine- 
or-transformation test to invalidate claims to a 
method of detecting fraud in credit card transactions, 
CyberSource Corp. v. Retail Decisions, Inc., 2009 WL 
815448 (N.D. Cal. Mar. 27, 2009), and a method of 
creating a real estate investment instrument, Fort 
Props., Inc. v. American Master Lease, LLC, ___  
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F. Supp. 2d ___, 2009 WL 249205 (C.D. Cal. Jan. 22, 
2009). 


Judge Marilyn Patel of the U.S. District Court for 
the Northern District of California, noted that, 
“[a]lthough the majority declined [to] say so expli-
citly, Bilski’s holding suggests a perilous future for 
most business method patents.”  CyberSource, 2009 
WL 815448, at *9.  Indeed, she continued, “[t]he 
closing bell may be ringing for business method 
patents, and their patentees may find they have 
become bagholders.”  Id. at *10.  Without this Court’s 
intervention, the owners of thousands3


Software and computer-related inventions have al-
ready fallen victim to the machine-or-transformation 


 of business 
method patents and patent applications filed before 
the introduction of the mandatory machine-or-trans-
formation test will be left with valueless patent 
rights, which Judge Patel likens to “shareholder[s] 
left holding shares of worthless stocks.”  Id. at *10, 
n.16. 


B.  Respondent claims that innovations in emerg-
ing technologies are not relevant to this case because 
Petitioners’ hedging method does not involve those 
technologies.  Opp. 14.  This argument, too, misses 
the point.  The machine-or-transformation test in the 
decision below must be applied to every process 
claim, whether for business methods, software, bio-
technology, or any other field of endeavor.  The 
sweeping and mandatory nature of the test itself 
warrants this Court’s review. 


                                            
3 One amicus estimates that, in the business methods area 


alone, 18,000 issued patents and at least 48,000 pending patent 
applications are affected by the machine-or-transformation test.  
Boston Patent Law Assoc. Br. 24 n.11 
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test.  In addition to the CyberSource decision apply-
ing the test to invalidate claims to a “computer read-
able medium containing program instructions for de-
tecting fraud in a credit card transaction between a 
consumer and a merchant over the Internet,” Cyber-
Source, 2009 WL 815448, at *1, *7, the Board of Pa-
tent Appeals and Interferences has applied Bilski to 
reject computer-based claims, such as a “computer-
ized method performed by a data processor,” Ex parte 
Gutta, 2009 WL 112393 (B.P.A.I. Jan. 15, 2009); a 
“computerized method,” Ex parte Nawathe, 2009 WL 
327520 (B.P.A.I. Feb. 9, 2009); and a “computer 
readable media including program instructions.”  Ex 
parte Cornea-Hasegan, 89 U.S.P.Q.2d 1557 (B.P.A.I. 
2009). 


Although Respondent attempts to dismiss In re 
Bilski as inapplicable to the software and information 
technology industries, the machine-or-transformation 
test has had such a “substantial impact upon these 
industries,” that several amici from the computer in-
dustry now urge this Court to grant certiorari and 
overturn the machine-or-transformation test.  See, 
e.g., Borland Br. 15; Philips Electronics Br. 19.  
Scholarly observers agree that the decision below ap-
plies broadly to software and other computer-related 
innovations.4


                                            
4 See, e.g., Robert R. Sachs & Robert A. Hulse, On Shaky 


Ground: The (Near) Future of Patents After Bilski, 11 No. 2 E-
COMMERCE L. REP. 8, *3 (2009) (noting that the first casualties 
of In re Bilski will likely involve “software patents, particularly 
those issued after Alappat and State Street, [that] were written 
without paying homage to the court’s talismanic ‘machine-or-
transformation’ test”); Hannibal Travis, Essay, The Future Ac-
cording to Google: Technology Policy From the Standpoint of 
America’s Fastest-Growing Technology Company, 11 YALE J.L. & 
TECH. 209, 221-22 (2009) (predicting that Bilski may have “pro-
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Since the petition for certiorari first noted the im-


pact of In re Bilski on biotechnology patents, Pet. 31, 
things have grown more urgent.  At a Brookings In-
stitution conference on the implications of In re 
Bilski, New York University law professor Rochelle 
Dreyfuss was asked whether Bilski killed medical di-
agnostic patents.  Yes, she answered, noting that the 
Federal Circuit’s application of In re Bilski to invali-
date diagnostic method claims in Classen Immuno-
therapies, Inc. v. Biogen IDEC, 304 F. App’x 866 (Fed. 
Cir. 2009) was “so obviously the outcome of Bilski” 
that the four-line opinion was not marked for publi-
cation.  Comments of Prof. Rochelle Dreyfuss, Pro-
ceedings of The Limits of Abstract Patents in an In-
tangible Economy, The Brookings Institution, 
January 14, 2009.  Amici warn of groundbreaking in-
novations in the areas of diagnostic and treatment 
methods, immunology, and personalized medicine 
that will likely fall victim to the machine-or-
transformation test,5 joined by scholars who argue 
that the decision below poses a significant threat to 
innovation in biomedical technology and pharma-
ceuticals.6


Just as this case presented the opportunity for the 
Federal Circuit to issue a mandatory test for all 
process claims, regardless of technology, it also 
presents this Court with the opportunity to reverse 


 


                                            
found implications” for Google’s patents and its search engine 
and other services). 


5 See, e.g., Boston Patent Law Assoc. Br. 18; Medistem Br. 11. 
6 See, e.g., William J. Simmons, Bilski blundering biotech, 27 


NATURE BIOTECHNOLOGY 245, 247 (Mar. 2009) (noting that 
“[t]he potentially devastating extension of Bilski from business 
methods to biotech” is already playing out in patent infringe-
ment cases). 
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the damage that test has already begun to cause for 
all process patents, regardless of technology.7


Respondent argues that Petitioners overstate this 
Court’s interpretation of section 101 as extending pa-
tentable subject matter to include “anything under 
the sun that is made by man . . . .”  Opp. 12-13; see 
Chakrabarty, 447 U.S. at 309.  In particular, Respon-
dent contends that the Congressional reports quoted 


 


IV. 


A.  The machine-or-transformation test is hardly 
drawn “directly” from this Court’s precedent, as 
Respondent contends.  Opp. 9.  Rather than declaring 
that the “machine-or-transformation” test is the only 
test for process patent eligibility, this Court has twice 
refused to adopt such a rule.  Benson, 409 U.S. at 71; 
Parker v. Flook, 437 U.S. 584, 588 n.9 (1978).  Both 
Respondent and the Federal Circuit seek to dismiss 
these forbearances as mere “hesitation” or “equivoca-
tion” about the machine-or-transformation test.  Opp. 
12; Pet. App. 16a-17a.  As noted by Judge Newman, 
however, “there is nothing equivocal about ‘We do not 
so hold.’” Pet. App. 65a (Newman, J., dissenting) 
(quoting Benson, 409 U.S. at 71).  When it adopted the 
machine-or-transformation test as the “only test” for 
whether a process is patent-eligible under 35 U.S.C.  
§ 101, Pet. App. 34a, the Federal Circuit flouted this 
Court’s precedent.  


                                            
7 One amicus catalogues several examples of patents for 


formerly frontier technologies that would not survive the man-
datory machine-or-transformation test, including a foundational 
invention in FM radio technology, the widely-used public key 
encryption system, and the CDMA technology at the heart of a 
dominant cellular phone transmission standard.  Boston Patent 
Law Assoc. Br. 14-18. 
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by this Court in Chakrabarty applied the phrase “any- 
thing under the sun” to only the “machine” and 
“manufacture” categories set forth in section 101.  
Opp. 13.  This statement, however, was but one of 
several factors this Court considered when con-
struing section 101 in Chakrabarty.  This Court was 
also informed by the use of the comprehensive mod-
ifier “any” introducing the statutory categories as 
well as statements by the original author of the Pa-
tent Act that “ingenuity should receive a liberal 
encouragement.”  Chakrabarty, 447 U.S. at 308-09 
(quoting 5 Writings of Thomas Jefferson 75-76 
(Washington ed. 1871)).  Applying standard tools of 
statutory construction, this Court concluded that 
“Congress plainly contemplated that the patent laws 
would be given wide scope,” id., and that with regard 
to the statutory term “process” in particular, “we may 
not be unmindful” of Congressional intent that “sta-
tutory subject matter . . . ‘include anything under the 
sun that is made by man.’”  Diehr, 450 U.S. at 182.   


B.  Respondent implies that any expectations upset 
by the decision below are unfounded.  Opp. 15-16.  To 
the contrary, the Federal Circuit’s decision in this 
case has disrupted expectations of patent owners and 
inventors that were rightly based on this Court’s 
precedent, Federal Circuit precedent, and the plain 
language of the Patent Act.  Because the now-manda-
tory machine-or-transformation test introduces un-
certainties that “not only diminish the incentives 
available to new enterprise, but disrupt the settled 
expectations of those who relied on the law as it ex-
isted,” Pet. App. 61a (Newman, J., dissenting), this 
Court’s review is warranted.  


Owners of patents issued since this Court’s last two 
decisions on section 101 relied on a well-settled, 
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flexible standard for patentable subject matter under 
which only “laws of nature, natural phenomena, and 
abstract ideas” were excluded from patent-eligibility.  
Diehr, 450 U.S. at 185; see also, Chakrabarty, 447 
U.S. at 309.  Over the past ten years, patent owners 
and applicants have followed the Federal Circuit’s 
guidance that a process that produces a “useful, con-
crete and tangible result” is patent eligible, a stan-
dard acknowledged by Congress in its 1999 update of 
the Patent Act.  State Street Bank, 149 F.3d at  
1373; 35 U.S.C. § 273.  In light of this long-standing 
precedent, the settled expectations of patent owners 
and the inventing public were far from unfounded. 


With the decision below, the Federal Circuit has 
abruptly changed course and overturned years of its 
own precedent with no new guidance from this Court 
or Congress.  Innumerable8


                                            
8 One amicus estimates that 130,000 patents outside the busi-


ness methods area are called into question by the decision below.  
Boston Patent Law Assoc. Br. 24 n.11.  Another posits that over 
one million patents issued since 1992 with process claims are 
called into question by In re Bilski.  Philips Electronics Br. 11 & 
n.6. 


 patent owners, licensees, 
and inventors are left with uncertain property rights 
and a diminished incentive to innovate.  This case 
squarely presents the opportunity for this Court to 
overturn the mandatory machine-or-transformation 
test and restore certainty to the patent system. 
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CONCLUSION 


For these reasons, the petition for a writ of certi-
orari should be granted. 
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QUESTION PRESENTED


Whether the court of appeals correctly held, con-
sistent with this Court’s longstanding interpretation of
35 U.S.C. 101, that petitioners’ claimed method of
hedging consumption risk does not qualify as a patent-
eligible process because that method neither (1) is tied
to a particular machine or apparatus nor (2) transforms
an article into a different state or thing.  







(III)


TABLE OF CONTENTS
Page


Opinions below . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 1
Jurisdiction . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 1
Statement . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 2
Argument . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 8
Conclusion . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 18


TABLE OF AUTHORITIES


Cases:


American Fruit Growers, Inc. v. Brogdex Co., 
283 U.S. 1 (1931) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 13


AT&T Corp. v. Excel Commc’ns, Inc., 172 F.3d 1352
(Fed. Cir.), cert. denied, 528 U.S. 946 (1999) . . . . 5, 15, 16


Cochrane v. Deener, 94 U.S. 780 (1877) . . . . . . . . 5, 9, 11, 12


Diamond v. Chakrabarty, 447 U.S. 303 (1980) . . . . . . . 2, 12


Diamond v. Diehr, 450 U.S. 175 (1981) . . . . . . . . . . . passim


Gottschalk v. Benson, 409 U.S. 63 (1972) . . . . . . . 5, 9, 11, 12


Kewanee Oil Co. v. Bicron Corp., 416 U.S. 470 (1974) . . . . 2


Laboratory Corp. of Am. Holdings v. Metabolite
Labs., Inc., 548 U.S. 124 (2006) . . . . . . . . . . . . . . . . . 3, 16


O’Reilly v. Morse, 56 U.S. (15 How.) 62 (1854) . . . . . . 10, 11


Parker v. Flook, 437 U.S. 584 (1978) . . . . . . . . . . . . 3, 5, 6, 11


State Street Bank & Trust Co. v. Signature Fin.
Group, Inc., 149 F.3d 1368 (Fed. Cir. 1998), cert.
denied, 525 U.S. 1093 (1999) . . . . . . . . . . . . 5, 6, 15, 16, 17


Tilghman v. Proctor, 102 U.S. 707 (1880) . . . . . . . . . . . . . 9 


Constitution and statutes:


U.S. Const. Art. 1, § 8, Cl. 8 (Patent Clause) . . . . . . . . . . . 2 







IV


Statutes: Page


35 U.S.C. 101 . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . passim 


35 U.S.C. 273 . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 16, 17


35 U.S.C. 273(a)(3) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 16


35 U.S.C. 273(b) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 16


Miscellaneous:


H.R. Rep. No. 1923, 82d Cong., 2d Sess. (1952) . . . . . . . . . 13


S. Rep. No. 1979, 82d Cong., 2d Sess. (1952) . . . . . . . . . . . 13


145 Cong. Rec. S14,717 (daily ed. Nov 17, 1999) . . . . . . . . 17
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In the Supreme Court of the United States


No. 08-964


BERNARD L. BILSKI AND RAND A. WARSAW,
PETITIONERS


v.


JOHN J. DOLL, ACTING UNDER SECRETARY OF
COMMERCE FOR INTELLECTUAL PROPERTY AND ACTING


DIRECTOR OF THE UNITED STATES PATENT AND
TRADEMARK OFFICE


ON PETITION FOR A WRIT OF CERTIORARI
TO THE UNITED STATES COURT OF APPEALS


FOR THE FEDERAL CIRCUIT


BRIEF FOR THE RESPONDENT IN OPPOSITION 


OPINIONS BELOW


The opinion of the court of appeals (Pet. App. 1a-
143a) is reported at 545 F.3d 943.  The opinion of the
Board of Patent Appeals and Interferences (Pet. App.
146a-205a) is unreported.


JURISDICTION


The judgment of the court of appeals was entered on
October 30, 2008.  The petition for a writ of certiorari
was filed on January 28, 2009.  The jurisdiction of this
Court is invoked under 28 U.S.C. 1254(1).
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STATEMENT


This case arises from a decision of the United States
Patent and Trademark Office (PTO) rejecting all claims
in petitioners’ patent application for lack of patent-eligi-
ble subject matter under 35 U.S.C. 101.  Pet. App. 2a.
The court of appeals, sitting en banc, affirmed.  Id. at
1a-143a.


1.  The Patent Clause of the Constitution empowers
Congress “[t]o promote the Progress of Science and use-
ful Arts, by securing for limited Times to  *  *  *  Inven-
tors the exclusive Right to their  *  *  *  Discoveries.”
U.S. Const. Art. 1, § 8, Cl. 8.  Congress exercised that
authority in enacting the patent statute, which provides,
in relevant part: 


Whoever invents or discovers any new and useful
process, machine, manufacture, or composition of
matter, or any new and useful improvement thereof,
may obtain a patent therefor, subject to the condi-
tions and requirements of this title.


35 U.S.C. 101.
Although the statute is broad in scope, see Diamond


v. Chakrabarty, 447 U.S. 303, 308 (1980), it imposes sev-
eral limitations on the subject matter eligible for federal
patent protection.  Id. at 309.  For example, “no patent
is available for a discovery, however useful, novel, and
nonobvious, unless it falls within one of the express cate-
gories of patentable subject matter of 35 U.S.C. § 101.”
Kewanee Oil Co. v. Bicron Corp., 416 U.S. 470, 483
(1974).  By “bring[ing] certain types of invention and
discovery within the scope of patentability while exclud-
ing others,” the patent statute “seeks to avoid the dan-
gers of overprotection just as surely as it seeks to avoid
the diminished incentive to invent that underprotection
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can threaten.”  Laboratory Corp. of Am. Holdings v.
Metabolite Labs., Inc., 548 U.S. 124, 127 (2006)
(LabCorp) (Breyer, J., dissenting from dismissal of writ
of certiorari).  In considering the scope of patent-eligible
subject matter under Section 101, courts therefore
“must proceed cautiously when  *  *  *  asked to extend
patent rights into areas wholly unforeseen by Con-
gress.”  Parker v. Flook, 437 U.S. 584, 596 (1978).


2.  Petitioners seek to patent a method of hedging
risks, such as weather-related risks, in the purchase and
sale of commodities.  Pet. App. 2a.  Claim 1 of petition-
ers’ application reads:


A method for managing the consumption risk costs of
a commodity sold by a commodity provider at a fixed
price comprising the steps of :


(a) initiating a series of transactions between
said commodity provider and consumers of said
commodity wherein said consumers purchase
said commodity at a fixed rate based upon his-
torical averages, said fixed rate corresponding
to a risk position of said consumer;


(b) identifying market participants for said com-
modity having a counter-risk position to said
consumers; and 


(c) initiating a series of transactions between
said commodity provider and said market par-
ticipants at a second fixed rate such that said
series of market participant transactions bal-
ances the risk position of said series of con-
sumer transactions[.]


Id. at 2a-3a.  All 11 claims in the application disclose
variations on that hedging method.  Id. at 3a.
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3.  The PTO examiner rejected the application for
lack of patent-eligible subject matter under 35 U.S.C.
101.  Pet. App. 4a.  An expanded five-judge panel of the
PTO’s Board of Patent Appeals and Interferences
(Board) affirmed the examiner’s decision.  Id. at 146a-
205a.  The Board emphasized that petitioners’ claims
“do not recite any specific way of implementing the
steps; do not expressly or impliedly recite any physical
transformation of physical subject matter, tangible or
intangible, from one state into another; do not recite any
electrical, chemical, or mechanical acts or results;  *  *  *
and do not involve making or using a machine, manufac-
ture, or composition of matter.”  Id. at 150a.  Rather, the
claimed method involves only the manipulation of “non-
physical financial risks and legal liabilities of the com-
modity provider, the consumer, and the market partici-
pants having a counter-risk position to the consumer.”
Id. at 182a.  The Board concluded that a claim limited to
such nonphysical transformations is not patentable un-
der Section 101.  Ibid.  The Board further found that
petitioners’ claims are so broad as to preempt “any and
every possible way of performing the steps of the plan”
for managing consumption risk.  Id. at 184a.


4.  a.  After briefing and argument before a three-
judge panel, but before the panel had issued a decision,
the court of appeals sua sponte ordered the appeal heard
en banc.  Pet. App. 144a-145a.  The en banc court di-
rected the parties to file supplemental briefs addressing
five questions, including “[w]hat standard should govern
in determining whether a process is patent-eligible sub-
ject matter under [S]ection 101”; “[w]hether a method or
process must result in a physical transformation of an
article or be tied to a machine to be patent-eligible sub-
ject matter under [S]ection 101”; and whether it was
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appropriate for the court to reconsider or overrule its
decisions in State Street Bank & Trust Co. v. Signature
Financial Group, Inc., 149 F.3d 1368 (Fed. Cir. 1998),
cert. denied, 525 U.S. 1093 (1999), and AT&T Corp. v.
Excel Communications, Inc., 172 F.3d 1352 (Fed. Cir.),
cert. denied, 528 U.S. 946 (1999), the cases that some
patent applicants have invoked in arguing that any se-
ries of steps having a “useful, concrete, and tangible re-
sult” qualifies as a patent-eligible process.  Pet. App.
144a-145a.


b.  The en banc court of appeals affirmed.  Pet. App.
1a-143a.  After reviewing this Court’s precedents dis-
cussing the patent eligibility of processes, id. at 7a-12a,
the court concluded that a claimed process qualifies for
patent protection if “(1) it is tied to a particular machine
or apparatus, or (2) it transforms a particular article
into a different state or thing.” Id. at 12a-13a (citing
Diamond v. Diehr, 450 U.S. 175, 192 (1981); Flook, 437
U.S. at 588 n.9; Gottschalk v. Benson, 409 U.S. 63, 70
(1972); Cochrane v. Deener, 94 U.S. 780, 788 (1877)).
The court observed that this Court had applied the
“machine-or-transformation test” in Diehr, and that
such an approach is consistent with this Court’s earlier
decisions.  Pet. App. 14a & n.8; see id. at 15a-16a (ex-
plaining that “[t]ransformation and reduction of an arti-
cle ‘to a different state or thing’ is the clue to the
patentability of a process claim that does not include
particular machines”) (quoting Benson, 409 U.S. at 70)
(emphasis added by court of appeals); id. at 16a-17a
(same) (quoting Diehr, 450 U.S. at 184).  The court rec-
ognized that “future developments in technology and the
sciences may present difficult challenges” in applying
that test, and it acknowledged the possibility that the
Federal Circuit or this Court “may in the future refine
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or augment the test or how it is applied.”  Id. at 17a.
The court concluded, however, that for now, “and cer-
tainly for the present case,” there was no need to depart
from the machine-or-transformation test.  Id. at 17a &
n.12.


The court of appeals also identified two “coro-
llar[ies]” governing application of the machine-or-trans-
formation test, each drawn from this Court’s cases.
First, “mere field-of-use limitations are generally insuf-
ficient to render an otherwise ineligible process claim
patent-eligible.”  Pet. App. 18a (citing Diehr, 450 U.S. at
191-192 (explaining that restrictions on patenting ab-
stract ideas and mathematical formulas “cannot be cir-
cumvented by attempting to limit the use of the formula
to a particular technological environment”)).  Second,
“insignificant post[-]solution activity will not transform
an unpatentable principle into a patentable process.”  Id.
at 19a (quoting Diehr, 450 U.S. at 191-192); ibid. (quot-
ing Flook, 437 U.S. at 590 (“The notion that post-solu-
tion activity, no matter how conventional or obvious in
itself, can transform an unpatentable principle into a
patentable process exalts form over substance.”)).  


The court of appeals disavowed statements in its own
prior decisions that were potentially inconsistent with
the machine-or-transformation test.  Pet. App. 21a-27a.
In particular, the court revisited the oft-quoted lan-
guage in State Street Bank and related cases suggesting
that any process that yields a “useful, concrete, and tan-
gible result” is eligible for patent protection.  State
Street Bank, 149 F.3d at 1373 (citation omitted); see Pet.
App. 22a-23a (collecting cases).  The court explained (id.
at 23a-24a) that, although that formulation “may in
many instances provide useful indications of whether a
claim is drawn to a fundamental principle” (by which the
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court meant “laws of nature, natural phenomena, and
abstract ideas,” id. at 8a n.5), that formulation is not by
itself sufficient to distinguish patentable from unpatent-
able processes.  The court further noted that the “useful,
concrete and tangible result” standard “was certainly
never intended to supplant the Supreme Court’s test.”
Id. at 24a.


Turning to petitioners’ claimed method of hedging
risk in the sale of commodities, the court concluded that
petitioners’ application “entirely fails the machine-or-
transformation test.”  Pet. App. 32a.  The court ex-
plained that the claimed process involves no transforma-
tions of articles into different states or things, but at
most involves only modifications “of public or private
legal obligations or relationships, business risks, or
other such abstractions.”  Ibid.  Moreover, the court
observed, it is uncontested that petitioners’ claims do
not require the use of any particular machine or appara-
tus.  Ibid.  Indeed, “claim 1 would effectively pre-empt
any application of the fundamental concept of hedging
and [the] mathematical calculations inherent in hedg-
ing.”  Id. at 36a.  Accordingly, the court concluded, peti-
tioners’ “claim is not drawn to patent-eligible subject
matter under [Section] 101.”  Id. at 37a.


c.  Judge Dyk, joined by Judge Linn, filed a concur-
ring opinion that reviewed the history of Section 101.
Pet. App. 38a-59a.  The concurring judges concluded
that “the unpatentability of processes not involving man-
ufactures, machines, or compositions of matter has been
firmly embedded in the statute since the time of the Pat-
ent Act of 1793.”  Id. at 38a.  In particular, they stressed
that “[t]here is no suggestion in any of this early [his-
tory] of process patents that processes for organizing
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human activity were or ever had been patentable.”  Id.
at 50a. 


d.  Judges Newman (Pet. App. 60a-105a), Mayer (id.
at 106a-133a), and Rader (id. at 134a-143a) filed sepa-
rate dissenting opinions.  Only Judge Newman would
have held petitioners’ claims to be patent-eligible under
Section 101.  See id. at 104a.  Judge Mayer would have
held that process claims “directed to a method of con-
ducting business,” including petitioners’ claims, are cat-
egorically ineligible for patent protection.  Id. at 106a.
Judge Rader would have rejected petitioners’ applica-
tion solely on the ground that it seeks to patent an ab-
stract idea.  Id. at 134a; see id. at 139a.


ARGUMENT


The court of appeals held that petitioners’ method of
hedging risk in the purchase and sale of commodities is
not a “process” eligible for patent protection under 35
U.S.C. 101.  That decision is correct and does not con-
flict with any decision of this Court or any other court of
appeals.  The court’s decision conforms circuit precedent
with this Court’s decisions interpreting Section 101; re-
pudiates earlier Federal Circuit formulations of the
standard for patentable processes (such as the “useful,
concrete, and tangible result” test) that had engendered
confusion in the law; and properly leaves questions not
presented by petitioners’ application, such as the cir-
cumstances under which computer software may be pat-
ented, for resolution in future cases.  Further review is
not warranted.


1.  a.  Petitioners’ method for hedging risk in the pur-
chase and sale of commodities—a technique for organiz-
ing human activity only—is not a “process” eligible for
patent protection under 35 U.S.C. 101.  The PTO exam-
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1 Nine of the 12 judges on the en banc court joined the majority
opinion.  Pet. App. 1a.  Of the three dissenting judges, only one would
have held that petitioners’ hedging method qualifies as a “process”
eligible for patent protection.  Id. at 60a-105a (Newman, J., dissenting);
see p. 8, supra.


iner and five expert administrative judges on the Board
unanimously concluded that petitioners’ application is
not directed to patent-eligible subject matter.  Pet. App.
4a, 146a.  And while petitioners characterize the decision
below as “fractured,” Pet. 13, only one member of the en
banc court would have held that petitioners’ claimed
method was patentable.1 


In affirming the Board’s decision, the court of ap-
peals held that a claimed process will qualify for patent
protection if “(1) it is tied to a particular machine or ap-
paratus, or (2) it transforms a particular article into a
different state or thing.”  Pet. App. 12a.  That test is
drawn directly from this Court’s most recent decisions
interpreting Section 101, which explain that “[t]rans-
formation and reduction of an article ‘to a different state
or thing’ is the clue to the patentability of a process
claim that does not include particular machines.”  Dia-
mond v. Diehr, 450 U.S. 175, 184 (1981) (quoting
Gottschalk v. Benson, 409 U.S. 63, 70 (1972)); see gener-
ally id. at 181-184 (using standard tools of statutory
construction—including consideration of ordinary mean-
ing, legislative history, and case law—to arrive at
machine-or-transformation test).  The machine-or-trans-
formation test is also consistent with this Court’s earlier
cases interpreting the same provision.  See Pet. App. 14a
(citing Tilghman v. Proctor, 102 U.S. 707, 729 (1880)
(process for transforming fats into constituent com-
pounds held patentable); Cochrane v. Deener, 94 U.S.
780, 784-788 (1877) (process for transforming grain meal







10


into purified flour held patentable); O’Reilly v. Morse,
56 U.S. (15 How.) 62, 113 (1854) (holding unpatentable
a process claim purporting to cover any use of electro-
magnetism to print letters at a distance, untied to any
particular apparatus)).


The decision below represents an unremarkable ap-
plication of that machine-or-transformation test.  As the
Board explained, petitioners’ claims


do not recite any specific way of implementing the
steps; do not expressly or impliedly recite any physi-
cal transformation of physical subject matter, tangi-
ble or intangible, from one state into another; do not
recite any electrical, chemical, or mechanical acts or
results; do not directly or indirectly recite trans-
forming data by a mathematical or non-mathematical
algorithm; are not required to be performed on a ma-
chine, such as a computer, either as claimed or dis-
closed; could be performed entirely by human be-
ings; and do not involve making or using a machine,
manufacture, or composition of matter.


Pet. App. 150a.  Rather, as the court of appeals con-
cluded, petitioners seek to patent “[p]urported transfor-
mations or manipulations simply of public or private
legal obligations or relationships, business risks, or
other such abstractions,” without any connection to a
particular device or article and without “the transforma-
tion of any physical object or substance” into another
state or thing.  Id. at 32a.


This Court has never suggested that a method of this
kind, relating to purely human activity, may properly be
the subject of a patent.  To the contrary, the Court has
repeatedly made clear that the term “process” in Sec-
tion 101 carries a significantly narrower and more tech-
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nical meaning.  See Diehr, 450 U.S. at 184; Parker v.
Flook, 437 U.S. 584, 588-589 (1978); Cochrane, 94 U.S. at
788 (“A process is  *  *  *  an act, or a series of acts, per-
formed upon the subject-matter to be transformed and
reduced to a different state or thing.”).  As the court of
appeals recognized, the abstract nature of petitioners’
claims places them outside the bounds of a patent-eligi-
ble process.  See Pet. App. 29a (explaining that the court
saw “no reason here to expand the boundaries of what
constitutes patent-eligible transformations of articles”
to include “manipulation of  *  *  *  abstract constructs
such as legal obligations, organizational relationships,
and business risks”); see also id. at 184a (Board opinion)
(“Because the steps cover (‘preempt’) any and every
possible way of performing the steps of the plan, by hu-
man or by any kind of machine or by any combination
thereof, we conclude that the claim is so broad that it is
directed to the ‘abstract idea’ itself.”).  This Court has
consistently held that abstract claims of that kind are
not patentable under Section 101.  See, e.g., Diehr, 450
U.S. at 185-187; Benson, 409 U.S. at 71-72; Morse, 56
U.S. (15 How.) at 113.


b.  In contending (Pet. 17) that the court of appeals
has adopted a “rigid” test that conflicts with this Court’s
decisions, petitioners emphasize that the Court in
Benson and Flook declined to embrace the machine-or-
transformation test out of a concern for accommodating
unforeseen technologies.  See Benson, 409 U.S. at 71
(“We do not hold that no process patent could ever qual-
ify if it did not meet the requirements of our prior prece-
dents.”); Flook, 437 U.S. at 588 n.9 (“As in Benson, we
assume that a valid process patent may issue even if it
does not meet one of these qualifications of our earlier
precedents.”).  But as the court of appeals observed
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(Pet. App. 16a-17a), this Court did not repeat that caveat
in Diehr when it stated (quoting earlier decisions) that
“[t]ransformation and reduction of an article ‘to a differ-
ent state or thing’ is the clue to the patentability of a
process claim that does not include particular ma-
chines.”  450 U.S. at 184 (quoting Benson, 409 U.S. at 70
(quoting Cochrane, 94 U.S. at 788)).  In any event, the
court of appeals specifically acknowledged the Court’s
earlier hesitation in Benson and Flook, see Pet. App.
16a-17a, and made clear that the door remains open for
future refinements of the machine-or-transformation
test, as necessary, to accommodate new technologies:


[W]e agree that future developments in technology
and the sciences may present difficult challenges to
the machine-or-transformation test, just as the wide-
spread use of computers and the advent of the
Internet has begun to challenge it in the past decade.
*  *  *  And we certainly do not rule out the possibil-
ity that this court may in the future refine or aug-
ment the test or how it is applied.  At present, how-
ever, and certainly for the present case, we see no
need for such a departure.


Id. at 17a.  Such an accretionary approach is entirely
consistent with this Court’s decisions.  It is also prudent,
for it accommodates the possibility of unforeseen tech-
nological innovations, while at the same time providing
a reasonably clear rule for the PTO to apply in examin-
ing process claims (such as petitioners’) that are ad-
dressed solely to the organization of human activity.


c.  Petitioners contend that the court of appeals’ rul-
ing is inconsistent with Congress’s purported intent to
authorize the issuance of patents for “anything under
the sun that is made by man.”  Pet. 16 (quoting Dia-
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mond v. Chakrabarty, 447 U.S. 303, 309 (1980) (quoting
S. Rep. No. 1979, 82d Cong. 2d Sess. 5 (1952); and H.R.
Rep. No. 1923, 82d Cong., 2d Sess. 6 (1952))).  But as
some of the opinions below observed (Pet. App. 58a
(Dyk, J., concurring); id. at 110a-111a (Mayer, J., dis-
senting); id. at 156a-157a & n.5 (Board)), the cited legis-
lative history, when read in context, supports only a
more modest proposition:


A person may have ‘invented’ a machine or a manu-
facture, which may include anything under the sun
that is made by man, but it is not necessarily
patentable under section 101 unless the conditions of
the title are fulfilled.


S. Rep. No. 1979, supra, at 5; H.R. Rep. No. 1923, supra,
at 6.  As the context makes clear, the “anything under
the sun” language was not addressed to process claims
at all, but rather to machines and “manufactures,” which
this Court had previously construed to encompass “any-
thing made for use from raw or prepared materials.”
American Fruit Growers, Inc. v. Brogdex Co., 283 U.S.
1, 11 (1931) (defining “manufacture”) (citation omitted).
Consistent with that understanding, this Court specifi-
cally considered the Senate and House Reports’ refer-
ence to “anything under the sun” before concluding that
a patent-eligible process is defined by the machine-or-
transformation test.  Diehr, 450 U.S. at 182.  At a mini-
mum, as the Board recognized, the legislative history
lends no support to petitioners’ notion that “ ‘anything
under the sun made by man’ was intended to include
every series of acts conceived by man.”  Pet. App. 157a;
see id. at 58a (Dyk, J., concurring) (“It refers to things
‘made by man,’ not to methods of organizing human ac-
tivity.”).
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d.  There is likewise no merit to petitioners’ conten-
tion that the machine-or-transformation test “threatens
to stifle innovation in emerging technologies.”  Pet. 25;
see Pet. 25-32.  As already discussed, the test flows di-
rectly from this Court’s decisions, including its recent
ones.  Moreover, the court of appeals expressly left room
to accommodate emerging technologies.  Pet. App. 17a.


In any event, the court of appeals emphasized that its
decision in this case does not address the application of
the machine-or-transformation test to computer soft-
ware, data-manipulation techniques, or other such tech-
nologies not involved in petitioners’ risk-hedging claim.
See, e.g., Pet. App. 25a n.23 (“[T]he process claim at is-
sue in this appeal is not, in any event, a software claim.
Thus, the facts here would be largely unhelpful in illumi-
nating the distinctions between those software claims
that are patent-eligible and those that are not.”); id. at
28a (“We leave to future cases the elaboration of the
precise contours of machine implementation, as well as
the answers to particular questions, such as whether or
when recitation of a computer suffices to tie a process
claim to a particular machine.”); id. at 29a (indicating
that the court will take “a measured approach” in apply-
ing the machine-or-transformation test to electronically
manipulated data).


Thus, even if petitioners’ policy arguments had mer-
it, they are essentially irrelevant to the proper disposi-
tion of this case because petitioners’ patent application
involves none of the frontier technologies on which the
petition dwells.  Indeed, the abstract market-hedging
scheme that petitioners seek to patent is ineligible under
any conventional understanding of Section 101.  This
case accordingly provides no opportunity for the Court
to address the problems that may arise in applying Sec-
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2 This case—which involves a non-machine implemented, non-
transformative method—is likewise not an appropriate vehicle to
review any potential application of the machine-or-transformation test
to computer-software or non-method claims.  See Pet. 32 (citing Board
cases purportedly applying the machine-or-transformation test in those
contexts).


tion 101 to technologies unforeseen by Congress in the
1952 Patent Act, such as “photonic[s]” (Pet. App. 60a
(Newman, J., dissenting)) or “subatomic particles” (id.
at 134a (Rader, J., dissenting)).2


e.  Petitioners contend that the PTO “has acknowl-
edged that this is a good case for review.”  Pet. 33.  The
agency supported en banc review in the court of appeals
so that the court could clarify its circuit precedent in
light of this Court’s jurisprudence.  Resp. Supp. C.A.
Br. 3.  The court of appeals did so.  In particular, the
court revisited the suggestion in State Street Bank &
Trust Co. v. Signature Financial Group, Inc., 149 F.3d
1368 (Fed. Cir. 1998), cert. denied, 525 U.S. 1093 (1999),
AT&T Corp. v. Excel Communications, Inc., 172 F.3d
1352 (Fed. Cir.), cert. denied, 528 U.S. 946 (1999), and
related cases that any process yielding a “useful, con-
crete, and tangible result” is eligible for patent protec-
tion.  E.g., State Street, 149 F.3d at 1373 (citation omit-
ted); see Pet. App. 22a-23a.  Sitting en banc, the court of
appeals explained that the “useful, concrete, and tangi-
ble result” formulation is not alone sufficient to distin-
guish patentable from unpatentable processes, and that
the standard “was certainly never intended to supplant
the Supreme Court’s test.”  Id. at 24a.


Contrary to petitioners’ suggestion (e.g., Pet. 18-19),
the court of appeals’ decision does not disrupt any well-
founded expectations.  Neither this Court nor the Fed-
eral Circuit has ever held that claims (like petitioners’)
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3 Section 273 was cited only once in the opinions below, in a footnote
in the dissenting opinion of Judge Mayer.  Pet. App. 118a n.8.


that describe nothing more than a series of steps per-
formed by humans are eligible for patent protection.
For example, as the court of appeals observed (Pet. App.
23a n.18), the claim at issue in State Street was drawn to
a “machine,” 149 F.3d at 1372, and the claim in AT&T
described a machine-based process, 172 F.3d at 1357-
1358.  A “useful, concrete, and tangible result” test for
patent-eligibility has no grounding in this Court’s prece-
dents “and, if taken literally,  *  *  *  would cover in-
stances where this Court has held the contrary.”  Labo-
ratory Corp. of Am. Holdings v. Metabolite Labs., Inc.,
548 U.S. 124, 136 (2006) (Breyer, J., dissenting from
dismissal of writ of certiorari). 


2.  Petitioners contend (Pet. 23) that the decision
below is inconsistent with 35 U.S.C. 273, which in certain
circumstances provides preexisting users of patented
business methods an affirmative defense against in-
fringement claims.  See 35 U.S.C. 273(b); see also 35
U.S.C. 273(a)(3) (“For purposes of this section  *  *  *
the term ‘method’ means a method of doing or conduct-
ing business.”).  This case does not provide a suitable
vehicle for addressing the meaning and scope of Section
273.  Neither the majority opinion below nor the princi-
pal dissent discussed that provision.3  Nor was the issue
a focus of the briefing below.  That is likely because
there has been no assertion of infringement in this case,
and hence no opportunity to examine the scope of the
affirmative defense provided in Section 273.  Thus, even
if questions concerning the meaning and scope of that
provision otherwise warranted this Court’s review, no
such issue is squarely presented here.
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4 Contrary to petitioners’ suggestion (Pet. 21-24), the decision below
does not limit patentable processes to “manufacturing methods.”  Pet.
21.  Process claims that describe the operation of a machine (including
programmed computers) would not necessarily be ineligible under the
machine-or-transformation test.  And, nothing in the decision below
threatens the eligibility of biotechnological or chemical inventions for
patent protection, as long as they involve a transformation.


In any event, nothing in the decision below is incon-
sistent with Section 273.  Petitioners contend that Sec-
tion 273’s legislative history demonstrates that “Con-
gress embraced both business methods and the Federal
Circuit’s State Street Bank ‘useful, concrete, and tangi-
ble result’ test.”  Pet. 23 (citing 145 Cong. Rec. S14,717
(daily ed. Nov 17, 1999)).  But the text of Section 273
does not address the criteria for patent-eligibility, much
less adopt a “useful, concrete, and tangible result” test.
See 35 U.S.C. 273.  Moreover, even if Section 273 re-
flected a congressional acknowledgment that business
methods are patentable (rather than merely providing
a special defense for parties accused of infringing such
patents), the court below did not hold that business
methods are categorically ineligible for patent protec-
tion.  Indeed, the majority expressly rejected calls to
endorse that view.  Compare Pet. App. 25a, with id.
at 106a-133a (Mayer, J., dissenting) (arguing that busi-
ness methods are categorically unpatentable).  The court
merely recognized that patent applications directed to
business methods are “subject to the same legal require-
ments for patentability as applied to any other process
or method.”  Id. at 25a (quoting State Street Bank, 149
F.3d at 1375).4  That conclusion is correct and consistent
with Section 273.
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CONCLUSION


The petition for a writ of certiorari should be denied.
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i
QUESTIONS PRESENTED 


Whether the Federal Circuit erred by holding that 
a “process” must be tied to a particular machine or 
apparatus, or transform a particular article into a dif-
ferent state or thing (“machine-or-transformation” 
test), to be eligible for patenting under 35 U.S.C. 
§ 101, despite this Court’s precedent declining to 
limit the broad statutory grant of patent eligibility 
for “any” new and useful process beyond excluding 
patents for “laws of nature, physical phenomena, and 
abstract ideas.” 


Whether the Federal Circuit’s “machine-or-trans-
formation” test for patent eligibility, which effectively 
forecloses meaningful patent protection to many 
business methods, contradicts the clear Congres-
sional intent that patents protect “method[s] of doing 
or conducting business.”  35 U.S.C. § 273. 
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IN THE 


Supreme Court of the United States 
———— 


No. 08-____ 


———— 


BERNARD L. BILSKI AND RAND A. WARSAW, 
Petitioners, 


v. 


JOHN J. DOLL, ACTING UNDER SECRETARY OF 
COMMERCE FOR INTELLECTUAL PROPERTY AND ACTING 


DIRECTOR OF THE UNITED STATES PATENT AND 
TRADEMARK OFFICE, 


Respondent. 


———— 


On Petition for Writ of Certiorari to the  
United States Court of Appeals  


for the Federal Circuit 


———— 


PETITION FOR A WRIT OF CERTIORARI 


———— 


OPINIONS BELOW 


The opinion of the U.S. Court of Appeals for the 
Federal Circuit (App., infra, 1a-143a) is reported at 
In re Bilski, 545 F.3d 943 (Fed. Cir. 2008) (en banc).  
The Order of the U.S. Court of Appeals for the Fed-
eral Circuit granting a hearing en banc (App., infra, 
144a-145a) is reported at In re Bilski, 264 F. App’x 
896 (Fed. Cir. 2008). 
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The opinion of the Board of Patent Appeals and In-


terferences of the United States Patent and Trade-
mark Office (App., infra, 146a-205a) is reported at Ex 
parte Bilski, 2006 WL 5738364 (B.P.A.I. Sept. 26, 
2006). 


JURISDICTION 


The en banc judgment of the U.S. Court of Appeals 
for the Federal Circuit was entered on October 30, 
2008.  The jurisdiction of this Court is invoked under 
28 U.S.C. § 1254(1). 


STATUTORY PROVISIONS INVOLVED 


“Whoever invents or discovers any new and useful 
process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, 
may obtain a patent therefore, subject to the 
conditions and requirements of this title.”  35 U.S.C. 
§ 101. 


“The term ‘process’ means process, art or method, 
and includes a new use of a known process, machine, 
manufacture, composition of matter, or material.”   
35 U.S.C. § 100(b). 


“It shall be a defense to an action for infringement 
under section 271 of this title with respect to any 
subject matter that would otherwise infringe one or 
more claims for a method in the patent being 
asserted against a person, if such person had, acting 
in good faith, actually reduced the subject matter to 
practice at least 1 year before the effective filing date 
of such patent, and commercially used the subject 
matter before the effective filing date of such patent.”  
35 U.S.C. § 273(b)(1). 


“[T]he term ‘method’ means a method of doing or 
conducting business.”  35 U.S.C. § 273(a)(3). 
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INTRODUCTION 


This case raises the most fundamental question in 
patent law:  what can be patented?  Are patents only 
for manufacturing processes that are tied to a par-
ticular machine or produce some physical transfor-
mation?  Or do patents also embrace modern busi-
ness processes that do not depend on a particular 
machine or device? 


A primary strength of the Patent Act is that it does 
not limit what can be patented by subject matter, 
thereby adapting to and encouraging innovation at 
the forefront of technology.  35 U.S.C. § 101 provides 
that “any” new and useful process, machine, manu-
facture, or composition of matter may be patented, so 
long as the other requirements for patentability are 
met.  There is no exclusion for business methods or 
any other field of invention.  The only limit this Court 
has imposed on the broad statutory grant is that pat-
ents may not be obtained for “laws of nature, natural 
phenomena, and abstract ideas.”  Indeed, natural 
laws and phenomena can never qualify for patent 
protection because they cannot be invented at all.  
And abstract ideas are not eligible because they are 
not “useful” and thus must be applied to a practical 
use before they can be patented. 


Beyond that, however, this Court has not placed 
restrictions on the types of inventions that can be 
patented, consistent with the broad statutory grant of 
patent eligibility in § 101.  The Court has twice ex-
pressly declined to hold that a process must be tied to 
a particular machine or produce some physical trans-
formation to be eligible for patenting.  And the Court 
of Appeals for the Federal Circuit seemed to agree.  
While refusing patents for abstract ideas and laws of 
nature, the court allowed patenting of inventions that 
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produced a “useful, concrete and tangible result.”  By 
adhering to the statute, which was designed to ac-
commodate and encourage innovation, the Federal 
Circuit made patent protection available to such di-
verse fields as internet commerce, information tech-
nology, and business methods. 


Tens of thousands of process patents have now is-
sued in reliance on the Patent Act’s lack of subject 
matter restrictions and the decisions of both this 
Court and the Federal Circuit refusing to restrict 
patent eligibility except to exclude abstract ideas and 
laws of nature.  The Federal Circuit has abruptly 
changed course, however, and held that the “ma-
chine-or-transformation” test, which this Court has 
never said is required for patent eligibility, is in fact 
not optional or merely advisory but rather “the only 
applicable test” for patent-eligible processes.  In do-
ing so, the Federal Circuit has essentially confined all 
process patents to manufacturing methods, using a 
test that may have been appropriate during the In-
dustrial Age but no longer fits our modern informa-
tion-based economy.  Not only is the test backward-
looking, but it is also inconsistent with the patent 
statute’s recognition that business methods are eligi-
ble for patenting.  And while directed to a business 
method, the Federal Circuit’s decision threatens 
other industries as well, such as software and bio-
technology, which are important to the nation’s econ-
omy.  The decision has disrupted the settled expecta-
tions of patent owners and cast doubt on tens of 
thousands of issued patents. 


This Court has not considered what is patentable 
subject matter since 1981, when computers were just 
becoming part of daily life.  It is now time to do so 
again to prevent the Federal Circuit’s outmoded “ma-
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chine-or-transformation” test, while ostensibly rooted 
in this Court’s decisions, from stifling innovation in 
our most vital industries and frustrating Congress’ 
intent as expressed in the Patent Act.  The Court 
should grant the petition so that it can instruct the 
Federal Circuit to return to first principles and re-
store the law of patent eligibility for processes under 
§ 101. 


STATEMENT OF THE CASE 


A. The Claimed Invention 


Bernard L. Bilski and Rand A. Warsaw invented a 
method of hedging the consumption risk associated 
with a commodity sold at a fixed price for a given pe-
riod.  The method can be used, for example, with en-
ergy commodities like natural gas, electricity, or coal, 
and includes ways to compensate for the risk of ab-
normal weather conditions.  It enables both energy 
suppliers and consumers to minimize the risk of fluc-
tuations in demand during a given period.  Thus, for 
example, a school district with a fixed tax base and 
budget for heating or cooling requirements can be 
protected from yearly fluctuations in weather, while 
the suppliers are protected from the opposite effect of 
such fluctuations. 


More specifically, the Bilski patent application, en-
titled “Energy Risk Management Method,” describes 
a method in which energy consumers, such as busi-
nesses and homeowners, are offered a fixed energy 
bill, for example, for the winter so they can avoid the 
risk of high heating bills due to abnormally cold 
weather.  An intermediary or “commodity provider” 
sells natural gas, in this example, to a consumer at a 
fixed price based upon its risk position for a given pe-
riod of time, thus isolating the consumer from an un-
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usual spike in demand caused by a cold winter.  Re-
gardless of how much gas the consumer uses 
consistent with the method, the heating bill will re-
main fixed. 


Having assumed the risk of a very cold winter, the 
same commodity provider hedges against that risk by 
buying the energy commodity at a second fixed price 
from energy suppliers called “market participants.”  
These market participants or suppliers have a risk 
position counter to the consumers, that is, they want 
to avoid the risk of a high drop in demand due to an 
unusually warm winter.  A market participant could 
be, for example, someone who holds a large inventory 
of gas and wants to guarantee the sale of a portion of 
it by entering into a contract now.  The risk assumed 
in the transactions with the market participants at 
the second fixed rate balances the risk of the con-
sumer transactions at the first rate. 


According to the patent application, setting the 
fixed price is not a simple process.  The application 
discloses a complicated mathematical formula for cal-
culating the price: 


Fixed Bill Price = Fi + [(Ci + Ti + LDi) x (α+ ßE (Wi))] 


In this equation, α + ßE (Wi) represents an approxi-
mation of the amount of consumption driven by the 
weather, which is estimated with a least squares sta-
tistical model.  The commodity provider must take 
additional statistical modeling steps (Monte Carlo 
simulations, one-tail tests) to properly price a deal 
and estimate an acceptable margin over the entire 
portfolio of transactions. 


The method of the invention does not necessarily 
have to be performed on a particular machine or 
computer, although the practice of the invention will 
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most likely involve both computers and modern tele-
communications.  The method steps are no less real, 
however, as they require communicating and negoti-
ating with consumers and suppliers in a particular 
way to balance the risk positions.  The invention is 
claimed in a series of steps as follows: 


1.  A method for managing the consumption risk 
costs of a commodity sold by a commodity pro-
vider at a fixed price comprising the steps of: 


(a) initiating a series of transactions between 
said commodity provider and consumers of 
said commodity wherein said consumers pur-
chase said commodity at a fixed rate based 
upon historical averages, said fixed rate cor-
responding to a risk position of said con-
sumer; 


(b) identifying market participants for said com-
modity having a counter-risk position to said 
consumers; and 


(c) initiating a series of transactions between 
said commodity provider and said market 
participants at a second fixed rate such that 
said series of market participant transactions 
balances the risk position of said series of 
consumer transactions. 


Claim 4 of the patent application is similar to claim 1 
except that it specifies precisely how the fixed price 
for an energy consumer transaction is determined 
using the mathematical formula: 


4.  A method for managing weather-related en-
ergy price risk costs sold by an energy provider 
at a fixed price comprising the steps of: 
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(a) initiating a series of transactions between 


said energy provider and energy consumers 
wherein said energy consumers purchase en-
ergy at a fixed rate based upon historical av-
erages, said fixed rate corresponding to a risk 
position of said consumers, wherein the fixed 
price for the consumer transaction is deter-
mined by the relationship: 


Fixed Bill Price = Fi + [(Ci + Ti + LDi) x (α + 
βE (Wi))] 


wherein, 


Fi = fixed costs in period i; 


Ci = variable costs in period i; 


Ti = variable long distance transportation 
costs in period i; 


LDi = variable local delivery costs in period i; 


E(Wi) = estimated location-specific weather 
indicator in period i; and 


α and ß are constants; 


(b) identifying other energy market participants 
having a counter-risk position to said consumers; 
and 


(c) initiating a series of transactions between 
said energy provider and said other energy mar-
ket participants at a second fixed rate such that 
said series of transactions balances the risk posi-
tion of said series of consumer transactions. 


B. Proceedings in the Patent and Trademark 
Office 


The examiner in the Patent and Trademark Office 
(PTO) rejected the Bilski application under 35 U.S.C. 
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§ 101, which sets forth the types of inventions that 
can be patented.  The examiner stated that “the in-
vention is not implemented on a specific apparatus 
and merely manipulates [an] abstract idea and solves 
a purely mathematical problem without any limita-
tion to a practical application, therefore, the inven-
tion is not directed to the technological arts.”  App., 
infra, 148a. 


The Bilski applicants appealed the rejection to the 
PTO Board of Patent Appeals and Interferences un-
der 35 U.S.C. § 134(a).  The PTO Board had jurisdic-
tion pursuant to 35 U.S.C. § 6(b).  An expanded panel 
of the PTO Board affirmed the rejection in a 70-page 
opinion.  Observing that there were “unresolved is-
sues under § 101” for “non-machine-implemented” 
methods, such as claimed in the Bilski application, 
the Board stated that “[t]he question of whether this 
type of . . . subject matter is patentable is a common 
and important one” to the PTO, “as the bounds of 
patentable subject matter are increasingly being 
tested.”  App., infra, 151a, 154a.  The Board added 
that, after the Federal Circuit’s decisions in State 
Street Bank & Trust Co. v. Signature Financial 
Group, Inc., 149 F.3d 1368 (Fed. Cir. 1998), and 
AT&T Corp. v. Excel Communications, Inc., 172 F.3d 
1352 (Fed. Cir. 1999), the PTO “has been flooded with 
claims to ‘processes,’ many of which bear scant re-
semblance to classical processes of manipulating or 
transforming compositions of matter or forms of en-
ergy from one state to another.”  App., infra, 151a. 


Admitting that it was “struggling to identify some 
way to objectively analyze the statutory subject mat-
ter issue,” id. at 154a, the PTO Board analyzed the 
claims under various tests.  The Board considered 
this Court’s exclusion of “abstract ideas” in Diamond 
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v. Diehr, 450 U.S. 175 (1981), the Federal Circuit’s 
“useful, concrete, and tangible result” test from State 
Street Bank, the “transformation of physical subject 
matter” test discussed by the Board in Ex parte 
Lundgren, 76 U.S.P.Q.2d 1385, 2004 WL 3561262 
(B.P.A.I. 2005), and the PTO’s Interim Guidelines for 
Examination of Patent Applications for Patent Sub-
ject Matter Eligibility, 1300 Off. Gaz. Pat. & Trade-
mark Office 142 (Nov. 22, 2005).  App., infra, 180a-
190a.  Applying these various tests, the PTO Board 
concluded that the Bilski claims did not recite statu-
tory subject matter.  The Board reversed the exam-
iner’s reasoning, however, affirming its earlier hold-
ing in Lundgren that the “technological arts” is not a 
separate and distinct test for statutory subject mat-
ter.  Id. at 180a.  The Board also refuted the exam-
iner’s requirement of a specific apparatus because a 
claim may still be patent eligible “if there is a trans-
formation of physical subject matter from one state to 
another.”  Id. at 181a.  Elaborating further, the 
Board stated:  “‘mixing’ two elements or compounds 
to produce a chemical substance or mixture is clearly 
a statutory transformation although no apparatus is 
claimed to perform the step and although the step 
could be performed manually.”  Id.  


According to the PTO Board, however, the Bilski 
claims do not involve any patent-eligible transforma-
tion because they only transform “non-physical finan-
cial risks and legal liabilities of the commodity pro-
vider, the consumer, and the market participants.”  
Id. at 182a.  The Board concluded that the claims 
merely recite an “abstract idea” since they are not 
“instantiated in some physical way so as to become a 
practical application of the idea.”  Id. at 184a.  Rec-
ognizing that actual physical acts of individuals or 
organizations would still be required to implement 
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the steps of the method, the Board nevertheless held 
that the claims were directed to the “‘abstract idea’ 
itself” because they cover any and every possible way 
of performing those steps.  Id.  


C. The Federal Circuit’s En Banc Decision 


The Bilski applicants appealed the PTO Board’s 
decision to the Court of Appeals for the Federal Cir-
cuit under 35 U.S.C. § 141.  The Federal Circuit had 
jurisdiction over the appeal pursuant to 28 U.S.C.  
§ 1295(a)(4)(A).  In its brief to the Federal Circuit, 
the PTO observed that the court “has had little 
opportunity to address the eligibility of this brand of 
method inventions,” and that “the PTO has struggled 
to offer its examiners clear guidance on this issue.”  
Br. for Appellee (June 13, 2007) at 4.  Further, the 
PTO noted that it has “been inundated with an 
unprecedented number of patent applications” that 
claim processes but “do not require any machine or 
apparatus for implementing the method, nor do the 
claims require any transformation of subject matter, 
tangible or intangible, from one state into another.”  
Id.  The PTO therefore “welcome[d] this opportunity 
for [the Federal Circuit] to resolve this important 
question.”  Id. 


After argument before a panel of the court, but be-
fore any decision, the Federal Circuit ordered that 
the appeal would be heard en banc.  App., infra, 
144a.  According to Circuit Judge Mayer, the court 
took the case en banc “in a long-overdue effort to re-
solve primal questions on the metes and bounds of 
statutory subject matter.”  App., infra, 131a (Mayer, J.,  
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dissenting).  In its en banc Order, the court posed five 
questions to be addressed in supplemental briefing: 


(1) Whether claim 1 of the [Bilski] patent appli-
cation claims patent-eligible subject matter un-
der 35 U.S.C. § 101? 


(2) What standard should govern in determining 
whether a process is patent-eligible subject mat-
ter under section 101? 


(3) Whether the claimed subject matter is not 
patent-eligible because it constitutes an abstract 
idea or mental process; when does a claim that 
contains both mental and physical steps create 
patent-eligible subject matter? 


(4) Whether a method or process must result in a 
physical transformation of an article or be tied to 
a machine to be patent-eligible subject matter 
under section 101? 


(5) Whether it is appropriate to reconsider State 
Street Bank & Trust Co. v. Signature Financial 
Group, Inc., 149 F.3d 1368 (Fed. Cir. 1998), and 
AT&T Corp. v. Excel Communications, Inc., 172 
F.3d 1352 (Fed. Cir. 1999), in this case and, if so, 
whether those cases should be overruled in any 
respect? 


App., infra, 144a-145a.   


Responding to these questions and the en banc Or-
der, thirty-eight amicus briefs were filed by patent 
owners, bar associations, industry associations, pro-
fessors, and interested individuals.  The various 
amici represented diverse industries, including fi-
nancial services, management consulting, computer 
software, biotechnology, insurance, and tax account-
ing.  The Federal Circuit also invited two amici to 
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participate at oral argument.  Those amici presented 
vastly different views on the proper interpretation of 
this Court’s precedent concerning patent-eligible 
processes under § 101. 


In a fractured decision, the en banc Federal Circuit 
held that Bilski’s claims are not eligible for patenting 
and set forth a single, “definitive” test for determin-
ing whether a process is patent-eligible under § 101:  
a process is patent-eligible only if  “(1) it is tied to a 
particular machine or apparatus, or (2) it transforms 
a particular article into a different state or thing.”  
App., infra, 12a.  Although the Supreme Court has 
twice expressly declined to hold that this so-called 
“machine-or-transformation” test is the only test for 
patentable processes under § 101, see Gottschalk v. 
Benson, 409 U.S. 63, 71 (1972); Parker v. Flook, 437 
U.S. 584, 588 n.9 (1978), the Federal Circuit majority 
opinion seized on a sentence from Diamond v. Diehr, 
450 U.S. 175, 184 (1981), quoted from Benson, 409 
U.S. at 70, that “[t]ransformation and reduction of an 
article ‘to a different state or thing’ is the clue to the 
patentability of a process claim that does not include 
particular machines” (emphasis added).  Taking this 
Court’s description of the machine-or-transformation 
test as “the” clue literally, the majority held that this 
test was not “optional or merely advisory” but rather 
“the only applicable test” for patent-eligible proc-
esses.  App., infra, 15a-16a, n.11, 34a. 


In doing so, the Federal Circuit majority overruled 
its earlier decisions in State Street Bank and AT&T 
to the extent they relied on a “useful, concrete, and 
tangible result” as the test for patent eligibility under 
§ 101.  This formulation, which was originally set 
forth by the en banc Federal Circuit in In re Alappat, 
33 F.3d 1526, 1544 (Fed. Cir. 1994), was discarded in 
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Bilski as “inadequate.”  App., infra, 24a.  Although 
Alappat, State Street Bank, and AT&T all contain ex-
tensive discussions of the same Supreme Court cases 
now relied on in support of the “machine-or-
transformation” test, the Federal Circuit observed 
that “useful, concrete, and tangible result” was 
“never intended to supplant the Supreme Court’s 
test.”  Id. 


The Federal Circuit majority opinion nevertheless 
acknowledged some doubt about its interpretation of 
this Court’s precedent as dictating that the “machine-
or-transformation” test is the sole test for patentable 
processes.  Citing this Court’s opinion in Diehr, 
where the Court stated (450 U.S. at 192): 


[W]hen a claim containing a mathematical for-
mula implements or applies that formula in a 
structure or process which, when considered as a 
whole, is performing a function which the patent 
laws were designed to protect (e.g., transforming 
or reducing an article to a different state or 
thing), then the claim satisfies the requirements 
of § 101. 


the majority admitted that “language such as the use 
of ‘e.g.’ may indicate the Supreme Court’s recognition 
that the machine-or-transformation test might re-
quire modification in the future.”  App., infra, 17a-
18a, n.12.  The majority also recognized that this 
Court “may ultimately decide to alter or perhaps even 
set aside this test to accommodate emerging tech-
nologies.”  Id. at 17a. 


The Federal Circuit majority’s holding that “the 
machine-or-transformation test is the only applicable 
test” for patent-eligible processes, id. at 34a, pro-
voked several vigorous dissents.  Reviewing two cen-
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turies of precedent and statutory history, Circuit 
Judge Newman maintained in dissent that the ma-
jority’s test is “a new and far-reaching restriction on 
the kinds of inventions that are eligible to participate 
in the patent system.”  Id. at 60a.  The majority’s de-
cision, she wrote, introduces untold uncertainties 
that “not only diminish the incentives available to 
new enterprise, but disrupt the settled expectations 
of those who relied on the law as it existed.”  Id. at 
61a. 


Circuit Judge Rader likewise dissented because, in 
his view, the majority’s machine-or-transformation 
test “disrupts settled and wise principles of law.” Id. 
at 134a.  In particular, he wrote, “the statute does not 
mention ‘transformations’ or any of the other Indus-
trial Age descriptions of subject matter categories 
that this court endows with inordinate importance 
today.”  Id. at 142a-143a.  According to Judge Rader, 
the majority’s test “propagates unanswerable ques-
tions” and “links patent eligibility to the age of iron 
and steel at a time of subatomic particles and tera-
bytes.”  Id. at 134a, 142a. 


Also in dissent, Circuit Judge Mayer wrote that the 
majority’s test is “unnecessarily complex and will 
only lead to further uncertainty regarding the scope 
of patentable subject matter.”  Id. at 131a.  While the 
PTO and the larger patent community have actively 
sought guidance from the Federal Circuit on this is-
sue, Judge Mayer contended that “[t]he majority’s 
‘measured approach’ to the section 101 analysis . . . 
will do little to restore public confidence in the patent 
system.”  Id. at 132a. 
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REASONS FOR GRANTING THE PETITION 


I. THE FEDERAL CIRCUIT’S RIGID “MA-
CHINE-OR-TRANSFORMATION” TEST CON- 
FLICTS WITH THIS COURT’S PRECEDENT 
AND CONGRESSIONAL INTENT 


In its last two decisions on § 101, the Supreme 
Court set forth the proper test for patentable subject 
matter:  “anything under the sun that is made by 
man” except “laws of nature, natural phenomena, 
and abstract ideas.”  Diamond v. Chakrabarty, 447 
U.S. 303, 309 (1980); Diamond v. Diehr, 450 U.S. 175, 
182, 185 (1981).  The Court should grant the petition 
so that it can instruct the Federal Circuit to return to 
these first principles and restore the law of patent 
eligibility for processes under § 101. 


Section 101 of the Patent Act provides patent eligi-
bility for “any” new and useful process.  In Chakra-
barty, this Court noted that “Congress plainly con-
templated that the patent laws would be given wide 
scope.”  447 U.S. at 308.  Indeed, the Court was in-
formed by Congressional intent that statutory subject 
matter “include anything under the sun that is made 
by man.”  Id. at 309 (quoting S. REP. NO. 82-1979, at 
5 (1952), as reprinted in 1952 U.S.C.C.A.N. 2394, 
2399; H.R. REP. NO. 82-1923 at 6 (1952)).  The Court 
observed, however, that “laws of nature, physical 
phenomena, and abstract ideas have been held not 
patentable.”  Id. 


Diamond v. Diehr then set forth the broad frame-
work for analyzing the eligibility of process claims for 
patenting under § 101.  The Court again acknowl-
edged Congress’ intent that statutory subject matter 
“include anything under the sun that is made by 
man,” and that “laws of nature, natural phenomena, 
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and abstract ideas” are excluded from protection.  450 
U.S. at 182, 185.  Under Diehr, a process claim that 
includes one of these fundamental principles is eligi-
ble for patenting so long as the process, taken as a 
whole, represents “an application of a law of nature 
or mathematical formula.”  Id. at 187.  The Diehr 
Court likened a process including an abstract idea to 
the discovery of an unknown phenomenon of nature:  
“If there is to be invention from such a discovery, it 
must come from the application of the law of nature 
to a new and useful end.”  Id. at 188 n.11 (quoting 
Funk Bros. Seed Co. v. Kalo Inoculant Co., 333 U.S. 
127, 130 (1948)).  This distinction between a practical 
application and an abstract principle should be the 
dividing line for patentable subject matter—not the 
Federal Circuit’s rigid “machine-or-transformation” 
test. 


The Supreme Court has twice expressly declined to 
hold that the “machine-or-transformation” test is the 
only test for determining whether a process is eligible 
for patenting under § 101, as the Federal Circuit 
majority has now done.  In Gottschalk v. Benson, 409 
U.S. 63, 71 (1972), the Court wrote: 


It is argued that a process patent must either be 
tied to a particular machine or apparatus or 
must operate to change articles or materials to a 
“different state or thing.”  We do not hold that no 
process patent could ever qualify if it did not 
meet the requirements of our prior precedents.  


The Court reaffirmed this position in Parker v. Flook: 


The statutory definition of “process” is broad.  An 
argument can be made, however, that this Court 
has only recognized a process as within the 
statutory definition when it either was tied to a 
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particular apparatus or operated to change ma-
terials to a “different state or thing.”  As in Ben-
son, we assume that a valid process patent may 
issue even if it does not meet one of these qualifi-
cations of our earlier precedents. 


437 U.S. 584, 588 n.9 (1978) (citations omitted). 


Contrary to this Court’s precedent, the Federal 
Circuit majority held that the machine-or-
transformation test is not “optional or merely 
advisory” but rather “the only applicable test” for 
patent-eligible processes.  App., infra, 15a-16a, n.11, 
34a.  In doing so, the Federal Circuit majority 
misread the cases, relying on a statement in Diehr, 
450 U.S. at 184 (quoting Benson, 409 U.S. at 70), that 
transformation is “the” clue to patentability as 
mandating the rigid “machine-or-transformation” 
test.  App., infra, 15a-16a.  But Benson itself 
expressly did not hold that a process must be tied to a 
machine or transform subject matter to be eligible for 
patenting.  409 U.S. at 71.  And Diehr cited the 
transformation test as only an example (using the 
signal “e.g.”) of a process that would satisfy § 101.  
450 U.S. at 192. 


Less than ten years ago, the Federal Circuit con-
sidered these very same Supreme Court cases in 
State Street Bank and AT&T and reached a different 
conclusion.  At that time, instead of imposing a man-
datory “machine-or-transformation” requirement for 
patent eligible processes under § 101, the court used 
a “useful, concrete, and tangible result” as the test for 
patent eligibility.  State Street Bank, 149 F.3d at 
1373; AT&T, 172 F.3d at 1361; see also In re Alappat, 
33 F.3d 1526, 1544 (Fed. Cir. 1994) (en banc).  Now, 
the Federal Circuit majority has simply changed 
course with no new guidance from this Court or Con-
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gress, thereby disrupting what were previously “set-
tled and wise principles of law.”  App., infra, 134a 
(Rader, J., dissenting). 


Absent clear legislative guidance that process pat-
ents must be tied to a particular machine or trans-
form subject matter, the courts should not impose 
such limitations.  This Court has more than once cau-
tioned that “courts ‘should not read into the patent 
laws limitations and conditions which the legislature 
has not expressed.’”  Chakrabarty, 447 U.S. at 308 
(quoting United States v. Dubilier Condenser Corp., 
289 U.S. 178, 199 (1933)); Diehr, 450 U.S. at 182.  A 
primary strength of the Patent Act is the lack of 
subject matter exclusions, leaving the door open for 
emerging technologies.  By design, “Congress em-
ployed broad general language in drafting § 101 pre-
cisely because such inventions are often unforesee-
able.”  Chakrabarty, 447 U.S. at 316. 


Most recently, Congress embraced the Federal Cir-
cuit’s holding in State Street Bank, 149 F.3d at 1373, 
that a process involving an abstract idea is pat-
entable if it produces a “useful, concrete, and tangible 
result,” as the proper interpretation of § 101.  En-
acting 35 U.S.C. § 273 to provide a prior inventor de-
fense to infringement of business method patents, 
Congress explained:  “[a]s the Court [in State Street 
Bank] noted, the reference to the business method 
exception had been improperly applied to a wide va-
riety of processes, blurring the essential question of 
whether the invention produced a ‘useful, concrete, 
and tangible result.’”  145 Cong. Rec. S14696-03, 
S14717 (daily ed. Nov. 17, 1999).  As acknowledged 
by Congress, the “essential question” for process pat-
enting is whether a process applies a fundamental 
principle to a useful end result, not whether the proc-
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ess is tied to a particular machine or transforms 
articles. 


The Federal Circuit majority’s “machine-or-
transformation” test is unnecessarily restrictive on 
patent-eligible subject matter under § 101 and 
contrary to the plain language of the statute that 
“any new and useful process” is eligible for patenting.  
The Diehr test, excluding only “laws of nature, 
physical phenomena, and abstract ideas,” has proven 
flexible enough to adapt to emerging technologies, 
such as a data processing system for managing a 
financial services configuration of a portfolio, State 
Street Bank, 149 F.3d at 1373 (“In Diehr, the Court 
explained that certain types of mathematical subject 
matter, standing alone, represent nothing more than 
abstract ideas until reduced to some type of practical 
application.”), a method for automatically routing 
interexchange calls in a telecommunications system, 
AT&T, 172 F.3d at 1356-57 (“In Diehr, the Court 
expressly limited its two earlier decisions in Flook 
and Benson by emphasizing that these cases did no 
more than confirm the ‘long-established principle’ 
that laws of nature, natural phenomena, and abstract 
ideas are excluded from patent protection.”), and a 
method for analyzing electrocardiograph signals to 
detect heart problems, Arrhythmia Research Tech., 
Inc. v. Corazonix Corp., 958 F.2d 1053, 1057 (Fed. 
Cir. 1992) (“In Diamond v. Diehr the Court explained 
that non-statutory status under section 101 derives 
from the ‘abstract’, rather than the ‘sweeping’, nature 
of a claim that contains a mathematical algorithm.”), 
among many others. 


The Bilski invention, while not meeting the Fed-
eral Circuit’s rigid “machine-or-transformation” test, 
is not merely an “abstract idea.” It should be eligible 
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for patenting under § 101 and fully examined for pat-
entability under the other provisions of the Patent 
Act.  Attempts to fuse § 101 with other requirements 
of patentability, such as whether the invention is 
novel (§ 102), unobvious (§ 103), or sufficiently de-
scribed (§ 112), are improper.  This Court has ex-
plained that: 


Section 101 . . . is a general statement of the type 
of subject matter that is eligible for patent pro-
tection “subject to the conditions and require-
ments of this title.”  Specific conditions for pat-
entability follow . . . .  The question therefore of 
whether a particular invention is novel is “wholly 
apart from whether the invention falls into a 
category of statutory subject matter.” 


Diehr, 450 U.S. at 189-90 (quoting In re Bergy, 596 
F.2d 952, 961 (C.C.P.A. 1979)).  Barring the Bilski 
invention at the door of § 101 based on the “machine-
or-transformation” test is contrary to the statute and 
this Court’s precedent. 


II. CERT. SHOULD BE GRANTED TO PRE-
VENT THE FEDERAL CIRCUIT AND THE 
PTO FROM LIMITING PROCESS PATENTS 
TO MANUFACTURING METHODS 


With the Bilski decision and more recent decisions 
that follow it, both the Federal Circuit and the PTO 
have essentially limited process patents to manufac-
turing methods and excluded business methods, con-
trary to the patent statute.  Although the plain lan-
guage of § 101 extends patent eligibility to “any new 
and useful process, machine, manufacture, or compo-
sition of matter,” both the Federal Circuit and the 
PTO now insist that a patent-eligible “process” must 
be tied to one of the other statutory categories.  Cir-
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cuit Judge Newman admonished that “the United 
States Supreme Court has never held that ‘process’ 
inventions suffered a second-class status under our 
statutes, achieving patent eligibility only derivatively 
through an explicit ‘tie’ to another statutory cate-
gory.” App., infra, 89a (Newman, J., dissenting). 


Nonetheless, a panel of the Federal Circuit recently 
conferred such second-class status on process inven-
tions.  In re Comiskey, ___ F.3d ___, 2009 WL 68845, 
at *8 (Fed. Cir. Jan. 13, 2009).  In Comiskey, the Fed-
eral Circuit held that “a claim reciting an algorithm 
or abstract idea can state statutory subject matter 
only if, as employed in the process, it is embodied in, 
operates on, transforms, or otherwise involves an-
other class of statutory subject matter, i.e., a ma-
chine, manufacture, or composition of matter.”  Id.  
In other recent decisions, the PTO Board of Patent 
Appeals and Interferences listed only manufacturing 
processes from the 19th and early 20th centuries as 
examples of processes sufficiently transformative to 
be eligible for patenting.  Ex parte Langemyr, 2008 
WL 5206740, slip op. at 9, n.3 (B.P.A.I. May 28, 
2008); Ex parte Wasynczuk, 2008 WL 2262377, slip 
op. at 12-13, n.3 (B.P.A.I. June 2, 2008). 


Requiring transformation of subject matter im-
properly restricts patent-eligible processes to manu-
facturing methods and “freeze[s] process patents to 
old technologies, leaving no room for the revelations 
of the new, onrushing technology,” despite this 
Court’s precedent to the contrary.  See Benson, 409 
U.S. at 71.  This flies in the face of the long-held 
tenet that “the inventions most benefitting mankind 
are those that ‘push back the frontiers.’”  Chakra-
barty, 447 U.S. at 316 (quoting Great A. & P. Tea Co. 
v. Supermarket Corp., 340 U.S. 147, 154 (1950)). 
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While the Federal Circuit majority purported to 


reject a categorical exclusion of business method pat-
ents, App., infra, 25a, its holding has the practical 
effect of precluding most patents on business meth-
ods.  Many business methods relate to human be-
havior or the flow of information, neither of which 
would satisfy the Federal Circuit’s “machine-or-
transformation” test.  The Diehr test, on the other 
hand, can be applied to modern-day business proc-
esses as readily as to by-gone manufacturing proc-
esses, or even to the paper-based business innova-
tions from the earliest days of the patent system.1 


Restricting process patents to manufacturing 
methods that satisfy the “machine-or-transformation” 
test is not only backward-looking, it is inconsistent 
with the patent statute’s recognition that business 
methods are eligible for patenting.  See 35 U.S.C.  
§ 273(a)(3) (“[T]he term ‘method’ means a method of 
doing or conducting business.”).  The American In-
ventors’ Protection Act of 1999 enacted a prior user 
defense to infringement of business method patent 
claims to protect those who had mistakenly thought 
commercialized business methods are not patentable.  
35 U.S.C. § 273.  In this act, Congress embraced both 
business methods and the Federal Circuit’s State 
Street Bank “useful, concrete, and tangible result” 
test.   145 Cong. Rec. S14696-03, S14717 (daily ed. 
Nov. 17, 1999) (“As the Court [in State Street Bank] 
noted, the reference to the business method exception 
had been improperly applied to a wide variety of 


                                                 
1 See, e.g., U.S. Patent No. 480,423 (“Method of Preventing 


Fraud in the Sale of Newspapers and Other Publications” 
(1892)); U.S Patent No. 575,731 (“Insurable Property Chart” 
(1897)); U.S. Patent No. 138,891 (“Revenue Stamps” (1873)).  
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processes, blurring the essential question of whether 
the invention produced a ‘useful, concrete, and tangi-
ble result.’”). 


Enacting § 273, Congress further recognized that 
patents protect pure business methods that produce a 
useful end result, including: 


methods used in connection with internal com-
mercial operations as well as those used in con-
nection with the sale or transfer of useful end re-
sults—whether in the form of physical products, 
or in the form of services, or in the form of some 
other useful results; for example, results pro-
duced through the manipulation of data or other 
inputs to produce a useful result. 


Id.  Since enacting § 273, Congress has declined sev-
eral opportunities to legislate in the area of business 
method patents.  Three recent Congresses have con-
sidered bills to curtail business method patenting, 
but none has been enacted.  See H.R. 5364, 106th 
Cong. (2000); H.R. 1332, 107th Cong. (2001); H.R. 
5299, 108th Cong. (2004).  Where Congress has de-
clined to place limitations on patent-eligible subject 
matter, the courts should not impose them.  Chakra-
barty, 447 U.S. at 308; Diehr, 450 U.S. at 182. 


Review by this Court is needed to stop the Federal 
Circuit and its “machine-or-transformation” test from 
confining business method patents to the manufac-
turing processes of America’s past.  To ensure liberal 
encouragement to the innovators of America’s infor-
mation economy, the petition for certiorari should be 
granted. 
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III. INTERPRETATION OF SECTION 101 IS A 


QUESTION OF EXCEPTIONAL IMPOR-
TANCE TO BOTH THE PATENT SYSTEM 
AND THE NATION’S ECONOMY 


The Federal Circuit’s decision legislates new public 
policy that endangers innovation and upsets the set-
tled expectations of patent owners and the inventing 
public.  By narrowing patent eligibility to only those 
processes that satisfy the “machine-or-transformation” 
test, the Federal Circuit “links patent eligibility to 
the age of iron and steel at a time of subatomic 
particles and terabytes.”  App., infra, 134a (Rader, J., 
dissenting).  This policy shift calls into question the 
validity of thousands of issued patents and threatens 
to stifle innovation in emerging technologies that 
drive today’s information-based economy.  Moreover, 
mounting uncertainty over how the PTO and courts 
will apply the “machine-or-transformation” test 
threatens innovation in established fields that are 
central to the U.S. economy, such as computer soft-
ware and biotechnology. 


1.  Patents encourage innovation.  The intentional 
breadth of the Patent Act “embodie[s] Jefferson’s 
philosophy that ‘ingenuity should receive a liberal 
encouragement.’”  Chakrabarty, 447 U.S. at 308-09 
(quoting 5 WRITINGS OF THOMAS JEFFERSON 75-76 
(Washington ed. 1871)).  A recent study of global in-
tellectual property protections found that eight of the 
top ten most innovative countries were also among 
the top ten in strength of patent protection.  Edwin 
Lai, Intellectual Property Protection in a Globalizing 
Era: Insights from the Federal Reserve Bank of Dal-
las, ECONOMIC LETTER, Vol. 3, No. 3, at 5 (Mar. 2008).  
The study concluded that inadequate patent protec-
tion “greatly discouraged” innovation.  Id. at 4. 
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With the decision below, the Federal Circuit 


threatens to impede innovation by retreating from its 
formerly technology-neutral position that “[t]he use 
of the expansive term ‘any’ in § 101 represents Con-
gress’s intent not to place any restrictions on the 
subject matter for which a patent may be obtained 
beyond those specifically recited in § 101 and the 
other parts of Title 35.”  In re Alappat, 33 F.3d 1526, 
1542 (Fed. Cir. 1994) (en banc).  This reversal is con-
trary to “U.S. law and policy [that] have embraced 
advances without regard to their subject matter.  
That promise of protection, in turn, fuels the research 
that, at least for now, makes this nation the world’s 
innovation leader.”  App., infra, 137a (Rader, J., dis-
senting).  See also Robert Greene Sterne & Lawrence 
B. Bugaisky, The Expansion of Statutory Subject 
Matter Under the 1952 Patent Act, 37 AKRON L. REV. 
217, 225 (2004) (arguing that its lack of subject mat-
ter exclusions is the strength of the Patent Act). 


Requiring processes to be tied to a machine or 
transform articles limits the patent incentives avail-
able to breakthroughs at the forefront of technology 
in fields known (e.g., internet commerce, information 
technology, industrial engineering, bioinformatics) 
and unknown.  Frontier innovations have always 
challenged the PTO and the courts, but their value 
has long been recognized.  Innovations such as the 
telephone and telegraph were at first declared unpat-
entable by the PTO.  See Sandra Szczerbicki, The 
Shakedown on State Street, 79 OR. L. REV. 253 (2000).  
Computer software and man-made bacterium faced 
similar obstacles.  Id. at 254; see also Chakrabarty, 
447 U.S. at 306.  The Patent Act, however, was de-
signed to accommodate and encourage just such un-
anticipated inventions.  “Congress employed broad 
general language in drafting § 101 precisely because 
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such inventions are often unforeseeable.”  Chakra-
barty, 447 U.S. at 316.  Indeed, “[a] rule that unan-
ticipated inventions are without protection would 
conflict with the core concept of the patent law that 
anticipation undermines patentability.”  Id. 


2.  The Federal Circuit decision is particularly 
harmful to innovations of the knowledge economy, 
which have been dominant contributors to economic 
growth.  The “machine-or-transformation” test “ex-
cludes many of the kinds of inventions that apply 
today’s electronic and photonic technologies, as well 
as other processes that handle data and information 
in novel ways.  Such processes have long been patent 
eligible, and contribute to the vigor and variety of 
today’s Information Age.”  App., infra, 60a (Newman, 
J., dissenting).  Innovation in the knowledge economy 
thrives beyond the traditional scientific and engi-
neering fields and includes new and useful business-
related processes, which may or may not be imple-
mented on a machine. 


Some have estimated that denying patent protec-
tion to the innovations of the knowledge economy 
would exclude as much as seventy percent of the U.S. 
economy from patent protection.  Jeffrey R. Kuester 
& Lawrence E. Thompson, Risks Associated with Re-
stricting Business Method and E-Commerce Patents, 
17 GA. ST. U. L. REV. 657, 683 (2001).  Businesses 
related to the management of companies and enter-
prises contributed $271.3 billion to the U.S. gross 
domestic product in 2007, while the information 
technology industry contributed $586.3 billion.  SOO 
JEONG KIM ET AL., U.S. DEP’T OF COM., ANNUAL 
INDUSTRY ACCOUNTS: SURVEY OF CURRENT BUSINESS 
32 (Dec. 2008).  Internet-based commerce reached  
$1 trillion in 2002 and was expected to increase to 







28 
nearly $6 trillion in 2006.  JOHN GANTZ, ENABLING 
TOMORROW’S INNOVATION: AN IDC WHITE PAPER AND 
BSA CEO OPINION POLL ii. (Oct. 2003).  Innovations in 
these fields involve organizations, human beings, and 
the flow of information.  The “machine-or-transfor-
mation” test lacks the flexibility to adapt to these de-
velopments and provide the encouragement intended 
by the patent laws. 


The Federal Circuit’s decision denies patent eligi-
bility to the very industries that are leading today’s 
economic growth.  At a time of a “widespread decel-
eration” in durable-goods manufacturing, the infor-
mation technology and communications industries 
grew by 13%.  KIM ET AL., supra, at 21, 23.  Indeed, in 
2007, overall GDP growth was led by industries 
including professional and business services and in-
formation technology.  Id. at 23.  Restricting § 101 to 
exclude patent eligibility in these fields runs counter 
to this Court’s direction that “[t]he subject-matter 
provisions of the patent law have been cast in broad 
terms to fulfill the constitutional and statutory goal 
of promoting ‘the Progress of Science and the useful 
Arts’ with all that means for the social and economic 
benefits envisioned by Jefferson.”  Chakrabarty, 447 
U.S. at 315. 


3.  The decision below ushers in a new, restrictive 
view of § 101, introducing uncertainties that “not 
only diminish the incentives available to new enter-
prise, but disrupt the settled expectations of those 
who relied on the law as it existed.”  App., infra, 61a 
(Newman, J., dissenting).  Furthermore, “[a]dherence 
to settled law, resulting in settled expectations, is of 
particular importance ‘in cases involving property . . . 
rights, where reliance interests are involved.’”  Id. at 
95a (Newman, J., dissenting) (quoting Payne v. Ten-
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nessee, 501 U.S. 808, 828 (1991)).  Congressional ac-
tion is required to change such well-settled rules be-
cause “[f]undamental alterations in these rules risk 
destroying the legitimate expectations of inventors in 
their property.”  Festo Corp. v. Shoketsu Kinzoku Ko-
gyo Kabushiki Co., Ltd., 535 U.S. 722, 739 (2002). 


The Federal Circuit’s adoption of the “machine-or-
transformation” test calls into question countless 
process patents issued before the PTO and Federal 
Circuit began applying this more restrictive test.  
This Court has more than once admonished that 
“courts must be cautious before adopting changes 
that disrupt the settled expectations of the inventing 
community.”  Id. at 739 (citing Warner-Jenkinson Co. 
v. Hilton Davis Chem. Co., 520 U.S. 17, 28 (1997)).  


Like the doctrine of equivalents issue in Festo, the 
patentability of processes that apply a fundamental 
principle to produce a useful result was settled.  
Business methods were patentable before State Street 
Bank, and they remain patentable in accordance with 
Congress’s intent, as evidenced by 35 U.S.C. § 273.  
See State Street Bank, 149 F.3d at 1375 (stating that 
a “business method exception has never been invoked 
by this court, or the CCPA, to deem an invention un-
patentable”).  Tens of thousands of patents have is-
sued for business methods, software and information 
processes, and biotechnology methods.  Just as this 
Court warned in Festo, “[t]o change so substantially 
the rules of the game now could very well subvert the 
various balances the PTO sought to strike when is-
suing the numerous patents which have not yet ex-
pired and which would be affected by our decision.”  
535 U.S. at 739 (quoting Warner-Jenkinson, 520 U.S. 
at 32 n.6).  By requiring that process patents produce 
some physical transformation or be tied to a machine, 
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the Federal Circuit has ventured into territory re-
served for the legislature and disrupted the settled 
expectations of patent owners and inventors alike. 


4.  While directed to a “business method,” the Fed-
eral Circuit’s decision threatens many of the nation’s 
fundamental industries, including software and bio-
technology.2  The software industry is fundamental to 
the U.S. economy, representing billions of dollars and 
millions of jobs.  A recent report by the Software and 
Information Industry Association revealed that the 
software and information industry generated $564 
billion in 2005, outpacing traditional brick and  
mortar industries such as food manufacturing and 
computer and electronic products manufacturing.  
SOFTWARE & INFO. INDUS. ASS’N, SOFTWARE AND 
INFORMATION: DRIVING THE GLOBAL KNOWLEDGE 
ECONOMY 7-8 (2008). 


As the software industry has grown, tens of thou-
sands of software patents have issued and are cur-
rently in force.  Indeed, the software industry report 
noted that “[t]he U.S. software and information 
industries depend on a meaningful international 
framework to protect the industries’ intellectual 
property . . . .”  Id. at 11.  The Bilski decision casts 
doubt on these protections.  Software patents that 
were examined and issued under a different standard 
for eligibility under § 101 are left vulnerable to 
attack.  In a recent survey, software industry execu-


                                                 
2 The importance of the question presented and its broad 


application beyond business methods is further evidenced by the 
extensive participation in the Federal Circuit by amicus curiae 
from diverse industries including financial services, manage-
ment consulting, computer software, biotechnology, insurance, 
and tax accounting. 
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tives cautioned that adequate intellectual property 
protection is one of the top challenges to technology-
based innovation.  GANTZ, supra, at 12 (warning that 
“[i]f commercial software companies can’t protect 
their work, investors won’t invest, innovators won’t 
invent and the IT sector won’t be able to achieve its 
full economic potential.”). 


The Bilski decision also creates uncertainty for the 
biotechnology and pharmaceutical industries, which 
rely on patent protection to recoup hundreds of mil-
lions of dollars spent on research and development.  
The Federal Circuit has already relied on Bilski to 
invalidate claims in an issued patent for an immu-
nization method.  Classen Immunotherapies, Inc. v. 
Biogen IDEC, 2008 WL 5273107 (Fed. Cir. Dec. 19, 
2008).  Similarly, the PTO Board of Appeals has re-
jected an application for a diagnostic method involv-
ing an individual cornea of an eye.  Ex parte Roberts, 
2008 WL 2754746 (B.P.A.I. July 15, 2008).  The un-
certainties caused by the “machine-or-transformation” 
test are the “enemy of innovation.”  App., infra, 61a 
(Newman, J., dissenting). 


5.  The urgency of the issues involved in this case is 
underscored by the PTO’s continuing struggle to ap-
ply the “machine-or-transformation” test.  The PTO, 
in the Board’s opinion and its Federal Circuit brief, 
acknowledged that it is struggling with the influx of 
patent applications for processes.  App., infra, 151a; 
Br. for Appellee (June 13, 2007), at 4.  It further 
recognized the importance of the issue and the need  
for guidance.  App., infra, 151a, 154a; Br. for Appel-
lee (June 13, 2007), at 4.  The Federal Circuit ma-
jority opinion, however, and its adoption of the 
“machine-or-transformation” test, has not provided 
the needed guidance on this important issue. 
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Despite the Federal Circuit’s holding that the “ma-


chine-or-transformation” test is the applicable test to 
determine whether a claim is drawn to a patent-
eligible process under § 101, the PTO Board of 
Appeals has applied the test to non-method claims in 
several cases.  See, e.g., Ex parte Godwin, 2008 WL 
4898213 (B.P.A.I. Nov. 13, 2008) (rejecting claims 
directed to a “portal server system” and a “portal 
server”); Ex parte Noguchi, 2008 WL 4968270 
(B.P.A.I. Nov. 20, 2008) (rejecting claims to a 
“program for causing a computer connected to an 
external network to perform the functions of . . .”).  
The Board of Appeals has also interpreted Bilski as 
requiring that a process that transforms data must 
also be tied to a machine to establish patent 
eligibility, essentially applying a machine-and-
transformation test.  See, e.g., Ex parte Godwin 
(“[T]he purported transformation of data, without a 
machine, is insufficient to establish patent-eligibility 
under § 101.”); Ex parte Noguchi (“To the extent that 
Appellants’ claims may transform data, we note that 
transformation of data, without a machine, is 
insufficient to establish patent-eligibility under § 101.”)  


In its attempt to find a “definitive” test for process 
patent eligibility, the Federal Circuit has disrupted 
settled expectations and called into question the va-
lidity of thousands of issued patents in industries 
central to the nation’s economy.  The issue in this 
case, i.e., the proper scope of patentable subject mat-
ter under § 101, is not only important to the nation’s 
economy, it is “one of the broadest, most sweeping 
issues in patent law.”  In re Comiskey, __F.3d__, 2009 
WL68845 at *16 n.2 (Fed. Cir. Jan. 13, 2009)  
(en banc) (order granting limited reh’g) (Moore, J., 
dissenting).  The gravity of this issue warrants 
review by this Court. 
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IV. THIS CASE IS A GOOD VEHICLE FOR RE-


SOLVING THE QUESTIONS PRESENTED 


In the nearly thirty years since the Court last con-
sidered what can be patented under § 101, the U.S. 
economy has evolved from one tied to manufacturing 
to one based on information.  Rather than allowing 
the flexible Diehr test to adapt to innovations of to-
day’s knowledge economy, the Bilski majority an-
chored patentable processes with its rigid “machine-
or-transformation” test.  As Circuit Judge Rader la-
mented, “as innovators seek the path to the next 
techno-revolution, [the Federal Circuit] ties our pat-
ent system to dicta from an industrial age decades 
removed from the bleeding edge.”  App., infra, 134a 
(Rader, J., dissenting).  To restore the broad flexibil-
ity of § 101, this Court’s review is needed. 


This case presents the opportunity for the Court to 
address process claims under § 101, which it ap-
peared ready to do when it granted, then dismissed, 
certiorari in Lab. Corp. of Am. Holdings v. Metabolite 
Labs., Inc., 548 U.S. 124 (2006).  Bilski now provides 
a good vehicle for such review.  Unlike Lab. Corp., 
the issue of patentable processes under § 101 was 
properly raised and thoroughly analyzed in both the 
PTO and the Federal Circuit. 


The PTO has acknowledged that this is a good case 
for review.  When the Bilski applicants appealed the 
patent examiner’s rejections under § 101 to the PTO 
Board of Appeals, a three-judge panel of the Board 
heard oral arguments.  Rather than decide the case 
based on that hearing, the Board held a second 
hearing before an expanded five-judge panel.  App., 
infra, 146a & n.2.  In its 70-page opinion, the 
enlarged panel explained that “[t]he question of 
whether this type of non-machine-implemented sub-
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ject matter is patentable is a common and important 
one to the [PTO], as the bounds of patentable subject 
matter are increasingly being tested.”  Id. at 151a.  In 
its brief to the Federal Circuit, the PTO welcomed the 
opportunity to resolve the “important question” pre-
sented and acknowledged that “the PTO has strug-
gled to offer its examiners clear guidance on this is-
sue.”  Br. for Appellee (June 13, 2007), at 4. 


The Federal Circuit likewise chose this case as the 
vehicle to decide the important question of patent eli-
gibility for processes and to overrule its prior deci-
sions in State Street Bank and AT&T.  The court rec-
ognized the broad applicability of the questions 
presented when it stayed other pending § 101 cases 
while deciding Bilski.  See In re Comiskey, ___ F.3d 
___, 2009 WL 68845 (Fed. Cir. Jan. 13, 2009) (staying 
consideration of petition for rehearing in case in-
volving business method claims); Prometheus Labs., 
Inc. v. May Collaborative Srvs., No. 2008-1403 (Fed. 
Cir. July 29, 2008) (staying briefing in case involving 
diagnostic method claims).  When the court finally 
decided In re Comiskey, ___ F.3d ___, 2009 WL 68845 
(Fed. Cir. Jan. 13, 2009), the decision modified an 
earlier decision, 499 F.3d 1365 (Fed. Cir. 2007), 
which had been vacated by the en banc court and re-
turned to the panel for correction.  Although the need 
for correction alone might suggest some confusion at 
the Federal Circuit, the court ended up issuing four 
separate concurring and dissenting opinions from the 
denial of a more broad rehearing en banc.  In dissent, 
Circuit Judge Newman objected that, even after Bil-
ski, “[t]he court continues to present a broad and ill-
defined exclusion of ‘business methods’ from access to 
the patent system, an exclusion that is poorly adapted 
to today’s new and creative modalities of data 
handling and knowledge utilization.”  2009 WL 68845 
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at *21.  Simply put, the Federal Circuit’s Bilski 
decision has not laid to rest the issues concerning 
patenting of business methods. 


Because the Federal Circuit has exclusive jurisdic-
tion over patent cases, there can be no split in the 
circuits on this issue.  The several opinions below, 
however, have comprehensively explored the issues 
and the competing policies, so there is no need to wait 
for further development of the law.  Rather, the 
sharply-divided opinions of the Federal Circuit show 
that what is needed now is guidance from this Court.  
Indeed, the en banc court essentially invited Supreme 
Court review of the “machine-or-transformation” test, 
acknowledging that the Court “may ultimately decide 
to alter or perhaps even set aside this test to 
accommodate emerging technologies.”  App., infra, 17a. 


Moreover, there is unlikely to be a better case pre-
sented any time soon.  As the PTO Board noted in 
this case, “[o]nly a very small fraction of the cases ex-
amined by the Examining Corps are ever appealed to 
the [PTO Board], and only a very small fraction of the 
rejections affirmed by the Board will ever be ap-
pealed to the Federal Circuit.”  App., infra, 153a; see 
also Ex parte Lundgren, 76 U.S.P.Q.2d 1385, 1389 
(B.P.A.I. 2005) (Smith, J., dissenting) (“Unfortu-
nately, the federal judiciary cannot get jurisdiction of 
this issue [i.e., patent eligibility for business meth-
ods] unless someone takes the issue to it.”).  The 
Court should take this opportunity to restore the law 
for patent eligibility of processes under 35 U.S.C. § 101. 
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CONCLUSION 


For these reasons, the petition for a writ of certio-
rari should be granted. 
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APPENDIX A 


UNITED STATES COURT OF APPEALS FOR THE 
FEDERAL CIRCUIT 


———— 


No. 2007-1130 
(Serial No. 08/833,892) 


———— 


IN RE BERNARD L. BILSKI AND RAND A. WARSAW. 


Appeal from the United States Patent and 
Trademark Office, Board of Patent Appeals  


and Interferences. 


———— 


Oct. 30, 2008. 


———— 


Before MICHEL, Chief Judge, NEWMAN, MAYER, 
LOURIE, RADER, SCHALL, BRYSON, GAJARSA, 
LINN, DYK, PROST, and MOORE, Circuit Judges. 


Opinion for the court filed by Chief Judge 
MICHEL, in which Circuit Judges LOURIE, SCHALL, 
BRYSON, GAJARSA, LINN, DYK, PROST, and 
MOORE join. Concurring opinion filed by Circuit 
Judge DYK, in which Circuit Judge LINN joins. 
Dissenting opinion filed by Circuit Judge NEWMAN. 
Dissenting opinion filed by Circuit Judge MAYER. 
Dissenting opinion filed by Circuit Judge RADER. 


MICHEL, Chief Judge. 


Bernard L. Bilski and Rand A. Warsaw (collec-
tively, “Applicants”) appeal from the final decision of 
the Board of Patent Appeals and Interferences 
(“Board”) sustaining the rejection of all eleven claims 
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of their U.S. Patent Application Serial No. 08/833,892 
(“ ’892 application”). See Ex parte Bilski, No.2002-
2257, 2006 WL 5738364 (B.P.A.I. Sept. 26, 2006) 
(“Board Decision”). Specifically, Applicants argue 
that the examiner erroneously rejected the claims as 
not directed to patent-eligible subject matter under 
35 U.S.C. § 101, and that the Board erred in uphold-
ing that rejection. The appeal was originally argued 
before a panel of the court on October 1, 2007. Prior 
to disposition by the panel, however, we sua sponte 
ordered en banc review. Oral argument before the en 
banc court was held on May 8, 2008. We affirm the 
decision of the Board because we conclude that Appli-
cants’ claims are not directed to patent-eligible sub-
ject matter, and in doing so, we clarify the standards 
applicable in determining whether a claimed method 
constitutes a statutory “process” under § 101. 


I. 


Applicants filed their patent application on April 
10, 1997. The application contains eleven claims, 
which Applicants argue together here. Claim 1 reads: 


A method for managing the consumption risk 
costs of a commodity sold by a commodity pro-
vider at a fixed price comprising the steps of: 


(a) initiating a series of transactions between 
said commodity provider and consumers of 
said commodity wherein said consumers pur-
chase said commodity at a fixed rate based 
upon historical averages, said fixed rate corre-
sponding to a risk position of said consumer; 


(b) identifying market participants for said 
commodity having a counter-risk position to 
said consumers; and 
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(c) initiating a series of transactions between 
said commodity provider and said market par-
ticipants at a second fixed rate such that said 
series of market participant transactions bal-
ances the risk position of said series of con-
sumer transactions 


’892 application cl.1. In essence, the claim is for a 
method of hedging risk in the field of commodities 
trading. For example, coal power plants (i.e., the 
“consumers”) purchase coal to produce electricity and 
are averse to the risk of a spike in demand for coal 
since such a spike would increase the price and their 
costs. Conversely, coal mining companies (i.e., the 
“market participants”) are averse to the risk of a 
sudden drop in demand for coal since such a drop 
would reduce their sales and depress prices. The 
claimed method envisions an intermediary, the 
“commodity provider,” that sells coal to the power 
plants at a fixed price, thus isolating the power 
plants from the possibility of a spike in demand in-
creasing the price of coal above the fixed price. The 
same provider buys coal from mining companies at a 
second fixed price, thereby isolating the mining com-
panies from the possibility that a drop in demand 
would lower prices below that fixed price. And the 
provider has thus hedged its risk; if demand and 
prices skyrocket, it has sold coal at a disadvanta-
geous price but has bought coal at an advantageous 
price, and vice versa if demand and prices fall. Im-
portantly, however, the claim is not limited to trans-
actions involving actual commodities, and the appli-
cation discloses that the recited transactions may 
simply involve options, i.e., rights to purchase or sell 
the commodity at a particular price within a par-
ticular timeframe. See J.A. at 86-87. 
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The examiner ultimately rejected claims 1-11 under 


35 U.S.C. § 101, stating: “[r]egarding ... claims 1-11, 
the invention is not implemented on a specific appa-
ratus and merely manipulates [an] abstract idea and 
solves a purely mathematical problem without any 
limitation to a practical application, therefore, the 
invention is not directed to the technological arts.” 
See Board Decision, slip op. at 3. The examiner noted 
that Applicants had admitted their claims are not 
limited to operation on a computer, and he concluded 
that they were not limited by any specific apparatus. 
See id. at 4. 


On appeal, the Board held that the examiner erred 
to the extent he relied on a “technological arts” test 
because the case law does not support such a test.  
Id. at 41-42. Further, the Board held that the re-
quirement of a specific apparatus was also erroneous 
because a claim that does not recite a specific appara-
tus may still be directed to patent-eligible subject 
matter “if there is a transformation of physical sub-
ject matter from one state to another.” Id. at 42. 
Elaborating further, the Board stated: “‘mixing’ two 
elements or compounds to produce a chemical sub-
stance or mixture is clearly a statutory transforma-
tion although no apparatus is claimed to perform the 
step and although the step could be performed 
manually.” Id. But the Board concluded that Appli-
cants’ claims do not involve any patent-eligible trans-
formation, holding that transformation of “non-physi-
cal financial risks and legal liabilities of the 
commodity provider, the consumer, and the market 
participants” is not patent-eligible subject matter. Id. 
at 43. The Board also held that Applicants’ claims 
“preempt[ ] any and every possible way of performing 
the steps of the [claimed process], by human or by 
any kind of machine or by any combination thereof,” 
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and thus concluded that they only claim an abstract 
idea ineligible for patent protection. Id. at 46-47. Fi-
nally, the Board held that Applicants’ process as 
claimed did not produce a “useful, concrete and tan-
gible result,” and for this reason as well was not 
drawn to patent-eligible subject matter. Id. at 49-50. 


Applicants timely appealed to this court under 35 
U.S.C. § 141. We have jurisdiction under 28 U.S.C.  
§ 1295(a)(4)(A). 


II. 


Whether a claim is drawn to patent-eligible subject 
matter under § 101 is a threshold inquiry, and any 
claim of an application failing the requirements of  
§ 101 must be rejected even if it meets all of the other 
legal requirements of patentability. In re Comiskey, 
499 F.3d 1365, 1371 (Fed.Cir.2007)1 (quoting Parker 
v. Flook, 437 U.S. 584, 593, 98 S.Ct. 2522, 57 L.Ed.2d 
451 (1978)); In re Bergy, 596 F.2d 952, 960 (CCPA 
1979), vacated as moot sub nom. Diamond v. 
Chakrabarty, 444 U.S. 1028, 100 S.Ct. 696, 62 
L.Ed.2d 664 (1980). Whether a claim is drawn to pat-
ent-eligible subject matter under § 101 is an issue of 
law that we review de novo. Comiskey, 499 F.3d at 


                                                 
1 Although our decision in Comiskey may be misread by some 


as requiring in every case that the examiner conduct a § 101 
analysis before assessing any other issue of patentability, we did 
not so hold. As with any other patentability requirement, an 
examiner may reject a claim solely on the basis of § 101. Or, if 
the examiner deems it appropriate, she may reject the claim on 
any other ground(s) without addressing § 101. But given that  
§ 101 is a threshold requirement, claims that are clearly drawn 
to unpatentable subject matter should be identified and rejected 
on that basis. Thus, an examiner should generally first satisfy 
herself that the application’s claims are drawn to patent-eligible 
subject matter. 
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1373; AT&T Corp. v. Excel Commc’ns, Inc., 172 F.3d 
1352, 1355 (Fed.Cir.1999). Although claim construc-
tion, which we also review de novo, is an important 
first step in a § 101 analysis, see State St. Bank & 
Trust Co. v. Signature Fin. Group, 149 F.3d 1368, 
1370 (Fed.Cir.1998) (noting that whether a claim is 
invalid under § 101 “is a matter of both claim 
construction and statutory construction”), there is no 
claim construction dispute in this appeal. We review 
issues of statutory interpretation such as this one de 
novo as well. Id. 


A. 


As this appeal turns on whether Applicants’ inven-
tion as claimed meets the requirements set forth in  
§ 101, we begin with the words of the statute: 


Whoever invents or discovers any new and useful 
process, machine, manufacture, or composition of 
matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to 
the conditions and requirements of this title. 


35 U.S.C. § 101. The statute thus recites four catego-
ries of patent-eligible subject matter: processes, ma-
chines, manufactures, and compositions of matter. It 
is undisputed that Applicants’ claims are not directed 
to a machine, manufacture, or composition of matter.2 
Thus, the issue before us involves what the term 
“process” in § 101 means, and how to determine 


                                                 
2 As a result, we decline to discuss In re Nuijten because that 


decision primarily concerned whether a claim to an electronic 
signal was drawn to a patent-eligible manufacture. 500 F.3d 
1346, 1356-57 (Fed.Cir.2007). We note that the PTO did not 
dispute that the process claims in Nuijten were drawn to 
patent-eligible subject matter under § 101 and allowed those 
claims. 
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whether a given claim—and Applicants’ claim 1 in 
particular—is a “new and useful process.”3  


As several amici have argued, the term “process” is 
ordinarily broad in meaning, at least in general lay 
usage. In 1952, at the time Congress amended § 101 
to include “process,”4 the ordinary meaning of the 
term was: “[a] procedure ... [a] series of actions, mo-
tions, or operations definitely conducing to an end, 
whether voluntary or involuntary.” WEBSTER’S  
NEW INTERNATIONAL DICTIONARY OF THE ENGLISH 
LANGUAGE 1972 (2d ed.1952). There can be no dis-
pute that Applicants’ claim would meet this defini-
tion of “process.” But the Supreme Court has held 
that the meaning of “process” as used in § 101 is nar-
rower than its ordinary meaning. See Flook, 437 U.S. 
at 588-89, 98 S.Ct. 2522 (“The holding [in Benson] 
forecloses a purely literal reading of § 101.”). Specifi-
cally, the Court has held that a claim is not a patent-
eligible “process” if it claims “laws of nature, natural 
phenomena, [or] abstract ideas.” Diamond v. Diehr, 
450 U.S. 175, 185, 101 S.Ct. 1048, 67 L.Ed.2d 155 


                                                 
3 Congress provided a definition of “process” in 35 U.S.C.  


§ 100(b): “The term ‘process’ means process, art or method, and 
includes a new use of a known process, machine, manufacture, 
composition of matter, or material.” However, this provision is 
unhelpful given that the definition itself uses the term “pro-
cess.” 


4 The Patent Act of 1793 originally used the term “art” rather 
than “process,” which remained unchanged until Congress 
enacted the current version of § 101 in 1952. But the Supreme 
Court has held that this change did not alter the scope of patent 
eligibility over processes because “[i]n the language of the 
patent law, [a process] is an art.” Diamond v. Diehr, 450 U.S. 
175, 182-84, 101 S.Ct. 1048, 67 L.Ed.2d 155 (1981) (quoting 
Cochrane v. Deener, 94 U.S. 780, 787-88, 24 L.Ed. 139 (1877)); 
see also Comiskey, 499 F.3d at 1375. 
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(1981) (citing Flook, 437 U.S. at 589, 98 S.Ct. 2522, 
and Gottschalk v. Benson, 409 U.S. 63, 67, 93 S.Ct. 
253, 34 L.Ed.2d 273 (1972)). Such fundamental 
principles5 are “part of the storehouse of knowledge of 
all men ... free to all men and reserved exclusively to 
none.” Funk Bros. Seed Co. v. Kalo Inoculant Co., 333 
U.S. 127, 130, 68 S.Ct. 440, 92 L.Ed. 588 (1948); see 
also Le Roy v. Tatham, 55 U.S. (14 How.) 156, 175, 14 
L.Ed. 367 (1852) (“A principle, in the abstract, is a 
fundamental truth; an original cause; a motive; these 
cannot be patented, as no one can claim in either of 
them an exclusive right.”). “Phenomena of nature, 
though just discovered, mental processes, and ab-
stract intellectual concepts are not patentable, as 
they are the basic tools of scientific and technological 
work.” Benson, 409 U.S. at 67, 93 S.Ct. 253; see also 
Comiskey, 499 F.3d at 1378-79 (holding that “mental 
processes,” “processes of human thinking,” and “sys-
tems that depend for their operation on human intel-
ligence alone” are not patent-eligible subject matter 
under Benson ). 


The true issue before us then is whether Applicants 
are seeking to claim a fundamental principle (such  
as an abstract idea) or a mental process. And the un-
derlying legal question thus presented is what test or 
set of criteria governs the determination by the Pat-
ent and Trademark Office (“PTO”) or courts as to 
whether a claim to a process is patentable under  
§ 101 or, conversely, is drawn to unpatentable sub- 
ject matter because it claims only a fundamental 
principle. 


                                                 
5 As used in this opinion, “fundamental principles” means 


“laws of nature, natural phenomena, and abstract ideas.” 
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The Supreme Court last addressed this issue in 


1981 in Diehr, which concerned a patent application 
seeking to claim a process for producing cured syn-
thetic rubber products. 450 U.S. at 177-79, 101 S.Ct. 
1048. The claimed process took temperature readings 
during cure and used a mathematical algorithm, the 
Arrhenius equation, to calculate the time when cur-
ing would be complete. Id. Noting that a mathemati-
cal algorithm alone is unpatentable because mathe-
matical relationships are akin to a law of nature, the 
Court nevertheless held that the claimed process was 
patent-eligible subject matter, stating: 


[The inventors] do not seek to patent a mathe-
matical formula. Instead, they seek patent pro-
tection for a process of curing synthetic rubber. 
Their process admittedly employs a well-known 
mathematical equation, but they do not seek to 
pre-empt the use of that equation. Rather, they 
seek only to foreclose from others the use of that 
equation in conjunction with all of the other 
steps in their claimed process. 


Id. at 187, 101 S.Ct. 1048 (emphasis added).6 The 
Court declared that while a claim drawn to a funda-
mental principle is unpatentable, “an application of a 
law of nature or mathematical formula to a known 
structure or process may well be deserving of patent 
protection.” Id. (emphasis in original); see also 
Mackay Radio & Tel. Co. v. Radio Corp. of Am., 306 
U.S. 86, 94, 59 S.Ct. 427, 83 L.Ed. 506 (1939) (“While 
                                                 


6 Mathematical algorithms have, in other cases, been 
identified instead as abstract ideas rather than laws of nature. 
See, e.g., State St., 149 F.3d at 1373. Whether either or both 
views are correct is immaterial since both laws of nature and 
abstract ideas are unpatentable under § 101. Diehr, 450 U.S. at 
185, 101 S.Ct. 1048. 
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a scientific truth, or the mathematical expression of 
it, is not a patentable invention, a novel and useful 
structure created with the aid of knowledge of scien-
tific truth may be.”). 


The Court in Diehr thus drew a distinction be-
tween those claims that “seek to pre-empt the use of” 
a fundamental principle, on the one hand, and claims 
that seek only to foreclose others from using a par-
ticular “application” of that fundamental principle, on 
the other. 450 U.S. at 187, 101 S.Ct. 1048. Patents, 
by definition, grant the power to exclude others from 
practicing that which the patent claims. Diehr can be 
understood to suggest that whether a claim is drawn 
only to a fundamental principle is essentially an in-
quiry into the scope of that exclusion; i.e., whether 
the effect of allowing the claim would be to allow the 
patentee to pre-empt substantially all uses of that 
fundamental principle. If so, the claim is not drawn 
to patent-eligible subject matter. 


In Diehr, the Court held that the claims at issue 
did not pre-empt all uses of the Arrhenius equation 
but rather claimed only “a process for curing rubber 
... which incorporates in it a more efficient solution of 
the equation.” 450 U.S. at 188, 101 S.Ct. 1048. The 
process as claimed included several specific steps to 
control the curing of rubber more precisely: “These 
include installing rubber in a press, closing the mold, 
constantly determining the temperature of the mold, 
constantly recalculating the appropriate cure time 
through the use of the formula and a digital com-
puter, and automatically opening the press at the 
proper time.” Id. at 187, 101 S.Ct. 1048. Thus, one 
would still be able to use the Arrhenius equation in 
any process not involving curing rubber, and more 
importantly, even in any process to cure rubber that 
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did not include performing “all of the other steps in 
their claimed process.” See id.; see also Tilghman v. 
Proctor, 102 U.S. 707, 729, 26 L.Ed. 279 (1880) (hold-
ing patentable a process of breaking down fat mole-
cules into fatty acids and glycerine in water specifi-
cally requiring both high heat and high pressure 
since other processes, known or as yet unknown,  
using the reaction of water and fat molecules were 
not claimed). 


In contrast to Diehr, the earlier Benson case pre-
sented the Court with claims drawn to a process of 
converting data in binary-coded decimal (“BCD”) 
format to pure binary format via an algorithm pro-
grammed onto a digital computer. Benson, 409 U.S. 
at 65, 93 S.Ct. 253. The Court held the claims to be 
drawn to unpatentable subject matter: 


It is conceded that one may not patent an idea. 
But in practical effect that would be the result if 
the formula for converting BCD numerals to pure 
binary numerals were patented in this case. The 
mathematical formula involved here has no sub-
stantial practical application except in connec-
tion with a digital computer, which means that if 
the judgment below is affirmed, the patent would 
wholly pre-empt the mathematical formula and 
in practical effect would be a patent on the algo-
rithm itself. 


Id. at 71-72, 93 S.Ct. 253 (emphasis added). Because 
the algorithm had no uses other than those that 
would be covered by the claims (i.e., any conversion of 
BCD to pure binary on a digital computer), the claims 
pre-empted all uses of the algorithm and thus they 
were effectively drawn to the algorithm itself. See 
also O’Reilly v. Morse, 56 U.S. (15 How.) 62, 113, 14 
L.Ed. 601 (1853) (holding ineligible a claim pre-
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empting all uses of electromagnetism to print charac-
ters at a distance). 


The question before us then is whether Applicants’ 
claim recites a fundamental principle and, if so, 
whether it would pre-empt substantially all uses of 
that fundamental principle if allowed. Unfortunately, 
this inquiry is hardly straightforward. How does one 
determine whether a given claim would pre-empt all 
uses of a fundamental principle? Analogizing to the 
facts of Diehr or Benson is of limited usefulness be-
cause the more challenging process claims of the 
twenty-first century are seldom so clearly limited in 
scope as the highly specific, plainly corporeal indus-
trial manufacturing process of Diehr; nor are they 
typically as broadly claimed or purely abstract and 
mathematical as the algorithm of Benson. 


The Supreme Court, however, has enunciated a de-
finitive test to determine whether a process claim is 
tailored narrowly enough to encompass only a par-
ticular application of a fundamental principle rather 
than to pre-empt the principle itself. A claimed proc-
ess is surely patent-eligible under § 101 if: (1) it is 
tied to a particular machine or apparatus, or (2) it 
transforms a particular article into a different state 
or thing. See Benson, 409 U.S. at 70, 93 S.Ct. 253 
(“Transformation and reduction of an article ‘to a dif-
ferent state or thing’ is the clue to the patentability of 
a process claim that does not include particular ma-
chines.”); Diehr, 450 U.S. at 192, 101 S.Ct. 1048 
(holding that use of mathematical formula in process 
“transforming or reducing an article to a different 
state or thing” constitutes patent-eligible subject 
matter); see also Flook, 437 U.S. at 589 n. 9, 98 S.Ct. 
2522 (“An argument can be made [that the Supreme] 
Court has only recognized a process as within the 
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statutory definition when it either was tied to a par-
ticular apparatus or operated to change materials to 
a ‘different state or thing’”); Cochrane v. Deener, 94 
U.S. 780, 788, 24 L.Ed. 139 (1876) (“A process is ... an 
act, or a series of acts, performed upon the subject-
matter to be transformed and reduced to a different 
state or thing.”).7 A claimed process involving a 
fundamental principle that uses a particular machine 
or apparatus would not pre-empt uses of the principle 
that do not also use the specified machine or appara-
tus in the manner claimed. And a claimed process 
that transforms a particular article to a specified dif-
ferent state or thing by applying a fundamental prin-
ciple would not pre-empt the use of the principle to 
transform any other article, to transform the same 
article but in a manner not covered by the claim, or to 
do anything other than transform the specified 
article. 


The process claimed in Diehr, for example, clearly 
met both criteria. The process operated on a comput-
erized rubber curing apparatus and transformed raw, 
uncured rubber into molded, cured rubber products. 
Diehr, 450 U.S. at 184, 187, 101 S.Ct. 1048. The 
claim at issue in Flook, in contrast, was directed to 
using a particular mathematical formula to calculate 
an “alarm limit”—a value that would indicate an ab-
normal condition during an unspecified chemical re-
action. 437 U.S. at 586, 98 S.Ct. 2522. The Court re-
jected the claim as drawn to the formula itself 
because the claim did not include any limitations 


                                                 
7 While the Court did not give explicit definitions of terms 


such as “tied to,” “transforms,” or “article,” a careful analysis of 
its opinions and the subsequent jurisprudence of this court 
applying those decisions, discussed infra, informs our under-
standing of the Court’s machine-or-transformation test. 
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specifying “how to select the appropriate margin of 
safety, the weighting factor, or any of the other vari-
ables ... the chemical processes at work, the [mecha-
nism for] monitoring of process variables, or the 
means of setting off an alarm or adjusting an alarm 
system.” See id. at 586, 595, 98 S.Ct. 2522. The claim 
thus was not limited to any particular chemical (or 
other) transformation; nor was it tied to any specific 
machine or apparatus for any of its process steps, 
such as the selection or monitoring of variables or the 
setting off or adjusting of the alarm.8 See id. 


A canvas of earlier Supreme Court cases reveals 
that the results of those decisions were also consis-
tent with the machine-or-transformation test later 
articulated in Benson and reaffirmed in Diehr. See 
Tilghman, 102 U.S. at 729 (particular process of 
transforming fats into constituent compounds held 
patentable); Cochrane, 94 U.S. at 785-88 (process 
transforming grain meal into purified flour held pat-
entable); Morse, 56 U.S. (15 How.) at 113 (process of 
using electromagnetism to print characters at a dis-
tance that was not transformative or tied to any par-
ticular apparatus held unpatentable). Interestingly, 
Benson presents a difficult case under its own test in 
that the claimed process operated on a machine, a 
digital computer, but was still held to be ineligible 


                                                 
8 To the extent it may be argued that Flook did not explicitly 


follow the machine-or-transformation test first articulated in 
Benson, we note that the more recent decision in Diehr 
reaffirmed the machine-or-transformation test. See Diehr, 450 
U.S. at 191-92, 101 S.Ct. 1048. Moreover, the Diehr Court 
explained that Flook “presented a similar situation” to Benson 
and considered it consistent with the holdings of Diehr and 
Benson. Diehr at 186-87, 189, 191-92, 101 S.Ct. 1048. We thus 
follow the Diehr Court’s understanding of Flook. 
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subject matter.9 However, in Benson, the limitations 
tying the process to a computer were not actually 
limiting because the fundamental principle at issue, 
a particular algorithm, had no utility other than op-
erating on a digital computer. Benson, 409 U.S. at 71-
72, 93 S.Ct. 253. Thus, the claim’s tie to a digital 
computer did not reduce the pre-emptive footprint of 
the claim since all uses of the algorithm were still 
covered by the claim. 


B. 


Applicants and several amici10 have argued that 
the Supreme Court did not intend the machine-or-
transformation test to be the sole test governing  
§ 101 analyses. As already noted, however, the Court 
explicitly stated in Benson that “[t]ransformation and 
reduction of an article ‘to a different state or thing’ is 
the clue to the patentability of a process claim that 
does not include particular machines.”11 409 U.S. at 


                                                 
9 We acknowledge that the Supreme Court in Benson stated 


that the claims at issue “were not limited ... to any particular 
apparatus or machinery.” 409 U.S. at 64, 93 S.Ct. 253. However, 
the Court immediately thereafter stated: “[The claims] pur-
ported to cover any use of the claimed method in a general-
purpose digital computer of any type.” Id. And, as discussed 
herein, the Court relied for its holding on its understanding that 
the claimed process pre-empted all uses of the recited algorithm 
because its only possible use was on a digital computer. Id. at 
71-72, 93 S.Ct. 253. The Diehr Court, in discussing Benson, 
relied only on this latter understanding of the Benson claims. 
See Diehr, 450 U.S. at 185-87, 101 S.Ct. 1048. We must do the 
same. 


10 See, e.g., Br. of Amicus Curiae Am. Intellectual Prop. Law 
Ass’n at 17-21; Br. of Amicus Curiae Regulatory Datacorp, Inc. 
at 10-15. 


11 We believe that the Supreme Court spoke of the machine-
or-transformation test as the “clue” to patent-eligibility because 
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70, 93 S.Ct. 253 (emphasis added). And the Court it-
self later noted in Flook that at least so far it had 
“only recognized a process as within the statutory 
definition when it either was tied to a particular ap-
paratus or operated to change materials to a ‘differ-
ent state or thing.’” 437 U.S. at 589 n. 9, 98 S.Ct. 
2522. Finally, the Court in Diehr once again applied 
the machine-or-transformation test in its most recent 
decision regarding the patentability of processes un-
der § 101. 450 U.S. at 184, 101 S.Ct. 1048. 


We recognize, however, that the Court was initially 
equivocal in first putting forward this test in Benson. 
As the Applicants and several amici point out, the 
Court there stated: 


It is argued that a process patent must either be 
tied to a particular machine or apparatus or 
must operate to change articles or materials to a 
‘different state or thing.’ We do not hold that no 
process patent could ever qualify if it did not 
meet the requirements of our prior precedents. 


Benson, 409 U.S. at 71, 93 S.Ct. 253. In Flook, the 
Court took note that this statement had been made 
in Benson but merely stated: “As in Benson, we as-
sume that a valid process patent may issue even  
if it does not meet [the machine-or-transformation 
test].” 437 U.S. at 589 n. 9, 98 S.Ct. 2522 (emphasis 
added). And this caveat was not repeated in Diehr 


                                                 
the test is the tool used to determine whether a claim is drawn 
to a statutory “process”-the statute does not itself explicitly 
mention machine implementation or transformation. We do not 
consider the word “clue” to indicate that the machine-or-
implementation test is optional or merely advisory. Rather, the 
Court described it as the clue, not merely “a” clue. See Benson, 
409 U.S. at 70, 93 S.Ct. 253. 







17a 
when the Court reaffirmed the machine-or-
transformation test. See Diehr, 450 U.S. at 184, 101 
S.Ct. 1048 (quoting Benson, 409 U.S. at 70, 93 S.Ct. 
253) (“Transformation and reduction of an article ‘to 
a different state or thing’ is the clue to the pat-
entability of a process claim that does not include 
particular machines.”). Therefore, we believe our re-
liance on the Supreme Court’s machine-or-transfor-
mation test as the applicable test for § 101 analyses 
of process claims is sound. 


Nevertheless, we agree that future developments 
in technology and the sciences may present difficult 
challenges to the machine-or-transformation test, 
just as the widespread use of computers and the ad-
vent of the Internet has begun to challenge it in the 
past decade. Thus, we recognize that the Supreme 
Court may ultimately decide to alter or perhaps even 
set aside this test to accommodate emerging tech-
nologies. And we certainly do not rule out the possi-
bility that this court may in the future refine or aug-
ment the test or how it is applied. At present, 
however, and certainly for the present case, we see no 
need for such a departure and reaffirm that the ma-
chine-or-transformation test, properly applied, is the 
governing test for determining patent eligibility of a 
process under § 101.12  


                                                 
12 The Diehr Court stated: “[W]hen a claim containing a 


mathematical formula implements or applies that formula in a 
structure or process which, when considered as a whole, is 
performing a function which the patent laws were designed to 
protect (e.g., transforming or reducing an article to a different 
state or thing ), then the claim satisfies the requirements of  
§ 101.” 450 U.S at 192, 101 S.Ct. 1048 (emphases added). When 
read together with Benson and Flook, on which the Diehr Court 
firmly relied, we believe this statement is consistent with the 
machine-or-transformation test. But as we noted in AT & T, 
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C. 


As a corollary, the Diehr Court also held that mere 
field-of-use limitations are generally insufficient to 
render an otherwise ineligible process claim patent-
eligible. See 450 U.S. at 191-92, 101 S.Ct. 1048 (not-
ing that ineligibility under § 101 “cannot be circum-
vented by attempting to limit the use of the formula 
to a particular technological environment”). We rec-
ognize that tension may be seen between this consid-
eration and the Court’s overall goal of pre-venting  
the wholesale pre-emption of fundamental principles. 
Why not permit patentees to avoid overbroad pre-
emption by limiting claim scope to particular fields of 
use? This tension is resolved, however, by recalling 
the purpose behind the Supreme Court’s discussion of 
pre-emption, namely that pre-emption is merely an 
indication that a claim seeks to cover a fundamental 
principle itself rather than only a specific application 
of that principle. See id. at 187, 101 S.Ct. 1048; 
Benson, 409 U.S. at 71-72, 93 S.Ct. 253. Pre-emption 
of all uses of a fundamental principle in all fields and 
pre-emption of all uses of the principle in only one 
field both indicate that the claim is not limited to a 
particular application of the principle. See Diehr, 450 
U.S. at 193 n. 14, 101 S.Ct. 1048 (“A mathematical 
formula in the abstract is nonstatutory subject mat-
ter regardless of whether the patent is intended to 
cover all uses of the formula or only limited uses.”) 
(emphasis added). In contrast, a claim that is tied to 
a particular machine or brings about a particular 
transformation of a particular article does not pre-


                                                 
language such as the use of “e.g.” may indicate the Supreme 
Court’s recognition that the machine-or-transformation test 
might require modification in the future. See AT & T, 172 F.3d 
at 1358-59. 
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empt all uses of a fundamental principle in any field 
but rather is limited to a particular use, a specific 
application. Therefore, it is not drawn to the principle 
in the abstract. 


The Diehr Court also reaffirmed a second corollary 
to the machine-or-transformation test by stating that 
“insignificant postsolution activity will not transform 
an unpatentable principle into a patentable process.” 
Id. at 191-92, 101 S.Ct. 1048; see also Flook, 437 U.S. 
at 590, 98 S.Ct. 2522 (“The notion that post-solution 
activity, no matter how conventional or obvious in it-
self, can transform an unpatentable principle into a 
patentable process exalts form over substance.”). The 
Court in Flook reasoned: 


A competent draftsman could attach some form 
of post-solution activity to almost any mathe-
matical formula; the Pythagorean theorem would 
not have been patentable, or partially pat-
entable, because a patent application contained a 
final step indicating that the formula, when 
solved, could be usefully applied to existing sur-
veying techniques. 


437 U.S. at 590, 98 S.Ct. 2522.13 Therefore, even if a 
claim recites a specific machine or a particular trans-
formation of a specific article, the recited machine or 
transformation must not constitute mere “insignifi-
cant postsolution activity.”14  


                                                 
13 The example of the Pythagorean theorem applied to survey-


ing techniques could also be considered an example of a mere 
field-of-use limitation. 


14 Although the Court spoke of “postsolution” activity, we have 
recognized that the Court’s reasoning is equally applicable to 
any insignificant extra-solution activity regardless of where and 
when it appears in the claimed process. See In re Schrader, 22 
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D. 


We discern two other important aspects of the Su-
preme Court’s § 101 jurisprudence. First, the Court 
has held that whether a claimed process is novel or 
non-obvious is irrelevant to the § 101 analysis. Diehr, 
450 U.S. at 188-91, 101 S.Ct. 1048. Rather, such con-
siderations are governed by 35 U.S.C. § 102 (novelty) 
and § 103 (non-obviousness). Diehr, 450 U.S. at 188-
91, 101 S.Ct. 1048. Although § 101 refers to “new and 
useful” processes, it is overall “a general statement of 
the type of subject matter that is eligible for patent 
protection ‘subject to the conditions and requirements 
of this title.’” Diehr, 450 U.S. at 189, 101 S.Ct. 1048 
(quoting § 101). As the legislative history of § 101 
indicates, Congress did not intend the “new and use-
ful” language of § 101 to constitute an independent 
requirement of novelty or non-obviousness distinct 
from the more specific and detailed requirements of 
§§ 102 and 103, respectively. Diehr, 450 U.S. at 190-
91, 101 S.Ct. 1048.15 So here, it is irrelevant to the § 
101 analysis whether Applicants’ claimed process is 
novel or non-obvious. 


Second, the Court has made clear that it is inap-
propriate to determine the patent-eligibility of a 
claim as a whole based on whether selected limita-
                                                 
F.3d 290, 294 (Fed.Cir.1994) (holding a simple recordation step 
in the middle of the claimed process incapable of imparting 
patent-eligibility under § 101); In re Grams, 888 F.2d 835, 839-
40 (Fed.Cir.1989) (holding a pre-solution step of gathering data 
incapable of imparting patent-eligibility under § 101). 


15 By the same token, considerations of adequate written 
description, enablement, best mode, etc., are also irrelevant to 
the § 101 analysis because they, too, are governed by other 
provisions of the Patent Act. Section 101 does, however, allow 
for patents only on useful inventions. Brenner v. Manson, 383 
U.S. 519, 532-35, 86 S.Ct. 1033, 16 L.Ed.2d 69 (1966). 
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tions constitute patent-eligible subject matter. Flook, 
437 U.S. at 594, 98 S.Ct. 2522 (“Our approach to re-
spondent’s application is, however, not at all incon-
sistent with the view that a patent claim must be 
considered as a whole.”); Diehr, 450 U.S. at 188, 101 
S.Ct. 1048 (“It is inappropriate to dissect the claims 
into old and new elements and then to ignore the 
presence of the old elements in the analysis.”). After 
all, even though a fundamental principle itself is not 
patent-eligible, processes incorporating a fundamen-
tal principle may be patent-eligible. Thus, it is irrele-
vant that any individual step or limitation of such 
processes by itself would be unpatentable under  
§ 101. See In re Alappat, 33 F.3d 1526, 1543-44 
(Fed.Cir.1994) (en banc) (citing Diehr, 450 U.S. at 
187, 101 S.Ct. 1048). 


III. 


In the years following the Supreme Court’s deci-
sions in Benson, Flook, and Diehr, our predecessor 
court and this court have reviewed numerous cases 
presenting a wide variety of process claims, some in 
technology areas unimaginable when those seminal 
Supreme Court cases were heard.16 Looking to these 
precedents, we find a wealth of detailed guidance and 
helpful examples on how to determine the patent-eli-
gibility of process claims. 


A. 


Before we turn to our precedents, however, we first 
address the issue of whether several other purported 
                                                 


16 We note that the PTO, too, has been active in analyzing  
§ 101 law. See, e.g., Ex parte Lundgren, 76 U.S.P.Q.2d 1385 
(B.P.A.I.2004); Interim Guidelines for Examination of Patent 
Applications for Patent Subject Matter Eligibility, Off. Gaz. Pat. 
& Trademark Office, Nov. 22, 2005. 
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articulations of § 101 tests are valid and useful. The 
first of these is known as the Freeman-Walter-Abele 
test after the three decisions of our predecessor court 
that formulated and then refined the test: In re Free-
man, 573 F.2d 1237 (CCPA 1978); In re Walter, 618 
F.2d 758 (CCPA 1980); and In re Abele, 684 F.2d 902 
(CCPA 1982). This test, in its final form, had two 
steps: (1) determining whether the claim recites an 
“algorithm” within the meaning of Benson, then (2) 
determining whether that algorithm is “applied in 
any manner to physical elements or process steps.” 
Abele, 684 F.2d at 905-07. 


Some may question the continued viability of this 
test, arguing that it appears to conflict with the Su-
preme Court’s proscription against dissecting a claim 
and evaluating patent-eligibility on the basis of indi-
vidual limitations. See Flook, 437 U.S. at 594, 98 
S.Ct. 2522 (requiring analysis of claim as a whole in  
§ 101 analysis); see also AT & T, 172 F.3d at 1359; 
State St., 149 F.3d at 1374. In light of the present 
opinion, we conclude that the Freeman-Walter-Abele 
test is inadequate. Indeed, we have already recog-
nized that a claim failing that test may nonetheless 
be patent-eligible. See In re Grams, 888 F.2d 835, 
838-39 (Fed.Cir.1989). Rather, the machine-or-trans-
formation test is the applicable test for patent-
eligible subject matter.17 


The second articulation we now revisit is the “use-
ful, concrete, and tangible result” language associ-
ated with State Street, although first set forth in 


                                                 
17 Therefore, in Abele, Meyer, Grams, Arrhythmia Research 


Technology, Inc. v. Corazonix Corp., 958 F.2d 1053 (Fed.Cir. 
1992), and other decisions, those portions relying solely on the 
Freeman-Walter-Abele test should no longer be relied on. 
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Alappat. State St., 149 F.3d at 1373 (“Today, we hold 
that the transformation of data, representing discrete 
dollar amounts, by a machine through a series of 
mathematical calculations into a final share price, 
constitutes a [patent-eligible invention] because it 
produces ‘a useful, concrete and tangible result’....”);18 
Alappat, 33 F.3d at 1544 (“This is not a disembodied 
mathematical concept which may be characterized as 
an ‘abstract idea,’ but rather a specific machine to 
produce a useful, concrete, and tangible result.”); see 
also AT & T, 172 F.3d at 1357 (“Because the claimed 
process applies the Boolean principle to produce a 
useful, concrete, tangible result without pre-empting 
other uses of the mathematical principle, on its face 
the claimed process comfortably falls within the scope 
of § 101.”). The basis for this language in State Street 
and Alappat was that the Supreme Court has ex-
plained that “certain types of mathematical subject 
matter, standing alone, represent nothing more than 
abstract ideas until reduced to some type of practical 
application.” Alappat, 33 F.3d at 1543; see also State 
St., 149 F.3d at 1373. To be sure, a process tied to a 
particular machine, or transforming or reducing a 
particular article into a different state or thing, will 
generally produce a “concrete” and “tangible” result 
as those terms were used in our prior decisions. But 
while looking for “a useful, concrete and tangible re-
sult” may in many instances provide useful indica-
tions of whether a claim is drawn to a fundamental 
principle or a practical application of such a principle, 


                                                 
18 In State Street, as is often forgotten, we addressed a claim 


drawn not to a process but to a machine. 149 F.3d at 1371-72 
(holding that the means-plus-function elements of the claims on 
appeal all corresponded to supporting structures disclosed in the 
written description). 
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that inquiry is insufficient to determine whether a 
claim is patent-eligible under § 101. And it was cer-
tainly never intended to supplant the Supreme 
Court’s test. Therefore, we also conclude that the 
“useful, concrete and tangible result” inquiry is 
inadequate and reaffirm that the machine-or-
transformation test outlined by the Supreme Court is 
the proper test to apply.19  


We next turn to the so-called “technological arts 
test” that some amici20 urge us to adopt. We perceive 
that the contours of such a test, however, would be 
unclear because the meanings of the terms “techno-
logical arts” and “technology” are both ambiguous 
and ever-changing.21 And no such test has ever been 
explicitly adopted by the Supreme Court, this court, 
or our predecessor court, as the Board correctly ob-
served here. Therefore, we decline to do so and con-


                                                 
19 As a result, those portions of our opinions in State Street 


and AT & T relying solely on a “useful, concrete and tangible 
result” analysis should no longer be relied on. 


20 See, e.g., Br. of Amicus Curiae Consumers Union et al. at 6-
10; Br. of Amicus Curiae William Mitchell Coll. of Law 
Intellectual Prop.Inst. at 14-15. 


21 Compare Appellee’s Br. at 24-28 (arguing that patents 
should be reserved only for “technological” inventions that 
“involve[ ] the application of science or mathematics,” thereby 
excluding “non-technological inventions” such as “activities 
whose ability to achieve their claimed goals depended solely  
on contract formation”), with Br. of Amicus Curiae Regulatory 
Datacorp, Inc. at 19-24 (arguing that “innovations in business, 
finance, and other applied economic fields plainly qualify as 
‘technological’” since “a fair definition of technological is 
‘characterized by the practical application of knowledge in a 
particular field’” and because modern economics has “a closer 
affinity to physics and engineering than to liberal arts like 
English literature”). 
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tinue to rely on the machine-or-transformation test 
as articulated by the Supreme Court. 


We further reject calls for categorical exclusions 
beyond those for fundamental principles already 
identified by the Supreme Court.22 We rejected just 
such an exclusion in State Street, noting that the so-
called “business method exception” was unlawful and 
that business method claims (and indeed all process 
claims) are “subject to the same legal requirements 
for patentability as applied to any other process or 
method.” 149 F.3d at 1375-76. We reaffirm this 
conclusion.23  


Lastly, we address a possible misunderstanding of 
our decision in Comiskey. Some may suggest that 
Comiskey implicitly applied a new § 101 test that 
bars any claim reciting a mental process that lacks 
significant “physical steps.” We did not so hold, nor 
did we announce any new test at all in Comiskey. 
Rather, we simply recognized that the Supreme 
Court has held that mental processes, like fundamen-
tal principles, are excluded by § 101 because 
“‘[p]henomena of nature, though just discovered, 
                                                 


22 See, e.g., Br. of Amicus Curiae Fin. Servs. Indus. at 20 
(“[E]xtending patent protection to pure methods of doing 
business ... is contrary to the constitutional and statutory basis 
for granting patent monopolies....”). 


23 Therefore, although invited to do so by several amici, we 
decline to adopt a broad exclusion over software or any other 
such category of subject matter beyond the exclusion of claims 
drawn to fundamental principles set forth by the Supreme 
Court. See, e.g., Br. of Amicus Curiae End Software Patents; Br. 
of Amicus Curiae Red Hat, Inc. at 4-7. We also note that the 
process claim at issue in this appeal is not, in any event, a 
software claim. Thus, the facts here would be largely unhelpful 
in illuminating the distinctions between those software claims 
that are patent-eligible and those that are not. 
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mental processes, and abstract intellectual concepts 
... are the basic tools of scientific and technological 
work.’” Comiskey, 499 F.3d at 1377 (quoting Benson, 
409 U.S. at 67, 93 S.Ct. 253) (emphasis added). And 
we actually applied the machine-or-transformation 
test to determine whether various claims at issue 
were drawn to patent-eligible subject matter.24 Id. at 
1379 (“Comiskey has conceded that these claims do 
not require a machine, and these claims evidently do 
not describe a process of manufacture or a process for 
the alteration of a composition of matter.”). Because 
those claims failed the machine-or-transformation 
test, we held that they were drawn solely to a funda-
mental principle, the mental process of arbitrating a 
dispute, and were thus not patent-eligible under § 
101. Id. 


Further, not only did we not rely on a “physical 
steps” test in Comiskey, but we have criticized such 
an approach to the § 101 analysis in earlier decisions. 
In AT & T, we rejected a “physical limitations” test 
and noted that “the mere fact that a claimed inven-
tion involves inputting numbers, calculating num-
bers, outputting numbers, and storing numbers, in 
and of itself, would not render it nonstatutory subject 
matter.” 172 F.3d at 1359 (quoting State St., 149 F.3d 
at 1374). The same reasoning applies when the claim 
at issue recites fundamental principles other than 


                                                 
24 Our statement in Comiskey that “a claim reciting an 


algorithm or abstract idea can state statutory subject matter 
only if, as employed in the process, it is embodied in, operates 
on, transforms, or otherwise involves another class of statutory 
subject matter, i.e., a machine, manufacture, or composition of 
matter,” 499 F.3d at 1376, was simply a summarization of the 
Supreme Court’s machine-or-transformation test and should not 
be understood as altering that test. 
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mathematical algorithms. Thus, the proper inquiry 
under § 101 is not whether the process claim recites 
sufficient “physical steps,” but rather whether the 
claim meets the machine-or-transformation test.25 As 
a result, even a claim that recites “physical steps” but 
neither recites a particular machine or apparatus, 
nor transforms any article into a different state or 
thing, is not drawn to patent-eligible subject matter. 
Conversely, a claim that purportedly lacks any 
“physical steps” but is still tied to a machine or 
achieves an eligible transformation passes muster 
under § 101.26  


B. 


With these preliminary issues resolved, we now 
turn to how our case law elaborates on the § 101 
analysis set forth by the Supreme Court. To the ex-
tent that some of the reasoning in these decisions re-
lied on considerations or tests, such as “useful, 
concrete and tangible result,” that are no longer valid 
as explained above, those aspects of the decisions 
should no longer be relied on. Thus, we reexamine 
the facts of certain cases under the correct test to 
glean greater guidance as to how to perform the § 101 
analysis using the machine-or-transformation test. 


The machine-or-transformation test is a two-
branched inquiry; an applicant may show that a 


                                                 
25 Thus, it is simply inapposite to the § 101 analysis whether 


process steps performed by software on a computer are 
sufficiently “physical.” 


26 Of course, a claimed process wherein all of the process steps 
may be performed entirely in the human mind is obviously not 
tied to any machine and does not transform any article into a 
different state or thing. As a result, it would not be patent-
eligible under § 101. 
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process claim satisfies § 101 either by showing that 
his claim is tied to a particular machine, or by show-
ing that his claim transforms an article. See Benson, 
409 U.S. at 70, 93 S.Ct. 253. Certain con-siderations 
are applicable to analysis under either branch. First, 
as illustrated by Benson and discussed below, the use 
of a specific machine or transformation of an article 
must impose meaningful limits on the claim’s scope 
to impart patent-eligibility. See Benson, 409 U.S. at 
71-72, 93 S.Ct. 253. Second, the involvement of the 
machine or transformation in the claimed process 
must not merely be insignificant extra-solution ac-
tivity. See Flook, 437 U.S. at 590, 98 S.Ct. 2522. 


As to machine implementation, Applicants them-
selves admit that the language of claim 1 does not 
limit any process step to any specific machine or ap-
paratus. See Appellants’ Br. at 11. As a result, issues 
specific to the machine implementation part of the 
test are not before us today. We leave to future cases 
the elaboration of the precise contours of machine 
implementation, as well as the answers to particular 
questions, such as whether or when recitation of a 
computer suffices to tie a process claim to a particu-
lar machine. 


We will, however, consider some of our past cases 
to gain insight into the transformation part of the 
test. A claimed process is patent-eligible if it trans-
forms an article into a different state or thing. This 
transformation must be central to the purpose of the 
claimed process. But the main aspect of the trans-
formation test that requires clarification here is what 
sorts of things constitute “articles” such that their 
transformation is sufficient to impart patent-eligibil-
ity under § 101. It is virtually self-evident that a 
process for a chemical or physical transformation of 
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physical objects or substances is patent-eligible sub-
ject matter. As the Supreme Court stated in Benson: 


[T]he arts of tanning, dyeing, making waterproof 
cloth, vulcanizing India rubber, smelting ores ... 
are instances, however, where the use of chemi-
cal sub-stances or physical acts, such as tem-
perature control, changes articles or materials. 
The chemical process or the physical acts which 
transform the raw material are, however, suffi-
ciently definite to confine the patent monopoly 
within rather definite bounds. 


409 U.S. at 70, 93 S.Ct. 253 (quoting Corning v. Bur-
den, 56 U.S. (15 How.) 252, 267-68, 14 L.Ed. 683 
(1854)); see also Diehr, 450 U.S. at 184, 101 S.Ct. 
1048 (process of curing rubber); Tilghman, 102 U.S. 
at 729 (process of reducing fats into constituent acids 
and glycerine). 


The raw materials of many information-age proc-
esses, however, are electronic signals and electroni-
cally-manipulated data. And some so-called business 
methods, such as that claimed in the present case, 
involve the manipulation of even more abstract con-
structs such as legal obligations, organizational rela-
tionships, and business risks. Which, if any, of these 
processes qualify as a transformation or reduction of 
an article into a different state or thing constituting 
patent-eligible subject matter? 


Our case law has taken a measured approach to 
this question, and we see no reason here to expand 
the boundaries of what constitutes patent-eligible 
transformations of articles. 


Our predecessor court’s mixed result in Abele 
illustrates this point. There, we held unpatentable a 
broad independent claim reciting a process of graphi-
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cally displaying variances of data from average val-
ues. Abele, 684 F.2d at 909. That claim did not spec-
ify any particular type or nature of data; nor did it 
specify how or from where the data was obtained or 
what the data represented. Id.; see also In re Meyer, 
688 F.2d 789, 792-93 (CCPA 1982) (process claim in-
volving undefined “complex system” and indetermi-
nate “factors” drawn from unspecified “testing” not 
patent-eligible). In contrast, we held one of Abele’s 
dependent claims to be drawn to patent-eligible sub-
ject matter where it specified that “said data is X-ray 
attenuation data produced in a two dimensional field 
by a computed tomography scanner.” Abele, 684 F.2d 
at 908-09. This data clearly represented physical and 
tangible objects, namely the structure of bones, or-
gans, and other body tissues. Thus, the transforma-
tion of that raw data into a particular visual depic-
tion of a physical object on a display was sufficient to 
render that more narrowly-claimed process patent-
eligible. 


We further note for clarity that the electronic 
transformation of the data itself into a visual depic-
tion in Abele was sufficient; the claim was not re-
quired to involve any transformation of the under-
lying physical object that the data represented. We 
believe this is faithful to the concern the Supreme 
Court articulated as the basis for the machine-or-
transformation test, namely the prevention of pre-
emption of fundamental principles. So long as the 
claimed process is limited to a practical application of 
a fundamental principle to transform specific data, 
and the claim is limited to a visual depiction that 
represents specific physical objects or substances, 
there is no danger that the scope of the claim would 
wholly pre-empt all uses of the principle. 
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This court and our predecessor court have fre-


quently stated that adding a data-gathering step to 
an algorithm is insufficient to convert that algorithm 
into a patent-eligible process. E.g., Grams, 888 F.2d 
at 840 (step of “deriv[ing] data for the algorithm will 
not render the claim statutory”); Meyer, 688 F.2d at 
794 (“[data-gathering] step[s] cannot make an other-
wise nonstatutory claim statutory”). For example, in 
Grams we held unpatentable a process of performing 
a clinical test and, based on the data from that test, 
determining if an abnormality existed and possible 
causes of any abnormality. 888 F.2d at 837, 841. We 
rejected the claim because it was merely an algo-
rithm combined with a data-gathering step. Id. at 
839-41. We note that, at least in most cases, gather-
ing data would not constitute a transformation of any 
article. A requirement simply that data inputs be 
gathered-without specifying how-is a meaningless 
limit on a claim to an algorithm because every algo-
rithm inherently requires the gathering of data in-
puts. Grams, 888 F.2d at 839-40. Further, the inher-
ent step of gathering data can also fairly be 
characterized as insignificant extra-solution activity. 
See Flook, 437 U.S. at 590, 98 S.Ct. 2522. 


Similarly, In re Schrader presented claims directed 
to a method of conducting an auction of multiple 
items in which the winning bids were selected in a 
manner that maximized the total price of all the 
items (rather than to the highest individual bid for 
each item separately). 22 F.3d 290, 291 (Fed.Cir. 
1994). We held the claims to be drawn to unpat-
entable subject matter, namely a mathematical opti-
mization algorithm. Id. at 293-94. No specific ma-
chine or apparatus was recited. The claimed method 
did require a step of recording the bids on each item, 
though no particular manner of recording (e.g., on 







32a 
paper, on a computer) was specified. Id. But, relying 
on Flook, we held that this step constituted insignifi-
cant extra-solution activity. Id. at 294. 


IV. 


We now turn to the facts of this case. As outlined 
above, the operative question before this court is 
whether Applicants’ claim 1 satisfies the transforma-
tion branch of the machine-or-transformation test. 


We hold that the Applicants’ process as claimed 
does not transform any article to a different state or 
thing. Purported transformations or manipulations 
simply of public or private legal obligations or rela-
tionships, business risks, or other such abstractions 
cannot meet the test because they are not physical 
objects or substances, and they are not representative 
of physical objects or substances. Applicants’ process 
at most incorporates only such ineligible transforma-
tions. See Appellants’ Br. at 11 (“[The claimed proc-
ess] transforms the relationships be-tween the com-
modity provider, the consumers and market 
participants ....”) As discussed earlier, the process as 
claimed encompasses the exchange of only options, 
which are simply legal rights to purchase some com-
modity at a given price in a given time period. See 
J.A. at 86-87. The claim only refers to “transactions” 
involving the exchange of these legal rights at a 
“fixed rate corresponding to a risk position.” See ’892 
application cl.1. Thus, claim 1 does not involve the 
transformation of any physical object or substance, or 
an electronic signal representative of any physical 
object or substance. Given its admitted failure to 
meet the machine implementation part of the test as 
well, the claim entirely fails the machine-or-trans-
formation test and is not drawn to patent-eligible 
subject matter. 
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Applicants’ arguments are unavailing because they 


rely on incorrect or insufficient considerations and do 
not address their claim’s failure to meet the require-
ments of the Supreme Court’s machine-or-trans-for-
mation test. First, they argue that claim 1 pro-duces 
“useful, concrete and tangible results.” But as already 
discussed, this is insufficient to establish patent-eli-
gibility under § 101. Applicants also argue that their 
claimed process does not comprise only “steps that 
are totally or substantially practiced in the mind but 
clearly require physical activity which have [sic] a 
tangible result.” Appellants’ Br. at 9.  
But as previously discussed, the correct analysis is 
whether the claim meets the machine-or-transforma-
tion test, not whether it recites “physical steps.” Even 
if it is true that Applicant’s claim “can only be prac-
ticed by a series of physical acts” as they argue, see 
id. at 9, its clear failure to satisfy the machine- 
or-transformation test is fatal. Thus, while we  
agree with Applicants that the only limit to patent-
eligibility imposed by Congress is that the invention 
fall within one of the four categories enumerated in  
§ 101, we must apply the Supreme Court’s test to de-
termine whether a claim to a process is drawn to a 
statutory “process” within the meaning of § 101. Ap-
plied here, Applicants’ claim fails that test so it is not 
drawn to a “process” under § 101 as that term has 
been interpreted. 


On the other hand, while we agree with the PTO 
that the machine-or-transformation test is the correct 
test to apply in determining whether a process claim 
is patent-eligible under § 101, we do not agree, as dis-
cussed earlier, that this amounts to a “technological 
arts” test. See Appellee’s Br. at 24-28. Neither the 
PTO nor the courts may pay short shrift to the ma-
chine-or-transformation test by using purported 
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equivalents or shortcuts such as a “technological 
arts” requirement. Rather, the machine-or-
transformation test is the only applicable test and 
must be applied, in light of the guidance provided by 
the Supreme Court and this court, when evaluating 
the patent-eligibility of process claims. When we do 
so here, however, we must conclude, as the PTO did, 
that Applicants’ claim fails the test. 


Applicants’ claim is similar to the claims we held 
unpatentable under § 101 in Comiskey. There, the 
applicant claimed a process for mandatory arbitra-
tion of disputes regarding unilateral documents and 
bilateral “contractual” documents in which arbitra-
tion was required by the language of the document, a 
dispute regarding the document was arbitrated, and 
a binding decision resulted from the arbitration. 
Comiskey, 499 F.3d at 1368-69. We held the broadest 
process claims unpatentable under § 101 because 
“these claims do not require a machine, and these 
claims evidently do not describe a process of manu-
facture or a process for the alteration of a composi-
tion of matter.” Id. at 1379. We concluded that the 
claims were instead drawn to the “mental process” of 
arbitrating disputes, and that claims to such an “ap-
plication of [only] human intelligence to the solution 
of practical problems” is no more than a claim to a 
fundamental principle. Id. at 1377-79 (quoting 
Benson, 409 U.S. at 67, 93 S.Ct. 253 (“[M]ental proc-
esses, and abstract intellectual con-cepts are not pat-
entable, as they are the basic tools of scientific and 
technological work.”)). 


Just as the Comiskey claims as a whole were di-
rected to the mental process of arbitrating a dispute 
to decide its resolution, the claimed process here as a 
whole is directed to the mental and mathematical 
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process of identifying transactions that would hedge 
risk. The fact that the claim requires the identified 
transactions actually to be made does no more to al-
ter the character of the claim as a whole than the fact 
that the claims in Comiskey required a decision to 
actually be rendered in the arbitration-i.e., in neither 
case do the claims require the use of any particular 
machine or achieve any eligible transformation. 


We have in fact consistently rejected claims like 
those in the present appeal and in Comiskey. For ex-
ample, in Meyer, the applicant sought to patent a 
method of diagnosing the location of a malfunction in 
an unspecified multi-component system that assigned 
a numerical value, a “factor,” to each component and 
updated that value based on diagnostic tests of each 
component. 688 F.2d at 792-93. The locations of any 
malfunctions could thus be deduced from reviewing 
these “factors.” The diagnostic tests were not identi-
fied, and the “factors” were not tied to any particular 
measurement; indeed they could be arbitrary. Id. at 
790. We held that the claim was effectively drawn 
only to “a mathematical algorithm representing a 
mental process,” and we affirmed the PTO’s rejection 
on § 101 grounds. Id. at 796. No machine was recited 
in the claim, and the only potential “transformation” 
was of the disembodied “factors” from one number to 
another. Thus, the claim effectively sought to pre-
empt the fundamental mental process of diagnosing 
the location of a malfunction in a system by noticing 
that the condition of a particular component had 
changed. And as discussed earlier, a similar claim 
was rejected in Grams.27 See 888 F.2d at 839-40 (re-


                                                 
27 We note that several Justices of the Supreme Court, in a 


dissent to a dismissal of a writ of certiorari, expressed their 
view that a similar claim in Laboratory Corp. of America Hold-
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jecting claim to process of diagnosing “abnormal con-
dition” in person by identifying and noticing discrep-
ancies in results of unspecified clinical tests of 
different parts of body). 


Similarly to the situations in Meyer and Grams, 
Applicants here seek to claim a non-transformative 
process that encompasses a purely mental process of 
performing requisite mathematical calculations with-
out the aid of a computer or any other device, men-
tally identifying those transactions that the calcula-
tions have revealed would hedge each other’s risks, 
and performing the post-solution step of consum-
mating those transactions. Therefore, claim 1 would 
effectively pre-empt any application of the fundamen-
tal concept of hedging and mathematical calculations 
inherent in hedging (not even limited to any particu-
lar mathematical formula). And while Applicants ar-
gue that the scope of this pre-emption is limited to 
hedging as applied in the area of consumable com-
modities, the Supreme Court’s reasoning has made 
clear that effective pre-emption of all applications of 
hedging even just within the area of con-sumable 
commodities is impermissible. See Diehr, 450 U.S. at 
191-92, 101 S.Ct. 1048 (holding that field-of-use 
limitations are insufficient to impart patent-eligibil-
ity to otherwise unpatentable claims drawn to fun-
damental principles). Moreover, while the claimed 
process contains physical steps (initiating, identify-
                                                 
ings v. Metabolite Laboratories, Inc. was drawn to unpatentable 
subject matter. 548 U.S. 124, 126 S.Ct. 2921, 2927-28, 165 
L.Ed.2d 399 (2006) (Breyer, J., dissenting; joined by Stevens, J., 
and Souter, J.). There, the claimed process only comprised the 
steps of: (1) “assaying a body fluid for an elevated level of total 
homocysteine,” and (2) “correlating an elevated level of total 
homocysteine in said body fluid with a deficiency of cobalamin 
or folate.” Id. at 2924. 
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ing), it does not involve transforming an article into a 
different state or thing. Therefore, Applicants’ claim 
is not drawn to patent-eligible subject matter under  
§ 101. 


CONCLUSION 


Because the applicable test to determine whether a 
claim is drawn to a patent-eligible process under  
§ 101 is the machine-or-transformation test set forth 
by the Supreme Court and clarified herein, and Ap-
plicants’ claim here plainly fails that test, the deci-
sion of the Board is 


AFFIRMED.
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DYK, Circuit Judge, with whom LINN, Circuit 
Judge, joins, concurring. 


While I fully join the majority opinion, I write 
separately to respond to the claim in the two dissents 
that the majority’s opinion is not grounded in the 
statute, but rather “usurps the legislative role.”1 In 
fact, the unpatentability of processes not involving 
manufactures, machines, or compositions of matter 
has been firmly embedded in the statute since the 
time of the Patent Act of 1793, ch. 11, 1 Stat. 318 
(1793). It is our dissenting colleagues who would leg-
islate by expanding patentable subject matter far be-
yond what is allowed by the statute. 


I 


Section 101 now provides: 


Whoever invents or discovers any new and useful 
process, machine, manufacture, or composition of 
matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to 
the conditions and requirements of this title. 


35 U.S.C. § 101 (emphases added). 


The current version of § 101 can be traced back to 
the Patent Act of 1793. In relevant part, the 1793 Act 
stated that a patent may be granted to any person or 
persons who: 


shall allege that he or they have invented any 
new and useful art, machine, manufacture or 
composition of matter, or any new and useful im-
provement on any art, machine, manufacture or 
composition of matter.... 


                                                 
1 The dissents fault the majority for “ventur[ing] away from 


the statute,” Rader, J., dissenting op. at 1013, and “usurp[ing] 
the legislative role,” Newman, J., dissenting op. at 997. 
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1 Stat. 318, 319 § 1 (1793) (emphases added). The cri-
teria for patentability established by the 1793 Act 
remained essentially unchanged until 1952, when 
Congress amended § 101 by replacing the word “art” 
with “process” and providing in § 100(b) a definition 
of the term “process.” The Supreme Court has made 
clear that this change did not alter the substantive 
understanding of the statute; it did not broaden the 
scope of patentable subject matter.2 Thus, our inter-
pretation of § 101 must begin with a consideration of 
what the drafters of the early patent statutes under-
stood the patentability standard to require in 1793. 
See Diehr, 450 U.S. at 182-83, 101 S.Ct. 1048 (look-
ing to the 1793 Act). 


A 


The patentability criteria of the 1793 Act were to a 
significant extent the same in the 1790 Act.3 The 
1790 “statute was largely based on and incorporated” 
features of the English system and reveals a sophisti-
cated knowledge of the English patent law and prac-


                                                 
2 See Diamond v. Diehr, 450 U.S. 175, 182, 101 S.Ct. 1048, 67 


L.Ed.2d 155 (1981) (“[A] process has historically enjoyed patent 
protection because it was considered a form of ‘art’ as that term 
was used in the 1793 Act.”); Diamond v. Chakrabarty, 447 U.S. 
303, 309, 100 S.Ct. 2204, 65 L.Ed.2d 144 (1980). Rather, the 
1952 Act simply affirmed the prior judicial understanding, as 
set forth in Corning v. Burden, 56 U.S. (15 How.) 252, 14 L.Ed. 
683 (1853), that Congress in 1793 had provided for the 
patentability of a “process” under the term “art.” Diehr, 450 U.S. 
at 182, 101 S.Ct. 1048. 


3 In relevant part, the 1790 Act permitted patents upon “any 
useful art, manufacture, engine, machine, or device, or any 
improvement therein not before known or used.” Ch. 11, § 1, 1 
Stat. 109, 110 (1790). 
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tice.4 This is reflected in Senate committee re-port5 
for the bill that became the 1790 Act, which expressly 
noted the drafters’ reliance on the English practice: 


The Bill depending before the House of Repre-
sentatives for the Promotion of useful Arts is 
framed according to the Course of Practice in the 
English Patent Office except in two Instances- 


22 J. Pat. Off. Soc’y at 363 (emphasis added).6 Like-
wise, the legislative history of the 1793 Patent Act 
reflects the same keen understanding of English pat-
ent practice. During a debate in the House over the 
                                                 


4 Edward C. Walterscheid, To Promote the Progress of Useful 
Arts: American Patent Law & Administration, 1798-1836 109 
(1998) (hereinafter To Promote the Progress ); see also Edward 
C. Walterscheid, The Early Evolution of the United States 
Patent Law: Antecedents (Part 1), 76 J. Pat. & Trademark Off. 
Soc’y 697, 698 (1994) (“[T]he English common law relating to 
patents was what was best known in the infant United States.”). 


5 Senate Committee Report Accompanying Proposed Amend-
ments to H.R. 41, reprinted in Proceedings in Congress During 
the Years 1789 & 1790 Relating to the First Patent & Copyright 
Laws, 22 J. Pat. Off. Soc’y 352, 363 (1940). 


6 Neither of those two instances related to patentable subject 
matter or was adopted in the enacted statute. The first proposed 
departure from the English practice was a novelty provision 
protecting the inventor against those who derived their know-
ledge of the invention from the true inventor; the second was in 
a requirement that patentees make a “Public Advertisement” of 
their invention. Such a requirement was thought necessary “in 
so extensive a Country as the United States.” Senate Report, 
reprinted in 22 J. Pat. Off. Soc’y at 363-64.  


The American statute ultimately differed in some other 
respects. For example, Congress rejected the English rule that 
the invention need only be novel in England. The American 
statute required novelty against the whole world and did not 
permit “patents of importation.” See To Promote the Progress, 
supra n. 4 at 95-97, 137-38. 







41a 
creation of a Patent Office, for example, the Repre-
sentative who introduced the bill noted that its prin-
ciples were “an imitation of the Patent System of 
Great Britain.” 3 Annals of Congress 855 (1793).7  


Later, Justice Story, writing for the Supreme 
Court, recognized the profound influence of the Eng-
lish practice on these early patent laws, which in 
many respects codified the common law: 


It is obvious to the careful inquirer, that many of 
the provisions of our patent act are derived from 
the principles and practice which have prevailed 
in the construction of that of England .... The 
language of [the patent clause of the Statute of 
Monopolies] is not, as we shall presently see, 
identical with ours; but the construction of it 
adopted by the English courts, and the principles 
and practice which have long regulated the grants 
of their patents, as they must have been known 
and are tacitly referred to in some of the pro-vi-
sions of our own statute, afford materials to illus-
trate it. 


Pennock v. Dialogue, 27 U.S. 1, 18, 2 Pet. 1, 7 L.Ed. 
327 (1829) (emphases added); see also Graham v. 
John Deere Co., 383 U.S. 1, 5, 86 S.Ct. 684, 15 


                                                 
7 Even the opposing view-urging departure from the English 


practice in particular respects-recognized that the English 
practice provided considerable guidance. See 3 Annals of Con-
gress at 855-56 (“[Great Britain] had afforded, it was true, much 
experience on the subject; but regulations adopted there would 
not exactly comport in all respects either with the situation of 
this country, or with the rights of the citizen here. The minds of 
some members had taken a wrong direction, he conceived, from 
the view in which they had taken up the subject under its 
analogy with the doctrine of patents in England.”); see also To 
Promote the Progress, supra n. 4 at 216-17. 
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L.Ed.2d 545 (1966) (noting that first patent statute 
was written against the “backdrop” of English mo-
nopoly practices); Sears, Roebuck & Co. v. Stiffel Co., 
376 U.S. 225, 230 n. 6, 84 S.Ct. 784, 11 L.Ed.2d 661 
(1964) (“Much American patent law derives from 
English patent law.”). 


While Congress departed from the English practice 
in certain limited respects, in many respects Con-
gress simply adopted the English practice without 
change. Both the 1790 and the 1793 Acts, for exam-
ple, adopted the same 14-year patent term as in 
England. Both also required inventors to file a writ-
ten specification-a requirement recognized by the 
English common law courts in the mid-eighteenth 
century.8 In addition, as discussed below, the catego-
ries of patentable subject matter closely tracked the 
English approach, and in certain respects reflected a 
deliberate choice between competing views prevalent 
in England at the time. 


B 


The English practice in 1793, imported into the 
American statutes, explicitly recognized a limit on 
patentable subject matter. As the Supreme Court re-
counted in Graham v. John Deere, the English con-
cern about limiting the allowable scope of patents 
arose from an aversion to the odious Crown practice 
of granting patents on particular types of businesses 
to court favorites. 383 U.S. 1, 5, 86 S.Ct. 684, 15 
L.Ed.2d 545 (1966); see also MacLeod, supra n. 8 at 
15 (“But most offensive of all was the granting of mo-
nopoly powers in established industries, as a form of 


                                                 
8 See Christine MacLeod, Inventing the Industrial Revolution: 


The English Patent System, 1660-1800 48-49 (2002); To Pro-
mote the Progress, supra n. 4 at 400, 404. 
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patronage, to courtiers whom the crown could not 
otherwise afford to reward.”). Parliament responded 
to the Crown’s abuses in 1623 by passing the Statute 
of Monopolies, prohibiting the Crown from granting 
these despised industry-type monopolies. Not all mo-
nopolies were prohibited, however: the Statute ex-
pressly exempted invention-type patent monopolies. 
Section 6 of the Statute exempted from its prohibi-
tions “letters patent and grants of privilege for the 
term of fourteen years or under, hereafter to be 
made, of the sole working or making of any manner of 
new manufactures within this realm, to the true and 
first inventor and inventors of such manufactures....” 
21 Jac. 1. c.3, s.6 (emphases added). 


Each of the five categories of patentable subject 
matter recognized by the 1793 Patent Act—(1) 
“manufacture,” (2) “machine,” (3) “composition of 
matter,” (4) “any new and useful improvement,” and 
(5) “art”—was drawn either from the Statute of Mo-
nopolies and the common law refinement of its inter-
pretation or resolved competing views being debated 
in England at the time. See To Promote the Progress, 
supra n. 4 at 239. 


“Manufacture.” At the most basic level, the 1793 
Act, like the Statute of Monopolies, expressly pro-
vided for the patentability of “manufactures.” This 
language was not accidental, but rather reflected a 
conscious adoption of that term as it was used in the 
English practice. Id. (“It is clear that the Congress 
sought to incorporate into the U.S. statutory scheme 
in 1793 at least as much of the common law inter-
pretation of ‘new manufactures’ as was understood at 
the time.”). 


“Machine.” Likewise, the category of “machines” in 
the 1793 Act had long been understood to be within 
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the term “manufactures” as used in the English stat-
ute. See id.; see, e.g., Morris v. Bramson, 1 Carp. P.C. 
30, 31 (K.B.1776) (sustaining a patent “for an engine 
or machine on which is fixed a set of working needles 
... for the making of eyelet-holes”) (emphasis added); 
MacLeod, supra n. 8 at 101 (noting, among numerous 
other early machine patents, seven patents on “ma-
chinery to raise coal and ores” before 1750). 


“Composition of Matter.” Although the 1790 statute 
did not explicitly include “compositions of matter,” 
this was remedied in the 1793 statute. At the time, 
“compositions of matter” were already understood  
to be a type of manufacture patentable under the 
English statute. See To Promote the Progress, supra 
n. 4, at 224 n. 4. One example is found in Liardet v. 
Johnson, 1 Carp. P.C. 35 (K.B.1778), a case involving 
a patent on a “composition” of stucco (a composition 
of matter). Lord Mansfield’s jury instructions noted 
that by the time of that trial he had decided “several 
cases” involving compositions: “But if ... the specifica-
tion of the composition gives no proportions, there is 
an end of his patent.... I have determined, [in] several 
cases here, the specification must state, where there 
is a composition, the proportions....”9 


“Any new and useful improvement.” The reference 
to “any new and useful improvement” in the 1793 Act 
also adopted a consensus recently reached by the 
English courts. The common law courts had first 
ruled in Bircot’s Case in the early seventeenth cen-
tury that an improvement to an existing machine 
                                                 


9 Edward C. Walterscheid, The Nature of the Intellectual 
Property Clause: A Study in Historical Perspective 55 (2002) 
(quoting E. Wyndham Hulme, On the History of the Patent 
Laws in the Seventeenth and Eighteenth Centuries, 18 L.Q. 
Rev. 280, 285 (1902)). 
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could not be the proper subject of a patent under the 
Statute of Monopolies. See Boulton v. Bull, 2 H. Bl. 
463, 488 (C.P.1795). In 1776 that line of cases was 
overruled in Morris v. Bramson, because such a 
reading of the statute “would go to repeal almost 
every patent that was ever granted.”10  


“Art.” As the Supreme Court has recognized, a 
process “was considered a form of ‘art’ as that term 
was used in the 1793 Act.” Diehr, 450 U.S. at 182, 
101 S.Ct. 1048 (citing Corning v. Burden, 56 U.S. at 
267-268). The language of the Statute of Monopolies 
permitted patents on that which could be character-
ized as the “working or making of any manner of new 
manufactures within this realm.” 21 Jac. 1. c.3, s.6. 
While this language plainly applied to tangible “new 
manufactures” (such as machines or compositions of 
matter), it also appeared to allow patenting of manu-
facturing processes as the “working or making of any 
manner of new manufactures.” Thus, under the Stat-
ute of Monopolies patents could be had on the 
“working or making of any manner of new manufac-
tures.” Numerous method patents had issued by 
1793, including James Watt’s famous 1769 patent on 
a “[m]ethod of diminishing the consumption of fuel in 
[steam]-engines.”11 However, the English courts in 
the mid-eighteenth century had not yet resolved 
whether processes for manufacturing were them-
selves patentable under the statute, and as discussed 


                                                 
10 Morris, 1 Carp. P.C. at 34; see also Boulton, 2 H.Bl. at 489 


(“Since [Morris v. Bramson], it has been the generally received 
opinion in Westminster Hall, that a patent for an addition is 
good.”). 


11 Walterscheid, supra n. 9 at 355-56 (emphasis added); see 
also Boulton, 2 H. Bl. at 494-95 (1795) (noting that many 
method patents had issued). 
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below, the issue was being actively litigated in the 
English courts. In the 1793 Act Congress resolved 
this question by including the term “art” in the stat-
ute, adopting the practice of the English law officers 
and the views of those in England who favored proc-
ess patents. 


II 


The question remains as to what processes were 
considered to be patentable in England at the time of 
the 1793 Act. Examination of the relevant sources 
leads to the conclusion that the method Bilski seeks 
to claim would not have been considered patentable 
subject matter as a process under the English stat-
ute. 


A 


First, the language of the Statute of Monopolies-
“working or making of any manner of new manufac-
tures”—suggests that only processes that related to 
“manufactures” (including machines or compositions 
of matter) could be patented. 


Second, the English patent practice before and con-
temporaneous with the 1793 Act confirms the notion 
that patentable subject matter was limited by the 
term “manufacture” in the Statute of Monopolies and 
required a relation to the other categories of pat-
entable subject matter. The organization of human 
activity was not within its bounds. Rather, the pat-
ents registered in England under the Statute of Mo-
nopolies before 1793 were limited to articles of manu-
facture, machines for manufacturing, compositions of 
matter, and related processes. A complete list of such 
patents (with a few missing patents from the 17th 
century) was published in the mid-1800s by Bennet 
Woodcroft, the first head of the English Patent Of-
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fice.12 Representative examples of patented processes 
at the time include: “Method of making a more easy 
and perfect division in stocking frame-work manufac-
tures,” No. 1417 to John Webb (1784); “Making and 
preparing potashes and pearl-ashes of materials not 
before used for the purpose,” No. 1223 to Richard 
Shannon (1779); “Making salt from sea-water or 
brine, by steam,” No. 1006 to Daniel Scott (1772); 
“Milling raw hides and skins so as to be equally good 
for leather as if tanned,” No. 893 to George Merchant 
(1768); “Making salt, and removing the corrosive na-
ture of the same, by a separate preparation of the 
brine,” No. 416 to George Campbell (1717); and 
“Making good and merchantable tough iron ... with 
one-fifth of the expense of charcoal as now used,” No. 
113 to Sir Phillibert Vernatt (1637). 


Nothing in Woodcroft’s list suggests that any of 
these hundreds of patents was on a method for orga-
nizing human activity, save for one aberrational pat-
ent discussed below. Rather, the established practice 
reflects the understanding that only processes related 
to manufacturing or “manufactures” were within the 
statute. The English cases before 1793 recognized 
that the practice followed in issuing patents was di-
rectly relevant to the construction of the statute. See, 
e.g., Morris, 1 Carp. P.C. at 34 (declining to read the 
statute in such a way that “would go to repeal almost 
every patent that was ever granted”). 


Third, nearly contemporaneous English cases fol-
lowing shortly after the 1793 Act lend further insight 
into what processes were thought to be patentable 
under the English practice at the time the statute 
                                                 


12 Bennet Woodcroft, Alphabetical Index of Patentees of 
Inventions, from March 2, 1617 (14 James I) to October 1, 1852 
(16 Victoriae) (2d ed. 1857). 
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was enacted. Although the issue of the validity of 
process patents had not conclusively been settled in 
the English common law before 1793, the question 
was brought before the courts in the landmark case of 
Boulton v. Bull, 2 H. Bl. 463, 465 (C.P.1795), which 
involved James Watt’s patent for a “method of less-
ening the consumption of steam, and consequently 
fuel in [steam] engines.”13 In 1795, the court rendered 
a split decision, with two judges on each side. Boul-
ton, 2 H. Bl. at 463 (1795). Those who viewed process 
patents as invalid, as did Justice Buller, urged that a 
method was merely an unpatentable principle: “A 
patent must be for some new production from [ele-
ments of nature], and not for the elements them-
selves.” Id. at 485. He thought “it impossible to sup-
port a patent for a method only, without having car-
ried it into effect and produced some new sub-stance.” 
Id. at 486. Justice Health similarly found that the 
“new invented method for lessening the consumption 
of steam and fuel in [steam] engines” (i.e., the Watt 
patent), being neither “machinery” nor a “substance [ 
] (such as medicine[]) formed by chemical and other 
processes,” was not within the Statute of Monopolies. 
Id. at 481-82. In contrast, Lord Chief Justice Eyres, 
who believed processes had long been a valid subject 
of patents, urged that “two-thirds, I believe I might 
say three-fourths, of all patents granted since the 
statute [of Monopolies] passed, are for methods of op-
erating and of manufacturing....” Id. at 494-95 (em-
phasis added). He agreed that “[u]ndoubtedly there 
                                                 


13 The Supreme Court has in several opinions noted Boulton 
v. Bull in connection with its consideration of English patent 
practice. See, e.g., Markman v. Westview Instruments, Inc., 517 
U.S. 370, 381 n. 6, 116 S.Ct. 1384, 134 L.Ed.2d 577 (1996); 
Evans v. Eaton, 20 U.S. (7 Wheat.) 356, 388 n. 2-3, 5 L.Ed. 472 
(1822). 
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can be no patent for a mere principle; but for a prin-
ciple so far embodied and connected with corporeal 
substances... I think there may be a patent.” Id. at 
495 (emphasis added). Justice Rooke also noted that 
Watt’s method was within the statute because it was 
connected with machinery: “What method can there 
be of saving steam or fuel in engines, but by some 
variation in the construction of them?” Id. at 478. The 
Justices who believed process patents were valid 
spoke in terms of manufacturing, machines, and 
compositions of matter, because the processes they 
believed fell within the statute were processes that 
“embodied and connected with corporeal substances.” 
Id. at 495. 


In 1799, on appeal from another case involving the 
same Watt patent, the validity of such process pat-
ents were upheld. Hornblower v. Boulton (K.B.1799), 
8 T.R. 95. There, Chief Justice Lord Kenyon stated 
that “it evidently appears that the patentee claims a 
monopoly for an engine or machine, composed of ma-
terial parts, which are to produce the effect described; 
and that the mode of producing this is so described, 
as to enable mechanics to produce it.... I have no 
doubt in saying, that this is a patent for a manufac-
ture, which I understand to be something made by 
the hands of man.” Id. at 99. Justice Grose agreed, 
finding that “Mr. Watt had invented a method of 
lessening the consumption of steam and fuel in 
[steam] engines”, and this was “not a patent for a 
mere principle, but for the working and making of a 
new manufacture within the words and meaning of 
the statute.” Id. at 101-02. He further noted, how-
ever, that “This method ... if not effected or accompa-
nied by a manufacture, I should hardly consider as 
within the [statute].” Id. at 102-03 (emphasis added). 
Justice Lawrence similarly found such process pat-
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ents to be permissible: “Engine and method mean the 
same thing, and may be the subject of a patent. 
‘Method,’ properly speaking, is only placing several 
things and performing several operations in the most 
convenient order....” Id. at 106. 


There is no suggestion in any of this early consid-
eration of process patents that processes for orga-
nizing human activity were or ever had been pat-
entable. Rather, the uniform assumption was that 
the only processes that were patentable were proc-
esses for using or creating manufactures, machines, 
and compositions of matter. 


B 


The dissenters here, by implication at least, appear 
to assume that this consistent English practice should 
somehow be ignored in interpreting the current stat-
ute because of technological change.14 There are sev-
eral responses to this. 


The first of these is that the Supreme Court has 
made clear that when Congress intends to codify ex-
isting law, as was the case with the 1793 statute, the 
law must be interpreted in light of the practice at the 
time of codification. In Schmuck v. United States, 489 
U.S. 705, 718-19, 109 S.Ct. 1443, 103 L.Ed.2d 734 
(1989), for example, the Court considered the proper 
interpretation of Rule 31(c) of the Federal Rules of 
                                                 


14 See, e.g., Rader, J., dissenting op. at 1011 (“[T]his court ties 
our patent system to dicta from an industrial age decades 
removed from the bleeding edge.”); id. (“[T]his court ... links 
patent eligibility to the age of iron and steel at a time of 
subatomic particles and terabytes....”); Newman, J., dissenting 
op. at 1011 (“[T]his court now adopts a redefinition of ‘process’ in 
Section 101 that excludes forms of information-based and soft-
ware-implemented inventions arising from new technological 
capabilities....”). 
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Criminal Procedure. The rule, “which ha [d] not been 
amended since its adoption in 1944,” was a restate-
ment of an 1872 Act “codif[ying] the common law for 
federal criminal trials.” Because of this fact, the 
Court found that the “prevailing practice at the time 
of the Rule’s promulgation informs our under-stand-
ing of its terms.” Id.; see also, e.g., Eldred v. Ashcroft, 
537 U.S. 186, 200 n. 5, 123 S.Ct. 769, 154 L.Ed.2d 
683 (2003) (considering the English practice at the 
time of the enactment of the 1790 copyright act); 
Tome v. United States, 513 U.S. 150, 159-60, 166, 
115 S.Ct. 696, 130 L.Ed.2d 574 (1995) (looking to 
practice and noting that “a majority of common-law 
courts were performing [a task required by the com-
mon law] for well over a century” in interpreting a 
Federal Rule of Evidence that “was intended to carry 
over the common-law”); Harper & Row Publishers, 
Inc. v. Nation Enters., 471 U.S. 539, 549-554,  
105 S.Ct. 2218, 85 L.Ed.2d 588 (1985) (relying on  
the history and practice of copyright fair-use when 
statutory provision reflected the “intent of Congress 
to codify the common-law doctrine”); Sprague v. Ti-
conic Nat’l Bank, 307 U.S. 161, 164-65, 59 S.Ct. 777, 
83 L.Ed. 1184 (1939) (considering the English prac-
tice “which theretofore had been evolved in the Eng-
lish Court of Chancery” at the time of the 1789 Judi-
ciary Act in determining availability of costs under 
equity jurisdiction). 


Second, the Supreme Court language upon which 
the dissents rely15 offers no warrant for rewriting the 


                                                 
15 See, e.g., Newman, J., dissenting op. at 981 (“‘[C]ourts 


should not read into the patent laws limitations and conditions 
which the legislature has not expressed.’” (quoting Diehr, 450 
U.S. at 182, 101 S.Ct. 1048)); Rader, J., dissenting op. at 1012 
(same). 
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1793 Act. To be sure, Congress intended the courts to 
have some latitude in interpreting § 101 to cover 
emerging technologies, Chakrabarty, 447 U.S. at 316, 
100 S.Ct. 2204, and the categorical terms chosen are 
sufficiently broad to encompass a wide range of new 
technologies. But there is no evidence that Congress 
intended to confer upon the courts latitude to extend 
the categories of patentable subject matter in a sig-
nificant way. To the contrary, the Supreme Court 
made clear that “Congress has performed its consti-
tutional role in defining patentable subject matter in 
§ 101; we perform ours in construing the language 
Congress has employed. In so doing, our obligation is 
to take statutes as we find them, guided, if ambiguity 
appears, by the legislative history and statutory pur-
pose.” Id. at 315, 100 S.Ct. 2204. In Benson, the 
Court rejected the argument that its decision would 
“freeze process patents to old technologies, leaving no 
room for the revelations of the new, onrushing tech-
nology.” Gottschalk v. Benson, 409 U.S. 63, 71, 93 
S.Ct. 253, 34 L.Ed.2d 273 (1972). Instead, the Court 
explained that it “may be that the patent laws should 
be extended to cover [such onrushing technology], a 
policy matter to which we are not competent to 
speak” but that “considered action by the Congress is 
needed.” Id. at 72-73, 93 S.Ct. 253. 


Third, we are not dealing here with a type of sub-
ject matter unknown in 1793. One commentator has 
noted: 


The absence of business method patents cannot 
be explained by an absence of entrepreneurial 
creativity in Great Britain during the century be-
fore the American Revolution. On the contrary, 
1720 is widely hailed as the beginning of a new 
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era in English public finance and the beginning 
of major innovations in business organization. 


Malla Pollack, The Multiple Unconstitutionality of 
Business Method Patents, 28 Rutgers Computer & 
Tech. L.J. 61, 96 (2002) (footnotes omitted).16 In the 
hundreds of patents in Woodcroft’s exhaustive list of 
English patents granted from 1612 to 1793, there ap-
pears to be only a single patent akin to the type of 
method Bilski seeks to claim. That sole exception was 
a patent granted to John Knox in 1778 on a “Plan for 
assurances on lives of persons from 10 to 80 years of 
age.”17 Later commentators have viewed this single 
patent as clearly contrary to the Statute of 
Monopolies: 


Such protection of an idea should be impossible 
.... It is difficult to understand how Knox’s plan 
for insuring lives could be regarded as ‘a new 
manner of manufacture’; perhaps the Law Offi-
cer was in a very good humour that day, or per-
haps he had forgotten the wording of the statute; 
most likely he was concerned only with the 
promised ‘very considerable Consumption of 
[Revenue] Stamps’ which, Knox declared, would 
‘contribute to the increase of the Public 
Revenues.’ 


                                                 
16 Similarly, another commentator states: “it might be 


wondered why none of the many ingenious schemes of insurance 
has ever been protected by patenting it.” D.F. Renn, John 
Knox’s Plan for Insuring Lives: A Patent of Invention in 1778, 
101 J. Inst. Actuaries 285 (1974), available at http://www. 
actuaries.org.uk/_data/assets/pdf_file/0006/25278/0285-0289.pdf 
(last visited Oct. 3, 2008). 


17 Woodcroft, supra n.12 at 324. 
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Renn, supra n. 16 at 285. There is no indication that 
Knox’s patent was ever enforced or its validity tested, 
or that this example led to other patents or efforts to 
patent similar activities. But the existence of the 
Knox patent suggests that as of 1793 the potential 
advantage of patenting such activities was well-
understood. 


In short, the need to accommodate technological 
change in no way suggests that the judiciary is 
charged with rewriting the statute to include meth-
ods for organizing human activity that do not involve 
manufactures, machines, or compositions of matter. 


C 


Since the 1793 statute was reenacted in 1952, it is 
finally important also to inquire whether between 
1793 and 1952 the U.S. Patent Office and the courts 
in this country had departed from the English prac-
tice and allowed patents such as those sought by Bil-
ski. In fact, the U.S. Patent Office operating under 
the 1793 Act hewed closely to the original under-
standing of the statute. As in the English practice of 
the time, there is no evidence that patents were 
granted under the 1793 Act on methods of organizing 
human activity not involving manufactures, ma-
chines or the creation of compositions of matter. The 
amicus briefs have addressed the early American 
practice, and some of them claim that human activity 
patents were allowed in the early period. To the con-
trary, the patents cited in the briefs are plainly dis-
tinguishable. 


The earliest claimed human activity patent cited in 
the briefs issued in 1840, entitled “Improvement in 
the Mathematical Operation of Drawing Lottery-
Schemes.” Br. of Amicus Curiae Regulatory Datacorp 
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23 n.54. But that patent is fundamentally unlike the 
Bilski claim, since it does not claim a method of orga-
nizing human activity not involving manufactures, 
machines or the creation of compositions of matter. 
See U.S. Patent No. 1700 (issued July 18, 1840). 
Rather, it is directed to a scheme of combining differ-
ent combinations of numbers onto a large number of 
physical lottery tickets (i.e., a method for manufac-
turing lottery tickets). Id. col.1. The other early-is-
sued patents cited in the amicus briefs are similarly 
distinguishable.18 


Likewise, Supreme Court decisions before the 1952 
Patent Act assumed that the only processes that were 
patentable were those involving other types of pat-
entable subject matter. In later cases the Supreme 
Court has recognized that these cases set forth the 


                                                 
18 See, e.g., Complemental Accident Insurance Policy, U.S. 


Patent No. 389,818 (issued Sept. 18, 1888) (claiming a “com-
plemental insurance policy” as an apparatus consisting of two 
separate cards secured together); Insurance System, U.S. Patent 
No. 853,852 (issued May 14, 1907) (claiming a “two-part 
insurance policy” as “an article of manufacture”).  


A number of the amici also refer to the discussion and the 
patents cited in “A USPTO White Paper” (the “White Paper”) to 
establish the historical foundation of business method patents. 
See, e.g., Br. of Amicus Curiae Accenture 14-15 n. 11. As Judge 
Mayer notes, dissenting op. at 1001-02 n. 4, the White Paper 
does not show this proposition. As the White Paper itself 
recognizes, the early financial patents it discusses were largely 
mechanical products and methods related to financial paper, not 
methods for organizing human activity. White Paper at 2. Thus, 
while the White Paper shows that inventions in the business 
realm of finance and management historically enjoyed patent 
protection, it does little to establish that business methods 
directed to the organization of human activity not involving 
manufactures, machines or the creation of compositions of 
matter were similarly patentable. 
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standard for process patents in the pre-1952 period. 
Diehr, 450 U.S. at 182-84, 101 S.Ct. 1048; 
Gottschalk, 409 U.S. at 69-70, 93 S.Ct. 253. The lead-
ing case is Corning v. Burden, 56 U.S. 252, 15 How. 
252, 14 L.Ed. 683 (1853). There, the Supreme Court 
discussed the patentability of processes: 


A process, eo nomine, is not made the subject of a 
patent in our act of Congress. It is included un-
der the general term ‘useful art.’ An art may re-
quire one or more processes or machines in order 
to produce a certain result or manufacture. The 
term machine includes every mechanical device 
or combination of mechanical powers and devices 
to perform some function and produce a certain 
effect or result. But where the result or effect is 
produced by chemical action, by the operation or 
application of some element or power of nature, 
or of one substance to another, such modes, 
methods, or operations, are called ‘processes.’ A 
new process is usually the result of discovery; a 
machine, of invention. The arts of tanning, dye-
ing, making water-proof cloth, vulcanizing India 
rubber, smelting ores, and numerous others are 
usually carried on by processes, as distinguished 
from machines.... It is for the discovery or inven-
tion of some practicable method or means of pro-
ducing a beneficial result or effect that a patent 
is granted, and not for the result or effect itself. 
It is when the term process is used to represent 
the means or method of producing a result that it 
is patentable, and it will include all methods or 
means which are not effected by mechanism or 
mechanical combinations. 


Id. at 267-68 (emphases added). In Cochrane v. 
Deener, the Court clarified its understanding of a 
patentable “process”: 
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That a process may be patentable, irrespective of 
the particular form of the instrumentalities used, 
cannot be disputed....A process is a mode of 
treatment of certain materials to produce a given 
result. It is an act, or a series of acts, performed 
upon the subject-matter to be transformed and 
reduced to a different state or thing. If new and 
useful, it is just as patentable as is a piece of ma-
chinery. In the language of the patent law, it is 
an art. The machinery pointed out as suitable to 
perform the process may or may not be new or 
patentable; whilst the process itself may be alto-
gether new, and produce an entirely new result. 
The process requires that certain things should 
be done with certain substances, and in a certain 
order; but the tools to be used in doing this may 
be of secondary consequence. 


94 U.S. 780, 787-88, 24 L.Ed. 139 (1876) (emphases 
added). Finally, in Tilghman v. Proctor, 102 U.S. 707, 
722, 26 L.Ed. 279 (1880), the Court noted: 


That a patent can be granted for a process there 
can be no doubt. The patent law is not confined 
to new machines and new compositions of mat-
ter, but extends to any new and useful art or 
manufacture. A manufacturing process is clearly 
an art, within the meaning of the law. 


(Emphasis added). The Court’s definition of a pat-
entable process was well-accepted and consistently 
applied by the courts of appeals. See, e.g., P.E. Shar-
pless Co. v. Crawford Farms, 287 F. 655, 658-59 (2nd 
Cir.1923); Chicago Sugar-Refining Co. v. Charles 
Pope Glucose Co., 84 F. 977, 982 (7th Cir.1898). 


Finally, nothing in the legislative history of the 
1952 Act suggests that Congress intended to enlarge 
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the category of patentable subject matter to include 
patents such as the method Bilski attempts to claim. 
As discussed above, the only change made by the 
1952 Act was in replacing the word “art” with the 
word “process.” The Supreme Court has already con-
cluded that this change did not alter the sub-stantive 
understanding of the statute. See Diehr, 450 U.S. at 
182, 101 S.Ct. 1048 (“[A] process has historically en-
joyed patent protection because it was considered a 
form of ‘art’ as that term was used in the 1793 Act.”). 


The House Report accompanying the 1952 bill in-
cludes the now-famous reference to “anything under 
the sun made by man”: 


A person may have “invented” a machine or a 
manufacture, which may include anything under 
the sun made by man, but it is not necessarily 
patentable under section 101 unless the condi-
tions of the title are fulfilled. 


H.R.1923 at 7. Although this passage has been used 
by our court in past cases to justify a broad inter-pre-
tation of patentable subject matter, I agree with 
Judge Mayer that, when read in context, the state-
ment undercuts the notion that Congress intended to 
expand the scope of § 101. See Mayer, J., dissenting 
op. at 1000. It refers to things “made by man,” not  
to methods of organizing human activity. In this re-
spect, the language is reminiscent of the 1799 use of 
the phrase “something made by the hands of man” by 
Chief Justice Lord Kenyon as a limitation on pat-
entable subject matter under the Statute of Monopo-
lies. The idea that an invention must be “made by 
man” was used to distinguish “a philosophical princi-
ple only, neither organized or capable of being 
organized” from a patentable manufacture. Horn-
blower, 8 T.R. at 98. Lord Kenyon held that the 
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patent before him was not based on a mere principle, 
but was rather “a patent for a manufacture, which I 
understand to be something made by the hands of 
man.” Id. at 98 (emphases added); accord American 
Fruit Growers v. Brogdex Co., 283 U.S. 1, 11, 51 S.Ct. 
328, 75 L.Ed. 801 (1931) (giving “anything made for 
use from raw or prepared materials” as one definition 
of “manufacture”). 


In short, the history of § 101 fully supports the ma-
jority’s holding that Bilski’s claim does not recite pat-
entable subject matter. Our decision does not reflect 
“legislative” work, but rather careful and respectful 
adherence to the Congressional purpose. 
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NEWMAN, Circuit Judge, dissenting. 


The court today acts en banc to impose a new and 
far-reaching restriction on the kinds of inventions 
that are eligible to participate in the patent system. 
The court achieves this result by redefining the word 
“process” in the patent statute, to exclude all proc-
esses that do not transform physical matter or that 
are not performed by machines. The court thus ex-
cludes many of the kinds of inventions that apply to-
day’s electronic and photonic technologies, as well as 
other processes that handle data and information in 
novel ways. Such processes have long been patent 
eligible, and contribute to the vigor and variety of to-
day’s Information Age. This exclusion of process in-
ventions is contrary to statute, contrary to precedent, 
and a negation of the constitutional mandate. Its im-
pact on the future, as well as on the thousands of 
patents already granted, is unknown. 


This exclusion is imposed at the threshold, before it 
is determined whether the excluded process is new, 
non-obvious, enabled, described, particularly claimed, 
etc.; that is, before the new process is examined for 
patentability. For example, we do not know whether 
the Bilski process would be found patentable under 
the statutory criteria, for they were never applied. 


The innovations of the “knowledge economy”-of 
“digital prosperity”-have been dominant contributors 
to today’s economic growth and societal change. Revi-
sion of the commercial structure affecting major as-
pects of today’s industry should be approached with 
care, for there has been significant reliance on the 
law as it has existed, as many amici curiae pointed 
out. Indeed, the full reach of today’s change of law is 
not clear, and the majority opinion states that many 
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existing situations may require reassessment under 
the new criteria. 


Uncertainty is the enemy of innovation. These new 
uncertainties not only diminish the incentives avail-
able to new enterprise, but disrupt the settled expec-
tations of those who relied on the law as it existed. I 
respectfully dissent. 


DISCUSSION 


The court’s exclusion of specified process inventions 
from access to the patent system is achieved by re-de-
fining the word “process” in the patent statute. How-
ever, the court’s redefinition is contrary to statute 
and to explicit rulings of the Supreme Court and this 
court. I start with the statute: 


Section 101 is the statement of statutory eligibility 


From the first United States patent act in 1790, 
the subject matter of the “useful arts” has been stated 
broadly, lest advance restraints inhibit the unknown 
future. The nature of patent-eligible subject matter 
has received judicial attention over the years, as new 
issues arose with advances in science and technology. 
The Supreme Court has consistently confirmed the 
constitutional and legislative purpose of providing a 
broadly applicable incentive to commerce and crea-
tivity, through this system of limited exclusivity. 
Concurrently, the Court early explained the limits of 
patentable subject matter, in that “fundamental 
truths” were not intended to be included in a system 
of exclusive rights, for they are the general founda-
tions of knowledge. Thus laws of nature, natural 
phenomena, and abstract ideas are not subject to 
patenting. Several rulings of the Court have reviewed 
patent eligibility in light of these fundamentals. 
However, the Court explicitly negated today’s restric-
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tions. My colleagues in the majority are mistaken in 
finding that decisions of the Court require the per se 
limits to patent eligibility that the Federal Circuit 
today imposes. The patent statute and the Court’s 
decisions neither establish nor support the exclusion-
ary criteria now adopted. 


The court today holds that any process that does 
not transform physical matter or require performance 
by machine is not within the definition of “process” in 
any of the patent statutes since 1790. All of the stat-
utes contained a broad definition of patent-eligible 
subject matter, like that in the current Patent Act of 
1952: 


35 U.S.C § 101 Whoever invents or discovers any 
new and useful process, machine, manufacture, 
or composition of matter, or any new and useful 
improvement thereof, may obtain a patent there-
for, subject to the conditions and requirements of 
this title. 


In Diamond v. Diehr, 450 U.S. 175, 101 S.Ct. 1048, 
67 L.Ed.2d 155 (1981) the Court explained that 
Section 101 is not an independent condition of pat-
entability, but a general statement of subject matter 
eligibility. The Court stated: 


Section 101, however, is a general statement of 
the type of subject matter that is eligible for pat-
ent protection “subject to the conditions and re-
quirements of this title.” Specific conditions for 
patentability follow and § 102 covers in detail the 
conditions relating to novelty. The question 
therefore of whether a particular invention is 
novel is “wholly apart from whether the inven-
tion falls in a category of statutory subject 
matter.” 
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Id. at 189-90, 101 S.Ct. 1048 (footnote omitted) (quot-
ing In re Bergy, 596 F.2d 952, 961 (C.C.P.A.1979)). 


“Process” is defined in the 1952 statute as follows: 


35 U.S.C. § 100(b) The term “process” means 
process, art or method, and includes a new use of 
a known process, machine, manufacture, compo-
sition of matter, or material. 


The 1952 Patent Act replaced the word “art” in 
prior statutes with the word “process,” while the rest 
of Section 101 was unchanged from earlier statutes. 
The legislative history for the 1952 Act explained 
that “art” had been “interpreted by courts to be prac-
tically synonymous with process or method.” S.Rep. 
No. 82-1979 (1952), reprinted in 1952 U.S.C.C.A.N. 
2394, 2398, 2409-10. In Diehr the Court explained 
that a process “has historically enjoyed patent protec-
tion because it was considered a form of ‘art’ as that 
term was used in the 1793 Act.” 450 U.S. at 182, 101 
S.Ct. 1048. 


The definition of “process” provided at 35 U.S.C.  
§ 100(b) is not “unhelpful,” as this court now states, 
maj. op. at 951 n. 3, but rather points up the errors in 
the court’s new statutory interpretation. Section 
100(b) incorporates the prior usage “art” and the 
term “method,” and places no restriction on the defi-
nition. This court’s redefinition of “process” as limit-
ing access to the patent system to those pro-cesses 
that use specific machinery or that transform matter, 
is contrary to two centuries of statutory definition. 


The breadth of Section 101 and its predecessor pro-
visions reflects the legislative intention to accommo-
date not only known fields of creativity, but also the 
unknown future. The Court has consistently re-
frained from imposing unwarranted restrictions on 
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statutory eligibility, and for computer-implemented 
processes the Court has explicitly rejected the direc-
tion now taken. Nonetheless, this court now adopts a 
redefinition of “process” in Section 101 that excludes 
forms of information-based and software-imple-
mented inventions arising from new technological 
capabilities, stating that this result is required by  
the Court’s computer-related cases, starting with 
Gottschalk v. Benson, 409 U.S. 63, 93 S.Ct. 253, 34 
L.Ed.2d 273 (1972). However, the Court in Benson 
rejected the restriction that is imposed today: 


This court’s new definition of “process” was rejected 
in Gottschalk v. Benson 


In Benson the claimed invention was a mathemati-
cal process for converting binary-coded decimal 
numerals into pure binary numbers. The Court ex-
plained that a mathematical formula unlimited to a 
specific use was simply an abstract idea of the nature 
of “fundamental truths,” “phenomena of nature,” and 
“abstract intellectual concepts,” as have traditionally 
been outside of patent systems. 409 U.S. at 67, 93 
S.Ct. 253. However, the Court explicitly declined to 
limit patent-eligible processes in the manner now 
adopted by this court, stating: 


It is argued that a process patent must either be 
tied to a particular machine or apparatus or 
must operate to change articles or materials to a 
“different state or thing.” We do not hold that no 
process patent could ever qualify if it did not 
meet the requirements of our prior precedents. It 
is said that the decision precludes a patent for 
any program servicing a computer. We do not so 
hold. 


Id. at 71, 93 S.Ct. 253. The Court explained that “the 
requirements of our prior precedents” did not pre-
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clude patents on computer programs, despite the 
statement drawn from Cochrane v. Deener, 94 U.S. 
780, 787-88, 24 L.Ed. 139 (1876), that “[t]rans-forma-
tion and reduction of an article ‘to a different state or 
thing’ is the clue to the patentability of a process 
claim that does not include particular machines.” 
Benson, 409 U.S. at 70, 93 S.Ct. 253. Although this 
same statement is now relied upon by this court as 
requiring its present ruling, maj. op at 956 & n. 11, 
the Court in Benson was explicit that: “We do not 
hold that no process patent could ever qualify if it did 
not meet [the Court’s] prior pre-cedents.” The Court 
recognized that Cochrane‘s statement was made in 
the context of a mechanical process and a past era, 
and protested: 


It is said we freeze process patents to old tech-
nologies, leaving no room for the revelations of 
the new, onrushing technology. Such is not our 
purpose. 


Benson, 409 U.S. at 71, 93 S.Ct. 253. Instead, the 
Court made clear that it was not barring patents on 
computer programs, and rejected the “argu[ment] 
that a process patent must either be tied to a par-
ticular machine or apparatus or must operate to 
change articles or materials to a ‘different state or 
thing’” in order to satisfy Section 101. Id. Although 
my colleagues now describe these statements as 
“equivocal,” maj. op. at 956, there is nothing equivo-
cal about “We do not so hold.” Benson, 409 U.S. at 71, 
93 S.Ct. 253. Nonetheless, this court now so holds. 


In Parker v. Flook the Court again rejected today’s 
restrictions 


The eligibility of mathematical processes next 
reached the Court in Parker v. Flook, 437 U.S. 584, 
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98 S.Ct. 2522, 57 L.Ed.2d 451 (1978), where the 
Court held that the “process” category of Section 101 
was not met by a claim to a mathematical formula for 
calculation of alarm limits for use in connection with 
catalytic conversion of hydrocarbons and, as in 
Benson, the claim was essentially for the mathemati-
cal formula. The Court later summarized its Flook 
holding, stating in Diamond v. Diehr that: 


The [Flook] application, however, did not purport 
to explain how these other variables were to be 
determined, nor did it purport “to contain any 
disclosure relating to the chemical processes at 
work, the monitoring of the process variables, 
nor the means of setting off an alarm or adjust-
ing an alarm system. All that it provides is a 
formula for computing an updated alarm limit.” 


Diehr, 450 U.S. at 186-87, 101 S.Ct. 1048 (quoting 
Flook, 437 U.S. at 586, 98 S.Ct. 2522). 


The Court explained in Flook that a field-of-use re-
striction to catalytic conversion did not distinguish 
Flook’s mathematical process from that in Benson. 
However, the Court reiterated that patent eligibility 
of computer-directed processes is not controlled by 
the “qualifications of our earlier precedents,” again 
negating any limiting effect of the usages of the past, 
on which this court now places heavy reliance. The 
Court stated: 


The statutory definition of “process” is broad. An 
argument can be made, however, that this Court 
has only recognized a process as within the 
statutory definition when it either was tied to a 
particular apparatus or operated to change ma-
terials to a “different state or thing.” As in 
Benson, we assume that a valid process patent 
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may issue even if it does not meet one of these 
qualifications of our earlier precedents.1 


Flook, 437 U.S. at 589 n. 9, 98 S.Ct. 2522 (quoting 
Cochrane, 94 U.S. at 787). This statement directly 
contravenes this court’s new requirement that all 
processes must meet the court’s “machine-or-trans-
formation test” or be barred from access to the patent 
system. 


The Court in Flook discussed that abstractions and 
fundamental principles have never been subject to 
patenting, but recognized the “unclear line” between 
an abstract principle and the application of such 
principle: 


The line between a patentable “process” and an 
unpatentable “principle” is not always clear. 
Both are “conception[s] of the mind, seen only by 
[their] effects when being executed or per-
formed.” 


Flook, 437 U.S. at 589, 98 S.Ct. 2522 (alterations in 
original) (quoting Tilghman v. Proctor, 102 U.S. 707, 
728, 26 L.Ed. 279 (1880)). 


The decision in Flook has been recognized as a step 
in the evolution of the Court’s thinking about com-
puters. See Arrhythmia Res. Tech., Inc. v. Corazonix 
Corp., 958 F.2d 1053, 1057 n. 4 (Fed.Cir.1992) (“it ap-
pears to be generally agreed that these decisions rep-
resent evolving views of the Court”) (citing R.L. Gable 
& J.B. Leaheey, The Strength of Patent Pro-tection 


                                                 
1 My colleagues cite only part of this quotation as the Court’s 


holding in Flook, maj. op. at 955, ignoring the qualifying words 
“[a]n argument can be made” as well as the next sentence 
clarifying that this argument was rejected by the Court in 
Benson and is now again rejected in Flook. 
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for Computer Products, 17 Rutgers Computer & 
Tech. L.J. 87 (1991); D. Chisum, The Patentability of 
Algorithms, 47 U. Pitt. L.Rev. 959 (1986)). That Flook 
does not support today’s per se exclusion of forms of 
process inventions from access to the patent system 
is reinforced in the next Section 101 case decided by 
the Court: 


In Diamond v. Chakrabarty the Court again re-
jected per se exclusions of subject matter from Section 
101 


In Diamond v. Chakrabarty, 447 U.S. 303, 100 
S.Ct. 2204, 65 L.Ed.2d 144 (1980), the scope of 
Section 101 was challenged as applied to the new 
fields of biotechnology and genetic engineering, with 
respect to the patent eligibility of a new bacterial “life 
form.” The Court explained the reason for the broad 
terms of Section 101: 


The subject-matter provisions of the patent law 
have been cast in broad terms to fulfill the con-
stitutional and statutory goal of promoting “the 
Progress of Science and the useful Arts” with all 
that means for the social and economic benefits 
envisioned by Jefferson. Broad general language 
is not necessarily ambiguous when congressional 
objectives require broad terms. 


Id. at 315, 100 S.Ct. 2204 (quoting U.S. Const., art. I, 
§ 8). The Court referred to the use of “any” in Section 
101 (“Whoever invents or discovers any new and use-
ful process ... or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title”), and reit-
erated that the statutory language shows that Con-
gress “plainly contemplated that the patent laws 
would be given wide scope.” Id. at 308, 100 S.Ct. 
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2204. The Court referred to the legislative intent to 
include within the scope of Section 101“anything un-
der the sun that is made by man,” id. at 309, 100 
S.Ct. 2204 (citing S. Rep. 82-1979, at 5, U.S.Code 
Cong. & Admin.News 1952, pp. 2394, 2399; H.R. Rep. 
82-1923, at 6 (1952)), and stated that the unforesee-
able future should not be inhibited by judicial restric-
tion of the “broad general language” of Section 101: 


A rule that unanticipated inventions are without 
protection would conflict with the core concept of 
the patent law that anticipation undermines pat-
entability. Mr. Justice Douglas reminded that 
the inventions most benefiting mankind are 
those that push back the frontiers of chemistry, 
physics, and the like. Congress employed broad 
general language in drafting § 101 precisely be-
cause such inventions are often unforeseeable. 


Id. at 315-16, 100 S.Ct. 2204 (citations and internal 
quotation marks omitted). The Court emphasized 
that its precedents did not alter this understanding 
of Section 101‘s breadth, stating that “ Flook did not 
announce a new principle that inventions in areas 
not contemplated by Congress when the patent laws 
were enacted are unpatentable per se.” Id. at 315, 
100 S.Ct. 2204. 


Whether the applications of physics and chemistry 
that are manifested in advances in computer hard-
ware and software were more or less foreseeable than 
the advances in biology and biotechnology is debat-
able, but it is not debatable that these fields of en-
deavor have become primary contributors to today’s 
economy and culture, as well as offering an untold 
potential for future advances. My colleagues offer no 
reason now to adopt a policy of exclusion of the un-







70a 
known future from the subject matter now embraced 
in Section 101. 


Soon after Chakrabarty was decided, the Court re-
turned to patentability issues arising from computer 
capabilities: 


In Diamond v. Diehr the Court directly held that 
computer-implemented processes are included in 
Section 101 


The invention presented to the Court in Diehr was 
a “physical and chemical process for molding preci-
sion synthetic rubber products” where the process 
steps included using a mathematical formula. The 
Court held that the invention fit the “process” cate-
gory of Section 101 although mathematical calcula-
tions were involved, and repeated its observation in 
Chakrabarty that “courts should not read into the 
patent laws limitations and conditions which the 
legislature has not expressed.” Diehr, 450 U.S. at 
182, 101 S.Ct. 1048 (internal quotation marks omit-
ted) (citing Chakrabarty, 447 U.S. at 308, 100 S.Ct. 
2204). 


The Court distinguished a claim that would cover 
all uses of a mathematical formula and thus is an ab-
stract construct, as in Benson, from a claim that ap-
plies a mathematical calculation for a specified pur-
pose, as in Diehr. The Court stated that “a claim 
drawn to subject matter otherwise statutory does not 
become nonstatutory simply because it uses a 
mathematical formula, computer program, or digital 
computer,” id. at 187, 101 S.Ct. 1048, and explained 
that the line between statutory and nonstatutory 
processes depends on whether the process is directed 
to a specific purpose, see id. (“It is now commonplace 
that an application of a law of nature or mathemati-
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cal formula to a known structure or process may well 
be deserving of patent protection.”(emphasis in origi-
nal)). The Court clarified that Flook did not hold that 
claims may be dissected into old and new parts to as-
sess their patent eligibility. Id. at 189 n. 12, 101 S.Ct. 
1048. 


However, the Court did not propose the “machine-
or-transformation” test that this court now insists 
was “enunciated” in Diehr as a specific limit to 
Section 101. Maj. op. at 953-54. In Diehr there was no 
issue of machine or transformation, for the Diehr 
process both employed a machine and produced a 
chemical transformation: the process was conducted 
in “an openable rubber molding press,” and it cured 
the rubber. In discussing the known mathematical 
formula used by Diehr to calculate the relation be-
tween temperature and the rate of a chemical reac-
tion, the Court recited the traditional exceptions of 
“laws of nature, natural phenomena, and abstract 
ideas,” 450 U.S. at 185, 101 S.Ct. 1048, and explained 
that the entirety of the process must be considered, 
not an individual mathematical step. 


The Court characterized the holdings in Benson 
and Flook as standing for no more than the continued 
relevance of these “long-established” judicial exclu-
sions, id., and repeated that a practical application of 
pure science or mathematics may be patentable, cit-
ing Mackay Radio & Telegraph Co. v. Radio Corp. of 
America, 306 U.S. 86, 94, 59 S.Ct. 427, 83 L.Ed. 506 
(1939) (“While a scientific truth, or the mathematical 
expression of it, is not a patentable invention, a novel 
and useful structure created with the aid of knowl-
edge and scientific truth may be.”). The Court ex-
plained that the presence of a mathematical formula 
does not preclude patentability when the structure or 
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process is performing a function within the scope of 
the patent system, stating: 


[W]hen a claim containing a mathematical for-
mula implements or applies that formula in a 
structure or process which, when considered as a 
whole, is performing a function which the patent 
laws were designed to protect (e.g., transforming 
or reducing an article to a different state or 
thing), then the claim satisfies the requirements 
of § 101. 


450 U.S. at 192, 101 S.Ct. 1048. This statement’s par-
enthetical “e.g.” is relied on by the majority for its 
statement that Diehr requires today’s “machine-or-
transformation” test. However, this “e.g.” does not 
purport to state the only “function which the patent 
laws were designed to protect.” Id. This “e.g.” indeed 
describes the process in Diehr, but it does not exclude 
all other processes from access to patenting. 


It cannot be inferred that the Court intended, by 
this “e.g.” parenthetical, to require the far-reaching 
exclusions now attributed to it. To the contrary, the 
Court in Diehr was explicit that “an application of a 
law of nature or mathematical formula” may merit 
patent protection, 450 U.S. at 187, 101 S.Ct. 1048 
(emphasis in original), and that the claimed process 
must be considered as a whole, id. at 188, 101 S.Ct. 
1048. The Court recognized that a process claim may 
combine steps that were separately known, and that 
abstract ideas such as mathematical formulae may be 
combined with other steps to produce a patentable 
process. Id. at 187, 101 S.Ct. 1048. The steps are not 
to be “dissect[ed]” into new and old steps; it is the en-
tire process that frames the Section 101 inquiry. Id. 
at 188, 101 S.Ct. 1048. 
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The Diehr Court did not hold, as the majority opin-


ion states, that transformation of physical state is a 
requirement of eligibility set by Section 101 unless 
the process is performed by a machine. It cannot be 
inferred that the Court silently imposed such a rule. 
See maj. op. at 956 (relying on lack of repetition in 
Diehr of the Benson and Flook dis-claimers of requir-
ing machine or transformation, as an implicit rejec-
tion of these disclaimers and tacit adoption of the re-
quirement). There was no issue in Diehr of the need 
for either machine or trans-formation, for both were 
undisputedly present in the process of curing rubber. 
It cannot be said that the Court “enunciated” today’s 
“definitive test” in Diehr.2  


Subsequent Supreme Court authority reinforced the 
breadth of Section 101 


In J.E.M. Ag Supply, Inc. v. Pioneer Hi-Bred Inter-
national, Inc., 534 U.S. 124, 122 S.Ct. 593, 151 
L.Ed.2d 508 (2001), the Court described Section 101 
as a “dynamic provision designed to encompass new 
and unforeseen inventions,” id. at 135, 122 S.Ct. 593, 
that case arising in the context of eligibility of newly 
developed plant varieties for patenting. The Court 
stated: “As in Chakrabarty, we decline to narrow the 
reach of § 101 where Congress has given us no indica-


                                                 
2 Many amici curiae pointed out that the Supreme Court did 


not adopt the test that this court now attributes to it. See, e.g., 
Br. of Amicus Curiae Am. Intellectual Property Law Ass’n at 18 
& n.16; Br. of Amicus Curiae Biotechnology Industry Org. at 17-
21; Br. of Amicus Curiae Boston Patent Law Ass’n at 6-8; Br. of 
Amicus Curiae Business Software Alliance at 13; Br. of Amicus 
Curiae Federal Circuit Bar Ass’n at 21; Br. of Amicus Curiae 
Regulatory Datacorp, Inc. at 12-13; Br. of Amicus Curiae 
Accenture at 16-17; Br. of Amicus Curiae Washington State 
Patent Law Ass’n at 10-11. 
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tion that it intends this result.” Id. at 145-46, 122 
S.Ct. 593. The Court reiterated that “Congress 
plainly contemplated that the patent laws would be 
given wide scope,” id. at 130, 122 S.Ct. 593 (quoting 
Chakrabarty, 447 U.S. at 308, 100 S.Ct. 2204), and 
that the language of Section 101 is “extremely broad,” 
id. This is not language of restriction, and it reflects 
the statutory policy and purpose of inclusion, not ex-
clusion, in Section 101. 


The Court’s decisions of an earlier age do not sup-
port this court’s restrictions of Section 101 


My colleagues also find support for their restric-
tions on patent-eligible “process” inventions in the 
pre-Section 101 decisions O’Reilly v. Morse, 56 U.S. 
(15 How.) 62, 14 L.Ed. 601 (1853), Cochrane v. 
Deener, 94 U.S. 780, 24 L.Ed. 139 (1876), and 
Tilghman v. Proctor, 102 U.S. 707, 26 L.Ed. 279 
(1880). Although the Court in Benson and in Flook 
took care to state that these early decisions do not 
require the restrictions that the Court was rejecting, 
this court now places heavy reliance on these early 
decisions, which this court describes as “consistent 
with the machine-or-transformation test later ar-
ticulated in Benson and reaffirmed in Diehr.” Maj. 
op. at 955. As I have discussed, no such test was “ar-
ticulated in Benson ” and “reaffirmed in Diehr.” 


However, these early cases do show, contrary to the 
majority opinion, that a “process” has always been a 
distinct category of patentable invention, and not tied 
to either apparatus or transformation, as this court 
now holds. For example, in Tilghman v. Proctor the 
Court considered a patent on a process for separating 
fats and oils, and held that the process was not re-
stricted to any particular apparatus. The Court held 
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that a process is an independent category of inven-
tion, and stated: 


That a patent can be granted for a process, there 
can be no doubt. The patent law is not confined 
to new machines and new compositions of mat-
ter, but extends to any new and useful art or 
manufacture. 


102 U.S. at 722; see also Corning v. Burden, 56 U.S. 
(15 How.) 252, 268, 14 L.Ed. 683 (1853) (“It is for the 
discovery or invention of some practical method or 
means of producing a beneficial result or effect, that 
a patent is granted, and not for the result or effect 
itself.”) The difference between a process and the 
other categories of patent-eligible subject matter does 
not deprive process inventions of the independent 
status accorded by statute, by precedent, and by 
logic, all of which negate the court’s new rule that a 
process must be tied to a particular machine or must 
transform physical matter. 


The majority also relies on O’Reilly v. Morse, citing 
the Court’s rejection of Morse’s Claim 8 for “the use of 
the motive power of the electro or galvanic current, 
which I call electromagnetism, however developed, 
for making or printing intelligible characters, signs 
or letters at any distances....” The Court explained: 


In fine he claims an exclusive right to use a 
manner and process which he has not described 
and indeed had not invented, and therefore could 
not describe when he obtained his patent. The 
Court is of the opinion that the claim is too 
broad, and not warranted by law. 


56 U.S. (15 How.) at 113. However, the claims that 
were directed to the communication system that was 
described by Morse were held patentable, although 
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no machine, transformation, or manufacture was re-
quired. See Morse’s Claim 5 (“The system of signs, 
consisting of dots and spaces, and horizontal lines, for 
numerals, letters, words, or sentences, substantially 
as herein set forth and illustrated, for telegraphic 
purposes.”). I cannot discern how the Court’s rejec-
tion of Morse’s Claim 8 on what would now be Section 
112 grounds, or the allowance of his other claims, 
supports this court’s ruling today. Indeed, Morse’s 
claim 5, to a system of signs, is no more “tangible” 
than the systems held patentable in Alappat and 
State Street Bank, discussed post and now cast into 
doubt, or the Bilski system here held ineligible for 
access to patenting. 


The majority opinion also relies on Cochrane v. 
Deener, particularly on certain words quoted in 
subsequent opinions of the Court. In Cochrane the 
invention was a method for bolting flour, described as 
a series of mechanical steps in the processing of flour 
meal. The question before the Court was whether the 
patented process would be infringed if the same steps 
were performed using different machinery. The an-
swer was “that a process may be patentable, irrespec-
tive of the particular form of the instrumentalities 
used.” 94 U.S. at 788. The Court stressed the inde-
pendence of a process from the tools that perform it: 


A process is a mode of treatment of certain mate-
rials to produce a given result. It is an act, or se-
ries of acts, performed upon the subject-matter to 
be transformed and reduced to a different state 
or thing. If new and useful, it is just as pat-
entable as is a piece of machinery. In the lan-
guage of the patent law, it is an art. The machin-
ery pointed out as suitable to perform the process 
may or may not be new or patentable; whilst the 
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process itself may be altogether new, and pro-
duce an entirely new result. The process requires 
that certain things should be done with certain 
substances, and in a certain order; but the tools 
to be used in doing this may be of secondary con-
sequence. 


94 U.S. at 788. The Court did not restrict the kinds of 
patentable processes; the issue in Cochrane was 
whether the process must be tied to the machinery 
that the patentee used to perform it. 


This court now cites Cochrane‘s description of a 
process as “acts performed upon subject-matter to be 
transformed and reduced to a different state or 
thing,” id., this court stating that unless there is 
transformation there is no patentable process. That is 
not what this passage means. In earlier opinions this 
court and its predecessor court stated the correct 
view of this passage, as has the Supreme Court. The 
Court of Customs and Patent Appeals observed: 


[This Cochrane passage] has sometimes been 
misconstrued as a ‘rule’ or ‘definition’ requiring 
that all processes, to be patentable, must operate 
physically on substances. Such a result misap-
prehends the nature of the passage quoted as 
dictum, in its context, and the question being 
discussed by the author of the opinion. To deduce 
such a rule from the statement would be contrary 
to its intendment which was not to limit process 
patentability but to point out that a process is 
not limited to the means used in performing it. 


In re Prater, 56 C.C.P.A. 1381, 415 F.2d 1393, 1403 
(1969). Again in In re Schrader, 22 F.3d 290, 295 n. 
12 (Fed.Cir.1994) this court noted that Cochrane did 
not limit patent eligible subject matter to physical 







78a 
transformation, and that transformation of “intangi-
bles” could qualify for patenting. In AT&T Corp. v. 
Excel Communications, Inc., 172 F.3d 1352, 1358 
(Fed.Cir.1999), this court described physical transfor-
mation as “merely one example of how a mathemati-
cal algorithm may bring about a useful application.” 


The Court saw the Cochrane decision in its proper 
perspective. Both Flook and Benson rejected the idea 
that Cochrane imposed the requirement of either spe-
cific machinery or the transformation of matter, as 
discussed ante. See Flook, 437 U.S. at 588 n. 9, 98 
S.Ct. 2522; Benson, 409 U.S. at 71, 93 S.Ct. 253. Non-
transformative processes were not at issue in either 
Cochrane or Diehr, and there is no endorsement in 
Diehr of a “machine-or-transformation” requirement 
for patentable processes. 


These early cases cannot be held now to require ex-
clusion, from the Section 101 definition of “pro-cess,” 
of all processes that deal with data and information, 
whose only machinery is electrons, photons, or waves, 
or whose product is not a transformed physical sub-
stance. 


The English Statute of Monopolies and English 
common law do not limit “process” in Section 101 


I comment on this aspect in view of the proposal in 
the concurring opinion that this court’s new two-
prong test for Section 101 process inventions was im-
plicit in United States law starting with the Act of 
1790, because of Congress’s knowledge of and impor-
tation of English common law and the English Stat-
ute of Monopolies of 1623. The full history of patent 
law in England is too ambitious to be achieved within 
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the confines of Bilski’s appeal,3 and the concurring 
opinion’s selective treatment of this history may 
propagate misunderstanding. 


The concurrence places primary reliance on the 
Statute of Monopolies, which was enacted in response 
to the monarchy’s grant of monopolies “to court fa-
vorites in goods or businesses which had long before 
been enjoyed by the public.” Graham v. John Deere 
Co., 383 U.S. 1, 5, 86 S.Ct. 684, 15 L.Ed.2d 545 (1966) 
(citing Peter Meinhardt, Inventions, Patents and 
Monopoly 30-35 (1946)). The Statute of Monopolies 
outlawed these “odious monopolies” or favors of the 
Crown, but, contrary to the concurring opinion, the 
Statute had nothing whatever to do with narrowing 
or eliminating categories of inventive subject matter 
                                                 


3 Scholarly histories include M. Frumkin, The Origin of 
Patents, 27 J.P.O.S. 143 (1945); E. Wyndham Hulme, Privy 
Council Law and Practice of Letters Patent for Invention from 
the Restoration to 1794, 33 L.Q. Rev. 63 (Part I), 180 (Part II) 
(1917); Hulme, On the History of Patent Law in the 
Seventeenth and Eighteenth Centuries, 18 L.Q. Rev. 280 (1902); 
Hulme, The History of the Patent System Under the Prerogative 
and at Common Law, 12 L.Q. Rev. 141 (1896); Ramon A. 
Klitzke, Historical Background of the English Patent Law, 41 
J.P.O.S 615 (1959); Christine MacLeod, Inventing the Industrial 
Revolution: The English Patent System 1660-1800 (1988); 
Frank D. Prager, Historic Background and Foundation of 
American Patent Law, 5 Am. J. Legal Hist. 309 (1961); Brad 
Sherman & Lionel Bently, The Making of Modern Intellectual 
Property Law: The British Experience, 1760-1911 (1999); 
Edward C. Walterscheid, The Early Evolution of the United 
States Patent Law: Antecedents, printed serially at J. Pat. & 
Trademark Off. Soc’y (“J.P.T.O.S.”) 76:697 (1994) (Part 1); 
76:849 (1994) (Part 2); 77:771, 847 (1995) (Part 3); 78:77 (1996) 
(Part 4); 78:615 (1996) (Part 5, part I); and 78:665 (1996) (Part 
5, part II) (hereinafter “Early Evolution”); and Edward C. 
Walterscheid, To Promote the Progress of Useful Arts: American 
Patent Law and Administration, 1798-1836 (1998). 
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eligible for a British patent. See Prager, Historical 
Background and Foundation of American Patent 
Law, 5 Am. J. Legal Hist. at 313 (“The statute [of 
Monopolies] said nothing about meritorious functions 
of patents, nothing about patent disclosures, and 
nothing about patent procedures; it was only directed 
against patent abuses.”). 


Patents for inventions had been granted by the 
Crown long before 1623. See Hulme, The History of 
the Patent System Under the Prerogative and at 
Common Law, 12 L.Q. Rev. at 143 (the first patent 
grant to the “introducer of a newly-invented process” 
was in 1440); Klitzke, Historical Background of the 
English Patent Law, 41 J.P.O.S. at 626-27 (discuss-
ing first patents for “invention” in England in the fif-
teenth century). That practice was unaffected by the 
terms of the Statute of Monopolies, which rendered 
“utterly void” all “Monopolies and all Commissions, 
Grants, Licenses, Charters and Letters Patent” that 
were directed to “the sole Buying, Selling, Making, 
Working or Using any Thing within this Realm,” 21 
Jac. 1, c.3, § I (Eng.), but which specifically excepted 
Letters Patent for inventions from that exclusion, id. 
§ VI. The only new limitation on patents for invention 
was a fourteen-year limit on the term of exclusivity. 
See Klitzke, Historical Background of the English 
Patent Law, 41 J.P.O.S. at 649. 


The usage “Letters Patent” described one of the 
forms of document whereby the Crown granted vari-
ous rights, whether the grant was for an odious mo-
nopoly that the Statute of Monopolies eliminated, or 
for rights to an invention new to England. That usage 
was not changed by the Statute of Monopolies. Nor 
were other aspects of the British practice which dif-
fered from that enacted in the United States, par-
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ticularly the aspect whereby a British patent could be 
granted to a person who imported something that 
was new to England, whether or not the import was 
previously known or the importer was the inventor 
thereof. In England, “[t]he rights of the inventor are 
derived from those of the importer, and not vice versa 
as is commonly supposed.” Hulme, The History of the 
Patent System Under the Prerogative and at Com-
mon Law, 12 L.Q.R. at 152; see also MacLeod, In-
venting the Industrial Revolution 13 (“The rights of 
the first inventor were understood to derive from 
those of the first importer of the invention.”). 


In contrast, in the United States the patent right 
has never been predicated upon importation, and  
has never been limited to “manufactures.” See, e.g., 
Walterscheid, To Promote the Progress of Useful Arts 
93, 137-38, 224; see also Prager, Historic Background 
and Foundation of American Patent Law, 5 Am. J. 
Legal Hist. at 309 (“The American Revolution de-
stroyed many of the ancient customs; it brought a 
sweeping reorientation of patent law, with new 
forms, new rules, new concepts, and new ideals.”). 
The differences between the American and English 
patent law at this nation’s founding were marked, 
and English judicial decisions interpreting the Eng-
lish statute are of limited use in interpreting the 
United States statute. In all events, no English deci-
sion supports this court’s new restrictive definition of 
“process.” 


The concurrence proposes that the Statute of Mo-
nopolies provides a binding definition of the terms 
“manufacture,” “machine,” “composition of matter,” 
and “process” in Section 101 of the U.S. Patent Act. 
See concurring op. at 968-70. The only one of these 
terms that appears in the Statute of Monopolies is 
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“manufacture”, a broad term that reflects the usage 
of the period. Even at the time of this country’s 
founding, the usage was broad, as set forth in Samuel 
Johnson’s Dictionary of the English Language (3d. 
ed. 1768), which defines “manufacture” as “any thing 
made by art,” and defines “art” as “the power of doing 
something not taught by nature and instinct”; “a sci-
ence”; “a trade”; “artfulness”; “skill”; “dexterity.” His-
torians explain that England’s primary motive for 
patenting was to promote “[a]cquisition of superior 
Continental technology” at a time when England 
lagged behind, see MacLeod, Inventing the Industrial 
Revolution 11; this cannot be interpreted to mean 
that England and perforce the United States in-
tended to eliminate “processes” from this incentive 
system. It is inconceivable that on this background 
the Framers, and again the enactors of the first 
United States patent statutes in 1790 and 1793, in-
tended sub silentio to impose the limitations on 
“process” now created by this court. 


Congress’ earliest known draft patent bill included 
the terms “art, manufacture, engine, machine, inven-
tion or device, or any improvement upon the same.” 
Walterscheid, To Promote the Progress of Useful Arts 
92. The 1793 Act explicitly stated “any new and use-
ful art,” § 1, 1 Stat. 318 (1793), a usage that was car-
ried forward until “art” was replaced with “process” 
in 35 U.S.C. § 101 and defined in § 100(b). Historians 
discuss that Congress’ inclusion of any “art” or “proc-
ess” in the patent system was a deliberate clarifica-
tion of the English practice. See Walterscheid, To 
Promote the Progress of Useful Arts 93 (“[The first 
patent bill] appears to be an obvious attempt to deal 
legislatively with issues that were beginning to be 
addressed by the English courts.... [I]t states un-
equivocally that improvement inventions are pat-
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entable and expands the definition of invention or 
discovery beyond simply ‘manufacture.’”); Karl B. 
Lutz, Patents and Science: A Clarification of the Pat-
ent Clause of the U.S. Constitution, 32 J.P.O.S. 83, 
86 (1950) (“By the year 1787 it was being recognized 
even in Great Britain that the phrase ‘new manufac-
tures’ was an unduly limited object for a patent sys-
tem, since it seems to exclude new processes.... [This 
question was] resolved in the United States Constitu-
tion by broadening the field from ‘new manufactures’ 
to ‘useful arts’....”). 


In interpreting a statute, it is the language selected 
by Congress that occupies center stage: “[O]ur obliga-
tion is to take statutes as we find them, guided, if 
ambiguity appears, by the legislative history and 
statutory purpose.” Chakrabarty, 447 U.S. at 315, 
100 S.Ct. 2204. The Court has “perceive[d] no 
ambiguity” in Section 101, leaving no need for foreign 
assistance. Id. The legislative choice to afford the pat-
ent system “wide scope,” id. at 308, 100 S.Ct. 2204, 
including “process” inventions, evolved in the United 
States independent of later developments of the 
common law in England. 


The concurrence concludes that the Statute of Mo-
nopolies foreclosed the future patenting of any-thing 
that the concurrence calls a “business method”-the 
term is not defined-whether or not the method is 
new, inventive, and useful. But the Statute of Mo-
nopolies only foreclosed “odious” monopolies, illus-
trated by historical reports that Queen Elizabeth had 
granted monopolies on salt, ale, saltpeter, white soap, 
dredging machines, playing cards, and rape seed oil, 
and on processes and services such as Spanish 
leather-making, mining of various metals and ores, 
dying and dressing cloth, and iron tempering. See 
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Walterscheid, Early Evolution (Part 2), 76 J.P.T.O.S. 
at 854 n.14; Klitzke, Historical Background of the 
English Patent Law, 41 J.P.O.S. at 634-35. These and 
other grants, many of which were implemented by 
Letters Patent, were the “odious monopolies” that 
were rendered illegal. They included several classes 
of known activity, product and process, and had 
nothing to do with new “inventions.” The Statute of 
Monopolies cannot be held to have restricted the 
kinds of new processes that can today be eligible for 
patenting in the United States, merely because it 
outlawed patents on non-novel businesses in England. 
The presence or absence of “organizing human activ-
ity,” a vague term created by the concurrence, has no 
connection or relevance to Parliament’s elimination of 
monopoly patronage grants for old, established arts. 
The Statute of Monopolies neither excluded nor in-
cluded inventions that involve human activity, al-
though the words “the sole working or making in any 
manner of new manufactures” pre-suppose human 
activity. 21 Jac. 1, c.3, § VI (emphases added). We are 
directed to no authority for the proposition that a 
new and inventive process involving “human activity” 
has historically been treated differently from other 
processes; indeed, most inventions involve human 
activity. 


The concurrence has provided hints of the com-
plexity of the evolution of patent law in England, as 
in the United States, as the Industrial Revolution 
took hold. Historians have recognized these complexi-
ties. See, e.g., Walterscheid, To Promote the Progress 
of Useful Arts 5 (“[T]he American patent law almost 
from its inception departed from its common law 
counterpart in the interpretation that would be given 
to the definition of novelty....”); Klitzke, Historical 
Background of the English Patent Law, 41 J.P.O.S. 
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at 638 (noting that in Elizabethan times, novelty only 
required a showing that “the industry had not been 
carried on within the realm within a reasonable pe-
riod of time”, while today “the proof of a single public 
sale of an article” or a “printed publication” can ne-
gate patentability). 


I caution against over-simplification, particularly 
in view of the uncertainties in English common law 
at the time of this country’s founding. See Boulton v. 
Bull, 2 H. Bl. 463, 491 (C.P.1795) (Eyre, C.J.) (“Pat-
ent rights are no where that I can find accurately dis-
cussed in our books.”); MacLeod, Inventing the In-
dustrial Revolution 61 (“It was only from the time 
when the Privy Council relinquished jurisdiction that 
a case law on patents began to develop.... But it was a 
slow process and even the spate of hard-fought patent 
cases at the end of the eighteenth century did little to 
establish a solid core of judicial wisdom.”). The Eng-
lish judicial opinions of the eighteenth century were 
not as limiting on the United States as my colleagues 
suggest. See Walterscheid, The Nature of the Intel-
lectual Property Clause: A Study in Historical Per-
spective 355 (2002) (“In the eighteenth century, pat-
entees and those who gave advice con-cerning patents 
were certainly of the view that the Statute did not 
preclude the patenting of general principles of opera-
tion.”); see also MacLeod, Inventing the Industrial 
Revolution 63-64. 


It is reported that in the century and a half fol-
lowing enactment of the Statute of Monopolies, the 
English patent registers were replete with inventions 
claimed as “processes.” See Walterscheid, Early 
Evolution (Part 3), 77 J.P.T.O.S. at 856 (“As one of 
the earliest texts on the patent law stated in 1806: 
“most of the patents now taken out, are by name, for 
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the method of doing particular things....”). The con-
currence agrees; but it is also reported that because 
patents were not litigated in the common law courts 
until the Privy Council authorized such suits in 1752, 
judicial interpretation of various aspects of patent 
law were essentially absent until about the time this 
country achieved independence, leading to the vari-
ety of views expressed in Boulton v. Bull. The legisla-
tors in the new United States cannot now be assigned 
the straightjacket of law not yet developed in Eng-
land. Indeed, the first patent granted by President 
Washington, upon examination by Secretary of State 
Jefferson, was for a method of “making Pot-ash and 
Pearl-ash,” a process patent granted during the pe-
riod that the concurrence states was fraught with 
English uncertainty about process patents. See The 
First United States Patent, 36 J.P.O.S. 615, 616-17 
(1954). 


The concurrence lists some English process patents 
predating the United States’ 1793 Patent Act, and 
argues that processes not sufficiently “like” these ar-
chaic inventions should not now be eligible for pat-
enting. I refer simply to Flook, 437 U.S. at 588 n. 9, 
98 S.Ct. 2522, where the Court stated: “As in Benson, 
we assume that a valid process patent may issue 
even if it does not meet one of the qualifications of 
our earlier precedents.” Similarly, the Chakrabarty 
Court stated: “[A] statute is not to be confined to the 
particular applications ... contemplated by the legis-
lators. This is especially true in the field of patent 
law.” Chakrabarty, 447 U.S. at 315-16, 100 S.Ct. 
2204 (citing Barr v. United States, 324 U.S. 83, 90, 65 
S.Ct. 522, 89 L.Ed. 765 (1945); Browder v. United 
States, 312 U.S. 335, 339, 61 S.Ct. 599, 85 L.Ed. 862 
(1941); Puerto Rico v. Shell Co., 302 U.S. 253, 257, 58 
S.Ct. 167, 82 L.Ed. 235 (1937)). The meaning of the 
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statutory term “process” is not limited by particular 
examples from more than two hundred years ago. 


However, I cannot resist pointing to the “business 
method” patents on Woodcroft’s list. See concurring 
op. at 973 (citing No. 1197 to John Knox (July 21, 
1778) (“Plan for assurances on lives of persons from 
10 to 80 years of age.”)). Several other process pat-
ents on Woodcroft’s list appear to involve financial 
subject matter, and to require primarily human ac-
tivity. See, e.g., No. 1170 to John Molesworth (Sept. 
29, 1777) (“Securing to the purchasers of shares and 
chances of state-lottery tickets any prize drawn in 
their favor.”); No. 1159 to William Nicholson (July 14, 
1777) (“Securing the property of persons purchasing 
shares of State-lottery tickets.”), cited in Bennet 
Woodcroft, Alphabetical Index of Patentees of Inven-
tions 383, 410 (U.S. ed.1969). Other English process 
patents from the several decades following 1793 can 
aptly be described as “business methods,” although 
not performed with the aid of computers. E.g., No. 
10,367 to George Robert D’Harcourt (Oct. 29, 1844) 
(“Ascertaining and checking the number of checks or 
tickets which have been used and marked, applicable 
for railway officers.”). 


While most patents of an earlier era reflect the 
dominant mechanical and chemical technologies of 
that era, modern processes reflect the dramatic ad-
vances in telecommunications and computing that 
have occurred since the time of George III. See 
USPTO White Paper, Automated Financial or Man-
agement Data Processing Methods (Business Meth-
ods) 4 (2000), available at http://www.uspto.gov/ 
web/menu/busmethp/ whitepaper.pdf (hereinafter 
USPTO White Paper) (“The full arrival of electricity 
as a component in business data processing system[s] 
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was a watershed event.”). It is apparent that eco-
nomic, or “business method,” or “human activity” 
patents were neither explicitly nor implicitly fore-
closed from access to the English patent system. 


Evolution of process patents in the United States 


The United States’ history of patenting establishes 
the same point. The PTO has located various patents 
predating modern computer usages that can be de-
scribed as financial or business methods. The USPTO 
White Paper at 3-4 and appendix A describes the his-
tory of financial apparatus and method patents dat-
ing back to 1799, including patents on bank notes, 
bills of credit, bills of exchange, check blanks, de-
tecting and preventing counterfeiting, coin counting, 
interest calculation tables, and lotteries, all within 
the first fifty years of the United States patent sys-
tem. It is a distortion of these patents to describe the 
processes as “tied to” another statutory category-that 
is, paper and pencil. Concurring op. at 974-75 & n. 
18. Replacement of paper with a computer screen, 
and pencil with electrons, does not “untie” the pro-
cess. Fairly considered, the many older financial and 
business-oriented patents that the PTO and many of 
the amici have identified are of the same type as the 
Bilski claims; they were surely not rendered patent-
eligible solely because they used “paper” to instanti-
ate the financial strategies and transactions that 
comprised their contribution. 


I do not disagree with the general suggestion that 
statutes intended to codify the existing common law 
are to be interpreted in light of then-contemporary 
practice, including, if relevant, the English cases. See 
concurring op. at 972-73. However, the court must be 
scrupulous in assessing the relevance of decisions 
that were formulated on particularized facts involv-
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ing the technology of the period. The United States 
Supreme Court has never held that “process” inven-
tions suffered a second-class status under our stat-
utes, achieving patent eligibility only derivatively 
through an explicit “tie” to another statutory cate-
gory. The Court has repeatedly disparaged efforts to 
read in restrictions not based on statutory language. 
See Diehr, 450 U.S. at 182, 101 S.Ct. 1048; 
Chakrabarty, 447 U.S. at 308, 100 S.Ct. 2204. Yet 
second-class status is today engrafted on “process” 
inventions. There is plainly no basis for such 
restriction, which is a direct path to the “gloomy 
thought” that concerned Senator O.H. Platt in his 
Remarks in Congress at the Centennial Proceedings 
of the United States Patent System: 


For one, I cannot entertain the gloomy thought 
that we have come to that century in the world’s 
life in which new and grander achievements are 
impossible.... Invention is a prolific mother; every 
inventive triumph stimulates new effort. Man 
never is and never will be content with success, 
and the great secrets of nature are as yet largely 
undiscovered. 


Invention and Advancement (1891), reprinted in 
United States Bicentennial Commemorative Edition 
of Proceedings and Addresses: Celebration of the 
Beginning of the Second Century of the American 
Patent System 75-76 (1990). 


In sum, history does not support the retrogression 
sponsored by the concurrence. 


This court now rejects its own CCPA and Federal 
Circuit precedent 


The majority opinion holds that there is a Supreme 
Court restriction on process patents, “enunciated” in 
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Benson, Flook, and Diehr; and that this restriction 
was improperly ignored by the Federal Circuit and 
the Court of Customs and Patent Appeals, leading us 
into error which we must now correct. Thus this court 
announces that our prior decisions may no longer be 
relied upon. Maj. op. at 959-60 & nn. 17, 19. The 
effect on the patents and businesses that did rely on 
them is not considered. 


The Court’s decisions in Benson, Flook, and Diehr 
all reached the Supreme Court by way of the CCPA, 
and the CCPA successively implemented the Court’s 
guidance in establishing the Freeman/Walter/Abele 
test for eligibility under Section 101. The Federal 
Circuit continued to consider computer-facilitated 
processes, as in Arrhythmia Research Technology, 
958 F.2d at 1059-60, where patent-eligibility was 
confirmed for a computer-assisted mathematical 
analysis of electrocardiograph signals that 
determined the likelihood of recurrence of heart 
attack. This court now rules that this precedent 
“should no longer be relied on.” Maj. op. at 959 n. 17. 


In In re Alappat, 33 F.3d 1526 (Fed.Cir.1994) (en 
banc) the question was the eligibility for patent of a 
rasterizer that mathematically transforms data to 
eliminate aliasing in a digital oscilloscope. The court 
held that a computer-implemented system that 
produces a “useful, concrete, and tangible result” is 
Section 101 subject matter. Id. at 1544. This court 
now rules that “a ‘useful, concrete and tangible 
result’ analysis should no longer be relied on.” Maj. 
op. at 960 n. 19. 


The Alappat court stressed the intent, embodied in 
the language of the statute, that the patent system be 
broadly available to new and useful inventions: 
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The use of the expansive term “any” in § 101 
represents Congress’s intent not to place any 
restrictions on the subject matter for which a 
patent may be obtained beyond those specifically 
recited in § 101 and other parts of Title 35. 


33 F.3d at 1542. This court looked to the Supreme 
Court’s guidance in its Section 101 decisions, and 
explained: 


A close analysis of Diehr, Flook, and Benson 
reveals that the Supreme Court never intended 
to create an overly broad, fourth category of 
[mathematical] subject matter excluded from  
§ 101. Rather, at the core of the Court’s analysis 
in each of these cases lies an attempt by the 
Court to explain a rather straightforward con-
cept, namely, that certain types of mathematical 
subject matter, standing alone, represent noth-
ing more than abstract ideas until reduced to 
some type of practical application, and thus that 
subject matter is not, in and of itself, entitled to 
patent protection. 


Id. at 1543 (emphasis in original). The court cited the 
Supreme Court’s distinction between abstract ideas 
and their practical application, and stated of the 
claimed rasterizer: “This is not a disembodied 
mathematical concept which may be characterized as 
an ‘abstract idea,’ but rather a specific machine to 
produce a useful, concrete, and tangible result.” Id. at 
1544. 


This principle was applied to a computer-
implemented data processing system for managing 
pooled mutual fund assets in State Street Bank & 
Trust Co. v. Signature Financial Group, Inc., 149 
F.3d 1368 (Fed.Cir.1998), and to a method for 
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recording and processing telephone data in AT&T  
v. Excel. The court explained that processes that 
include mathematical calculations in a practical 
application can produce a useful, concrete, and tangi-
ble result, which in State Street Bank was “expressed 
in numbers, such as price, profit, percentage, cost, or 
loss.” 149 F.3d at 1375. In AT&T v. Excel the court 
applied State Street Bank and Diehr, and stated that 
“physical transformation ... is not an invariable 
requirement, but merely one example of how a 
mathematical algorithm may bring about a useful 
application” and thus achieve a useful, concrete, and 
tangible result. 172 F.3d at 1358. This analysis, too, 
can no longer be relied on. Maj. op. at 960 n. 19. 


The now-discarded criterion of a “useful, concrete, 
and tangible result” has proved to be of ready and 
comprehensible applicability in a large variety of  
processes of the information and digital ages. The 
court in State Street Bank reinforced the thesis that  
there is no reason, in statute or policy, to exclude 
computer-implemented and information-based inven-
tions from access to patentability. The holdings and 
reasoning of Alappat and State Street Bank guided 
the inventions of the electronic age into the patent 
system, while remaining faithful to the Diehr distinc-
tion between abstract ideas such as mathematical 
formulae and their application in a particular process 
for a specified purpose. And patentability has always 
required compliance with all of the requirements of 
the statute, including novelty, non-obviousness, 
utility, and the provisions of Section 112. 


The public has relied on the rulings of this court 
and of the Supreme Court 


The decisions in Alappat and State Street Bank 
confirmed the patent eligibility of many evolving 







93a 
areas of commerce, as inventors and investors 
explored new technological capabilities. The public 
and the economy have experienced extraordinary 
advances in information-based and computer-man-
aged processes, supported by an enlarging patent 
base. The PTO reports that in Class 705, the 
examination classification associated with “business 
methods” and most likely to receive inventions that 
may not use machinery or transform physical matter, 
there were almost 10,000 patent applications filed in 
FY 2006 alone, and over 40,000 applications filed 
since FY 98 when State Street Bank was decided. See 
Wynn W. Coggins, USPTO, Update on Business 
Methods for the Business Methods Partnership 
Meeting 6 (2007) (hereinafter “PTO Report”), avai-
lable at http://www.uspto.gov/web/menu/pbmethod/ 
partnership.pps. An amicus in the present case 
reports that over 15,000 patents classified in Class 
705 have issued. See Br. of Amicus Curiae Accenture, 
at 22 n.20.4 The industries identified with informa-
tion-based and data-handling processes, as several 
amici curiae explain and illustrate, include fields as 
diverse as banking and finance, insurance, data 
processing, industrial engineering, and medicine. 


Stable law, on which industry can rely, is a 
foundation of commercial advance into new products 
and processes. Inventiveness in the computer and 
information services fields has placed the United 
States in a position of technological and commercial 
preeminence. The information technology industry is 


                                                 
4 The PTO recognizes that patents on “business methods” 


have been eligible subject matter for two centuries. See USPTO 
White Paper 2 (“Financial patents in the paper-based technolo-
gies have been granted continuously for over two hundred 
years.”). 
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reported to be “the key factor responsible for 
reversing the 20-year productivity slow-down from 
the mid-1970s to the mid-1990s and in driving 
today’s robust productivity growth.” R.D. Atkinson & 
A.S. McKay, Digital Prosperity: Understanding the 
Economic Benefits of the Information Technology 
Revolution 10 (Info. Tech. & Innovation Found.2007), 
available at http://www.itif.org/files/digital_prosperi 
ty.pdf. By revenue estimates, in 2005 the software 
and information sectors constituted the fourth largest 
industry in the United States, with significantly 
faster growth than the overall U.S. economy. Soft-
ware & Info. Indus. Ass’n, Software and Information: 
Driving the Knowledge Economy 7-8 (2008), http:// 
www.siia.net/estore/globecon-08.pdf. A Congressional 
Report in 2006 stated: 


As recently as 1978, intangible assets, such as 
intellectual property, accounted for 20 percent of 
corporate assets with the vast majority of value 
(80 percent) attributed to tangible assets such as 
facilities and equipment. By 1997, the trend 
reversed; 73 percent of corporate assets were 
intangible and only 27 percent were tangible. 


H.R.Rep. No. 109-673 (accompanying a bill concern-
ing judicial resources). 


This powerful economic move toward “intangibles” 
is a challenge to the backward-looking change of this 
court’s ruling today. Until the shift represented by 
today’s decision, statute and precedent have provided 
stability in the rapidly moving and commercially 
vibrant fields of the Information Age. Despite the 
economic importance of these interests, the con-
sequences of our decision have not been considered.  
I don’t know how much human creativity and 
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commercial activity will be devalued by today’s 
change in law; but neither do my colleagues. 


The Section 101 interpretation that is now up-
rooted has the authority of years of reliance, and 
ought not be disturbed absent the most compelling 
reasons. “Considerations of stare decisis have special 
force in the area of statutory interpretation, for here, 
unlike in the context of constitutional interpretation, 
the legislative power is implicated, and Congress 
remains free to alter what [the courts] have done.” 
Shepard v. United States, 544 U.S. 13, 23, 125 S.Ct. 
1254, 161 L.Ed.2d 205 (2005) (quoting Patterson v. 
McLean Credit Union, 491 U.S. 164, 172-73, 109 
S.Ct. 2363, 105 L.Ed.2d 132 (1989)); see also Hilton v. 
S.C. Pub. Railways Comm’n, 502 U.S. 197, 205, 112 
S.Ct. 560, 116 L.Ed.2d 560 (1991) (in cases of statu-
tory interpretation the importance of adhering to 
prior rulings is “most compelling”). Where, as here, 
Congress has not acted to modify the statute in the 
many years since Diehr and the decisions of this 
court, the force of stare decisis is even stronger. See 
Shepard, 544 U.S. at 23, 125 S.Ct. 1254. 


Adherence to settled law, resulting in settled 
expectations, is of particular importance “in cases 
involving property and contract rights, where reli-
ance interests are involved.” Payne v. Tennessee, 501 
U.S. 808, 828, 111 S.Ct. 2597, 115 L.Ed.2d 720 
(1991); see also United States v. Title Ins. & Trust 
Co., 265 U.S. 472, 486, 44 S.Ct. 621, 68 L.Ed. 1110 
(1924) (declining to overrule precedent where prior 
ruling “has become a rule of property, and to disturb 
it now would be fraught with many injurious 
results”). This rationale is given no weight by my 
colleagues, as this court gratuitously disrupts dec-
ades of law underlying our own rulings. The only 
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announced support for today’s change appears to be 
the strained new reading of Supreme Court quota-
tions. But this court has previously read these 
decades-old opinions differently, without objection by 
either Congress or the Court. My colleagues do not 
state a reason for their change of heart. See 
Benjamin N. Cardozo, The Nature of the Judicial 
Process 149 (1921) (“[T]he labor of judges would be 
increased almost to the breaking point if every past 
decision could be reopened in every case, and one 
could not lay one’s own course of bricks on the secure 
foundation of the courses laid by others who had gone 
before him.”). 


It is the legislature’s role to change the law if the 
public interest so requires. In Chakrabarty the Court 
stated: “The choice we are urged to make is a matter 
of high policy for resolution within the legislative 
process after the kind of investigation, examination, 
and study that legislative bodies can provide and 
courts cannot.” 447 U.S. at 317, 100 S.Ct. 2204; see 
also Flook, 437 U.S. at 595, 98 S.Ct. 2522 (“Difficult 
questions of policy concerning the kinds of programs 
that may be appropriate for patent protection and the 
form and duration of such protection can be answered 
by Congress on the basis of current empirical data 
not equally available to this tribunal.”). 


It is, however, the judicial obligation to assure  
a correct, just, and reliable judicial process, and 
particularly to respect the principles of stare decisis 
in an area in which prior and repeated statutory 
interpretations have been relied upon by others. See, 
e.g., Shepard, 544 U.S. at 23, 125 S.Ct. 1254 (“[T]he 
claim to adhere to case law is generally powerful once 
a decision has settled statutory meaning.”); Hilton, 
502 U.S. at 202, 112 S.Ct. 560 (“Adherence to 
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precedent promotes stability, predictability, and 
respect for judicial authority.”); Payne, 501 U.S. at 
827, 111 S.Ct. 2597 (“Stare decisis is the preferred 
course because it promotes the evenhanded, predict-
able, and consistent development of legal principles, 
fosters reliance on judicial decisions, and contributes 
to the actual and perceived integrity of the judicial 
process.”). These considerations appear to be aban-
doned. 


Uncertain guidance for the future 


Not only past expectations, but future hopes, are 
disrupted by uncertainty as to application of the new 
restrictions on patent eligibility. For example, the 
court states that even if a process is “tied to” a 
machine or transforms matter, the machine or 
transformation must impose “meaningful limits” and 
cannot constitute “insignificant extra-solution activ-
ity”. Maj. op. at 961-62. We are advised that 
transformation must be “central to the purpose of the 
claimed process,” id., although we are not told what 
kinds of transformations may qualify, id. at 962-63. 
These concepts raise new conflicts with precedent. 


This court and the Supreme Court have stated that 
“there is no legally recognizable or protected 
‘essential’ element, ‘gist’ or ‘heart’ of the invention in 
a combination patent.” Allen Eng’g Corp. v. Bartell 
Industries, Inc., 299 F.3d 1336, 1345 (Fed.Cir.2002) 
(quoting Aro Mfg. Co. v. Convertible Top Replace-
ment Co., 365 U.S. 336, 345, 81 S.Ct. 599, 5 L.Ed.2d 
592 (1961)). This rule applies with equal force to 
process patents, see W.L. Gore & Associates, Inc. v. 
Garlock, Inc., 721 F.2d 1540, 1548 (Fed.Cir.1983) 
(there is no gist of the invention rule for process 
patents), and is in accord with the rule that the 
invention must be considered as a whole, rather than 
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“dissected,” in assessing its patent eligibility under 
Section 101, see Diehr, 450 U.S. at 188, 101 S.Ct. 
1048. It is difficult to predict an adjudicator’s view of 
the “invention as a whole,” now that patent examin-
ers and judges are instructed to weigh the different 
process components for their “centrality” and the 
“significance” of their “extra-solution activity” in a 
Section 101 inquiry. 


As for whether machine implementation will im-
pose “meaningful limits in a particular case,” the 
“meaningfulness” of computer usage in the great 
variety of technical and informational subject matter 
that is computer-facilitated is apparently now a 
flexible parameter of Section 101. Each patent 
examination center, each trial court, each panel of 
this court, will have a blank slate on which to uphold 
or invalidate claims based on whether there are 
sufficient “meaningful limits”, or whether a trans-
formation is adequately “central,” or the “signifi-
cance” of process steps. These qualifiers, appended to 
a novel test which itself is neither suggested nor 
supported by statutory text, legislative history, or 
judicial precedent, raise more questions than they 
answer. These new standards add delay, uncertainty, 
and cost, but do not add confidence in reliable 
standards for Section 101. 


Other aspects of the changes of law also contribute 
uncertainty. We aren’t told when, or if, software 
instructions implemented on a general purpose com-
puter are deemed “tied” to a “particular machine,”  
for if Alappat’s guidance that software converts a 
general purpose computer into a special purpose 
machine remains applicable, there is no need for the 
present ruling. For the thousands of inventors who 
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obtained patents under the court’s now-discarded 
criteria, their property rights are now vulnerable. 


The court also avoids saying whether the State 
Street Bank and AT&T v. Excel inventions would 
pass the new test. The drafting of claims in machine 
or process form was not determinative in those cases, 
for “we consider the scope of § 101 to be the same 
regardless of the form-machine or process-in which a 
particular claim is drafted.” AT&T v. Excel, 172 F.3d 
at 1357. From either the machine or the trans-
formation viewpoint, the processing of data rep-
resenting “price, profit, percentage, cost, or loss” in 
State Street Bank is not materially different from the 
processing of the Bilski data representing commodity 
purchase and sale prices, market trans-actions, and 
risk positions; yet Bilski is held to fail our new test, 
while State Street is left hanging. The uncertainty is 
illustrated in the contemporaneous decision of In re 
Comiskey, 499 F.3d 1365, 1378-79 (Fed.Cir.2007), 
where the court held that “systems that depend for 
their operation on human intelligence alone” to solve 
practical problems are not within the scope of Section 
101; and In re Nuijten, 500 F.3d 1346, 1353-54 
(Fed.Cir.2007), where the court held that claims to a 
signal with an embedded digital watermark encoded 
according to a given encoding process were not 
directed to statutory subject matter under Section 
101, although the claims included “physical but 
transitory forms of signal transmission such as radio 
broadcasts, electrical signals through a wire, and 
light pluses through a fiber-optic cable.” 


Although this uncertainty may invite some to try 
their luck in court, the wider effect will be a 
disincentive to innovation-based commerce. For in-
ventors, investors, competitors, and the public, the 
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most grievous consequence is the effect on inventions 
not made or not developed because of uncertainty as 
to patent protection. Only the successes need the 
patent right. 


The Bilski invention has not been examined for 
patentability 


To be patentable, Bilski’s invention must be novel 
and non-obvious, and the specification and claims 
must meet the requirements of enablement, descrip-
tion, specificity, best mode, etc. See 35 U.S.C. § 101 
(“Whoever invents or discovers a new and useful 
process ... may obtain a patent therefor, subject to the 
conditions and requirements of this title.”); Diehr, 
450 U.S. at 190, 101 S.Ct. 1048 (the question of 
whether an invention is novel is distinct from 
whether the subject matter is statutory); State Street 
Bank, 149 F.3d at 1377 (“Whether the patent’s claims 
are too broad to be patentable is not to be judged 
under § 101, but rather under §§ 102, 103, and 112.”). 
I don’t know whether Bilski can meet these require-
ments—but neither does this court, for the claims 
have not been examined for patentability, and no 
rejections apart from Section 101 are included in this 
appeal. 


Instead, the court states the “true issue before us” 
is “whether Applicants are seeking to claim a 
fundamental principle (such as an abstract idea) or 
mental process,” maj. op. at 952, and answers “yes.” 
With respect, that is the wrong question, and the 
wrong answer. Bilski’s patent application describes 
his process of analyzing the effects of supply and 
demand on commodity prices and the use of a coupled 
transaction strategy to hedge against these risks; this 
is not a fundamental principle or an abstract idea; it 
is not a mental process or a law of nature. It is a 
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“process,” set out in successive steps, for obtaining 
and analyzing information and carrying out a series 
of commercial transactions for the purpose of 
“managing the consumption risk costs of a commodity 
sold by a commodity provider at a fixed price.” Claim 
1, preamble. 


Because the process Bilski describes employs 
complex mathematical calculations to assess various 
elements of risk, any practicable embodiment would 
be conducted with the aid of a machine—a pro-
grammed computer-but the court holds that since 
computer-implementation is not recited in claim 1, 
for that reason alone the process fails the “machine” 
part of the court’s machine-or-transformation test. 
Maj. op. at 962. And the court holds that since 
Bilski’s process involves the processing of data con-
cerning commodity prices and supply and demand 
and other risk factors, the process fails the “trans-
formation” test because no “physical objects or sub-
stances” are transformed. Maj. op. at 963-64. The 
court then concludes that because Bilski’s Claim 1 
fails the machine-or-transformation test it ipso facto 
preempts a “fundamental principle” and is thereby 
barred from the patent system under Section 101: an 
illogical leap that displays the flaws in the court’s 
analysis. 


If a claim is unduly broad, or if it fails to include 
sufficient specificity, the appropriate ground of rejec-
tion is Section 112, for claims must “particularly 
point out and distinctly claim[ ]” the invention. See  
In re Vaeck, 947 F.2d 488, 495-96 (Fed. Cir. 1991) 
(affirming rejection under Section 112 where “[t]here 
is no reasonable correlation between the narrow 
disclosure in applicant’s specification and the broad 
scope of protection sought in the claims”); In re 
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Foster, 58 C.C.P.A. 1001, 438 F.2d 1011, 1016 (1971) 
(claims “not commensurate with appellants’ own 
definition of what they are seeking to cover” are 
rejected under Section 112, rather than Section 101); 
In re Prater, 415 F.2d at 1403-04 (applying Section 
112 to claims that included mental steps). The filing 
of a broader claim than is supported in the 
specification does not convert the invention into an 
abstraction and evict the application from eligibility 
for examination. A broad first claim in a patent 
application is routine; it is not the crisis event 
postulated in the court’s opinion. 


The role of examination is to determine the scope of 
the claims to which the applicant is entitled. See 37 
C.F.R. § 1.104(a). The PTO’s regulations provide: 


On taking up an application for examination or  
a patent in a reexamination proceeding, the 
examiner shall make a thorough study thereof 
and shall make a thorough investigation of the 
avail-able prior art relating to the subject matter 
of the claimed invention. The examination shall 
be complete with respect to both compliance of 
the application or patent under reexamination 
with the applicable statutes and rules and to the 
patentability of the invention as claimed, as well 
as with respect to matters of form, unless 
otherwise indicated. 


Id. § 1.104(a)(1). The Manual of Patent Examining 
Procedure (MPEP) similarly instructs the examiners 
to conduct a “thorough search of the prior art” before 
evaluating the invention under Section 101. MPEP  
§ 2106(III) (8th ed., rev.7, July.2008) (“Prior to 
evaluating the claimed invention under 35 U.S.C.  
§ 101, USPTO personnel are expected to conduct a 
thorough search of the prior art.”). The MPEP also 
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requires examiners to identify all grounds of rejection 
in the first official PTO action to avoid unnecessary 
delays in examination. Id.§ 2106(II) (“Under the 
principles of compact prosecution, each claim should 
be reviewed for compliance with every statutory re-
quirement for patentability in the initial review of 
the application, even if one or more claims are found 
to be deficient with respect to some statutory require-
ment.”). I note that this requirement does not appear 
to have been here met. 


Several amici curiae referred to the difficulties that 
the PTO has reported in examining patents in areas 
where the practice has been to preserve secrecy,  
for published prior art is sparse. The Federal Trade 
Commission recognized that the problem of “ques-
tionable” patents stems mostly from “the difficulty 
patent examiners can have in considering all the 
relevant prior art in the field and staying informed 
about the rapid advance of computer science.” FTC, 
To Promote Innovation: The Proper Balance of 
Competition & Patent Law and Policy at ch. 3, pp. 44 
(Oct.2003), available at http://www.ftc.gov/os/2003/ 
10/innovationrpt.pdf. However, this problem seems  
to be remedied, for the PTO reported in 2007 that  
for Class 705, “[t]he cases the examiners are now 
working on have noticeably narrower claims” than 
the cases filed in or before FY 2000. PTO Report at 9. 
The PTO reports that its search fields have been en-
larged, staff added, and supervision augmented. FTC 
Report at ch. 1, p. 30. (“Since the PTO introduced 
[these changes] the allowance rate for business 
method patents has decreased, and the PTO believes 
that this decreased allowance rate indicates im-
proved PTO searches for prior art.”). If this court’s 
purpose now is to improve the quality of issued 
patents by eliminating access to patenting for large 
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classes of past, present, and future inventions, the 
remedy would appear to be excessive. 


A straightforward, efficient, and ultimately fair 
approach to the evaluation of “new and useful” 
processes-quoting Section 101-is to recognize that a 
process invention that is not clearly a “fundamental 
truth, law of nature, or abstract idea” is eligible for 
examination for patentability. I do not suggest that 
basic scientific discoveries are a proper subject 
matter of patents (the Court in Chakrabarty men-
tioned E=mc 2 and the law of gravity), and I do not 
attempt an all-purpose definition of the boundary 
between scientific theory and technological applica-
tion. But it is rare indeed that a question arises at 
the boundary of basic science; more usual is the 
situation illustrated by Samuel Morse’s telegraph, in 
which the Court simply held that Morse’s general 
claim was “too broad,” exceeding the scope of his 
practical application. 


Bilski’s process for determining risk in commodity 
transactions does not become an abstraction because 
it is broadly claimed in his first claim. It may be 
claimed so broadly that it reads on the prior art, but 
it is neither a fundamental truth nor an abstraction. 
Bilski’s ten other claims contain further details and 
limitations, removing them farther from abstraction. 
Although claim 1 may have been deemed “repre-
sentative” with respect to Section 101, the differences 
among the claims may be significant with respect to 
Sections 102, 103, and 112. Bilski’s application, now 
pending for eleven years, has yet to be examined for 
patentability. 


CONCLUSION 


In sum, the text of Section 101, its statutory 
history, its interpretation by the Supreme Court, and 
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its application by the courts, contravene this court’s 
redefinition of the statutory term “process.” The 
court’s decision affects present and future rights and 
incentives, and usurps the legislative role. The judi-
cial role is to support stability and predictability in 
the law, with fidelity to statute and precedent, and 
respect for the principles of stare decisis. 


Patents provide an incentive to invest in and work 
in new directions. In United States v. Line Material 
Co., 333 U.S. 287, 332, 68 S.Ct. 550, 92 L.Ed. 701 
(1948), Justice Burton, joined by Chief Justice Vinson 
and Justice Frankfurter, remarked that “the frontiers 
of science have expanded until civilization now 
depends largely upon discoveries on those frontiers to 
meet the infinite needs of the future. The United 
States, thus far, has taken a leading part in making 
those discoveries and in putting them to use.” This 
remains true today. It is antithetical to this incentive 
to restrict eligibility for patenting to what has been 
done in the past, and to foreclose what might be done 
in the future. 
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MAYER, Circuit Judge, dissenting. 


The en banc order in this case asked: “Whether it is 
appropriate to reconsider State Street Bank & Trust 
Co. v. Signature Financial Group, Inc., 149 F.3d 1368 
(Fed.Cir.1998), and AT&T Corp. v. Excel Commu-
nications, Inc., 172 F.3d 1352 (Fed.Cir.1999), in this 
case and, if so, whether those cases should be 
overruled in any respect?” I would answer that 
question with an emphatic “yes.” The patent system 
is intended to protect and promote advances in 
science and technology, not ideas about how to struc-
ture commercial transactions. Claim 1 of the applica-
tion of Bernard L. Bilski and Rand A. Warsaw 
(“Bilski”) is not eligible for patent protection because 
it is directed to a method of conducting business. 
Affording patent protection to business methods lacks 
constitutional and statutory support, serves to hinder 
rather than promote innovation and usurps that 
which rightfully belongs in the public domain. State 
Street and AT & T should be overruled. 


I. 


In discussing the scope of copyright protection, the 
Supreme Court has noted that “‘a page of history is 
worth a volume of logic.’” Eldred v. Ashcroft, 537 U.S. 
186, 200, 123 S.Ct. 769, 154 L.Ed.2d 683 (2003) 
(quoting New York Trust Co. v. Eisner, 256 U.S. 345, 
349, 41 S.Ct. 506, 65 L.Ed. 963 (1921)). The same 
holds true with respect to patent protection. From a 
historical perspective, it is highly unlikely that the 
framers of the Constitution’s intellectual property 
clause intended to grant patent protection to methods 
of conducting business. To the contrary, “those who 
formulated the Constitution were familiar with the 
long struggle over monopolies so prominent in 
English history, where exclusive rights to engage 
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even in ordinary business activities were granted so 
frequently by the Crown for the financial benefits 
accruing to the Crown only.” In re Yuan, 38 C.C.P.A. 
967, 188 F.2d 377, 380 (1951). The Statute of 
Monopolies,1 enacted in 1624, curtailed the Crown’s 
ability to grant “monopolies to court favorites in 
goods or businesses which had long before been 
enjoyed by the public.” Graham v. John Deere Co., 
383 U.S. 1, 5, 86 S.Ct. 684, 15 L.Ed.2d 545 (1966). 
When drafting the Constitution, the framers were 
well aware of the abuses that led to the English 
Statute of Monopolies and therefore “consciously 
acted to bar Congress from granting letters patent in 
particular types of business.” In re Comiskey, 499 
F.3d 1365, 1375 (Fed.Cir.2007); see also Malla 
Pollack, The Multiple Unconstitutionality of Business 
Method Patents: Common Sense, Congressional Con-
sideration, and Constitutional History, 28 Rutgers 
Computer & Tech. L.J. 61, 90 (2002) (“[T]he ratifying 
generation did not agree to invention patents on 
advances in trade itself, because trade monopolies 
were odious.”). 


There is nothing in the early patent statutes to 
indicate that Congress intended business methods to 
constitute patentable subject matter. See Patent Act 
of 1790 § 4, 1 Stat. 109, 111 (1790); Patent Act of 
1793 § 1, 1 Stat. 318, 319 (1793); Pollack, supra at 
106 (“[I]f any nation was ripe for invention patents on 
business methods, it was the newly freed colonies of 


                                                 
1 The Statute of Monopolies “grew out of abuses in the grant 


of exclusive franchises in various lines of business such as 
trading cards, alehouses and various staple products.” Robert P. 
Merges, As Many as Six Impossible Patents Before Breakfast: 
Property Rights for Business Concepts and Patent System 
Reform, 14 Berkeley Tech. L.J. 577, 585 (1999). 
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British North America.... [H]owever, no business 
method patents seem to have been granted.”). As 
early as 1869, the Commissioner of Patents said that 
“[i]t is contrary ... to the spirit of the law, as con-
strued by the office for many years, to grant patents 
for methods of book-keeping,” Ex parte Abraham, 
1869 Dec. Comm’r Pat. 59, 59 (1869), and by 1893 the 
courts had concluded that “a method of transacting 
common business ... does not seem to be patentable 
as an art,” United States Credit Sys. Co. v. Am. 
Credit Indem. Co., 53 F. 818, 819 (C.C.S.D.N.Y.1893), 
aff’d on other grounds, 59 F. 139 (2d Cir.1893). By 
1952, when Congress enacted the current Patent Act, 
it was widely acknowledged that methods of doing 
business were ineligible for patent protection. See, 
e.g., Loew’s Drive-In Theatres, Inc. v. Park-In 
Theatres, Inc., 174 F.2d 547, 552 (1st Cir.1949) (“[A] 
system for the transaction of business ... however 
novel, useful, or commercially successful is not 
patentable apart from the means for making the 
system practically useful, or carrying it out.”); In re 
Patton, 29 C.C.P.A. 982, 127 F.2d 324 (1942) (noting 
that “a system of transacting business, apart from 
the means for carrying out such system” is not 
patentable); Hotel Sec. Checking Co. v. Lorraine Co., 
160 F. 467, 469 (2d Cir.1908) (“A system of 
transacting business disconnected from the means for 
carrying out the system is not, within the most 
liberal interpretation of the term, an art.”); In re 
Moeser, 27 App. D.C. 307, 310 (1906) (holding that  
a system for burial insurance contracts was not 
patentable because “contracts or proposals for con-
tracts, devised or adopted as a method of transacting 
a particular class of ... business, [are] not patentable 
as an art”); see also 145 Cong. Rec. H6,947 (Aug. 3, 
1999) (statement of Rep. Manzullo) (“Before the State 
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Street Bank and Trust case ... it was universally 
thought that methods of doing or conducting business 
were not patentable items.”). 


In passing the 1952 Act, Congress reenacted statu-
tory language that had long existed,2 thus signaling 
its intent to carry forward the body of case law that 
had developed under prior versions of the statute. 
Because there is nothing in the language of the 1952 
Act, or its legislative history, to indicate that Con-
gress intended to modify the rule against patenting 
business methods, we must presume that no change 
in the rule was intended. See, e.g., Astoria Fed. Sav. 
& Loan Ass’n v. Solimino, 501 U.S. 104, 108, 111 
S.Ct. 2166, 115 L.Ed.2d 96 (1991) (“[W]here a 
common-law principle is well established ... the 
courts may take it as given that Congress has legis-
lated with an expectation that the principle will 
apply except when a statutory purpose to the con-
trary is evident.”(citations and internal quotation 
marks omitted)); Isbrandtsen Co. v. Johnson, 343 
U.S. 779, 783, 72 S.Ct. 1011, 96 L.Ed. 1294 (1952) 
(“Statutes which invade the common law ... are to be 
read with a presumption favoring the retention of 
long-established and familiar principles, except when 
a statutory purpose to the contrary is evident.”); see 
also In re Schrader, 22 F.3d 290, 295 (Fed.Cir.1994) 
(“When Congress approved the addition of the term 
‘process’ to the categories of patentable subject mat-
ter in 1952, it incorporated the definition of ‘process’ 
that had evolved in the courts.”(footnote omitted)). If 


                                                 
2 Congress did substitute the word “process” for “art” in the 


1952 Act, but “[a]nalysis of the eligibility of a claim of patent 
protection for a ‘process’ did not change with the addition of that 
term to § 101.” Diamond v. Diehr, 450 U.S. 175, 184, 101 S.Ct. 
1048, 67 L.Ed.2d 155 (1981). 
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Congress had wished to change the established 
practice of disallowing patents on business methods, 
it was quite capable of doing so explicitly. See Parker 
v. Flook, 437 U.S. 584, 596, 98 S.Ct. 2522, 57 L.Ed.2d 
451 (1978) (stressing that courts “must proceed 
cautiously when ... asked to extend patent rights into 
areas wholly unforeseen by Congress”). 


State Street’s decision to jettison the prohibition 
against patenting methods of doing business contra-
venes congressional intent. Because (1) “the framers 
consciously acted to bar Congress from granting 
letters patent in particular types of business,” 
Comiskey, 499 F.3d at 1375, and (2) Congress evi-
denced no intent to modify the long-established rule 
against business method patents when it enacted the 
1952 Patent Act, it is hard to fathom how the 
issuance of patents on business methods can be 
supported. 


II. 


Business method patents have been justified, in 
significant measure, by a misapprehension of the 
legislative history of the 1952 Patent Act. In particu-
lar, proponents of such patents have asserted that 
the Act’s legislative history states that Congress 
intended statutory subject matter to “include any-
thing under the sun that is made by man.” AT & T, 
172 F.3d at 1355 (Fed.Cir.1999) (citations and inter-
nal quotation marks omitted); see also Diamond v. 
Chakrabarty, 447 U.S. 303, 309, 100 S.Ct. 2204, 65 
L.Ed.2d 144 (1980). Read in context, however, the 
legislative history says no such thing. The full state-
ment from the committee report reads: “A person 
may have ‘invented’ a machine or a manufacture, 
which may include anything under the sun that is 
made by man, but it is not necessarily patentable 
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under section 101 unless the conditions of the title 
are fulfilled.” S.Rep. No.1979, 82d Cong., 2d Sess. 5 
(1952), U.S.Code Cong. & Admin.News 1952, pp. 
2394, 2399 (emphasis added); H.R.Rep. No.1923, 82d 
Cong., 2d Sess. 6 (1952) (emphasis added). 


This statement does not support the contention 
that Congress intended “anything under the sun” to 
be patentable. To the contrary, the language supports 
the opposite view: a person may have “invented” 
anything under the sun, but it is “not necessarily 
patentable” unless the statutory requirements for 
patentability have been satisfied. Thus, the legis-
lative history oft-cited to support business method 
patents undercuts, rather than supports, the notion 
that Congress intended to extend the scope of section 
101 to encompass such methods. 


Moreover, the cited legislative history is not 
discussing process claims at all. The quoted language 
is discussing “machines” and “manufactures;” it is 
therefore surprising that it has been thought a fit 
basis for allowing patents on business processes. 


III. 


The Constitution does not grant Congress unfet-
tered authority to issue patents. See U.S. Const. art. 
I, § 8.3 Instead, the patent power is a “qualified 
authority ... [which] is limited to the promotion of 
advances in the ‘useful arts.’” Graham, 383 U.S. at 5, 


                                                 
3 Article I, § 8 provides that “The Congress shall have Power 


... To promote the Progress of Science and useful Arts by 
securing for limited Times to Authors and Inventors the 
exclusive Right to their respective Writings and Discoveries.” 
The patent power “is the only one of the several powers 
conferred upon the Congress which is accompanied by a specific 
statement of the reason for it.” Yuan, 188 F.2d at 380. 
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86 S.Ct. 684; see also KSR Int’l Co. v. Teleflex Inc., 
550 U.S. 398, 127 S.Ct. 1727, 1746, 167 L.Ed.2d 705 
(2007) (reaffirming that patents are designed to 
promote “the progress of useful arts”). What the 
framers described as “useful arts,” we in modern 
times call “technology.” Paulik v. Rizkalla, 760 F.2d 
1270, 1276 (Fed.Cir.1985) (en banc). Therefore, by 
mandating that patents advance the useful arts, 
“[t]he Constitution explicitly limited patentability to 
... ‘the process today called technological innovation.’” 
Comiskey, 499 F.3d at 1375 (quoting Paulik, 760 F.2d 
at 1276); see also In re Foster, 58 C.C.P.A. 1001, 438 
F.2d 1011 (1971) (“All that is necessary ... to make a 
sequence of operational steps a statutory ‘process’ 
within 35 U.S.C. § 101 is that it be in the technologi-
cal arts.”); Karl B. Lutz, Patents and Science: A 
Clarification of the Patent Clause of the U.S. 
Constitution, 18 Geo. Wash. L.Rev. 50, 54 (1949) 
(“The term ‘useful arts’ as used in the Constitution ... 
is best represented in modern language by the word 
‘technology.’”); James S. Sfekas, Controlling Business 
Method Patents: How the Japanese Standard for 
Patenting Software Could Bring Reasonable Limita-
tions to Business Method Patents in the United 
States, 16 Pac. Rim. L. & Pol’y J. 197, 214 (2007) (At 
the time the Patent Clause was adopted, “the term 
‘useful arts’ was commonly used in contrast to the 
ideas of the ‘liberal arts’ and the ‘fine arts,’ which 
were well-known ideas in the eighteenth century.”). 


Before State Street led us down the wrong path, 
this court had rightly concluded that patents were 
designed to protect technological innovations, not 
ideas about the best way to run a business.4 We had 


                                                 
4 “[D]espite the assertions in State Street and Schrader, very 


few in the patent community believe that business methods 
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have always been patentable. To the contrary, the dominant 
view is that the law has changed, and that the definition of 
patentable subject matter is now wider than it once was.” R. 
Carl Moy, Subjecting Rembrandt to the Rule of Law: Rule-Based 
Solutions for Determining the Patentability of Business 
Methods, 28 Wm. Mitchell L.Rev. 1047, 1060 (2002) (footnotes 
omitted); see also Rochelle Cooper Dreyfuss, Are Business 
Method Patents Bad for Business?, 16 Santa Clara Computer & 
High Tech. L.J. 263, 265-66 (2000) (State Street gave “judicial 
recognition to business method patents.”). Over the course of 
two centuries, a few patents issued on what could arguably be 
deemed methods of doing business, see, e.g., U.S. Patent No. 
5,664,115 (“Inter-active Computer System to Match Buyers and 
Sellers of Real Estate, Businesses and Other Property Using the 
Internet”), but these patents were aberrations and the general 
rule, prior to State Street, was that methods of engaging in 
business were ineligible for patent protection. See Comiskey, 
499 F.3d at 1374 (noting that “[a]t one time, ‘[t]hough seemingly 
within the category of process or method, a method of doing 
business [was] rejected as not being within the statutory 
classes.’” (quoting State Street, 149 F.3d at 1377)). One com-
mentator has noted that although the United States Patent and 
Trademark Office (“USPTO”) “in an attempt to deflect criticism 
[has] issued an apologia ... asserting that business method 
patents are as old as the United States patent system,” this 
document is fundamentally flawed. See Pollack, supra at 73-75. 
She explains: 


The USPTO wants us to believe that it found no records of 
patents whose points of invention were business methods, 
because no one had time to invent any new business 
methods until the human race had run its mechanical 
ingenuity to the peak of computer software; seemingly we 
were all too busy inventing the computer to think about 
anything else-especially new ways of doing business.  
I thought that we granted patents because, otherwise, 
people would be too busy making money by running busi-
nesses to take time out to invent anything except business 
methods. The USPTO [document], furthermore, is eliding 
the printed matter exception to patentable subject matter 
with the business method exception. 


Id. at 75 (footnote omitted). 
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thus rejected as unpatentable a method for coordinat-
ing firefighting efforts, Patton, 127 F.2d at 326-27, a 
method for deciding how salesmen should best handle 
customers, In re Maucorps, 609 F.2d 481 (CCPA 
1979), and a computerized method for aiding a 
neurologist in diagnosing patients, In re Meyer, 688 
F.2d 789 (CCPA 1982).5 We stated that patentable 
pro-cesses must “be in the technological arts so as to 
be in consonance with the Constitutional purpose to 
pro-mote the progress of ‘useful arts.’” In re Musgrave, 
57 C.C.P.A. 1352, 431 F.2d 882, 893 (CCPA 1970) 
(emphasis added). 


Business method patents do not promote the “use-
ful arts” because they are not directed to any tech-
nological or scientific innovation. Although business 
method applications may use technology—such as 
computers—to accomplish desired results, the inno-
vative aspect of the claimed method is an entre-
preneurial rather than a technological one. Thus, 
although Bilski’s claimed hedging method could theo-
retically be implemented on a computer, that alone 
does not render it patentable. See Diehr, 450 U.S. at 
192 n. 14, 101 S.Ct. 1048 (Patentability cannot be 


                                                 
5 The claims in Patton were explicitly rejected on the basis 


that they were directed to a business method, while the claims 
in Maucorps and Meyer were rejected as attempts to patent 
mathematical algorithms. Subsequently, however, this court 
stated that the claimed processes in Maucorps and Meyer were 
directed toward business systems and should therefore not be 
considered patent eligible. In re Alappat, 33 F.3d 1526, 1541 
(Fed.Cir.1994) (en banc). We noted that “ Maucorps dealt with a 
business methodology for deciding how salesmen should best 
handle respective customers and Meyer involved a ‘system’ for 
aiding a neurologist in diagnosing patients. Clearly, neither of 
the alleged ‘inventions’ in those cases falls within any § 101 
category.” Id. 
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established by the “token” use of technology.); 
Gottschalk v. Benson, 409 U.S. 63, 64-66, 93 S.Ct. 
253, 34 L.Ed.2d 273 (1972) (finding unpatentable a 
method of programming a general purpose digital 
computer to convert signals from binary-coded deci-
mal to pure binary form). Where a claimed business 
method simply uses a known machine to do what it 
was designed to do, such as using a computer to 
gather data or perform calculations, use of that 
machine will not bring otherwise unpatentable sub-
ject matter within the ambit of section 101. See 
Benson, 409 U.S. at 67, 93 S.Ct. 253 (finding a proc-
ess unpatentable where “[t]he mathematical proce-
dures [could] be carried out in existing computers 
long in use, no new machinery being necessary”). 


Although the Supreme Court has not directly 
addressed the patentability of business methods, 
several of its decisions implicitly tether patentability 
to technological innovation. See Pfaff v. Wells Elecs., 
Inc., 525 U.S. 55, 63, 119 S.Ct. 304, 142 L.Ed.2d 261 
(1998) (“[T]he patent system represents a carefully 
crafted bargain that encourages both the creation 
and the public disclosure of new and useful advances 
in technology, in return for an exclusive monopoly  
for a limited period of time.”(emphasis added)); 
Markman v. Westview Instruments, Inc., 517 U.S. 
370, 390, 116 S.Ct. 1384, 134 L.Ed.2d 577 (1996) 
(“Congress created the Court of Appeals for the 
Federal Circuit as an exclusive appellate court for 
patent cases ... observing that increased uniformity 
would strengthen the United States patent system in 
such a way as to foster technological growth and 
industrial innovation.”(citations and internal quota-
tion marks omitted) (emphasis added)); Benson, 409 
U.S. at 71, 93 S.Ct. 253 (refusing to “freeze [the 
patentability of] process patents to old technologies, 
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leaving no room for the revelations of the new, 
onrushing technology ” (emphases added)). Indeed, 
the Supreme Court has repeatedly emphasized that 
what renders subject matter patentable is “the 
application of the law of nature to a new and useful 
end.” Funk Bros. Seed Co. v. Kalo Inoculant Co., 333 
U.S. 127, 130, 68 S.Ct. 440, 92 L.Ed. 588 (1948); see 
Diehr, 450 U.S. at 188 n. 11, 101 S.Ct. 1048; Benson, 
409 U.S. at 67, 93 S.Ct. 253.6 Applying laws of nature 
to new and useful ends is nothing other than “tech-
nology.”7 See, e.g., Microsoft Computer Dictionary 
513 (5th ed. 2002) (The definition of “technology” is 
the “application of science and engineering to the 
development of machines and procedures in order to 
enhance or improve human conditions.”); American 
                                                 


6 Laws of nature are those laws pertaining to the “natural 
sciences,” such as biology, chemistry, or physics. See, e.g., 
Webster’s New International Dictionary 1507 (3d ed. 2002) 
(“Natural sciences” are the “branches of science ([such] as 
physics, chemistry, [or] biology) that deal with matter, energy, 
and their interrelations and transformations or with objectively 
measured phenomena.”). They must be distinguished from other 
types of law, such as laws of economics or statutory enactments. 
Laws of nature do not involve “judgments on human conduct, 
ethics, morals, economics, politics, law, aesthetics, etc.” Musgrave, 
431 F.2d at 890; see also Joy Y. Xiang, How Wide Should the 
Gate of “Technology” Be? Patentability of Business Methods in 
China, 11 Pac. Rim L. & Pol’y J. 795, 807 (2002) (noting that 
State Street’s“ ‘useful, concrete and tangible result’ test is 
inconsistent with the ‘application of the law of nature’ patent 
eligibility scope outlined by the U.S. Supreme Court and [the 
Federal Circuit prior to State Street].”). 


7 One commentator notes that both Japan and the Republic of 
Korea explicitly define an “invention” as the application of a law 
of nature, and argues that the United States should follow a 
similar approach to patentability. See Andrew A. Schwartz, The 
Patent Office Meets the Poison Pill: Why Legal Methods Cannot 
be Patented, 20 Harv. J. Law & Tech. 333, 357 (2007). 
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Heritage Dictionary of the English Language 1777 
(4th ed. 2000) (“Technology” is the “application of 
science, especially to industrial or commercial objec-
tives.”); see also Sfekas, supra at 214-15 (“The 
[Supreme] Court’s holdings in Benson and Diehr are 
really stating a requirement that inventions must be 
technological.”); Schwartz, supra at 357 (The “clear 
and consistent body of Supreme Court case law 
establishes that the term ‘invention’ encompasses 
anything made by man that utilizes or harnesses one 
or more ‘laws of nature’ for human benefit.”). As the 
Supreme Court has made clear, “the act of invention 
... consists neither in finding out the laws of nature, 
nor in fruitful research as to the operation of natural 
laws, but in discovering how those laws may be 
utilized or applied for some beneficial purpose, by a 
process, a device or a machine.” United States v. 
Dubilier Condenser Corp., 289 U.S. 178, 188, 53 S.Ct. 
554, 77 L.Ed. 1114 (1933). 


Methods of doing business do not apply “the law  
of nature to a new and useful end.” Because the 
innovative aspect of such methods is an entrepreneu-
rial rather than a technological one, they should be 
deemed ineligible for patent protection. See, e.g., 
John R. Thomas, The Patenting of the Liberal 
Professions, 40 B.C. L.Rev. 1139 (1999) (arguing that 
affording patentability to business methods opens the 
door to obtaining patent protection for all aspects  
of human thought and behavior, and that patents 
should remain grounded in science and technology) 
(hereinafter “Thomas (1999)”). “[T]he primary pur-
pose of our patent laws is not the creation of private 
fortunes for the owners of patents but is ‘to promote 
the progress of science and useful arts.’” Motion 
Picture Patents Co. v. Universal Film Mfg. Co., 243 
U.S. 502, 511, 37 S.Ct. 416, 61 L.Ed. 871 (1917). 
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Although business method patents may do much to 
enrich their owners, they do little to promote 
scientific research and technological innovation. 


IV. 


State Street has launched a legal tsunami, inun-
dating the patent office with applications seeking 
protection for common business practices.8 Applica-
tions for Class 705 (business method) patents in-
creased from fewer than 1,000 applications in 1997 to 
more than 11,000 applications in 2007. See United 
States Patent and Trademark Office, Class 705 
Application Filings and Patents Issued Data, avail-
able at http://www.uspto.gov/web/menu/pbmethod/ 
applicationfiling.htm (information available as of 
Jan. 2008); see Douglas L. Price, Assessing the 
Patentability of Financial Services and Products, 3 J. 
High Tech. L. 141, 153 (2004) (“The State Street case 
has opened the floodgates on business method 
patents.”). 


                                                 
8 Congress has acted to ameliorate some of the negative 


effects of granting patents on methods of doing business. It 
passed the American Inventors Protection Act (commonly 
referred to as the First Inventor Defense Act) which provides an 
affirmative defense against a business method patent infringe-
ment action if the defendant “acting in good faith, actually 
reduced the subject matter to practice at least 1 year before the 
effective filing date of such patent, and commercially used the 
subject matter before the effective filing date of such patent.” 
See35 U.S.C. § 273. Even where a defendant may qualify for 
this defense, however, he “still must engage in expensive 
litigation where [he] bears the burden of affirmatively raising 
and proving the defense.” See Nicholas A. Smith, Business 
Method Patents and Their Limits: Justifications, History, and 
the Emergence of A Claim Construction Jurisprudence, 9 Mich. 
Telecomm. & Tech. L.Rev. 171, 199 (2002). 
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Patents granted in the wake of State Street have 


ranged from the somewhat ridiculous to the truly 
absurd. See, e.g., U.S. Patent No. 5,851,117 (method 
of training janitors to dust and vacuum using video 
displays); U.S. Patent No. 5,862,223 (method for 
selling expert advice); U.S. Patent No. 6,014,643 
(method for trading securities); U.S. Patent No. 
6,119,099 (method of enticing customers to order 
additional food at a fast food restaurant); U.S. Patent 
No. 6,329,919 (system for toilet reservations); U.S. 
Patent No. 7,255,277 (method of using color-coded 
bracelets to designate dating status in order to limit 
“the embarrassment of rejection”). There has even 
been a patent issued on a method for obtaining a 
patent. See U.S. Patent No. 6,049,811. Not surpris-
ingly, State Street and its progeny have generated a 
thundering chorus of criticism. See Leo J. Raskind, 
The State Street Bank Decision: The Bad Business of 
Unlimited Patent Protection for Methods of Doing 
Business, 10 Fordham Intell. Prop. Media & Ent. L.J. 
61, 61 (1999) (“The Federal Circuit’s recent endorse-
ment of patent protection for methods of doing 
business marks so sweeping a departure from pre-
cedent as to invite a search for its justification.”); 
Pollack, supra at 119-20 (arguing that State Street 
was based upon a misinterpretation of both the 
legislative history and the language of section 101 
and that “business method patents are problematical 
both socially and constitutionally”); Price, supra at 
155 (“The fall out from State Street has created a 
gold-rush mentality toward patents and litigation in 
which companies .... gobble up patents on anything 
and everything.... It is a mad rush to get as many 
dumb patents as possible.”(citations and internal 
quotation marks omitted)); Thomas (1999), supra at 
1160 (“After State Street, it is hardly an exaggeration 







120a 
to say that if you can name it, you can claim it.”); 
Sfekas, supra at 226 (“[T]he U.S. courts have set too 
broad a standard for patenting business methods.... 
These business method patents tend to be of lower 
quality and are unnecessary to achieve the goal  
of encouraging innovation in business.”); William 
Krause, Sweeping the E-Commerce Patent Minefield: 
The Need for a Workable Business Method Excep-
tion, 24 Seattle U.L.Rev. 79, 101 (2000) (State Street 
“opened up a world of unlimited possession to anyone 
quick enough to take a business method and put it to 
use via computer software before anyone else.”); Moy, 
supra at 1051 (“To call [the situation following State 
Street] distressing is an understatement. The 
consensus ... appears to be that patents should not be 
issuing for new business methods.”). 


There are a host of difficulties associated with 
allowing patents to issue on methods of conducting 
business. Not only do such patents tend to impede 
rather than promote innovation, they are frequently 
of poor quality. Most fundamentally, they raise 
significant First Amendment concerns by imposing 
broad restrictions on speech and the free flow of 
ideas. 


A. 


“[T]he underlying policy of the patent system [is] 
that ‘the things which are worth to the public the 
embarrassment of an exclusive patent,’... must out-
weigh the restrictive effect of the limited patent 
monopoly.” Graham, 383 U.S. at 10-11, 86 S.Ct. 684 
(quoting letter from Thomas Jefferson to Isaac 
McPherson (Aug. 1813)). Thus, Congress may not 
expand the scope of “the patent monopoly without 
regard to the ... advancement or social benefit gained 
thereby.” Id. at 6, 86 S.Ct. 684. 
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Patents should be granted to those inventions 


“which would not be disclosed or devised but for the 
inducement of a patent.” Id. at 11, 86 S.Ct. 684. 
Methods of doing business have existed since the 
earliest days of the Patent Act and have flourished 
even in the absence of patent protection. See Brian P. 
Biddinger, Limiting the Business Method Patent: A 
Comparison and Proposed Alignment of European, 
Japanese and United States Patent Law, 69 Fordham 
L.Rev. 2523, 2544-50 (2001). Commentators have 
argued that “the broad grant of patent protection for 
methods of doing business is something of a square 
peg in a sinkhole of uncertain dimensions” since 
“[n]owhere in the substantial literature on innovation 
is there a statement that the United States economy 
suffers from a lack of innovation in methods of doing 
business.” Raskind, supra at 92-93. Instead, “the long 
history of U.S. business is one of innovation, emula-
tion, and innovation again. It also is a history of 
remarkable creativity and success, all without busi-
ness method patents until the past few years.” Smith, 
supra at 178; see also Sfekas, supra at 213 (“While 
innovation in business methods is a good thing, it is 
likely that there would be the same level of innova-
tion even without patents on [such methods].”). 


Business innovations, by their very nature, provide 
a competitive advantage and thus generate their own 
incentives. See Xiang, supra at 813 (“A business 
entity improves the way it does business in order to 
be more effective and efficient, to stay ahead of [the] 
competition, and to make more profit.”). The rapid 
“growth of fast food restaurants, self-service gasoline 
stations, quick oil change facilities ... automatic teller 
devices ... and alternatives for long-distance tele-
phone services” casts real doubt about the need for 
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the additional incentive of patent protection in the 
commercial realm. Raskind, supra at 93. 


Although patents are not a prerequisite to business 
innovation, they are of undeniable importance in 
promoting technological advances. For example, the 
pharmaceutical industry relies on patent protection 
in order to recoup the large sums it invests to develop 
life-saving and life-enhancing drugs: 


[T]he “fully loaded” cost of developing a single 
new pharmaceutical molecule, taking it though 
laboratory and clinical trials, and securing FDA 
approval for its marketing is today about $800 
million (including the cost of project failures). 
Furthermore, fewer than one in five drug candi-
dates that make it out of the laboratory survive 
this tortuous process and reach the marketplace 
in the form of FDA-approved pharmaceuticals.... 
Only patent protection can make the innovator’s 
substantial investment in development and 
clinical testing economically rational. 


Jay Dratler, Jr., Alice in Wonderland Meets the U.S. 
Patent System, 38 Akron L.Rev. 299, 313-14 (2005) 
(footnotes omitted). 


Business method patents, unlike those granted for 
pharmaceuticals and other products, offer rewards 
that are grossly disproportionate to the costs of 
innovation. In contrast to technological endeavors, 
business innovations frequently involve little or no 
investment in research and development. Bilski, for 
example, likely spent only nominal sums to develop 
his hedging method. The reward he could reap if his 
application were allowed-exclusive rights over meth-
ods of managing risks in a wide array of commodity 
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transactions-vastly exceeds any costs he might have 
incurred in devising his “invention.” 


B. 


“[S]ometimes too much patent protection can 
impede rather than ‘promote the Progress of Science 
and useful Arts,’ the constitutional objective of patent 
and copyright protection.” Lab. Corp. of Am. Holdings 
v. Metabolite Labs., Inc., 548 U.S. 124, 126, 126 S.Ct. 
2921, 165 L.Ed.2d 399 (2006) (Breyer, J., joined by 
Stevens and Souter, JJ., dissenting from dismissal  
of writ of certiorari) (emphasis in original). This is 
particularly true in the context of patents on methods 
of conducting business. Instead of providing incen-
tives to competitors to develop improved business 
techniques, business method patents remove building 
blocks of commercial innovation from the public 
domain. Dreyfuss, supra at 275-77. Because they 
restrict competitors from using and improving upon 
patented business methods, such patents stifle inno-
vation. When “we grant rights to exclude unnecessar-
ily, we ... limit competition with no quid pro quo. 
Retarding competition retards further development.” 
Pollack, supra at 76. “Think how the airline industry 
might now be structured if the first company to offer 
frequent flyer miles had enjoyed the sole right to 
award them or how differently mergers and acquisi-
tions would be financed ... if the use of junk bonds 
had been protected by a patent.” Dreyfuss, supra at 
264. By affording patent protection to business 
practices, “the government distorts the operation of 
the free market system and reduces the gains from 
the operation of the market.” Sfekas, supra at 214. 


It is often consumers who suffer when business 
methods are patented. See Raskind, supra at 82. 
Patented products are more expensive because licens-
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ing fees are often passed on to consumers. See Lois 
Matelan, The Continuing Controversy Over Business 
Method Patents, 18 Fordham Intell. Prop. Med. & 
Ent. L.J. 189, 201 (2007). Further, as a general 
matter, “quantity and quality [of patented products] 
are less than they would be in a competitive market.” 
Dreyfuss, supra at 275. 


Patenting business methods makes American com-
panies less competitive in the global marketplace. 
American companies can now obtain exclusionary 
rights on methods of conducting business, but their 
counterparts in Europe and Japan generally cannot. 
See Biddinger, supra at 2546-47. Producing products 
in the United States becomes more expensive because 
American companies, unlike their overseas counter-
parts, must incur licensing fees in order to use 
patented business methods: 


[O]nce a United States patent application for a 
new method of doing business becomes publicly 
available, companies in Europe and Japan may 
begin using the method outside the United 
States, while American companies in competition 
with the patentee would be unable to use the 
method in the United States without incurring 
licensing fees. The result is that companies 
outside of the United States receive the benefit of 
the novel method without incurring either the 
research and development costs of the inventor, 
or the licensing fees of the patentee’s American 
competitors. 


Id. at 2545-46. 


C. 


Another significant problem that plagues business 
method patents is that they tend to be of poor overall 
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quality. See eBay Inc. v. MercExchange, L.L.C., 547 
U.S. 388, 397, 126 S.Ct. 1837, 164 L.Ed.2d 641 (2006) 
(Kennedy, J., joined by Stevens, Souter, and Breyer, 
JJ., concurring) (noting the “potential vagueness and 
suspect validity” of some of “the burgeoning number 
of patents over business methods”). Commentators 
have lamented “the frequency with which the Patent 
Office issues patents on shockingly mundane busi-
ness inventions.” Dreyfuss, supra at 268; see also 
Pollack, supra at 106 (“[M]any of the recently-issued 
business method patents are facially (even farcically) 
obvious to persons outside the USPTO.”). One reason 
for the poor quality of business method patents is the 
lack of readily accessible prior art references. Be-
cause business methods were not patentable prior to 
State Street, “there is very little patent-related prior 
art readily at hand to the examiner corps.” Dreyfuss, 
supra at 269. 


Furthermore, information about methods of con-
ducting business, unlike information about tech-
nological endeavors, is often not documented or pub-
lished in scholarly journals. See Russell A. Korn, Is 
Legislation the Answer? An Analysis of the Proposed 
Legislation for Business Method Patents, 29 Fla. St. 
U.L.Rev. 1367, 1372-73 (2002). The fact that examin-
ers lack the resources to weed out undeserving 
applications “has led to the improper approval of a 
large number of patents, leaving private parties to 
clean up the mess through litigation.” Krause, supra 
at 97. 


Allowing patents to issue on business methods 
shifts critical resources away from promoting and 
protecting truly useful technological advances. As 
discussed previously, the patent office has been 
deluged with business method applications in recent 
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years. Time spent on such applications is time not 
spent on applications which claim true innovations. 
When already overburdened examiners are forced to 
devote significant time to reviewing large numbers  
of business method applications, the public’s access  
to new and beneficial technologies is unjustifiably 
delayed. 


D. 


Patenting business methods allows private parties 
to claim exclusive ownership of ideas and practices 
which rightfully belong in the public domain. “It is a 
matter of public interest that [economic] decisions, in 
the aggregate, be intelligent and well informed. To 
this end, the free flow of commercial information is 
indispensable.” Virginia State Bd. of Pharmacy v. 
Virginia Citizens Consumer Council, Inc., 425 U.S. 
748, 765, 96 S.Ct. 1817, 48 L.Ed.2d 346 (1976). Thus, 
“the stringent requirements for patent protection 
seek to assure that ideas in the public domain remain 
there for the free use of the public.” Aronson v. Quick 
Point Pencil Co., 440 U.S. 257, 262, 99 S.Ct. 1096, 59 
L.Ed.2d 296 (1979). 


Bilski’s claimed method consists essentially of two 
conversations. The first conversation is between a 
commodity provider and a commodity consumer, 
while the second conversation is between the pro-
vider and “market participants” who have “a counter-
risk position to ... consumers.” His claims provide 
almost no details as to the contents of these 
conversations. 


Like many business method applications, Bilski’s 
application is very broadly drafted. It covers a wide 
range of means for “hedging” in commodity trans-
actions. If his application were allowed, anyone who 
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discussed ways to balance market risks in any sort of 
commodity could face potential infringement liability. 
By adopting overly expansive standards for pat-
entability, the government enables private parties to 
impose broad and unwarranted burdens on speech 
and the free flow of ideas. See Thomas F. Cotter,  
A Burkean Perspective on Patent Eligibility, 22 
Berkeley Tech. L.J. 855, 880-82 (2007) (arguing that 
overly expansive patent eligibility standards can 
result in the granting of patents that threaten free 
speech, privacy and other constitutionally-protected 
rights); John R. Thomas, The Future of Patent Law: 
Liberty and Property in the Patent Law, 39 Hous. 
L.Rev. 569, 589 (2002) (arguing that “the patent law 
allows private actors to impose more significant 
restraints on speech than has ever been possible 
through copyright”); see also Cent. Hudson Gas & 
Elec. Corp. v. Pub. Serv. Comm’n of New York, 447 
U.S. 557, 569-70, 100 S.Ct. 2343, 65 L.Ed.2d 341 
(1980) (The First Amendment mandates that 
restrictions on free speech in commercial transactions 
be “no more extensive than necessary.”). 


To the extent that business methods are deemed 
patentable, individuals can face unexpected potential 
infringement liability for everyday conversations and 
commercial interactions. “[I]mplicit in the Patent 
Clause itself [is the understanding] that free 
exploitation of ideas will be the rule, to which the 
pro-tection of a federal patent is the exception.” 
Bonito Boats, Inc. v. Thunder Craft Boats, Inc., 489 
U.S. 141, 151, 109 S.Ct. 971, 103 L.Ed.2d 118 (1989). 
In the wake of State Street, too many patent holders 
have been allowed to claim exclusive ownership of 
subject matter that rightfully belongs in the public 
domain. 
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V. 


The majority’s proposed “machine-or-transforma-
tion test” for patentability will do little to stem the 
growth of patents on non-technological methods and 
ideas. Quite simply, in the context of business 
method patent applications, the majority’s proposed 
standard can be too easily circumvented. See Cotter, 
supra at 875 (noting that the physical transformation 
test for patentability can be problematic because “[i]n 
a material universe, every process will cause some 
sort of physical transformation, if only at the micro-
scopic level or within the human body, including the 
brain”). Through clever draftsmanship, nearly every 
process claim can be rewritten to include a physical 
transformation. Bilski, for example, could simply add 
a requirement that a commodity consumer install a 
meter to record commodity consumption. He could 
then argue that installation of this meter was a 
“physical transformation,” sufficient to satisfy the 
majority’s proposed patentability test. 


Even as written, Bilski’s claim arguably involves a 
physical transformation. Prior to utilizing Bilski’s 
method, commodity providers and commodity con-
sumers are not involved in transactions to buy and 
sell a commodity at a fixed rate. By using Bilski’s 
claimed method, however, providers and consumers 
enter into a series of transactions allowing them to 
buy and sell a particular commodity at a particular 
price. Entering into a transaction is a physical 
process: telephone calls are made, meetings are held, 
and market participants must physically execute 
contracts. Market participants go from a state of not 
being in a commodity transaction to a state of being 
in such a transaction. The majority, however, fails to 
explain how this sort of physical transformation is 
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insufficient to satisfy its proposed patent eligibility 
standard. 


The majority suggests that a technological arts test 
is nothing more that a “shortcut” for its machine-or-
transformation test. Ante at 964. To the contrary, 
however, the two tests are fundamentally different. 
Consider U.S. Patent No. 7,261,652, which is directed 
to a method of putting a golf ball, U.S. Patent No. 
6,368,227, which is directed to a method of swinging 
on a swing suspended on a tree branch, and U.S. 
Patent No. 5,443,036, which is directed to a method 
of “inducing cats to exercise.” Each of these 
“inventions” involves a physical transformation that 
is central to the claimed method: the golfer’s stroke is 
changed, a person on a swing starts swinging, and 
the sedentary cat becomes a fit feline. Thus, under 
the majority’s approach, each of these inventions  
is patent eligible. Under a technological arts test, 
however, none of these inventions is eligible for 
patent protection because none involves any advance 
in science or technology.9  


Regardless of whether a claimed process involves a 
“physical transformation,” it should not be patent 
eligible unless it is directed to an advance in science 
or technology. See Benson, 409 U.S. at 64-71, 93 S.Ct. 
253 (finding a process unpatentable even though  
it “transformed” binary-coded decimals into pure 
binary numbers using a general purpose computer). 
Although the Supreme Court has stated that a 
patentable process will usually involve a transforma-
                                                 


9 The majority’s approach will encourage rent-seeking on a 
broad range of human thought and behavior. For example, 
because organizing a country into a democratic or socialist 
regime clearly involves a physical transformation, what is to 
prevent patents from issuing on forms of government? 
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tion of physical matter, see id. at 70, 93 S.Ct. 253, it 
has never found a process patent eligible which did 
not involve a scientific or technological innovation. 
See Diehr, 450 U.S. at 192-93, 101 S.Ct. 1048 (finding 
a process patentable where it involved new technol-
ogy for curing rubber). 


The majority refuses to inject a technology 
requirement into the section 101 analysis because it 
believes that the terms “technological arts” and 
“technology” are “ambiguous.” See ante at 960. To the 
contrary, however, the meaning of these terms is not 
particularly difficult to grasp. “The need to apply 
some sort of ‘technological arts’ criterion has hardly 
led other countries’ and regions’ patent systems to 
grind to a halt; it is hard to see why it should be an 
insurmountable obstacle for ours.” Cotter, supra at 
885. As discussed more fully in section III, a claimed 
process is technological to the extent it applies laws 
of nature to new ends. See Benson, 409 U.S. at 67, 93 
S.Ct. 253 (“‘If there is to be invention from ... a 
discovery, it must come from the application of the 
law of nature to a new and useful end.’” (quoting 
Funk Bros., 333 U.S. at 130, 68 S.Ct. 440)). By 
contrast, a process is non-technological where its 
inventive concept is the application of principles 
drawn not from the natural sciences but from disci-
plines such as business, law, sociology, or psychology. 
See Thomas (1999), supra at 1168 (“[F]ew of us would 
suppose that inventions within the domain of 
business, law or fine arts constitute technology, much 
less patentable technology.”). The inventive aspect of 
Bilski’s claimed process is the application of business 
principles, not laws of nature; it is therefore non-
technological and ineligible for patent protection. 
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Unlike a technological standard for patentability, 


the majority’s proposed test will be exceedingly 
difficult to apply. The standard that the majority 
proposes for inclusion in the patentability lexicon-
“transformation of any physical object or substance, 
or an electronic signal representative of any physical 
object or substance,” ante at 964—is unnecessarily 
complex and will only lead to further uncertainty 
regarding the scope of patentable subject matter.  
As noted in In re Nuijten, 500 F.3d 1346, 1353 
(Fed.Cir.2007), defining the term “physical” can be an 
“esoteric and metaphysical” inquiry. Indeed, although 
this court has struggled for years to set out what 
constitutes sufficient physical transformation to 
render a process patentable, we have yet to provide a 
consistent or satisfactory resolution of this issue. 


We took this case en banc in a long-overdue effort 
to resolve primal questions on the metes and bounds 
of statutory subject matter. The patent system has 
run amok, and the USPTO, as well as the larger 
patent community, has actively sought guidance from 
this court in making sense of our section 101 juris-
prudence. See Supplemental Br. of Appellee at 3 
(“[The Federal Circuit] should clarify the meaning of 
State Street and AT & T, as they have been too often 
misunderstood.”); Br. of Fin. Serv. Indus. at 1 (“The 
rise of [business method patents] in recent years has 
... led to uncertainty over the scope of the patents 
granted and, more fundamentally, the definition of 
patentable subject matter itself. [We] seek a work-
able standard defining the scope of patentable subject 
matter, one that ... provides clear guidance to the 
Patent and Trademark Office ... and the public.”); Br. 
of Samuelson Law, Tech. and Public Policy Clinic at 1 
(“Ever since State Street, the [USPTO] has been 
flooded with applications for a wide variety of non-
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technological ‘inventions’ such as arbitration meth-
ods, dating methods, tax-planning methods, legal 
methods, and novel-writing methods. These applica-
tions have eroded public confidence in the patent 
system and driven up the cost and decreased the 
return for applicants seeking legitimate technological 
patents.”(footnote omitted)); Br. of Assoc. of Am. 
Medical Colleges at 29 (arguing that “broad swaths of 
the public and certain industry sectors” have lost 
respect for the patent system and that “[the Federal 
Circuit] should act, even if its actions mean unset-
tling the settled expectations of some”). The majority, 
however, fails to enlighten three of the thorniest 
issues in the patentability thicket: (1) the continued 
viability of business method patents, (2) what consti-
tutes sufficient physical transformation or machine-
implementation to render a process patentable, and 
(3) the extent to which computer software and 
computer-implemented processes constitute statutory 
subject matter. The majority’s “measured approach” 
to the section 101 analysis, see ante at 962, will do 
little to restore public confidence in the patent 
system or stem the growth of patents on business 
methods and other non-technological ideas. 


VI. 


Where the advance over the prior art on which the 
applicant relies to make his invention patentable is 
an advance in a field of endeavor such as law (like 
the arbitration method in Comiskey), business (like 
the method claimed by Bilski) or other liberal—as 
opposed to technological-arts, the application falls 
outside the ambit of patentable subject matter. The 
time is ripe to repudiate State Street and to recali-
brate the standards for patent eligibility, thereby 
ensuring that the patent system can fulfill its con-
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stitutional mandate to protect and promote truly 
useful innovations in science and technology. I 
dissent from the majority’s failure to do so. 
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RADER, Circuit Judge, dissenting. 


This court labors for page after page, paragraph 
after paragraph, explanation after explanation to say 
what could have been said in a single sentence: 
“Because Bilski claims merely an abstract idea, this 
court affirms the Board’s rejection.” If the only 
problem of this vast judicial tome were its circuitous 
path, I would not dissent, but this venture also 
disrupts settled and wise principles of law. 


Much of the court’s difficulty lies in its reliance on 
dicta taken out of context from numerous Supreme 
Court opinions dealing with the technology of the 
past. In other words, as innovators seek the path to 
the next tech no-revolution, this court ties our patent 
system to dicta from an industrial age decades 
removed from the bleeding edge. A direct reading of 
the Supreme Court’s principles and cases on patent 
eligibility would yield the one-sentence resolution 
suggested above. Because this court, however, links 
patent eligibility to the age of iron and steel at a time 
of subatomic particles and terabytes, I must 
respectfully dissent. 


I 


The Patent Law of the United States has always 
embodied the philosophy that “ingenuity should 
receive a liberal encouragement.” Writings of Thomas 
Jefferson 75-76 (Washington ed. 1871); see also 
Diamond v. Chakrabarty, 447 U.S. 303, 308-09, 100 
S.Ct. 2204, 65 L.Ed.2d 144 (1980). True to this 
principle, the original Act made “any new and useful 
art, machine, manufacture or composition of matter” 
patent eligible. Act of Feb. 21, 1793, ch. 11, § 1, 1 
Stat. 318 (emphasis supplied). Even as the laws have 
evolved, that bedrock principle remains at their 
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foundation. Thus, the Patent Act from its inception 
focused patentability on the specific characteristics of 
the claimed invention-its novelty and utility-not on 
its particular subject matter category. 


The modern incarnation of section 101 holds fast to 
that principle, setting forth the broad categories of 
patent eligible subject matter, and conditioning 
patentability on the characteristics, not the category, 
of the claimed invention: 


Whoever invents or discovers any new and useful 
process, machine, manufacture, or composition of 
matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to 
the conditions and requirements of this title. 


35 U.S.C. § 101 (2006) (emphases supplied). As I have 
suggested, the Supreme Court requires this court to 
rely on the “ordinary, contemporary, common mean-
ing” of these words. Diamond v. Diehr, 450 U.S. 175, 
182, 101 S.Ct. 1048, 67 L.Ed.2d 155 (1981). If this 
court would follow that Supreme Court rule, it would 
afford broad patent protection to new and useful 
inventions that fall within the enumerated categories 
and satisfy the other conditions of patentability. That 
is, after all, precisely what the statute says. 


In Diehr, the Supreme Court adopted a very useful 
algorithm for determining patentable subject matter, 
namely, follow the Patent Act itself. After setting 
forth the procedural history of that case, the Supreme 
Court stated: “In cases of statutory construction, we 
begin with the language of the statute.” Diehr, 450 
U.S. at 182, 101 S.Ct. 1048.With an eye to the 
Benson language (so central to this court’s reasoning) 
that “[t]ransformation and reduction of an article  
‘to a different state or thing’ is the clue to the 
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patentability of a process claim that does not include 
particular machines,” Gottschalk v. Benson, 409 U.S. 
63, 72, 93 S.Ct. 253, 34 L.Ed.2d 273 (1972), the Court 
then noted: 


[I]n dealing with the patent laws, we have more 
than once cautioned that “courts ‘should not read 
into the patent laws limitations and conditions 
which the legislature has not expressed.’” 


Diehr, 450 U.S. at 182, 101 S.Ct. 1048 (citations 
omitted). Indeed section 101‘s term “process” contains 
no hint of an exclusion for certain types of methods. 
This court today nonetheless holds that a process is 
eligible only if it falls within certain subsets of 
“process.” Ironically the Patent Act itself specifically 
defines “process” without any of these judicial inno-
vations. 35 U.S.C. § 100(b). Therefore, as Diehr 
commands, this court should refrain from creating 
new circuitous judge-made tests. 


Read in context, section 101 gives further reasons 
for interpretation without innovation. Specifically, 
section 101 itself distinguishes patent eligibility from 
the conditions of patentability-providing generously 
for patent eligibility, but noting that patentability 
requires substantially more. The language sweeps  
in “any new and useful process ... [and] any 
improvement.” 35 U.S.C. § 101 (emphasis supplied). 
As an expansive modifier, “any” embraces the broad 
and ordinary meanings of the term “process,” for 
instance. The language of section 101 conveys no 
implication that the Act extends patent protection to 
some subcategories of processes but not others. It 
does not mean “some” or even “most,” but all. 


Unlike the laws of other nations that include broad 
exclusions to eligible subject matter, such as Euro-
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pean restrictions on software and other method 
patents, see European Patent Convention of 1973, 
Art. 52(2)(c) and (3), and prohibitions against patents 
deemed contrary to the public morality, see id. at Art. 
53(a), U.S. law and policy have embraced advances 
without regard to their subject matter. That promise 
of protection, in turn, fuels the research that, at least 
for now, makes this nation the world’s innovation 
leader. 


II 


With all of its legal sophistry, the court’s new test 
for eligibility today does not answer the most fun-
damental question of all: why would the expansive 
language of section 101 preclude protection of innova-
tion simply because it is not transformational or 
properly linked to a machine (whatever that means)? 
Stated even more simply, why should some categories 
of invention deserve no protection? 


This court, which reads the fine print of Supreme 
Court decisions from the Industrial Age with admi-
rable precision, misses the real import of those 
decisions. The Supreme Court has answered the 
fundamental question above many times. The Su-
preme Court has counseled that the only limits on 
eligibility are inventions that embrace natural laws, 
natural phenomena, and abstract ideas. See, e.g., 
Diehr, 450 U.S. at 185, 101 S.Ct. 1048 (“This Court 
has undoubtedly recognized limits to § 101 and every 
discovery is not embraced within the statutory terms. 
Excluded from such patent protection are laws of 
nature, natural phenomena, and abstract ideas.”). In 
Diehr, the Supreme Court’s last pronouncement on 
eligibility for “processes,” the Court said directly that 
its only exclusions from the statutory language are 
these three common law exclusions: “Our recent hold-
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ings ... stand for no more than these long-established 
principles.” Id. at 185, 101 S.Ct. 1048. 


This point deserves repetition. The Supreme Court 
stated that all of the transformation and machine 
linkage explanations simply restated the abstract-
ness rule. In reading Diehr to suggest a non-statutory 
transformation or preemption test, this court ignores 
the Court’s admonition that all of its recent holdings 
do no more than restate the natural laws and 
abstractness exclusions. Id.; see also Chakrabarty, 
447 U.S. at 310, 100 S.Ct. 2204 (“Here, by contrast, 
the patentee has produced a new bacterium with 
markedly different characteristics from any found in 
nature and one having the potential for significant 
utility. His discovery is not nature’s handiwork, but 
his own; accordingly it is patentable subject matter 
under § 101.”); Parker v. Flook, 437 U.S. 584, 591-
594, 98 S.Ct. 2522, 57 L.Ed.2d 451 (1978) (“Even 
though a phenomenon of nature or mathematical 
formula may be well known, an inventive application 
of the principle may be patented. Conversely, the 
discovery of such a phenomenon cannot support a 
patent unless there is some other inventive concept 
in its application.”); In re Taner, 681 F.2d 787, 791 
(C.C.P.A 1982) (“In Diehr, the Supreme Court made 
clear that Benson stands for no more than the long-
established principle that laws of nature, natural 
phenomena, and abstract ideas are excluded from 
patent protection.”). 


The abstractness and natural law preclusions not 
only make sense, they explain the purpose of the 
expansive language of section 101. Natural laws and 
phenomena can never qualify for patent protection 
because they cannot be invented at all. After all, God 
or Allah or Jahveh or Vishnu or the Great Spirit 
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provided these laws and phenomena as humanity’s 
common heritage. Furthermore, abstract ideas can 
never qualify for patent protection because the Act 
intends, as section 101 explains, to provide “useful” 
technology. An abstract idea must be applied to 
(transformed into) a practical use before it qualifies 
for protection. The fine print of Supreme Court 
opinions conveys nothing more than these basic 
principles. Yet this court expands (transforms?) some 
Supreme Court language into rules that defy the 
Supreme Court’s own rule. 


When considering the eligibility of “processes,” this 
court should focus on the potential for an abstract 
claim. Such an abstract claim would appear in a form 
that is not even susceptible to examination against 
prior art under the traditional tests for patentability. 
Thus this court would wish to ensure that the claim 
supplied some concrete, tangible technology for 
examination. Indeed the hedging claim at stake in 
this appeal is a classic example of abstractness. 
Bilski’s method for hedging risk in commodities 
trading is either a vague economic concept or obvious 
on its face. Hedging is a fundamental economic 
practice long prevalent in our system of commerce 
and taught in any introductory finance class. In any 
event, this facially abstract claim does not warrant 
the creation of new eligibility exclusions. 


III 


This court’s willingness to venture away from the 
statute follows on the heels of an oft-discussed 
dissent from the Supreme Court’s dismissal of its 
grant of certiorari in Lab. Corp. of Am. Holdings v. 
Metabolite Labs., Inc., 548 U.S. 124, 126 S.Ct. 2921, 
165 L.Ed.2d 399 (2006). That dissent is premised on  
a fundamental misapprehension of the distinction 
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between a natural phenomenon and a patentable 
process. 


The distinction between “phenomena of nature,” 
“mental processes,” and “abstract intellectual con-
cepts” is not difficult to draw. The fundamental error 
in that Lab. Corp. dissent is its failure to recognize 
the difference between a patent ineligible relation-
ship—i.e., that between high homocysteine levels and 
folate and cobalamin deficiencies—and a patent 
eligible process for applying that relationship to 
achieve a useful, tangible, and concrete result—i.e., 
diagnosis of potentially fatal conditions in patients. 
Nothing abstract here. Moreover, testing blood for a 
dangerous condition is not a natural phenomenon, 
but a human invention. 


The distinction is simple but critical: A patient may 
suffer from the unpatentable phenomenon of nature, 
namely high homocysteine levels and low folate. But 
the invention does not attempt to claim that natural 
phenomenon. Instead the patent claims a process for 
assaying a patient’s blood and then analyzing the 
results with a new process that detects the life-
threatening condition. Moreover, the sick patient 
does not practice the patented invention. Instead the 
patent covers a process for testing blood that pro-
duces a useful, concrete, and tangible result: incon-
trovertible diagnostic evidence to save lives. The 
patent does not claim the patent ineligible relation-
ship between folate and homocysteine, nor does it 
foreclose future inventors from using that relation-
ship to devise better or different processes. Contrary 
to the language of the dissent, it is the sick patient 
who “embod[ies] only the correlation between homo-
cysteine and vitamin deficiency,” Lab. Corp., 548 U.S. 
at 137, 126 S.Ct. 2921, not the claimed process. 







141a 
From the standpoint of policy, the Lab. Corp. 


dissent avoids the same fundamental question that 
the Federal Circuit does not ask or answer today: Is 
this entire field of subject matter undeserving of 
incentives for invention? If so, why? In the context of 
Lab. Corp. that question is very telling: the natural 
condition diagnosed by the invention is debilitating 
and even deadly. See U.S. Patent No. 4,940,658, col. 1, 
ll. 32-40 (“Accurate and early diagnosis of cobalamin 
and folate deficiencies... is important because these 
deficiencies can lead to life-threatening hematologic 
abnormalities.... Accurate and early diagnosis of 
cobalamin deficiency is especially important because 
it can also lead to incapacitating and life-threatening 
neuropsychiatric abnormalities.”). Before the inven-
tion featured in Lab. Corp., medical science lacked an 
affordable, reliable, and fast means to detect this 
debilitating condition. Denial of patent protection for 
this innovation-precisely because of its elegance and 
simplicity (the chief aims of all good science)—would 
undermine and discourage future research for diag-
nostic tools. Put another way, does not Patent Law 
wish to encourage researchers to find simple blood 
tests or urine tests that predict and diagnose breast 
cancers or immunodeficiency diseases? In that con-
text, this court might profitably ask whether its 
decisions incentivize research for cures and other 
important technical advances. Without such atten-
tion, this court inadvertently advises investors that 
they should divert their unprotectable investments 
away from discovery of “scientific relationships” 
within the body that diagnose breast cancer or Lou 
Gehrig’s disease or Parkinson’s or whatever. 
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IV 


In sum, this court today invents several circuitous 
and unnecessary tests. It should have merely noted 
that Bilski attempts to patent an abstract idea. 
Nothing more was needed. Instead this opinion 
propagates unanswerable questions: What form or 
amount of “transformation” suffices? When is a 
“representative” of a physical object sufficiently 
linked to that object to satisfy the transformation 
test? (e.g., Does only vital sign data taken directly 
from a patient qualify, or can population data derived 
in part from statistics and extrapolation be used?) 
What link to a machine is sufficient to invoke the  
“or machine” prong? Are the “specific” machines of 
Benson required, or can a general purpose computer 
qualify? What constitutes “extra-solution activity?” If 
a process may meet eligibility muster as a “machine,” 
why does the Act “require” a machine link for a 
“process” to show eligibility? Does the rule against 
redundancy itself suggest an inadequacy in this 
complex spider web of tests supposedly “required” by 
the language of section 101? 


One final point, reading section 101 as it is written 
will not permit a flurry of frivolous and useless 
inventions. Even beyond the exclusion for abstract-
ness, the final clause of section 101—“subject to the 
conditions and requirements of this title”—ensures 
that a claimed invention must still satisfy the “condi-
tions and requirements” set forth in the remainder 
title 35. Id. These statutory conditions and require-
ments better serve the function of screening out 
unpatentable inventions than some vague “trans-
formation” or “proper machine link” test. 


In simple terms, the statute does not mention 
“transformations” or any of the other Industrial Age 
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descriptions of subject matter categories that this 
court endows with inordinate importance today. The 
Act has not empowered the courts to impose 
limitations on patent eligible subject matter beyond 
the broad and ordinary meaning of the terms process, 
machine, manufacture, and composition of matter.  
It has instead preserved the promise of patent pro-
tection for still unknown fields of invention. 


Innovation has moved beyond the brick and mortar 
world. Even this court’s test, with its caveats and 
winding explanations seems to recognize this. 
Today’s software transforms our lives without 
physical anchors. This court’s test not only risks 
hobbling these advances, but precluding patent 
protection for tomorrow’s technologies. “We still do 
not know one thousandth of one percent of what 
nature has revealed to us.” Attributed to Albert 
Einstein. If this court has its way, the Patent Act 
may not incentivize, but complicate, our search for 
the vast secrets of nature. When all else fails, consult 
the statute. 
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APPENDIX B 


UNITED STATES COURT OF APPEALS,  
FEDERAL CIRCUIT. 


———— 
No. 2007-1130. 


———— 
IN RE: BERNARD L. BILSKI AND RAND A. WARSAW. 


———— 
Feb. 15, 2008. 


———— 


ORDER 


Before MICHEL, Chief Judge, NEWMAN, MAYER, 
LOURIE, RADER, SCHALL, BRYSON, GAJARSA, 
LINN, DYK, PROST, and MOORE, Circuit Judges. 


PER CURIAM. 


This case was argued before a panel of this court on 
October 1, 2007. Thereafter, a poll of the judges in 
regular active service was conducted to determine 
whether the appeal should be heard en banc. 


Upon consideration thereof, IT IS ORDERED 
THAT: 


The court by its own action grants a hearing en 
banc. The parties are requested to file supple-
mental briefs that should address the following 
questions: 


(1) Whether claim 1 of the 08/833,892 patent 
application claims patent-eligible subject mat-
ter under 35 U.S.C. § 101? 


(2)  What standard should govern in determin-
ing whether a process is patent-eligible subject 
matter under section 101? 
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(3)  Whether the claimed subject matter is not 
patent-eligible because it constitutes an ab-
stract idea or mental process; when does a 
claim that contains both mental and physical 
steps create patent-eligible subject matter? 


(4)  Whether a method or process must result 
in a physical transformation of an article or be 
tied to a machine to be patent-eligible subject 
matter under section 101? 


(5)  Whether it is appropriate to reconsider 
State Street Bank & Trust Co. v. Signature 
Financial Group, Inc., 149 F.3d 1368 (Fed.Cir. 
1998), and AT&T Corp. v. Excel Communica-
tions, Inc., 172 F.3d 1352 (Fed.Cir.1999), in 
this case and, if so, whether those cases should 
be overruled in any respect? 


This appeal will be heard en banc on the basis of 
the original briefs and supplemental briefs address-
ing, inter alia, the issues set forth above. An original 
and thirty copies of all briefs shall be filed, and two 
copies served on opposing counsel. The parties shall 
file simultaneous supplemental briefs which are due 
in the court within 20 days from the date of filing of 
this order, i.e., on March 6, 2008. No further briefing 
will be entertained. Supplemental briefs shall adhere 
to the type-volume limitations for principal briefs set 
forth in Federal Rule of Appellate Procedure 32 and 
Federal Circuit Rule 32. 


Any amicus briefs will be due 30 days thereafter. 
Any such briefs may be filed without leave of court 
but otherwise must comply with Federal Rule of Ap-
pellate Procedure 29 and Federal Circuit Rule 29. 
Oral argument will be held on Thursday, May 8 at 
2:00 p.m. in Courtroom 201. 
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APPENDIX C 


The opinion in support of the decision being entered 
today was not written for publication and is 


not binding precedent of the Board. 
BOARD OF PATENT APPEALS AND 


INTERFERENCES INFORMATIVE OPINION 
———— 


BEFORE THE BOARD OF PATENT APPEALS  
AND INTERFERENCES 


———— 
EX PARTE BERNARD L. BILSKI AND RAND A. WARSAW 


———— 
Appeal No. 2002-2257 


Application 08/833,8921 
———— 


HEARD: MARCH 8, 2006 
2 


MAILED: SEPTEMBER 26, 2006 
———— 


Before FRANKFORT, McQUADE, BARRETT, BAHR, 
and NAGUMO, Administrative Patent Judges. 
BARRETT, Administrative Patent Judge. 


DECISION ON APPEAL 
This is a decision on appeal under 35 U.S.C. § 134(a) 
from the final rejection of claims 1-11. 
We affirm. 
                                                 


1 Application for patent filed April 10, 1997, entitled “Energy 
Risk Management Method,” which claims the priority benefit 
under 35 U.S.C. § 119(e) of Provisional Application 60/015,756, 
filed April 16, 1996. 


2 The case was previously heard on April 3, 2003, by Admin-
istrative Patent Judges Barrett, Fleming, and Nagumo, but no 
decision was entered. 
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BACKGROUND 


The invention relates to a method practiced by a 
commodity provider for managing (i.e., hedging) the 
consumption risks associated with a commodity sold 
at a fixed price. It is disclosed that energy consumers 
face two kinds of risk: price risk and consumption 
risk (specification, p. 1). The proliferation of price 
risk management tools over the last 5 years before 
the filing date allows easy management of price risk 
(specification, p. 2). However, consumption risk (e.g., 
the need to use more or less energy than planned due 
to the weather) is said to be not currently managed in 
energy markets, which is the problem addressed by 
the invention (specification, p. 2). 


Claim 1 is reproduced below. 


1.  A method for managing the consumption risk 
costs of a commodity sold by a commodity provider at 
a fixed price comprising the steps of: 


(a)  initiating a series of transactions between 
said commodity provider and consumers of said 
commodity wherein said consumers purchase said 
commodity at a fixed rate based upon historical 
averages, said fixed rate corresponding to a risk 
position of said consumer; 


(b)  identifying market participants for said com-
modity having a counter-risk position to said 
consumers; and 


(c) initiating a series of transactions between 
said commodity provider and said market partici-
pants at a second fixed rate such that said series of 
market participant transactions balances the risk 
position of said series of consumer transactions. 
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THE REJECTION 


No references are applied in the rejection. 


Claims 1-11 stand rejected under 35 U.S.C. § 101 
as being directed to nonstatutory subject matter. 


Pages of the final rejection (Paper No. 15) are 
referred to as “FR__.” Pages of the examiner’s answer 
(Paper No. 18) are referred to as “EA__” Pages of the 
appeal brief (Paper No. 17) are referred to as “Br__” 
Pages of the reply brief (Paper No. 19) are referred to 
as “RBr__” 


The examiner’s position is summarized in the 
statement that, “[r]egarding [] claims 1-11, the 
invention is not implemented on a specific apparatus 
and merely manipulates [an] abstract idea and solves 
a purely mathematical problem without any limita-
tion to a practical application, therefore, the inven-
tion is not directed to the technological arts” (FR4). 
That is, the examiner states that the invention is an 
“abstract idea,” and apparently a “mathematical 
algorithm,” and does not fall within the “technologi-
cal arts” according to In re Musgrave, 431 F.2d 882, 
893, 167 USPQ 280, 289-90 (CCPA 1970), where the 
examiner states (FR4): “The definition of ‘technology’ 
is the ‘application of science and engineering to the 
development of machines and procedures in order to 
enhance or improve human conditions, or at least 
improve human efficiency in some respect.’ (Com-
puter Dictionary 384 (Microsoft Press, 2d ed. 1994)).” 
The examiner finds that no specific apparatus is 
disclosed to perform the steps, so “claims 1-11 are 
intended to be directed to the abstract method apart 
from the apparatus for performing the method” (FR4) 
and “[t]herefore, the claims are non-statutory, 
because they are directed solely to an abstract idea 
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and solve[] a purely mathematical problem without 
practical application in the technological arts” (FR4). 
Therefore, the final rejection relies on both the 
“abstract ideal” exclusion and a “technological arts” 
test for statutory subject matter. 


In the examiner’s answer, it is stated that “Appli-
cant[’s admission] that the steps of the method need 
not be performed on a computer (Appeal Brief at page 
6) coupled with no disclosure of a computer or any 
other means to carry out the invention, make it clear 
that the invention is not in the technological arts” 
(EA4). The examiner states that the disclosure does 
not describe an implementation in the technological 
arts. The examiner states that the only way to 
perform the steps without a computer is by human 
means, and, therefore, the method is not technologi-
cal because it does not “improve human efficiency” as 
required by the definition of “technology” (EA5-6). 
Thus, the examiner’s answer relies primarily on a 
“technological arts” test. 


DISCUSSION 


The issue 


The issue is whether the subject matter of claims 
1-11 is directed to a statutory “process” under 35 
U.S.C. § 101. We conclude that it is not. 


Equally important is what test(s) should be applied 
in determining statutory subject matter. 


Non-machine-implemented methods 


The “useful arts” in the Constitution, are imple-
mented by Congress in the statutory categories of 
eligible subject matter in 35 U.S.C. § 101: “process, 
machine, manufacture, or composition of matter, or 
any new and useful improvements thereof.” Machines, 
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manufactures, and man-made compositions of matter 
represent tangible physical things invented by man 
and seldom raise a § 101 issue, except for the “special 
case” of claims to general purpose machines (usually 
computers) that merely perform abstract ideas (e.g., 
mathematical algorithms), where the fact that the 
claim is nominally directed to a “machine” under,  
§ 101 does not preclude it from being held nonstatu-
tory. Machine-implemented methods also seldom 
have a problem being considered a process under  
§ 101 because a “process” includes a new use for a 
known machine, § 100 (b), again except for the 
“special case” of machine-implemented abstract ideas. 
However, “non-machine-implemented” methods, be-
cause of their abstract nature, present § 101 issues. 


This appeal involves “non-machine-implemented” 
method claims, i.e., the claims do not recite how the 
steps are implemented and are broad enough to read 
on performing the steps without any machine or 
apparatus (although performing the steps on a 
machine would, of course, infringe). The steps of 
claim 1: do not recite any specific way of implement-
ing the steps; do not expressly or impliedly recite any 
physical transformation of physical subject matter, 
tangible or intangible, from one state into another; do 
not recite any electrical, chemical, or mechanical acts 
or results; do not directly or indirectly recite trans-
forming data by a mathematical or non-mathematical 
algorithm; are not required to be performed on a 
machine, such as a computer, either as claimed or 
disclosed; could be performed entirely by human 
beings; and do not involve making or using a machine, 
manufacture, or composition of matter. We do not 
believe the outcome in this case is controlled by the 
Federal Circuit decisions in State St. Bank & Trust 
Co. v. Signature Fin. Group, Inc., 149 F. 3d 1368, 47 
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USPQ2d 1596 (Fed. Cir. 1998) and AT&T Corp. v. 
Excel Communications, Inc., 172 F.3d 1352, 50 
USPQ2d 1447 (Fed. Cir. 1999) because we interpret 
those cases to involve the “special case” of trans-
formation of data by a machine. 


The question of whether this type of non- 
machine-implemented subject matter is patentable is 
a common and important one to the U.S. Patent and 
Trademark Office (USPTO), as the bounds of 
patentable subject matter are increasingly being 
tested. In recent years, the USPTO has been flooded 
with claims to “processes,” many of which bear scant 
resemblance to classical processes of manipulating or 
transforming compositions of matter or forms of 
energy from one state to another. Many of these 
applications are referred to as so-called “business 
methods,” but claims to methods of meditation, 
dating, physical sports moves, etc., are also presented. 
“Business methods” have long been considered statu-
tory subject matter when performed by a machine. 
Technology Center 3600, Workgroup 3620, in the 
USPTO is entirely dedicated to “Electronic Commerce 
(Business Methods)” in Class 705, “Data Processing: 
Financial, Business Practice, Management, or 
Cost/Price Determination”; see http://www.uspto.gov 
/web/menu/pbmethod. The USPTO no longer rejects 
claims because the claimed subject matter does 
“business” instead of something else. See State Street, 
149 F.3d at 1377, 47 USPQ2d at 1600 (referring to 
Examination Guidelines, 61 Fed. Reg. 7478, 7479 
(1996)). Nevertheless, many questions remain about 
statutory subject matter and what the tests are for 
determining statutory subject matter. State Street 
and AT&T, often called “revolutionary,” involved 
patented machines or machine-implemented proc-
esses that examiners have for sometime regarded as 
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nonexceptional. Perhaps encouraged by certain gen-
eral language in these cases, however, a wide range 
of ever more general claims to “processes” come 
before the Office (although the present case predates 
both State Street and AT&T). Many, like the claimed 
process in the present case, are not limited to imple-
mentation via any particular technology or machine. 
Are such “processes” patentable because they are 
“useful”? Other “process claims” involve what seem to 
be insubstantial or incidental manipulations of physi-
cal subject matter—e.g., the mere recording of a 
datum: are these patentable processes? Still other 
process claims involve human physical activity— 
methods of throwing a ball or causing a fumble. Do 
these process claims cover patentable subject matter? 
Must the examiners analyze such claims for 
compliance with the written description and enable-
ment requirements, and search the prior art for 
evidence of novelty and nonobviousness? 


Given the difficulty for examiners to make § 101 
rejections, and the clear disfavor for such rejections 
in the opinions of our reviewing court, the U.S. Court 
of Appeals for the Federal Circuit, and in the view of 
many patent practitioners, it would be much more 
administratively convenient if the USPTO did not 
have to examine claims for statutory subject matter 
under §101. Nevertheless, it is the USPTO’s duty to 
examine claims for compliance with § 101 as well as 
the other statutory requirements of patentability. See 
Graham v. John Deere Co., 383 U.S. 1, 18, 148 USPQ 
459, 467 (1966) (“[T]he primary responsibility for 
sifting out unpatentable material lies in the Patent 
Office. To await litigation is—for all practical pur-
poses—to debilitate the patent system.”). The USPTO 
rejects cases based on its understanding of § 101, not 
because it may be difficult to find prior art or to 
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examine the claims for novelty and unobviousness. Cf. 
In re Fisher, 421 F.3d 1365, 1378, 76 USPQ2d 1225, 
1235 (Fed. Cir. 2005) (“The concerns of the govern-
ment and amici [that allowing EST patents would 
discourage research, delay scientific discovery, and 
thwart progress in the ‘useful Arts’], which may  
or may not be valid, are not ones that should be 
considered in deciding whether the application for 
the claimed ESTs meets the utility requirement of § 
101. The same may be said for the resource and 
managerial problems that the PTO potentially would 
face if applicants present the PTO with an onslaught 
of patent applications directed to particular ESTs. 
Congress did not intend for these practical impli-
cations to affect the determination of whether an 
invention satisfies the requirements set forth in 35 
U.S.C. §§ 101, 102, 103, and 112.”). In questionable 
cases, we feel that the public interest is best served 
by making a rejection. The Federal Circuit cannot 
address rejections that it does not see. See Enzo 
Biochem, Inc. v. Gen-Probe Inc., 323 F.3d 956, 972, 
63 USPQ2d 1609, 1619 (Fed. Cir. 2002) (Lourie, J., 
concurring in decision not to hear the case en banc) 
(“As for the lack of earlier cases on this issue, it 
regularly happens in adjudication that issues do not 
arise until counsel raise them, and, when that occurs, 
courts are then required to decide them.”). 


Only a very small fraction of the cases examined by 
the Examining Corps are ever appealed to the Board 
of Patent Appeals and Interferences (Board), and 
only a very small fraction of the rejections affirmed 
by the Board will ever be appealed to the Federal 
Circuit. The fact that not many § 101 cases get 
appealed should not be interpreted to mean that 
these are an insignificant problem to the USPTO and 
the public. As indicated by Justice Breyer dissenting 
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from the dismissal of certiorari in Laboratory Corp. of 
America Holdings v. Metabolite Labs., Inc., 126 S. Ct. 
2921, 79 USPQ2d 1065 (2006) (Labcorp), there are 
still unresolved issues under § 101. 


Legal analysis of statutory subject matter 


Several major analyses of statutory subject matter 
have been published recently. We review two in 
detail in the following summary. 


Ex parte Lundgren 


To avoid repetition, this opinion expressly incorpo-
rates by reference the legal analysis of statutory 
subject matter in the concurring-in-part/dissent-
ing-in-part opinion of Administrative Patent Judge 
Barrett in Ex parte Lundgren, 76 USPQ2d 1385, 
1393-1429 (Bd. Pat. App. & Int. 2005) (precedential). 
That discussion tries to identify the questions that 
have not been answered in the analysis of patentable 
subject matter under § 101 and to identify existing 
tests for statutory subject matter, rather than create 
some new test. The USPTO is struggling to identify 
some way to objectively analyze the statutory subject 
matter issue instead of just saying “We know it when 
we see it.” 


The main points of Lundgren are summarized as 
follows:3  


(1) The Constitution authorizes Congress “To 
promote the Progress of . . . useful Arts, by securing 
for limited Times to . . . Inventors the exclusive Right 
to their . . . Discoveries.” U.S. Const., art. I, § 8, cl. 8. 
There is little evidence in the historical record about 
                                                 


3 It should be understood that the citations to Lundgren are 
to the discussion and cases cited: the remarks of the concur-
rence/dissent have only persuasive value. 
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what is meant by the “useful arts,” but it appears 
intended to refer to “arts” used in industry and the 
production of goods. See Alan L. Durham, “Useful 
Arts” in the Information Age, 1999 BYU L. Rev. 1419 
(1999). 


(2)  “Technological arts” is the modern equivalent 
of “useful arts” in the Constitution. Lundgren, 76 
USPQ2d at 1393-94. 


(3)  “Technology” is defined as the totality of means 
employed to provide objects necessary for human 
sustenance and comfort. Id. at 1394. The definition of 
“engineering” as “the application of science and 
mathematics by which the properties of matter and 
the sources of energy in nature are made useful to 
man in structures, machines, products, systems, and 
processes” (emphasis added) is considered a good 
description of “technology” and the “useful arts.” Id. 


(4)  The “useful arts” provision in the Constitution 
is implemented by Congress in the statutory catego-
ries of eligible subject matter in 35 U.S.C. § 101: 
“process, machine, manufacture, or composition of 
matter, or any new and useful improvements 
thereof.” Id. at 1396-97. The “utility” requirement of  
§ 101 is separate from the eligible subject matter 
requirement. Id. at 1396.4 


                                                 
4  The Constitution authorizes Congress “To promote the 


Progress of . . . useful Arts.” This provision can be mapped onto 
the statutory provisions as follows: “Arts” corresponds to the 
eligible statutory subject matter classes of “process, machine, 
manufacture, or composition of matter” in § 101 (“art” in the 
statute before 1952 had a different meaning than “useful arts” 
in the Constitution and was interpreted as practically synony-
mous with process or method, S. Rep. No. 1979, reprinted in 
1952 U.S. Code Cong. & Admin. News at 2398); in the Constitu-
tion corresponds to the “useful” (utility) requirement in §101; 
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(5)  The terms “invents” and “discovers” in § 101 


are interpreted to require “invention,” which is the 
conception and production of something that did not 
before exist, as opposed to “discovery,” which is to 
bring to light that which existed before, but which 
was not known. Id. Of course, the practical applica-
tion of a discovery of a law of nature may be 
patentable. 


(6)  The oft-quoted statement that “Congress in-
tended statutory subject matter to ‘include anything 
under the sun that is made by man”’ Diamond v. 
Diehr, 450 U.S. 175, 182, 209 USPQ 1, 6 (1981), 
quotes from S. Rep. No. 1979, reprinted in 1952 U.S. 
Code Cong. & Admin. News at 2399: 


A person may have “invented” a machine or 
manufacture, which may include anything under 
the sun made by man, but it is not necessarily 
patentable under section 101 unless the condi-
tions of the title are fulfilled. 


This sentence does not mention a “process” or a 
“composition of matter.”5 A “manufacture” has long 


                                                 
“progress” in the Constitution corresponds to the “new” require-
ment in §101 which is defined in the conditions of novelty under 
§ 102 and nonobviousness under § 103. The utility requirement 
is separate from the eligible subject matter requirement in § 101. 
See, eg., Fisher, 421 F.3d at 1378, 76 USPQ2d at 1236 (ex-
pressed sequence tag (EST) is a composition of matter that does 
not meet utility requirement of §101). 


5 As discussed by Justice Breyer at the oral argument in 
Labcorp (transcript on “http://www.supremecourtus.gov/oral_ 
arguments/argument_transcripts.htm1,” Argument 04-607, argued 
3/21/06, p. 43, line 16, to p. 44, line 4): 


JUSTICE BREYER: Does that fall within it? I mean, I 
can’t resist pointing, as one of these briefs did, the phrase 
anything under the sun that is made by man comes from a 
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been defined to be “anything made ‘by hands of man’ 
from raw materials, whether literally by hand or by 
machinery or by art.” In re Hruby, 373 F.2d 997, 
1000, 153 USPQ 61, 65 (CCPA 1967), discussing 
Riter- Conley Mfg. Co. v. Aiken, 203 F. 699 (3d Cir. 
1913). We have no doubt that Congress intended 
statutory subject matter to include any tangible thing 
made by man, including man-made compositions of 
matter and man-made living organisms. However, 
there is a fundamental difference in nature between 
“machines, manufactures, or compositions of matter,” 
which are things, and a “process,” which refers to acts. 
Lundgren, 76 USPQ2d at 1397. It is not clear that 
“anything under the sun made by man” was intended 
to include every series of acts conceived by man. 


(7)  “Machines, manufactures, and compositions of 
matter,” as defined by the Supreme Court, refer to 
physical things having physical structure or sub-
stance. Id. at 1397. Machines, manufactures, and 
man-made compositions of matter broadly cover 
every possible “thing made by man.” Id. 


A statutory subject matter problem in these catego-
ries arises only in the “special case” of transformation 
of data by a general purpose machine (e.g., a general 
purpose computer) claimed as a machine or a 


                                                 
committee report that said something different. It said a 
person may have invented a machine or a manufacture, 
which may include anything under the sun that is made by 
man. 


So referring to that doesn’t help solve the problem where 
we’re not talking about a machine or a manufacture. 
Rather we are talking about what has to be done in order 
to make an abstract idea fall within the patent act. Now, 
sometimes you can make that happen by connecting it with 
some physical things in the world and sometimes you can’t. 
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machine-implemented process, or a manufacture (a 
computer program embodied in a tangible medium 
which is capable of performing certain functions 
when executed by a machine). 6  Where the 


                                                 
6 The “special case” arises where the claim recites a pro-


grammed general purpose “machine” (e.g., a “computer” or “sys-
tem”), instead of a new structure; i.e., where what applicant 
claims is the method to be performed on a known machine. The 
CCPA and the Federal Circuit have held that a general purpose 
computer in effect becomes a special purpose computer once it is 
programmed to perform particular functions. See In re Alappat, 
33 F.3d 1526, 1554, 31 USPQ2d 1545, 1558 (Fed. Cir. 1994) (en 
banc). Nevertheless, a programmed general purpose machine 
which merely performs an abstract idea, such as a mathemati-
cal algorithm, has been held nonstatutory as an attempt to 
patent the abstract idea itself, see Gottschalk v. Benson, 409 
U.S. 63, 71-72, 175 USPQ 673, 676(1972) (“nutshell” holding) 
and In re de Castelet, 562 F.2d 1236, 1243, 195 USPQ 439, 445 
(CCPA 1977) (discussing “nutshell” language), whereas a claim 
directed to a new machine structure is clearly a patentable 
“machine” under § 101. 


Although a case has not yet been presented, we believe that a 
similar “special case” exists for “manufactures” which store pro-
grams that cause a machine to perform an abstract idea, e.g., a 
computer program to perform a mathematical algorithm stored 
on a tangible medium: the nominal recitation of a “manufacture” 
does not preclude the claim from being nonstatutory subject 
matter, just as the nominal recitation of a “machine” does not 
preclude a claim from being nonstatutory subject matter. Nor-
mally, “functional descriptive material,” such as data structures 
and computer programs, on a tangible medium qualifies as 
statutory subject matter and the nature of the recorded material 
may not be ignored under the “printed matter” doctrine. See 
Examination Guidelines for Computer-Related Inventions, 61 
Fed. Reg. 7478, 7481-82 (February 28, 1996), 1184 Off. Gaz. 
Patent and Trademark Office (O.G.) 87, 89 (March 26, 1996) 
(defining “functional” and “nonfunctional descriptive material”); 
In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 
However, applicants should not be able to evade § 101 by a 
nominal claim to structure. Computer programs are distin-







159a 
transformation of data represents an “abstract idea” 
(e.g., a mathematical algorithm), the fact that the 
claimed subject matter would otherwise be 
considered statutory because it nominally recites a 
“machine” or machine implemented “process” or 
“manufacture” storing information to be read by a 
machine, will not prevent the claim from being held 
unpatentable. Id. at 1407-08 (citing cases where 
machine claims for performing mathematical 
algorithms were held nonstatutory). 


(8) A “process” is the most difficult category of  
§ 101 to define. Id. at 1398. Not every process in the 
dictionary sense constitutes a “process” under § 101. 
Id. When Congress approved changing “art” to 
“process” in the 1952 Patent Act, it incorporated the 
definition of “process” that had evolved in the courts. 
Id. “Art” in the pre-1952 statute is not the same as 
the “useful arts” in the Constitution. See footnote 4. 
The Supreme Court has arguably defined a “process” 
as “an act, or series of acts, performed on the subject 
matter to be transformed and reduced to a different 
state or thing.” See Lundgren, 76 USPQ2d at 1398. 
The subject matter transformed may be tangible 
(matter) or intangible (some form of energy, such as 
the conversion of electrical signals or the conversion 
of heat into other forms of energy (thermodynamics)), 
but it must be physical. Id. at 1398-99. The trans-
formation test also conforms to many individuals’ 


                                                 
guished from passive non-functional descriptive material stored 
on a medium (e.g., music or information stored on a compact 
disc), which is usually addressed as “printed matter” under  
§ 103. But see Alappat, 33 F.3d at 1554, 31 USPQ2d at 1566 
(Archer, C.J., concurring in part and dissenting in part) (“The 
discovery of music does not become patentable subject matter 
simply because there is an arbitrary claim to some structure.”). 
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expectations that they only have to worry about 
patent infringement when dealing with methods 
associated with industry and the production of goods. 
The transformation definition of a “process” provides 
an objective test to analyze claims for statutory 
subject matter because one can identify, analyze, and 
discuss what and how subject matter is transformed. 


The transformation test is not without problems as 
evidenced by the dissent in Labcorp, where the 
question was whether a “test” step that required a 
physical transformation of a blood sample made the 
claim statutory. Justice Breyer stated that “the 
process described in claim 13 is not a process for 
transforming blood or any other matter,” Labcorp, 
126 S. Ct. at 2927, 79 USPQ2d at 1070, which can be 
interpreted to mean that while the test step might 
require a transformation, no physical transformation 
steps are recited, and/or that the claim as a whole is 
not directed to a transformation (it is not to a method 
of performing a test). The CCPA and the Federal 
Circuit have addressed such limitations as “data 
gathering” steps. Lundgren, 76 USPQ2d at 1427-28. 


(9)  A generally recited “process” claim is not 
limited to the means disclosed for performing it. Id. 
at 1400-01. Methods tied to a machine generally 
qualify as a “process” under § 101 because machines 
inherently act on and transform physical subject 
matter, id. at 1400, and new uses for known ma-
chines are a “process” under 35 U.S.C. § 100 (b). The 
principal exception is the “special case” of general 
purpose machine-implemented processes that merely 
perform an “abstract idea” (the best known example 
of which is a mathematical algorithm); see id. at 
1407-08 (cases where machine-implemented process 
claims for performing mathematical algorithms were 
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held nonstatutory). Statutory processes are evidenced 
by physical transformation steps, such as chemical, 
electrical, and mechanical steps. Id. at 1401. A 
statutory “process” involving a transformation of 
physical subject matter can be performed by a human. 
Id. at 1400-01. Not every step requiring a physical 
action results in a patentable physical transfor-
mation, e.g., “negotiating a contract,” “convening a 
meeting, etc.” Id. 


(10)  Some subject matter, although invented by 
man, does not fall within any of the four categories of 
§ 101, e.g., data structures, computer programs, docu-
ments, music, art, and literature, etc. Id. at 1401-02. 


(11)  The judicially recognized exclusions are lim-
ited to “laws of nature, natural phenomena, and 
abstract ideas.” Id. at 1402-03. There are no separate 
“mathematical algorithm” or “business method” 
exclusions. Id. Of course, this does not mean that 
“mathematical algorithms” and “business methods” 
are necessarily statutory, but only that claims cannot 
be rejected just because they contain mathematical 
steps or business concepts: the analysis must be 
framed in terms of the three recognized exclusions. 


(12)  “Laws of nature” and “natural phenomena” 
exclusions can be explained by the fact that the 
“discovery” of a preexisting law of nature, a principle 
of physical science, or a natural phenomenon does not 
meet the “invents” requirement of § 101: they are not 
inventions “made by man,” but are manifestations of 
nature, free to all. Id. at 1403. 


(13)  “Abstract ideas” refer to disembodied plans, 
schemes, or theoretical methods. Id. at 1404. “Ab-
stract ideas” can represent a discovery of a “law of 
nature” or a “physical phenomenon” or a man-made 
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invention.7 Id. Mathematical algorithms are the most 
well known example of an abstract idea, but there is 
no reason why the abstract idea exception should be 
limited to mathematical algorithms. Id. Abstract 
ideas are usually associated with method claims 


                                                 
7 Judge Rader states: 


In determining what qualifies as patentable subject matter, 
the Supreme Court has drawn the distinction between 
inventions and mere discoveries. On the unpatentable dis-
covery side fall “laws of nature, natural phenomena, and 
abstract ideas.” On the patentable invention side fall 
anything that is “not nature’s handiwork, but [the inven-
tor’s] own.” [Citations omitted.] 


Alappat, 33 F.3d at 1582, 31 USPQ2d at 1590 (Rader, J., con-
curring). There is no question that any “machine, manufacture, 
or [man-made]-composition of matter” is a man-made physical 
thing, not a law of nature, natural phenomenon, or abstract idea, 
and is patentable eligible subject matter under § 101 (subject to 
the “special case” of general purpose machines and manufac-
tures that merely perform “abstract ideas”). However, we 
disagree with Judge Rader’s statement to the extent it implies 
that everything conceived by man and claimed as a method is a 
patentable invention. Unpatentable “abstract ideas” can repre-
sent “inventions” made by man as well as “discoveries” of things 
that existed in nature, and are easily claimed as a series of steps 
so as to appear to be a “process” under § 101. For example, 
mathematical algorithms (the best known example of an ab-
stract idea) can be “abstract ideas” that do not represent a 
discovery of something that existed in nature. See In re Meyer, 
688 F.2d 789, 794-95, 215 USPQ 193, 197 (CCPA 1982) 
(“However, some mathematical algorithms and formulae do not 
represent scientific principles or laws of nature; they represent 
ideas or mental processes and are simply logical vehicles for 
communicating possible solutions to complex problems.”). A 
claim to a method of government would appear to be an unpat-
entable abstract political idea even though it is a creation of 
human thinking that can be claimed as a method. Not every 
claim to a series of steps “invented by man” is a “process” under 
§ 101. 
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because a “machine, manufacture, or composition of 
matter” are tangible things and not disembodied 
concepts. Abstract ideas performed on general pur-
pose machines or embodied in a generic manufacture 
constitute a “special case” where subject matter that 
appears to be nominally within § 101 is nonstatutory. 


One possible identifying characteristic of an ab-
stract idea is the lack of transformation of any 
physical subject matter according to the definition of 
a “process” under § 101 described supra. Another 
possible identifying characteristic is if the claim is so 
broad that it covers (preempts) any and every possi-
ble way that the steps can be performed, because 
there is no “practical application” if no specific way is 
claimed to perform the steps. Id. at 1405. This may 
be illustrated by the claim discussed in the dissent in 
Labcorp, where the “words ‘assaying a body fluid’ 
refer to the use of any test at all, whether patented or 
not patented,”126 S. Ct. at 2924, 79 USPQ2d at 1067, 
and “Claim 13 . . . tells the user to use any test at 
all,” – id. at 2927, 79 USPQ2d at 1070. See also 
Tilghman v. Proctor, 102 U.S. 707, 726-27 (1880) 
(discussing overbreadth of Morse’s eighth claim in 
O’Reilly v. Morse, 56 U.S. 62 (1854) compared to the 
scope of enablement). Incidental physical limitations, 
such as data gathering, field of use limitations, and 
post-solution activity are not enough to convert an 
“abstract idea” into a statutory “process.” Lundgren, 
76 USPQ2d at 1405 and 1427-28. A method may not 
be considered an “abstract ideal” if it produces an 
objectively measurable result (e.g., a contract as a 
result of a negotiation method or a slower heartbeat 
as a result of a meditation technique), but it may still 
not qualify as a “process” under § 101 if it does not 
perform a transformation of physical subject matter. 
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(14)  “Laws of nature, natural phenomena, and 


abstract ideas” can be thought of as “exclusions” or 
“exceptions,” but the terms are not necessarily 
synonymous. An “exclusion” refers to subject matter 
that is not within § 101 by definition. See, e.g., 
Diamond v. Diehr, 450 U.S. at 185, 209 USPQ at 7 
(“This Court has undoubtably recognized limits to 
§101 and every discovery is not embraced within the 
statutory terms. Excluded from such patent protec-
tion are laws of nature, physical phenomena and 
abstract ideas.” (Emphasis added.)). The term “exclu-
sion” (from the Latin, “to shut out”) carries more of 
the connotaton a definition that does not encompass 
certain subject matter. An “exception” (from the 
Latin, “to take out”) tends to refer to subject matter 
that would fall within § 101 ”but for” some excep-
tional condition. The cases, like ordinary language, 
do not make strong distinctions between the two 
words and they tend to use them interchangeably. 
When the point of view is clear, the distinction is 
without a difference. Lundgren, 76 USPQ2d at 1405. 


A great deal of confusion—not to say mischief— 
may arise when advocates (or decision makers) 
mistake the analytical process for the subject matter. 
For example, the position that not every series of 
steps is a “process” under § 101 is consistent with the 
idea that “abstract ideas” are excluded from § 101. 
On the other hand, if every series of steps is a 
“process” under § 101, then, in order to preserve the 
Supreme Court precedent that abstract thoughts are 
not patentable, it is necessary to recognize that 
certain “processes” are exceptions to the general rule. 


(15)  There is a long history of mathematical algo-
rithms as abstract ideas before State Street and 
AT&T. Id. at 1406-11. One of the main issues after 
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Gottschalk v. Benson was the “special case” of deter-
mining when machine claims (including apparatus 
claims in “means-plus-function” format) and machine 
implemented process claims, which recited mathe-
matical algorithms, were unpatentable. This led to 
the two-part Freeman-Walter-Abele test. Id. at 1409- 
10. 


(16)  We interpret the State Street and AT&T test 
of a “useful, concrete and tangible result” to be 
limited, at present, to claims to machines and 
machine-implemented processes, i.e., to the “special 
cases” of claims that might be within § 101 because 
they recite structure, but which involve an abstract 
idea issue. Id. at 1411-13. The Federal Circuit recog-
nized that “certain-types of mathematical subject 
matter, standing alone, represent nothing more than 
abstract ideas until reduced to some type of practical 
application, i.e., ‘a useful, concrete and tangible 
result.”’ State Street, 149 F.3d at 1373, 47 USPQ2d 
at 1600-01 (citing In re Alappat, 33 F.3d at 1544, 31 
USPQ2d at 1557). The full statement in Alappat 
reads: “This [claimed invention] is not a disembodied 
mathematical concept which may be characterized as 
an ‘abstract idea,’ but rather a specific machine  
to produce a useful, concrete, and tangible result.” 
(Emphasis added.) Alappat, 33 F.3d at 1544, 31 
USPQ2d at 1557. Alappat, Arrhythmia Research 
Technology Inc. v. Corazonix Corp., 958 F.2d 1053, 22 
USPQ2d 1033 (Fed. Cir. 1992), State Street, and 
AT&T all involved transformation of data by a 
machine. The court specifically held that transforma-
tion of data representing some real world quantity (a 
waveform in Alappat, an electrocardiograph signals 
from a patient’s heartbeat in Arrhythmia, or discrete 
dollar amounts in State Street) by a machine was a 
practical application of a mathematical algorithm, 
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formula, or calculation that produced “a useful, con-
crete and tangible result,” and that a method of 
applying a PIC indicator “value through switching 
and recording mechanisms to create a signal useful 
for billing purposes,” AT&T, 172 F. 3d at 1358, 50 
USPQ2d at 1452, a machine-implemented process, 
was “a useful, concrete, tangible result.” See Lundgren, 
76 USPQ2d at 1411-16 (APJ Barrett, concur-
ring-in-part and dissenting-in-part) (holding that the 
State Street test, so far, is limited to transformation 
of data by machines and machine-implemented proc-
esses). The test in Alappat may derive from the 
classical definition of a “machine”: “The term ma-
chine includes every mechanical device or combina-
tion of mechanical powers and devices to perform 
some function and produce a certain effect or result.” 
Corning v. Burden, 56 U.S. 252, 267 (1854). 


However, the fact that the court in AT&T com-
mented on In re Grams, 888 F.2d 835, 12 USPQ2d 
1824 (Fed. Cir. 1989), and In re Schrader, 22 F.3d 
290, 30 USPQ2d 1455 (Fed. Cir. 1994), which both 
involved non-machine-implemented process claims, 
as being “unhelpful” because they did not ascertain if 
the end result of the claimed process was useful, 
concrete, and tangible, AT&T, 172 F.3d at 1360, 50 
USPQ2d at 1453, leaves open the question of whether 
the “useful, concrete and tangible result” test is 
intended to be extended past the original facts of the 
machine-implemented invention. 


(17)  Justice Breyer in his dissent in Labcorp stated 
in dicta that it is highly questionable whether the 
“useful, concrete and tangible result” test is a general 
test for statutory subject matter: “[State Street] does 
say that a process is patentable if it produces a 
‘useful, concrete, and tangible result.’ 149 F.3d, at 
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1373. But this Court has never made such a 
statement and, if taken literally, the statement would 
cover instances where this Court has held the 
contrary.” 126 S. Ct. at 2928. 


(18)  None of Alappat, State Street, or AT&T states 
where the “useful, concrete and tangible result” 
terms come from or how they are defined. It seems 
that “concrete” and “tangible” have essentially the 
same meaning, and that a “concrete and tangible 
result” is just the opposite of an “abstract idea.” The 
term “useful” appears to refer to the requirement in  
§ 101, which is a separate requirement from the 
patent eligible subject matter requirement. Id. at 
1416. Thus, it is not clear to us what is meant by the 
test. It may be that the test is merely a restatement 
of existing principles rather than a completely new 
test. Id. Transformation of data by a machine which 
represents an abstract idea (for example, but not 
limited to, a mathematical algorithm) is not statutory 
just because it is nominally claimed as a machine or a 
machine-implemented process. Id. at 1407-8. Such 
“special cases” have always been difficult to address. 
For now, we interpret the State Street and AT&T test 
to be a test for when transformation of data by a 
machine is statutory subject matter. The test could 
be clarified by the facts of the cases: (1) transfor-
mation of data (i.e., electrical signals representing 
data) is by a machine; (2) the data corresponds to 
something in the “real world”; and (3) no physical 
acts need to occur outside of the machine (internal 
transformation of electrical signals by the machine is 
sufficient). Id. at 1411. If the Federal Circuit intends 
to create a new general test for statutory subject 
matter regardless of whether it involves transforma-
tion of data (signals) by a machine, then further 
explanation in an appropriate case is needed. 







168a 
(19)  Non-machine-implemented process claims pre-


sent additional issues to analyze for statutory subject 
matter. “Process” claims recite acts and are funda-
mentally different from “machine, manufacture, or 
composition of matter” claims, which recite things. 
Process claims do not have to recite structure for 
performing the acts. Acts are inherently more ab-
stract than structure. While there is seldom disagree-
ment about physical things falling into one of the 
statutory classes, it is not always easy to determine 
when a series of steps is a statutory “process” under  
§ 101. 


Where the steps define a transformation of physi-
cal subject matter (tangible or intangible) to a differ-
ent state or thing, as normally present in chemical, 
electrical, and mechanical cases, there is no question 
that the subject matter is statutory; e.g., “mixing” 
two elements or compounds is clearly a statutory 
transformation that results in a chemical substance 
or mixture although no apparatus is claimed to 
perform the step and although the step could be 
performed manually. Id. at 1417. 


(20)  There are several issues that complicate 
analysis of non-machine-implemented processes: (1) a 
claim that is so broad that it covers both statutory 
and nonstatutory subject matter; (2) the statement in 
In re Musgrave, 431 F.2d at 893, 167 USPQ at 289- 
90, that it makes no difference whether steps are 
performed by a machine or mentally, as long as they 
are in the “technological arts”; (3) how to determine 
when a transformation of physical subject matter 
takes place; (4) whether minor physical limitations 
can define a statutory process; and (5) whether 
methods that can only be performed by a human, e.g., 
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sports moves, are patentable subject matter. Lundgren, 
76 USPQ2d at 1417. 


(21)  Although this question does not appear to 
have been formally decided by the Federal Circuit, 
we are of the opinion that claims that read on 
statutory and nonstatutory subject matter should be 
rejected as unpatentable. Id. at 1417-24. This 
problem is most critical in method claims because 
method claims do not have to recite what structure is 
used to perform the steps, making them abstract in 
nature, whereas claims to things, “machines, manu-
factures, or compositions of matter,” easily fall within 
§ 101 (subject to the “special case” of abstract ideas 
performed on machines). The USPTO rejects method 
claims when they are interpreted to be so broad that 
they are directed to the abstract idea itself, rather 
than a practical implementation thereof; e.g., a series 
of steps without any recitation of how the steps are 
performed might be rejected as nonstatutory subject 
matter as an “abstract idea,” whereas the same series 
of steps, if performed by a machine, might be statu-
tory as a practical application of the abstract idea. 


(22)  The “technological arts” test for statutory 
subject matter originated in response to “mental 
steps” rejections. Where the steps of the claim were 
so broad that they could be performed mentally by a 
human operator (although the claim did not recite 
how the steps were performed), the claim was re-
jected as not defining statutory subject matter even 
though if the steps were performed by a machine it 
would constitute statutory subject matter. This is the 
situation of the claims reading on statutory and 
nonstatutory subject matter. The court in Musgrave 
declined to follow the approach of previous cases of 
determining whether the claim, interpreted reasona-
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bly, read upon mental implementation of the process 
or was confined to a machine implementation. Id. at 
1419. The court held that process claims which could 
be done by purely mental processes (what might 
today be called “abstract ideas”), as well as by 
machine, were statutory as long as the steps were in 
the “technological arts.” Id. at 1420. It was not 
explained how “technological arts” were to be deter-
mined. Judge Baldwin concurred, objecting to the 
majority’s analysis and writing, “suppose a claim 
happens to contain a sequence of operational steps 
which can reasonably be read to cover a process 
performable both within and without the technologi-
cal arts? This is not too far fetched. Would such a 
claim be statutory? … We will have to face these 
problems some day.” Musgrave, 431 F.2d at 896, 167 
USPQ at 291. This test, as a separate test, seems to 
have been implicitly overruled by Gottschalk v. 
Benson. Lundgren, 76 USPQ2d at 1425. 


The Board held in Lundgren that the “technological 
arts” test is not a separate and distinct test for 
statutory subject matter. Id. at 1388. Although com-
mentators have read this as eliminating a “technol-
ogy” requirement for patents, this is not what was 
stated or intended. As APJ Barrett explained, “[t]he 
‘technology’ requirement implied by ‘technological 
arts’ is contained within the definitions of the 
statutory classes.” Id. at 1430. All “machines, manu-
factures, or [man-made] compositions of matter” are 
things made by man and involve technology. Methods 
which define a transformation of physical subject 
matter from one state or thing to another involve 
technology and qualify as a statutory “process” under 
§ 101. The definitions of the statutory classes and 
application of the exclusions are the proper tests. A 
process may involve technology because it meets the 
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transformation of physical subject matter definition 
of a “process” under §101, even though it does not 
require performance by a machine. Id. at 1428. The 
“technological arts” is not a useful, objective test 
because it was never defined as anything except as a 
more modern term for the “useful arts.” The use  
of such a test would result in conclusory rejections, 
which are unreviewable, just as many claims in the 
past were rejected as “business methods” because 
they involved some business aspect (e.g., accounting). 


(23)  Not all physical limitations in a claim directed 
to an abstract idea (e.g., a mathematical algorithm) 
were sufficient to define a statutory process prior to 
State Street. This case law regarding data gathering, 
field-of-use limitations, and post-solution activity, 
which includes Supreme Court precedent, should still 
apply to determining whether non-machine-imple-
mented process claims are directed to an abstract 
idea or a practical application of that idea. Id. at 
1427-28; cf. Labcorp, 126 S. Ct. at 2927-28 (initial 
step of “assaying a body fluid” does not render the 
claim patentable). It is difficult to determine when 
such steps are enough to define statutory subject 
matter. 


(24)  Claims that can only be performed by a 
human, such as dance and sports moves, meditation 
techniques, etc., present difficult questions under— 
101. Id. at 1428-29. Surgical methods are performed 
by humans, but since they involve the application of 
scientific medical knowledge to transform human and 
animal tissue they are readily classifiable as a type of 
manufacturing process. Id. at 1429. This issue is not 
present in this case, but we believe any judicial 
review of this decision should recognize that the 
present case is only one in a broad spectrum of cases 
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involving what the USPTO perceives to be nonstatu-
tory subject matter. 


(25)  The concurrence/dissent in Lundgren con-
cludes that there are three possible existing tests for 
statutory subject matter of non-machine-imple-
mented methods: (1) the definition of a “process” 
under, § 101 requires a transformation of physical 
subject matter (which is interpreted to mean matter 
or some form of energy) to a different state or thing; 
(2) the judicially recognized exclusions for “abstract 
ideas, laws of nature, or natural phenomena”; and (3) 
the “useful, concrete and tangible result” test of State 
Street. Id. at 1429-30. 


(26)  In summary, the concurrence/dissent in 
Lundgren makes the following conclusions about non- 
machine-implemented method claims, which hope-
fully will be addressed by the Federal Circuit. 


(a)  Not every process in the dictionary sense is a 
“process” under § 101; i.e., not every series of steps 
is a “process” under § 101. 


(b)  The definition of a “process” under § 101 re-
quires a transformation of physical subject matter 
to a different state or thing. 


(i)  The physical subject matter transformed can 
be matter (an object or material) or some form of 
energy (e.g., heat into mechanical motion; elec-
tromagnetic waves progagating in space into 
electrical current in a wire; etc.). 


(c)  The oft-quoted statement that “Congress in-
tended statutory subject matter to ‘include 
anything under the sun that is made by man,”’ is 
based on the Senate Report statement that “[a] 
person may have ‘invented’ a machine or manufac-
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ture, which may include anything under the sun 
made by man.” The Senate Report indicates that 
things made by man (“machines, manufactures, or 
[man-made] compositions of matter”) are statutory, 
but does not imply that Congress intended every 
concept conceived by man that can be claimed as a 
method to be patentable subject matter. 


(d)  Some claims that nominally fall within § 101 
because they recite a general purpose machine or a 
method performed on a general purpose machine 
(e.g., “a computer-implemented method compris-
ing …”) may nonetheless be nonstatutory subject 
matter if all that is performed is an “abstract idea.” 
This is a “special case” because the subject matter 
is technically within § 101 by virtue of the machine, 
as opposed to an exclusion that was never within  
§ 101. 


(e)  “Abstract ideas” can represent ideas “made by 
man.” 


(f)  Possible indicia of an “abstract idea” may be (i) 
the lack of transformation of physical subject 
matter according to the definition of a “process” 
under § 101, and/or (ii) the claim covers (preempts) 
any and every possible way that the steps can be 
performed. 


(g)  Physical steps or limitations in a claim are not 
necessarily sufficient to convert the claim into 
statutory subject matter, e.g., data-gathering steps, 
field of use limitations, and minimal post-solution 
activity. 


(h)  It is possible that a non-machine-implemented 
method may be nonstatutory subject matter if it 
does not perform a transformation of physical 
subject matter even though it contains physical 
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steps that might prevent if from being labeled an 
“abstract idea.” 


(i)  The holding of State Street is limited to trans-
formation of data by a machine. 


(j)  AT&T involved a machine-implemented process 
claim. 


(k)  The “useful, concrete and tangible result” test 
of State Street and AT&T is presently limited to 
machine claims and machine-implemented process 
claims. 


(l)  The terms “useful, concrete and tangible” have 
not yet been defined. 


(m)  During prosecution, claims that read on statu-
tory and nonstatutory subject matter should be 
held to be unpatentable. 


(n)  There is no separate “technological arts” test 
for statutory subject matter. 


Interim Guidelines 


After Lundgren, the USPTO published Interim 
Guidelines for Examination of Patent Applications 
for Patent Subject Matter Eligibility (Interim 
Guidelines), 1300 Off. Gaz. Patent and Trademark 
Office (O.G.) 142 (Nov. 22, 2005). The Interim 
Guidelines do not track the analysis in Lundgren, 
which principally focused on 
non-machine-implemented method claims The 
Interim Guidelines indicate that statutory subject 
matter: (1) must fall within one of the statutory 
categories of § 101, 1300 O.G. at 145; and (2) must 
not fall within one of the judicially recognized 
exceptions for “laws of nature, natural phenomena, 
and abstract ideas,” id. The Interim Guidelines state 
that while “laws of nature, natural phenomena, and 
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abstract ideas” are not eligible for patenting, a 
practical application may be patented, id. A practical 
application can be identified by tests: (a) a physical 
transformation of an article to a different state or 
thing, id. at 146; or (b) the production of a “useful, 
concrete and tangible result,” id., i.e., the State Street 
test applied to all claims, whether or not 
machine-implemented. The Interim Guidelines also 
state that (c) the claim must not preempt every 
“substantial practical application” of the of nature, 
natural phenomena, or abstract idea, id. 


Guidelines are intended to instruct examiners on 
how to apply the law to the facts. The Board is not 
bound by such guidelines, 8  but applies the law 
directly to the facts. The Interim Guidelines state: 
“Rejections will be based upon the substantive law 
and it is these rejections which are appealable. Con-
sequently, any failure by USPTO personnel to follow 
the Guidelines is neither appealable nor petition-
able.” Id. at 142, under “Introduction.” Although the 
analysis will apply the Interim Guidelines in the 
alternative, this exercise underscores, for this panel, 
several problems with the Interim Guidelines that 
limit their usefulness severely. 


First, the Interim Guidelines implicitly concede 
that any series of steps is a “process” under § 101 and 
                                                 


8 From the movie Pirates of the Caribbean (Disney 2003): 


Elizabeth: You have to take me to shore! According to the 
Code of the Order of the Brethren. 


Barbossa: First, your return to shore was not part of our 
negotiations nor our agreement, so I ‘must’ do nothin’. And 
secondly, you must be a pirate for the pirate's code to apply, 
and you're not. And thirdly, the code is more what you call 
guidelines than actual rules. Welcome aboard the Black 
Pearl, Miss Turner. 
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does not address the case law that says that not 
every process in the dictionary sense is a “process” 
under § 101. See Gottschalk v. Benson, 409 U.S. at 64, 
175 USPQ at 674 (“The question is whether the 
method described and claimed is a ‘process’ within 
the meaning of the Patent Act.”); Parker v. Flook, 437 
U.S. 584, 588 n.9, 198 USPQ 193, 196 n. 9 (1978) 
(“The statutory definition of ‘process’ is broad.… An 
argument can be made, however, that this Court has 
only recognized a process as within the statutory 
definition when it either was tied to a particular 
apparatus or operated to change materials to a 
‘different state or thing.”‘); id. at 589, 198 USPQ at 
197 (“The holding [in Gottschalk v. Benson] that the 
discovery of that method could not be patented as a 
‘process’ forecloses a purely literal reading of § 101.”); 
Lundgren, 76 USPQ2d at 1398-1401. “Process” claims 
are inherently more abstract than “machine, manu-
facture, or composition of matter” claims, which are 
directed to physical things, because a “process” is not 
limited to, or required to recite, the means for 
performing the steps. Id. at 1400-01. If it is conceded 
that every series of steps is a “process” under § 101, 
then one possible statutory subject matter test is lost. 


Second, the Interim Guidelines do not provide any 
directions for how examiners should determine 
whether the claimed invention is to an “abstract idea, 
law of nature, or natural phenomenon” except by 
finding that it is not a practical application as defined 
by tests (a), (b), and (c). The Interim Guidelines treat 
“abstract ideas, laws of nature, or natural phenom-
ena” as exceptions rather than exclusions, i.e., claims 
are statutory “but for” some condition. 


Third, the Interim Guidelines state that a trans-
formation or reduction of an article to a different 
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state or thing is a statutory practical application. 
Interim Guidelines, 1300 O.G. at 146. This perpetu-
ates the misunderstanding that “transformation” 
requires transformation of a tangible object or article, 
contrary to cases that explain that the subject matter 
transformed can be physical, yet intangible, phenom-
ena such as electrical signals. See In re Schrader, 22 
F.3d 290, 29 §n.12, 30 UPSQ2d 1455, 1459 n.12 (Fed. 
Cir. 1994) (“In the Telephone Cases, 126 U.S. 1 … 
(1887), the Court upheld the validity of a claim 
directed to a method for transmitting speech by im-
pressing acoustic vibrations representative of speech 
onto electrical signals. If there was a requirement 
that a physical object be transformed or reduced, the 
claim would not have been patentable. … Thus, it is 
apparent that changes to intangible subject matter 
representative of or constituting physical activity or 
objects are included in this definition”); Lundgren, 76 
USPQ2d at 1398-99. 


Fourth, the Interim Guidelines adopt the “useful, 
concrete and tangible result” test of State Street as a 
general test for patentable subject matter without 
addressing the fact that the holding of State Street 
was qualified by transformation of data by a machine 
and that AT&T involved a machine-implemented 
process claim. Id. at 1411-13. It may be that the State 
Street test can be adapted as a general test, but  
the factual differences between machine claims or 
machine-implemented process claims and nonmachine- 
implemented process claims are significant and have 
not been addressed by the Federal Circuit. Machines 
inherently act to transform physical subject matter 
(tangible or intangible) to a different state or thing. 
As recognized in the earlier Examination Guidelines 
for Computer-Related Inventions, 61 Fed. Reg. at 
7484, 1184 O.G. at 92: “There is always some form of 
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physical transformation within a computer because a 
computer acts on signals and transforms them during 
its operation and changes the state of its components 
during the execution of a process.” Machine-imple-
mented processes nominally fit within the definition 
of a “process” under § 101, but may not necessarily be 
statutory under the special circumstances involving 
transformation of data by a machine, which are 
addressed by the State Street test. The State Street 
“useful, concrete and tangible result” test is more 
readily understood and applied if it is limited to 
machine claims and machine-implemented process 
claims, which are already nominally within § 101, 
because a machine (almost always a programmed 
computer) that does no more than perform the steps 
of an abstract idea is not a practical application of the 
abstract idea. Thus, the State Street test requires 
that the practical application must be recited in the 
claims. The fact that an abstract idea is capable of 
being practically applied, and that a practical appli-
cation is disclosed, does not make a broad claim to 
the abstract idea itself patentable. A claim which 
covers both statutory and nonstatutory subject mat-
ter should be held unpatentable, see Lundgren, 76 
USPQ2d at 1417-24. 


Fifth, the Interim Guidelines attempt to define the 
terms “useful,” ”concrete,” and “tangible,” but have 
not cited any support in § 101 cases dealing with 
patent eligible subject matter. Moreover, the pro-
posed “definitions” seem to be circular and therefore 
unhelpful. The statutory categories of § 101 (“process, 
machine, manufacture, or composition of matter”) 
define eligible subject matter, i.e., subject matter that 
can be patented. The terms “new and useful” in § 101 
refer to other conditions for patentability. “It may be 
useful to think of eligibility as a precondition for 
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patentability, and of utility as one of the three 
fundamental conditions for patentability, together 
with novelty … and nonobviousness ….” Robert L. 
Harmon, Patents and the Federal Circuit 40 (4th ed. 
Bureau of National Affairs, Inc. 1998). See Lundgren, 
76 USPQ2d at 1395-96. “Notwithstanding the words 
‘new and useful’ in § 101, the invention is not exam-
ined under that statute for novelty because that is 
not the statutory scheme of things or the long- 
established administrative practice.” State Street, 
149 F.3d at 1373 n.2, 47 USPQ2d at 1600 n.2 (citing 
In re Bergy, 569 F.2d 952, 960, 201 USPQ 352, 360 
(CCPA 1979)). It seems that the “useful result” part 
of the State Street test refers to the “utility” 
requirement of § 101, which is a separate 
requirement from patent eligible subject matter, yet 
this is not questioned by the Interim Guidelines. The 
Interim Guidelines define “tangible” as the opposite 
of “abstract,” 1300 O.G. at 146, which adds nothing of 
substance or guidance to the abstract idea exception, 
and no case is cited for the definition. The Interim 
Guidelines define “concrete” as the opposite of 
“unrepeatable” or “unpredictable,” id., yet we find no 
dictionary that supports this definition. The case 
cited in support, In re Swartz, 232 F.3d 862, 864, 56 
USPQ2d 1703, 1704 (Fed. Cir. 2000) (because 
asserted results in the area of cold fusion were 
“irreproducible,” claims were properly rejected under 
§ 101), relates to utility, not to patent eligible subject 
matter. In our opinion, the terms “concrete and 
tangible” essentially say the same thing, that the 
result is not just an “abstract idea,” but is “actual and 
real.” 


Sixth, the Interim Guidelines do not provide any 
guidance as to how examiners should determine 
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whether the claimed invention preempts an “abstract 
idea, law of nature, or natural phenomenon.” 


Analysis 


Claim interpretation 


The meaning of the claim language is not in 
dispute. 


Technological arts 


The Board held in Lundgren that the “technological 
arts” is not a separate and distinct test for statutory 
subject matter. Lundgren, 76 USP2d at 1388. Accord-
ingly, the examiner’s rejection in this case, to the 
extent that it is based on a “technological arts” test, 
is reversed. 


Nevertheless, the examiner’s reasoning that the 
method is not technological because no specific appa-
ratus is disclosed to perform the steps and because 
the only way to perform the steps is by a human  
is not persuasive. “It is probably still true that,  
as stated in In re Benson, ‘machines—the com-
puters—are in the technological field, are a part of 
one of our best-known technologies, and are in the 
“useful arts” rather than the “liberal arts,” as are all 
other types of “business machines,” regardless of the 
uses to which their users may put them,’ 441 F.2d at 
688, 169 USPQ at 553, with the exception noted in 
Gottschalk v. Benson, that a machine which executes 
a mathematical algorithm is not patentable under  
§ 101.” Lundgren, 76 USPQ2d at 1416. The cases do 
not imply that a process is not in the technological 
arts if it is not performed on a machine. Musgrave, 
the case the examiner relies on for the “technological 
arts” test, did not require a machine and, in fact, held 
that steps performed mentally could be patentable. 
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Although we disagree that mental steps can be 
patentable, we conclude that a method performed by 
a human may be statutory subject matter if there is a 
transformation of physical subject matter from one 
state to another; e.g., “mixing” two elements or com-
pounds to produce a chemical substance or mixture is 
clearly a statutory transformation although no appa-
ratus is claimed to perform the step and although the 
step could be performed manually. 


Application of the Lundgren and Guidelines tests 


Lundgren 


The three tests identified in the concurrence/ 
dissent in Lundgren are applied below. 


(1)  Transformation 


Claim 1, as is common with method claims, does 
not recite how the steps of “initiating a series of 
transactions between said commodity provider and 
consumers of said commodity,” ”identifying market 
participants,” and “initiating a series of transactions 
between said commodity provider and said market 
participants,” are implemented. Appellants acknowl-
edge “that the steps of the method need not be 
‘performed’ on a computer” (Br6) and, thus, there is 
no implicit transformation of electrical signals from 
one state to another as happens in a computer. The 
steps do not transform any physical subject matter 
(matter or some form of energy) into a different state 
or thing. Claim 1 does not involve transformation of 
data, at least not in the usual sense of a specific, 
well-defined series of steps (i.e., an algorithm) per-
formed on data as in a computer-implemented proc-
ess. The last clause of claim 1, “such that said series 
of market participant transactions balances the risk 
position of said series of consumer transaction,” 
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indicates that what are transformed are the non- 
physical financial risks and legal liabilities of the 
commodity provider, the consumer, and the market 
participants having a counter-risk position to the 
consumer. Accordingly, the steps of claim 1 do not 
define a statutory “process” under § 101 using the 
“transformation” test. 


Claim 2 depends on claim 1 and defines the 
commodity as energy and the market participants as 
transmission distributors. Claim 3 depends on claim 
2 and defines the consumption risk as a weather- 
related price risk. These claims limit the commodity, 
the market participants, and the type of risk, but do 
not add any physical transformation. That the 
method is limited to a particular environment does 
not make it statutory subject matter. Cf. Diamond v. 
Diehr, 450 U.S. at 191, 209 USPQ at 10 (“A mathe-
matical formula as such is not accorded the protec-
tion of our patent laws, and this principle cannot be 
circumvented by attempting to limit the use of the 
formula to a particular technological environment.” 
(Citations omitted.)). Claims 2 and 3 do not define a 
statutory “process” under § 101 using the test. 


Independent claim 4 is similar to claim 1, as 
modified by claims 2 and 3, but also defines the “fixed 
price” in terms of a mathematical expression. The 
mathematical expression does not add any trans-
formation of physical subject matter. Claim 4 is 
directed to nonstatutory subject matter because the 
claim as a whole does not perform a transformation 
of physical subject matter, not because it contains a 
mathematical expression. 


Claim 5 depends on claim 4 and defines the 
location-specific weather indicator as at least one of 
heating degree days and cooling degree days. This 
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merely qualifies the data and does not add a trans-
formation of physical subject matter. Claim 5 does 
not define a statutory “process” under §101 using the 
“transformation” test. 


Claim 6 depends on claim 4 and states that the 
energy provider seeks a swap receipt to cover the 
marginal weather driven cost. It appears that a 
“swap receipt” is a payment from the other energy 
market participants, such as a distribution company, 
involved in the swap (specification, pages 5-6). A 
swap transaction does not involve a transformation of 
physical subject matter from one state to another, so 
claim 6 does not define a statutory “process” under  
§ 101 using the “transformation” test. 


Claims 7 and 10 depend on claim 4 and recite steps 
for determining the energy price. The assumptions 
and mathematical procedures on data do not recite a 
physical transformation. The claimed subject matter 
is unpatentable because it does not define a physical 
transformation, not because it contains mathematical 
operations. Claims 7 and 10 do not define a statutory 
“process” under § 101 using the “transformation” test. 


Claims 8 and 11 depend on claim 4 and recite steps 
for establishing a cap on the weather-influenced 
pricing. The assumptions and mathematical proce-
dures on data do not define a physical transformation 
of subject matter. Claims 8 and 11 do not define a 
statutory “process” under § 101 using the “trans-
formation” test. 


Claim 9 depends on claim 1 and states that the 
commodity provider seeks a swap receipt to cover the 
price risk of the consumer transaction. As noted with 
respect to claim 6, a swap receipt does not involve a 
statutory transformation. Claim 9 does not define a 
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statutory “process” under § 101 using the “trans-
formation” test. 


Therefore, claims 1-11 are directed to nonstatutory 
subject under 35 U.S.C. § 101 under the “transforma-
tion” test. 


(2)  “Abstract idea” exclusion 


The subject matter of claim 1 is also directed to an 
“abstract idea” or, at least, it is nonstatutory because 
it broadly covers both a nonstatutory “abstract idea” 
and any specific physical implementation of it that 
might possibly be statutory. Claim 1 describes a plan 
or scheme for managing consumption risk cost in 
terms of a method. It is nothing but an disembodied 
“abstract idea” until it is instantiated in some 
physical way so as to become a practical application 
of the idea. The steps of “initiating a series of 
transactions” and the step of “identifying market 
participants” merely describe steps or goals in the 
plan, and do not recite how those steps are 
implemented in some physical way: the steps remain 
disembodied. Because the steps cover (“preempt”) any 
and every possible way of performing the steps of the 
plan, by human or by any kind of machine or by any 
combination thereof, we conclude that the claim is so 
broad that it is directed to the “abstract idea” itself, 
rather than a practical implementation of the concept. 
While actual physical acts of individuals or organiza-
tions would, no doubt, be required to implement the 
steps, and while the actual implementation of the 
plan in some specific way might be considered statu-
tory subject matter, the fact that claim 1 covers both 
statutory and nonstatutory subject matter does not 
make it patentable. Thus, we further hold that claim 
1 is directed to nonstatutory subject matter under the 
“abstract idea” exclusion. 
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We consider the “abstract idea” test to be in addi-


tion to the transformation test. There may be times 
where it is easier to analyze the subject matter as an 
“abstract idea” or where the “abstract idea” test can 
be used as a backup check on the transformation test. 
However, there may be times where the steps cannot 
fairly be considered an “abstract idea,” e.g., because 
of actual physical steps, but where the claims do not 
define a transformation of physical subject matter. 


Claim 2 depends on claim 1 and defines the 
commodity as energy and the market participants as 
transmission distributors. Claim 3 depends on claim 
2 and defines the consumption risk as a weather- 
related price risk. This limits the commodity, the 
market participants, and the type of risk, but does 
not describe any particular way of performing the 
steps that would define a practical application, 
instead of an abstract idea. Claims 2 and 3 are not 
patentable because they are to an “abstract idea.” 


Independent claim 4 is similar to claim 1, as 
modified by claims 2 and 3, but also defines the “fixed 
price” in terms of a mathematical expression. A 
mathematical expression by itself is an abstract idea 
and, therefore, the combined subject matter is also an 
“abstract idea.” The claimed subject matter as a 
whole describes an “abstract idea.” 


Claim 5 depends on claim 4 and defines the 
location-specific weather indicator as at least one of 
heating degree days and cooling degree days. This 
merely qualifies the data and does not define a prac-
tical application. Claim 5 is directed to nonstatutory 
subject matter under the “abstract idea” exclusion. 


Claim 6 depends on claim 4 and states that the 
energy provider seeks a swap receipt to cover the 
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marginal weather-driven cost. It appears that a 
“swap receipt” is a payment from the other energy 
market participants, such as a distribution company, 
involved in the swap (specification, pages 5-6). Since 
no specific method of seeking the swap receipt is 
claimed, no practical application of the abstract idea 
is claimed. Claim 6 is not patentable because it is an 
“abstract idea.” 


Claims 7 and 10 depend on claim 4 and recite steps 
for determining the energy price. Some of the steps 
involve assumptions and mathematical procedures on 
data, which are considered an “abstract idea,” and 
the combined subject matter is therefore still an 
“abstract idea.” Claims 7 and 10 are not statutory 
subject matter because they are an “abstract idea.” 


Claims 8 and 11 depend on claim 4 and recite steps 
for establishing a cap on the weather-influenced 
pricing. Some of the steps involve assumptions and 
mathematical procedures on data, which are consid-
ered an “abstract idea,” and the combined subject 
matter is therefore still an “abstract idea.” Claims 8 
and 11 are an “abstract idea” and not statutory 
subject matter. 


Claim 9 depends on claim 1 and states that the 
commodity provider seeks a swap receipt to cover the 
price risk of the consumer transaction. As noted with 
respect to claim 6, a swap receipt does not involve a 
practical application of the abstract idea. Claim 9 is 
an “abstract idea” and does not define statutory 
subject matter. 


Therefore, claims 1-11 are directed to nonstatutory 
subject under 35 U.S.C. § 101 as an “abstract idea.” 


(3)  Useful, concrete and tangible result 
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We held in (1) that the claimed subject matter on 


appeal does not fall within the definition of a 
“process” under § 101 because it does not transform 
physical subject matter to a different state or thing, 
and held in (2) that it is an “abstract idea.” Claim 1 
does not recite a “concrete and tangible result” or a 
“practical application” of the hedging plan under the 
State Street test, because a “concrete and tangible 
result” is interpreted to be the opposite of an “ab-
stract idea” and requires some sort of physical 
instantiation. While the plan may be “useful” in the 
sense of having potential utility to society, a method 
that has not been implemented in some specific way 
is not considered practically useful in a patentability 
sense. Even if the method is “useful,” the State Street 
test requires the result to be “useful” and ”concrete” 
and ”tangible,” so merely being “useful” is not enough. 
In addition, it is the result of the claimed process that 
must be “useful, concrete and tangible,” not just one 
or more steps. Therefore, we also hold that claim 1 is 
directed to nonstatutory subject matter because it 
does not recite a “practical application” or produce a 
“concrete and tangible result” under the State Street 
test, to the extent that State Street applies to 
non-machine-implemented process claims. 


Claims 2-11 are also rejected as nonstatutory sub-
ject matter because they are directed to an “abstract 
idea,” as discussed, and do not recite a “practical 
application” or produce a “concrete and tangible 
result” under the State Street test. 


Therefore, claims 1-11 are directed to nonstatutory 
subject under 35 U.S.C. § 101 because they do not 
recite a “practical application” or a “concrete and 
tangible result” under the State Street test. 


Interim Guidelines 
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The Interim Guidelines are applied as follows. 


(1)  Within a statutory category 


The claims are drafted as a series of steps, which 
the Interim Guidelines considers to be a “process” 
under § 101. 


(2)  Judicially recognized exceptions 


The Interim Guidelines state that while “laws of 
nature, natural phenomena, and abstract ideas” are 
not eligible for patenting, a practical application may 
be. Only the “abstract idea” category is at issue. The 
Interim Guidelines say that a practical application 
can be identified by: (a) a physical transformation of 
an article to a different state or thing; or (b) the 
production of a “useful, concrete and tangible result.” 
Presumably, the Interim Guidelines consider the 
absence of (a) and (b) to indicate an “abstract idea.” 
And, if the claim recites a practical application, (c) it 
must not preempt every “substantial practical 
application” of the law of nature, natural phenomena, 
or abstract idea. 


(a)  Transformation of article 


The claims do not recite a transformation of an 
article to a different state or thing and, thus, do not 
recite a practical application under this test. Al-
though we consider this to be too narrow a test, we 
apply the Interim Guidelines as written. 


(b)  “Useful, concrete and tangible result” 


The Interim Guidelines define these terms, but 
the definitions are not based on any guidance in 
State Street or AT&T. 


Since the method has use to society, we conclude 
that it recites a “useful result.” It seems that the 
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utility requirement of § 101 is separate from the 
subject matter eligibility requirement, but this is not 
analyzed in the Interim Guidelines. 


The Interim Guidelines state that “[t]he opposite 
of ‘concrete’ is unrepeatable or unpredictable,” id., 
and cite a case dealing with utility under § 101. We 
do not find this definition of “concrete” in any 
dictionaries and, in our judgment, a case dealing with 
utility has little bearing on eligible subject matter. 
Accordingly, we do not apply this definition. 


The Interim Guidelines state that “the opposite 
meaning of ‘tangible’ is ‘abstract,”’ 1300 O.G. at 146, 
so presumably a “tangible result” is the opposite of an 
“abstract idea.” We determined in the Lundgren 
analysis that the claims are directed to an “abstract 
idea.” Since the claims must meet all of the condi-
tions of “useful” and “concrete” and “tangible,” and 
claims 1-11 do not produce a “tangible result,” they 
do not pass the “useful, concrete and tangible result 
test.” 


Therefore, claims 1-11 are directed to nonstatutory 
subject under 35 U.S.C. § 101 because they do not 
recite a “tangible result” under the Interim 
Guidelines. 


(c)  Preemption 


We determined in the Lundgren analysis of the 
“abstract idea” exclusion that the claims are directed 
to the “abstract idea” because they cover any and 
every possible manner of performing the steps. Thus, 
it can also be said that the claims “preempt” the 
concept in the claimed methods. Therefore, claims 
1-11 are directed to nonstatutory subject under 35 
U.S.C. § 101 because they “preempt” under the 
Interim Guidelines. 
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Conclusion 


For all of the reasons stated above, we conclude 
that claims 1-11 are not directed to statutory subject 
matter under 35 U.S.C. §101. Appellants’ arguments, 
addressed next, have been considered in making this 
decision, but are not persuasive. 


Appellants’ arguments 


Briefs 


Appellants argue that they “are unaware of any 
requirement, statutory or otherwise, which requires a 
method claim to specify a specific apparatus upon 
which the method is to be performed” (Br5) and that 
“no ‘specific apparatus upon which the process can be 
performed’ need be specified when claiming a 
method” (Br5). 


It is true that process claims are not required to 
recite the means (structure) for performing the steps. 
See Cochrane v. Deener, 94 U.S. 780, 787 (1877); 
Lundgren, 76 USPQ2d at 1400-01. Although the 
examiner rejected the claims as nonstatutory subject 
matter, in part, because they did not recite a specific 
apparatus, this does not form any part of the bases 
for our new ground of rejection. A method claim can 
be a “process” under §101 even when performed by 
hand. It is the presence of a transformation of 
physical subject matter that is important, not how 
the transformation is accomplished. Nevertheless, 
the absence of any apparatus in appellants’ claims is 
evidence that the claims do not transform physical 
subject matter as a machine inherently would, and do 
not recite a practical application of the “abstract 
idea.” 
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Appellants note that “[t]he specific computer hard 


ware or specific software that one might use to 
implement the process is not part of the invention” 
(Br6) and acknowledge “that the steps of the method 
need not be ‘performed’ on a computer” (Br6). It is 
argued that while some steps could be done with a 
computer, or aided by the use of a computer, they 
need not be (Br7). 


This confirms that appellants do not intend to limit 
the claims to a machine implementation. Cf. In re 
Prater, 415 F.2d 1393, 162 USPQ 541 (1969) (the 
court held that process claim 9, which read on a 
mental process augmented by pencil and paper 
markings, which appellants acknowledged was not 
their invention, as well on as a machine implemented 
process, fails to comply with the requirement of §112, 
second paragraph, which requires “claims particu-
larly pointing out and claiming the subject matter 
which the applicant regard as his invention”). The 
fact that the steps are not performed on a computer 
does not make the method nonstatutory. However, 
where, as here, no machine is claimed, there is no 
implied physical transformation of physical subject 
matter (e.g., electrical signals) from one state to 
another that would nominally indicate a statutory 
process (and invoke the State Street test). 


Appellants argue that the Federal Circuit stated in 
AT&T that “[s]ince the claims at issue in this case 
are directed to a process in the first instance, a 
structural inquiry is unnecessary” and, thus, there is 
no requirement of a specific apparatus on which the 
process can be performed (Br8; RBr3). 


It is true that process claims are not required to 
recite the means structure for performing the steps. 
Unlike claims written in means-plus-function lan-
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guage, which require supporting structure in the 
written description, it is not necessary to inquire 
whether process steps are supported by physical 
structure in the specification. However, we contend 
that a “process” under § 101 must recite steps that 
transform physical subject matter and must recite 
more than the “abstract idea.” 


Appellants argue that the examiner has relied on 
outdated case law in support of the rejection (Br8-9). 
In particular, the examiner’s reliance on Schrader is 
argued to be inappropriate because it uses the 
outdated Freeman-Walter-Abele test which focuses 
on the “physical limitations” requirement (Br8). It is 
argued (Br8) that the test for patentable subject 
matter is whether the end result of the claimed 
process is “useful, concrete and tangible.” It is argued 
that Warmerdam does not apply because “the 
claimed method involves steps not directed to the 
solving of a mathematical equation or algorithm” 
(Br9). 


We agree that the Freeman-Walter-Abele test in 
Schrader is no longer in vogue because it is no longer 
required to investigate whether a claim contains a 
mathematical algorithm. Although the examiner 
rejected the claims as nonstatutory subject matter, in 
part, because they “solve[] a purely mathematical 
problem” (FR4), our new ground of rejection is not 
based on the presence of mathematical algorithms, 
but focuses on the lack of a physical transformation 
and the lack of a practical application of the “abstract 
idea” of risk management in the claims as a whole. 
Nevertheless, we briefly comment on Schrader and 
Warmerdam. The court stated in AT&T that 
Schrader was because “[t]he focus of the court in 
Schrader was not on whether the mathematical 
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algorithm was applied in a practical manner since is 
ended its inquiry before looking to see if a useful, 
concrete, tangible result ensued,” AT&T, 172 F. 3d at 
1360, 50 USPQ2d at 1453. It is noted that Judge 
Plager authored both the AT&T and Schrader 
opinions. Schrader was to a 
nonmachine-implemented method of conducting an 
auction and Warmerdam was to a non-machine- 
implemented method for generating a data structure. 
It is not clear why the “practical application, i.e., ‘a 
useful, concrete and tangible result”’ test would 
necessarily be definitive in these situations since 
State Street and AT&T both involved transformation 
of data by a machine. 


Appellants note that the examiner stated that the 
method was not drawn to the “technological arts” 
“because the specification does not disclose specific 
hardware or software” (Br9). It is argued that “[c]ase 
law has addressed the issue of whether or not an 
apparatus is required for a process to be in the 
“technological arts”’ (Br9). It is urged (Br10) that 
“technological arts” is synonymous with “useful arts” 
as it appears in Article 1, Section 8 of the Constitu-
tion, citing Musgrave and Waldbaum, 457 F.2d 997, 
173 USPQ 430 (CCPA 1972). Therefore, it is argued 
(Br10): 


One can therefore conclude that no special 
meaning need be given to the phrase “techno-
logical arts,” a phrase that has been devised and 
defined by the courts, apart from the Constitu-
tional requirement that an invention be in the 
“useful arts.” It is clear from Musgrave that no 
apparatus need be specified for a process that 
can be carried out by a human without the aid of 
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an apparatus, as can the present invention under 
appeal. 


We agree with appellants that “technological arts” 
means “useful arts” as stated in the Constitution, and 
that apparatus is not required to be claimed in order 
for a method claim to be a “process” under § 101. The 
Board held in Lundgren that “technological arts” is 
not a separate and distinct test for statutory subject 
matter. Although commentators have read this as 
eliminating a “technology” requirement for patents, 
this is not what was stated or intended. “The 
‘technology’ requirement implied by ‘technological 
arts’ is contained within the definitions of the 
statutory classes.” Lundgren, 76 USPQ2d at 1430. All 
“machines, manufactures, or [man-made] composi-
tions of matter” are things made by man and involve 
technology. Methods which recite a transformation of 
physical subject matter from one state or thing to 
another, and which do not fall within one of the 
exclusions for “laws of nature, physical phenomena, 
and abstract ideas” involve technology and are a 
“process” under § 101. In our opinion, the statement 
in Musgrave that a process that can be performed 
mentally or by a machine is statutory subject matter 
as long as it is in the “technological arts” has been 
implicitly overruled because it has never been 
adopted by the Supreme Court in Gottschalk v. 
Benson or subsequent cases, and the CCPA and the 
Federal Circuit have not continued to apply this line 
of reasoning. A method that is so broadly claimed 
that it reads on performing the steps mentally should 
be considered an “abstract idea.” 


Appellants argue that “[t]he claimed method is 
patentable because it produces a ‘useful, concrete and 
tangible result”’ (Br10). Appellants refer to the fol-
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lowing statement in State Street, 149 F.3d at 1373, 
47 USPQ2d at 1601: 


Today, we hold that the transformation of data, 
representing discrete dollar amounts, by a ma-
chine through a series of mathematical calcula-
tions into a final share price, constitutes a 
practical application of a mathematical algo-
rithm, formula, or calculation, because it pro-
duces “a useful, concrete and tangible result” a 
final share price momentarily fixed for recording 
and reporting purposes and even accepted and 
relied upon by regulatory authorities and in 
subsequent trades. 


It is argued that “even if the present claimed method 
only calculated ‘first and second fixed rates’ as it does 
in the steps (a) and (c), the method would be 
patentable, because the fixed rates would be consid-
ered a ‘useful, concrete and tangible result’ as was 
the share price in State Street [ ] (here, the fixed 
rates calculate represent a ‘risk position’)” (Br11). 


Appellants fail to note that the holding in State 
Street is clearly limited to “transformation of data … 
by a machine.” AT&T involved a machine-imple-
mented process. Machines are physical things that 
nominally fall within the class of a “machine” in § 101, 
and machine-implemented methods inherently act on 
and transform physical subject matter, such as 
objects or electrical signals, and nominally fall within 
the definition of a “process” under § 101. No machine 
is required by the present claims. Until instructed 
otherwise, we interpret State Street and AT&T to 
address the “special case” of subject matter that 
nominally falls within § 101, a general purpose 
machine or machine-implemented process, but which 
is nonetheless unpatentable because the machine 
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performs an “abstract idea.” A general purpose 
computer which merely performs a mathematical 
algorithm (one type of abstract idea) on data, where 
the data is not representative of physical activity or 
objects, does not produce a “useful, concrete and 
tangible result.” 


Appellants argue that the present method goes 
much further than merely applying a mathematical 
algorithm (which first appears in independent claim 
4) to calculate the first and second fixed rates, and 
the calculations are only part of the overall process 
(Br11). It is argued (Br11): “The ‘practical applica-
tion’ of the mathematical algorithm in this case is the 
transactions that are set up using the fixed rates as 
price points, thereby creating a ‘risk position’ which 
minimizes the risk involved with the fluctuation of 
the price of a commodity for both the buyer and  
the seller of the commodity.” It is further argued 
(Br11-12): 


The overall method also provides a result that is 
“useful, concrete and tangible.” The provision of 
energy in a cost-efficient manner for all parties 
involved has value to society in general, and is 
therefore “useful.” Based on the risk positions 
established by the method disclosed in the appli-
cation, various parties, including end users, 
utility companies and resource suppliers are 
risking real money: therefore, the result is “tan-
gible” and “concrete.” 


It is argued that the test for statutory subject matter 
is set forth in AT&T, and “[w]ith respect to process, 
and especially processes involving mathematical 
algorithms, the result was whether or not a ‘useful, 
concrete and tangible result’ ensued from the applica-
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tion of the process” (RBr3). It is further argued 
(RBr3): 


In this case, execution of the process results in 
the calculation of first and second fixed rates for 
the buying and selling of commodities, specifi-
cally, energy commodities. These fixed rates 
represent a “risk position.” The rates are used by 
a commodity broker to establish buy/sell posi-
tions with both end users and suppliers of the 
commodity, with the risk for the established 
positions balancing each other. This is a “useful, 
concrete and tangible result” and, as a result, the 
Appellants submit that the process is statutory 
subject matter. 


The present rejection does not rely on the presence 
of a mathematical algorithm. Claim 1 does not appear 
to directly or indirectly recite a mathematical algo-
rithm. The Federal Circuit has said that the 
Freeman-Walter-Abele test is of little value, so there 
is no longer any need to investigate the presence of a 
mathematical algorithm. The holding in State Street 
is limited to the context of “transformation of data … 
by a machine” and AT&T involved a machine- 
implemented process. Thus, it does not appear that 
the “useful, concrete and tangible result” test applies 
in the present situation. To the extent the “useful, 
concrete and tangible result” test is generally ap-
plicable, appellants’ arguments indicate the difficulty 
in applying terms that have never been defined. We 
conclude that a “concrete and tangible result” 
requires a transformation of physical subject matter 
and/or evidence that the subject matter is more than 
an “abstract idea.” None of the claims recites a 
transformation of physical subject matter and the 
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claims recite an “abstract idea” rather than a 
practical implementation of that idea. 


Appellants argue that the examiner errs in apply-
ing the Guidelines for Computer-Related Inventions, 
MPEP § 2106 (which is based on the guidelines at 61 
Fed. Reg. 7478, 1184 O.G. 87, see footnote 6), “be-
cause the Appellants have made it clear that a com-
puter is not part of the invention” (RBr2). It is argued 
that the examiner erred in applying the standards 
from the Computer Guidelines and then concluding 
that “because there is no computer claimed [sic], that 
no practical application exists, and, as a result, the 
invention is not statutory” (RBr2). 


We agree with appellants that the Computer 
Guidelines do not apply to the instant non-machine- 
implemented process claims. We also agree that it 
was incorrect for the examiner to determine generally 
that there can be no practical application of a process 
without a computer and that subject matter cannot 
be within the “technological arts” without a computer. 
The presence of a computer makes it much easier to 
find statutory subject matter, but a method can be 
statutory subject matter without a machine. 


It is argued that “although several steps of the 
claimed process can be aided through the use of a 
computer, a computer is not necessary to implement 
the process” (RBr2) and “[t]herefore it is unclear 
whether the claimed invention should be considered a 
computer-related invention or not” (RBr2-3). Appel-
lants argue that “assuming, arguendo, that the 
claimed invention can be considered a computer- 
related invention, … it is still statutory subject 
matter” (RBr3). 


We agree with appellants that the claims are not 
directed to a computer-related invention, but obvi-
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ously do not agree that the claims are directed to 
statutory subject matter. 


Oral argument 
At the oral argument, it was argued that the claims 


are presumptively directed to a “process” under § 101 
because they recite a series of steps. It was argued 
that § 101 states that “any … process” is patentable, 
the statute must be interpreted broadly, and that any 
change in up to Congress. 


As we have made clear throughout this opinion, we 
disagree. It was stated in State Street: 


The plain and unambiguous meaning of § 101 is 
that any invention falling within one of the four 
stated categories of statutory subject matter  
may be patented, provided it meets the other 
requirements for patentability set forth in Title 
35, i.e., those found in §§ 102, 103, and 112, ¶ 2. 


The repetitive use of the expansive term “any” in 
§ 101 shows Congress’s intent not to place any 
restrictions on the subject matter for which a 
patent may be obtained beyond those specifically 
recited in § 101. Indeed, the Supreme Court has 
acknowledged that Congress intended § 101 to 
extend to “anything under the sun that is made 
by man.” Thus, it is improper to read limitations 
into § 101 on the subject matter that may be 
patented where the legislative history indicates 
that Congress clearly did not intend such 
limitations. 


… 


The Supreme Court has identified three catego-
ries of subject matter that are unpatentable, 
namely “laws of nature, natural phenomena, and 
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abstract ideas.” [Footnotes and citations 
omitted.] 


149 F.3d at 1372-73, 47 USPQ2d at 1600. This is not 
inconsistent with our position that not every series of 
steps is a “process” under § 101 because the Supreme 
Court’s definition of a “process” requires a trans-
formation of physical subject matter from one state to 
another. It would be helpful if the Federal Circuit 
would address this question directly. If every series of 
steps is presumptively a “process” under § 101, then 
it would be almost impossible to hold that such a 
claim is directed to nonstatutory subject matter 
because the “abstract idea” exclusion technically re-
fers to subject matter that is not within § 101 
(although case law suggests it can refer to subject 
matter that is within § 101 ”but for” some special 
condition). 


Appellants stated that the “rule of nature” and 
“natural phenomenon” exclusions do not apply, so the 
rejection must be based on the “abstract idea” exclu-
sion. It was argued that Alappat, 33 F.3d at 1542 
n.18, 31 USPQ2d at 1556 n.18, states that abstract 
ideas constitute disembodied concepts or truths that 
are not useful until reduced to some practical 
application. Applicants proposed that the test should 
be that any series of steps having a “real world effect” 
is a “process” under § 101, because a claim having a 
real world effect is not an abstract idea and is useful, 
and under such a test it would not be necessary to 
look at exceptions. It was argued that the transfer of 
commodities and the assumption of risk in the claims 
are real world effects. 


It is not clear that adding another test would be 
useful: it is no easier to determine if there is a “real 
world effect” than it is to determine whether there is 
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a “practical application.” It is hard to define the line 
between a patentable “practical application” (or “real 
world effect”) and an unpatentable “abstract idea.” In 
this case, the fact that the claims are so broad that 
they cover (“preempt”) any and every way to perform 
the steps indicates that what is being claimed is the 
“abstract idea” itself. That is, the claims read as if 
they are describing the concept without saying how 
any of the steps would be specifically implemented to 
produce a “real world effect.” In our opinion, the 
transformation of physical subject matter test is a 
more objective way to perform the § 101 analysis for 
nonmachine- implemented method claims. 


For the reasons stated above, we conclude that 
appellants’ oral arguments are not persuasive. 


CONCLUSION 


The rejection of claims 1-11 under 35 U.S.C. § 101 
is sustained. 


No time period for taking any subsequent action in 
connection with this appeal may be extended under 
37 CFR § 1.136 (a) (1) (iv). 


AFFIRMED 


BOARD OF PATENT APPEALS AND 
INTERFERENCES 


/s/ CHARLES E. FRANKFORT 
Administrative Patent Judge 


/s/ LEE E. BARRETT 
Administrative Patent Judge 


/s/ JENNIFER D. BAHR 
Administrative Patent Judge 


/s/ MARK NAGUMO 
Administrative Patent Judge 
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CONCURRING OPINION 


MCQUADE Administrative Patent Judge, concurring. 


The quest for a bright line test for determining 
whether a claimed invention embodies statutory 
subject matter under 35 U.S.C. § 101 is an exercise in 
futility. 


35 U.S.C. § 101 provides that “[w]hoever invents or 
discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new 
and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements 
of this title.” Congress intended this provision to 
encompass anything under the sun that is made by 
man. See Diamond v. Chakrabarty, 447 U.S. 303, 309 
(1980). Nonetheless, § 101 has limits and does not 
embrace every discovery within its statutory terms. 
Excluded from patent protection are laws of nature, 
physical phenomena and abstract ideas. See id.; see 
also Diamond v. Diehr, 450 U.S. 175, 185 (1981); 
Parker v. Flook, 437 U.S. 584, 589 (1978); and 
Gottschalk v. Benson, 409 U.S. 63, 67 (1972). 


The proper inquiry requires a claim to be consid-
ered as a whole. See Flook, 437 U.S. at 594; Diehr, 
450 U.S. at 188; AT&T Corp. v. Excel Communica-
tions, Inc., 172 F.3d 1352, 1357, 50 USPQ2d 1447, 
1451 (Fed. Cir. 1999); and In re Alappat, 33 F.3d 
1526, 1543-44, 31 USPQ2d 1545, 1557 (Fed. Cir. 
1994). The focus here should center on the essential 
characteristics of the claimed subject matter rather 
than on the particular statutory category to which 
the claim is nominally directed: process, machine, 
manufacture, or composition of matter. See State 
Street Bank & Trust Co. v. Signature Fin. Group, 
Inc., 149 F.3d 1368, 1375, 47 USPQ2d 1596, 1602 
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(Fed. Cir. 1998). In this regard, undue weight should 
not be given to the sort of claim limitations that exalt 
form over substance and would allow a competent 
draftsman to mask non-statutory subject matter. See 
Flook, 437 U.S. at 590. 


Hence, any assessment to determine whether a 
claim recites statutory subject matter should be 
fact-specific and conducted on a case-by-case basis. 
This approach, of course, does not easily lend itself to 
a test. The pointlessness of nevertheless attempting 
to settle on a test is exemplified by the tortured rise 
and sudden fall of the so-called Freeman-Walter- 
Abele test.1 See AT&T, 172 F.3d at 1359, 50 USPQ2d 
at 1453, quoting State Street, 149 F.3d at 1374, 47 
USPQ2d at 1601 (“After Diehr and Chakrabarty, the 
Freeman-Walter-Abele test has little, if any, appli-
cability to determining the presence of statutory 
subject matter”). Moreover, the Supreme Court has 
implicitly cautioned against reliance on tests in this 
area. See Benson, 409 U.S. at 71 (“We do not hold 
that no process patent could ever qualify if it did not 
meet the requirements of our prior precedents.… It is 
said we freeze process patents to old technologies, 
leaving no room for the revelations of the new, 
onrushing technology. Such is not our purpose.”). Per 
se rules or tests, while arguably easy to apply, simply 
do not afford the flexibility needed to keep pace with 
new developments in technology and the law. 


As for the merits of the present case, the appellants 
have not separately argued the patentability of any 


                                                 
1 This test evolved from the holding in In re Freeman, 573 


F.2d 1237, 197 USPQ 464 (CCPA 1978), as modified by In re 
Walter, 618 F.2d 758, 205 USPQ 397 (CCPA 1980), and further 
by In re Abele, 684 F.2d 902, 214 USPQ 682 (CCPA 1982). 
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claim apart from the others. Thus, claims 1-11 stand 
or fall together. See In re Young, 927 F.2d 588, 590, 
18 USPQ2d 1089, 1091 (Fed. Cir. 1991); and In re 
Wood, 582 F.2d 638, 642, 199 USPQ 137, 140 (CCPA 
1978). Claim 1, reproduced in the majority opinion, is 
representative. 


Claim 1 recites a method for managing the con-
sumption risk costs of a commodity sold by a com-
modity provider at a fixed price. In other words, 
claim 1 pertains to a method of doing business.2 


As pointed out in the majority opinion, the steps 
recited in claim 1  


do not recite any specific way of implementing 
the steps; do not expressly or impliedly recite any 
physical transformation of physical subject 
matter, tangible or intangible, from one state 
into another; do not recite any electrical, chemi-
cal, or mechanical acts or results; do not directly 
or indirectly recite transforming data by a 
mathematical or non-mathematical algorithm; 
are not required to be performed on a machine, 
such as a computer, either as claimed or dis-
closed; could be performed entirely by human 
beings; and do not involve making or using a 
machine, manufacture, or composition of matter 
[page 6, supra]. 


Considered collectively, these are powerfully per-
suasive factual indicators (not tests) that the method 
recited in claim 1 is, at its core, a disembodied 
                                                 


2 This, in and of itself, does not render the subject matter 
recited in claim 1 non-statutory. The so-called “business method” 
exception to statutory subject matter was ill-conceived and has 
been put to rest. See State Street, 149 F.3d at 1375, 47 USPQ2d 
at 1602. 
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business concept representing nothing more than a 
non-statutory abstract idea. That the “initiating” and 
“identifying” steps recited in the claim are drafted as 
acts required to be performed is of no moment. Given 
the full context of the claim, these acts are nominal in 
nature and merely serve to superficially couch the 
appellants’ abstract idea in a method or process 
format. 


For these reasons, the examiner’s determination 
that claim 1, and claims 2-11, which stand or fall 
therewith, are directed to non-statutory subject mat-
ter under 35 U.S.C. § 101 is well founded. 


BOARD OF PATENT APPEALS AND 
INTERFERENCES 


/s/ JOHN P. McQUADE 
Administrative Patent Judge 
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I. INTEREST OF AMICI CURIAEI 


This brief is submitted on behalf of aml,Cl, 


curiae Association Internationale Pour la Protection 
de la Propriete Intellectuelle ("AIPPI") and 
International Association For The Protection Of 
Intellectual Property - United States ("AIPPI
US")(hereinafter referred to collectively as "AIPPI"). 


AIPPI is an international organization, 
founded in 1897, dedicated to the development, 
improvement, and legal protection of intellectual 
property. AIPPI is a politically neutral, non-profit 
organization headquartered in Switzerland having 
over 9000 members representing over 100 countries 
and operating mainly through National Groups, such 
as the AIPPI-US. 


The members of AIPPI include intellectual 
property lawyers, patent and trademark attorneys, 
and patent agents in corporate and private practice 
throughout the world, as well as academics and 
other persons interested in intellectual property, and 
including members from North America, South 
America, Europe, Asia, Australia and Africa. 


The primary goals of AIPPI, in accord with its 
implementing statutes and regulations, are to 
promote the protection of intellectual property on a 
national and international basis and to study and 
compare existing laws and proposed new laws to 


1 The parties have consented to the filing of this brief. No 
counsel for a party authored this brief in whole or in part, and 
no counselor party made a monetary contribution intended to 
fund the preparation or submission of this brief. No person 
other than the Amici has made a monetary contribution to the 
preparation or submission of this brief. 
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propose improvements thereto. AIPPI pursues these 
objectives, in part, by working for the development, 
expansion and improvement of international and 
regional treaties and agreements and also of 
national laws relating to intellectual property. In its 
long history, AIPPI has adopted more than 700 
Resolutions and Reports. An AIPPI "Resolution" is a 
Statement of Policy regarding a specific Intellectual 
Property issue, approved by the collective country 
members of AIPPI. Such a Resolution is issued only 
after lengthy study and discussion and subsequent 
vote by a majority of delegates present at an Annual 
Meeting of the Executive Committee of AIPPI. The 
presentation of these Resolutions and Reports to 
international Governmental Organizations, in 
particular the World Intellectual Property 
Organization ("WIPO"), has contributed considerably 
to the development, improvement and 
harmonization of the international protection of 
intellectual property. AIPPI has adopted two 
Resolutions on issues touching those before this 
Court: Resolution Q133 ("Patenting of computer 
software") and Resolution Q158 ("Patentability of 
Business Methods"), discussed below and attached 
hereto. 


For at least the above-noted reasons, and on 
behalf of both resident and non-resident AIPPI 
members who seek patent protection in the United 
States for inventors they represent, AIPPI submits 
this brief to this Court. 
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II. INTRODUCTION 


The framers of the United States Constitution 
recognized the need to encourage innovation, and 
dissemination of the same, by rewarding inventors 
and granted the U.S. Congress the authority "[t]o 
promote the Progress of . . . useful Arts, by securing 
for limited Times to ... Inventors the exclusive 
Right to their ... Discoveries." U.S. Const. art. I, § 
8, cl. 8. Congress enacted the first United States 
Patent Act in 1790 requiring, inter alia, the 
applicant to "have invented or discovered any useful 
art, manufacture, engine, machine, or device, or any 
improvement therein." Act of April 10, 1790, ch. 7, § 
1, 1 Stat. 109. Congress amended this Act in 1793 to 
require that the applicant "have invented any new 
and useful art, machine, manufacture or composition 
of matter, or any new and useful improvement." Act 
of February 21, 1793, ch. 11, § 1, 1 Stat. 318. In the 
revisions to Patent Act of 1952, Congress amended 
the language of 35 U.s.C. § 101 to use the term 
"process,"2 in lieu of "art," stating: "[w]hoever invents 
or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new 
and useful improvement thereof, may obtain a 
patent therefor, subject to the conditions and 
requirements of this title." The Patent Act of 1952 


2 The new use of the term "process" did not alter the scope of 
patent eligibility over processes because "[i]n the language of 
the patent law, [a process] is an art." Diamond u. Diehr, 450 
U.S. 175, 182-84 (1981). 35 U.s.C. § 100(b) defines "process" to 
mean "process, art or method, and includes a new use of a 
known process, machine, manufacture, composition of matter, 
or materiaL" 
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further required the subject matter of the invention 
to be novel (see 35 U.S.C. § 102), to be non-obvious 
(see 35 U.S.C. § 103), and to satisfy certain 
disclosure requirements (see 35 U.S.C. § 112). 


The Court has made the threshold 
determination of patent-eligible subject matter using 
a broad and flexible analysis, permitting 
accommodation of new areas of innovation. See 
generally Gottschalk v. Benson, 409 U.S. 63 (1972); 
Parker v. Flook, 437 U.S. 584 (1978); Diamond v. 
Chakrabarty, 447 U.S. 303 (1980); Diamond v. 
Diehr, 450 U.S. 175 (1981). The United States has 
been historically, and remains currently, a leader in 
innovation. Manufacturing, chemistry, electronics, 
biotechnology, and computer software are just a few 
of the technological fields that have seen tremendous 
commercial development within the United States. 
The Court's flexible determination of patent eligible 
subject matter has accommodated and fostered 
innovation in and development of all of these 
technologies, and has helped the United States to 
maintain its position in the global economy, despite 
a waning manufacturing base.3 


) See, e.g., James Rogan, U.S. Under Sec'y of Com. for Intell. 
Prop. and Dir. of U.S. Pat. & Trademark Office, Remarks at the 
Hearings on Competition and Intellectual Property Law and 
Policy in the Knowledge-Based Economy (Feb. 6, 2002), 
http://www.ftc.gov/opp/intellect/rogan.shtm: 


Another development has been the expansion of 
the subject matter of patents. Whenever new 
technologies are presented for patenting, such 
as with microorganisms or computer software, 
the entry of patent law into these areas was 
greeted with predictions of disaster. Yet today 


(Footnote continued on next page) 
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The United States Court of Appeals for the 
Federal Circuit ("Federal Circuit"), in its en bane 
decision in In re Bilski, 545 F.3d 943 (Fed. Cir. 2008) 
(en bane), and in its development therein of a rigid, 
bright-line test for determining patent-eligible 
subject matter, has taken a step that will, if left 
unchecked, limit innovation in important areas of 
technology, such as information technology. The 
Federa· Circuit has insisted that its "machine or 
transformation" test articulated in Bilski is the only 
test for determining if a process is patent eligible. 
See In re Ferguson, 558 F.3d 1359 (Fed. Cir. 2009). 
The Federal Circuit's "machine or transformation" 
test requires that a process must be tied to a 
machine or transform an article from one physical 
state to another. See Bilski, 545 F.3d at 954. 
Although perhaps capturing helpful insights into 
aspects of this Court's jurisprudence concerning 
statutory subject matter, the exclusive use of the 
inflexible "machine or transformation" test is 
antithetical to innovation in the information age and 
will limit the ability of the United States patent 


(Footnote continuedfrom previous page) 


the United States is the international leader in 
these and all other technological areas. 


*** 
In short, over the past two decades the value of 
patents as business portfolio assets has 
increased, their validity has become more 
predictable, and the areas in which patents 
could be obtained have expanded. Each of these 
developments enhances the usefulness of patent 
law as a motivator for innovation. 
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system to accommodate both developing and new 
technologies. 


This Brief attempts to serve the Court by 
providing both a global perspective on the issue of 
patent-eligible subject matter, and a commentary on 
why the Federal Circuit erred in holding that a 
"process" must either be tied to a particular machine 
or apparatus or transform a particular article into a 
different state or thing to be eligible for patenting 
under 35 U.S.C. § 101. 


III. SUMMARY OF THE ARGUMENT 


AIPPI's mandate is to study the way patent 
systems around the world protect intellectual 
property and make recommendations for 
improvement. To this end, AIPPI has studied how 
the major patent systems around the world address 
the threshold issue of what constitutes patent
eligible subject matter. Treaties, such as the 
Agreement on Trade-Related Aspects of Intellectual 
Property Rights ("TRIPS"), ratified by the United 
States and much of the world, set forth a flexible 
approach to patentability. See Agreement on Trade
Related Aspects of Intellectual Property Rights, 
Marrakesh Agreement Establishing the World Trade 
Organization, Annex 1C, Legal Instruments -
Results of the Uruguay Round, 33 I. L. M. 1197, 
1869 UNTS 299 (1994). AIPPI, through its 
Resolutions Q133 and Q158, encourages all member 
countries to update their rules of subject matter 
patentability for computer-implemented inventions 
and business methods, and sees in this Court's grant 
of certiorari in Bilski the opportunity for the United 
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States to be a thought leader in its resolution of the 
complex questions presented by this interplay of 
technology, statutory mandate, legal precedent, and 
the public welfare. 


The Federal Circuit's rigid "machine-or
transformation" test, as an exclusive test, conflicts 
with this Court's precedent, including Benson, Flook, 
and Diehr, wherein the Court explicitly stated that 
patentable subject matter is not limited to processes 
tied to particular machines or transformation of 
articles or materials into different states or things. 
See Benson, 409 U.S. at 71; Flook, 437 U.S. at 590; 
Diehr, 450 U.S. at 187. In this vein, the Court made 
clear that the scope of Section 101 is not only 
"expansive" and "extremely broad," but is also 
"dynamic." See Chakrabarty, 447 U.S. at 308; 
J.E.M. Ag Supply, Inc. v. Pioneer Hi-Bred 
International, Inc., 534 U.S. 124, 130, 135 (2001) 
(emphasis added). 


Indeed, this Court has previously rejected 
rigid per se tests the Federal Circuit has attempted 
to impose on the patent law, opting instead for 
flexible approaches that better accommodate 
emerging technology. See, e.g., KSR Int'l Co. v. 
Teleflex Inc., 550 U.S. 398, 415 (2007) ("We begin by 
rejecting the rigid approach of the Court of Appeals. 
Throughout this Court's engagement with the 
question of obviousness, our cases have set forth an 
expansive and flexible approach inconsistent with 
the way the Court of Appeals applied its TSM test 
here."). 


The United States Patent and Trademark 
Office ("USPTO") is struggling to apply the rigid 
"machine-or-transformation" test, as an exclusive 
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test, and is achieving inconsistent results. For 
example, the use of the "machine-or-transformation" 
test has resulted in very different treatment of 
machine and process claims for similar subject 
matter. The USPTO has found claims to a computer 
system executing software to be statutory,4 and 
"find[ing] structure (i.e., a multiprocessor machine)" 
in a claim in another case as being "implied through 
the term 'executing,"'5 while holding in yet other 
cases that a claim having process steps executed by a 
processor was non-statutory6 and holding a process 
claim unpatentable even though it recited a 
"database" and steps of "processing."7 Further 
increasing the volatility of USPTO decisions since 
the Federal Circuit's Bilski decision, the USPTO is 
also struggling to consistently apply the "machine
or-transformation" test to process claims. For 
example, the USPTO has found process claims to be 
non-statutory even though limited to "a method 
executed in a computer apparatus,"8 or to a 
"programmed computer," configured to execute 
various steps,9 while on the other hand finding 


4 Ex parte Delta, Appeal 2009-000982, 2009 WL 1702044, at *5 
(B.P.A.I. May 26,2009), infra in Section IV.B.4. 
5 Ex parte Richter, Appeal 2008-2386, 2009 WL 1709111, at *6 
(B.P.A.I. May 29,2009), infra in Section IV.B.4. 
6 Ex parte Cornea-Hasegan, 89 USPQ2d 1557, 1560-61 (B.P.A.I. 
2009), infra in Section IV.B.4. 
7 Ex parte Shahabi, Appeal 2008-2472, 2009 WL 1067191, at *4 
(B.P.A.I. Apr. 20, 2009), infra in Section IV.B.4. 
8 Ex Parte Langemyr, 89 USPQ2d 1988, 1996 (B.P.A.I. 2008), 
infra in Section IV.B.4. 
9 Ex parte Halligan, Appeal No. 2008-2823, 2009 WL 963939, at 
*11 (B.P.A.I., Apr. 8, 2009), infra in Section IV.B.4. 
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another process claim statutory because it was 
performed on a first and second "physical computing 
device."l0 In essence, in attempting to apply the 
Federal Circuit's holding in Bilski, the USPTO has 
taken the illogical approach that a "generic" 
computer system is not a machine but that two 
"generic" computing devices are a machine. In a 
pragmatic sense, the exclusive application of the 
machine or transformation step has already been a 
failure in the USPTO. AIPPI submits that this 
confusion may be alleviated, at least in part, by 
rejecting the Federal Circuit's "machine-or
transformation" test in Bilski. 


IV. ARGUMENT 


Before this Court is the question whether the 
Federal Circuit erred by holding that a "process" (1) 
must be tied to a particular machine or apparatus or 
(2) transform a particular article into a different 
state or thing (i.e., the "machine-or-transformation" 
test), to be eligible for patenting under Section 101, 
despite this Court's precedent declining to limit the 
broad statutory grant of patent eligibility for "any" 
new and useful process beyond excluding patents for 
"laws of nature, natural phenomena, and abstract 
ideas." Diamond v. Diehr, 450 U.S. 175, 185 (1981). 


Although respectfully declining to opine as to 
the specific extent to which this Court deems Section 
101 should extend, AIPPI respectfully submits that 
patent-eligible subject matter under Section 101 


10 Ex parte Wasynczuk, 87 USPQ2d 1826, 1833 (B.P.A.I. 2008), 
infra in Section IV.BA. 
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should be confirmed to include generally business 
methods implemented utilizing a computer.l1 Under 
the rigid and exclusive "machine-or-transformation" 
test, as applied by the USPTO, it is not clear to what 
extent, if any, "business methods" are eligible for 
patent protection. 


A. The National and International 
AIPPI Members Believe a Flexible 
Approach to Patent-Eligible 
Subject Matter Will Foster 
Innovation 


The patentability of computer software related 
innovations has been the subject of lively debate 
throughout the world for the past 50 years, 
particularly in recent times, due in no small part to 
both its commercial value and relative ease of 
misappropriation. For example, Ex Parte Lundgren 
noted that '''[b]usiness methods' have long been 
considered statutory subject matter when performed 
by a machine .... [and] [t]he State Street and AT&T 
cases, often called 'revolutionary,' involved patented 
machines or machine-implemented processes that 
examiners have for some time regarded as 
nonexceptional." Lundgren, 76 USPQ2d 1385, 1392 
(B.P.A.I. 2005). Further, the economies of the 
industrialized countries are increasingly dependent 
on service industries, to which software and business 


11 At issue in the present case is a business method for 
managing the consumption risk costs of a commodity sold by a 
commodity provider at a fixed price, such method not expressly 
requiring implementation on a computer. See Bilski, 545 F.3d 
at 949-50. 
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method patents are important. The eligibility of 
patent protection for computer programs or business 
methods has wide-ranging impacts on the United 
States and world economies. 


Computer software related inventions involve 
by their nature the use of a computer, computer 
network or other programmable apparatus. In many 
cases, such inventions are directed to new 
functionality to be executed by a computer or other 
programmable device. Computer software related 
inventions penetrate almost all fields of technology. 
Because of the distributed nature of computer 
networks, an apparatus can be distributed over 
multiple jurisdictions and can be under the control of 
multiple parties. The requirement that software 
methods be tied to an apparatus forecloses remedies 
for the patent holder in a pragmatic sense by often 
requiring the patent holder to draft an unduly 
narrow claim or to rely on theories of indirect 
infringement. AIPPI urges that processes, whether 
controlled by software or not, should be eligible for 
patent protection regardless of the apparatus used to 
effect the process, subject only to the exceptions 
articulated by the Court, i.e., abstract ideas, 
naturally occurring phenomena, and laws of nature. 


In recent years, patent applications in the 
United States directed to "business methods" became 
more prevalent, driven in part by the Federal 
Circuit's decision in State Street Bank & Trust Co. v. 
Signature Financial Group, Inc., 149 F.3d 1368 (Fed. 
Cir. 1998), cert. denied, 525 U.S. 1093 (1999). Other 
national patent systems, such as those aligned with 
the basic laws and rules of the European Patent 
Commission (EPC), excluded "manual" business 
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methods from patentability, but considered as 
potentially patentable subject matter that specified 
an apparatus or technical process for carrying out at 
least some part of the method, that method and the 
apparatus or process having to be examined as a 
whole. 


The TRIPS agreement, to which U.S. and 
most European countries are signatories, defines 
patentable subject matter in a broad and flexible 
manner, consistent with Supreme Court precedent 
and contrary to the Federal Circuit's rigid test: 


Subject to the provisions of paragraphs 
2 and 3, patents shall be available for 
any inventions, whether products or 
processes, in all fields of technology, 
provided that they are new, involve an 
inventive step and are capable of 
industrial application. Subject to 
paragraph 4 of Article 65, paragraph 8 
of Article 70 and paragraph 3 of this 
Article, patents shall be available and 
patent rights enjoyable without 
discrimination as to . the field of 
technology .... 


TRIPS, supra Section III, at Art. 27, para. 1.12 
Article 27 provides very limited possibilities for 
exclusions from patentability, namely, exclusions 


12 See also Vienna Convention on the Law of Treaties, May 23, 
1969, Part III, Observance, Application And Interpretation Of 
Treaties, Section 3: Interpretation of Treaties, Art. 31, General 
Rule of Interpretation, para. 1, stating "[a] treaty shall be 
interpreted in good faith in accordance with the ordinary 
meaning to be given to the terms of the treaty in their context 
and in light of its object and purpose." 
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based on public order or morality, and exclusions for 
diagnostic, therapeutic and surgical methods, as well 
as for plants and animals. Id. at para. 2-3. The 
North American Free Trade Agreement ("NAFTA"), 
to which the United States also adheres, includes a 
similarly broad and flexible definition of patentable 
subject matter: 


1. Subject to paragraphs 2 and 3, each 
Party shall make patents available for 
any inventions, whether products or 
processes, in all fields of technology, 
provided that such inventions are new, 
result from an inventive step and are 
capable of industrial application. For 
purposes of this Article, a Party may 
deem the terms "inventive step" and 
"capable of industrial application" to be 
synonymous with the terms "non
obvious" and "useful," respectively. 


7. Subject to paragraphs 2 and 3, 
patents shall be available and patent 
rights enjoyable without discrimination 
as to the field of technology . . . 


North American Free Trade Agreement, U.S.-Can.
Mex., art. 1709, para. 1,7, Dec. 17, 1992, 32 I.L.M. 
289 (1993). 


In view of this backdrop, AIPPI, after 
extensive study and debate, adopted Resolution 
Q133 (Appendix at AI-All) regarding "Patenting of 
computer software" and Resolution Q158 (Appendix 
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at AI2-AI5) regarding "Patentability of Business 
Methods." These positions, stated in the Resolutions 
and explained further below, reflect sound patent 
policy developed by international intellectual 
property experts and users of the patent system on 
the patentability of software-related inventions and 
business methods. 


AIPPI believes that a rigid "machine-or
transformation" test for patent-eligible subject 
matter as the exclusive test under Section 101 
threatens innovation. Software is often created and 
distributed independent of hardware and specific 
media and software functionality is often used across 
borders while being executed on a remote machine, 
or multiple remote machines in multiple 
jurisdictions. The rigid test of Bilski fails to 
recognize these realities and the Federal Circuit has 
not articulated a principled basis for distinguishing 
between the different types of computer software or 
for applying a different set of rules for computer 
software, as compared to other fields of technology. 


As set forth in Resolution Q133, patents 
should be granted, without discrimination, in all 
areas of technology, including that of computer 
software. All computer software meeting the 
patentability requirements (for example, in the U.S., 
of Title 35 of the U.S. Code) should be considered 
patentable in the same manner and treated equally. 
Computer software provides innumerable useful 
practical results and is of significant importance to 
the United States and World economies. Innovation 
in computer software should be encouraged and 
protected. Computer software should be patent
eligible in any medium in which it can be 
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commercialized and patentability should not hinge 
on the type of software or the medium on which the 
software resides or is carried. Likewise, Resolution 
Q158 sets forth that the same criteria should be used 
to evaluate the patentability of all inventions, 
including methods used in all fields of industrial, 
commercial and financial activities. 


Applying unduly-restrictive criteria to certain 
technical fields is antithetical to innovation. The 
development of economic activity on the Internet 
demonstrates the importance of patent protection for 
commercial or economic methods. Indeed, the 
processes of transmission of information to Internet 
users, and access to this information, are essential 
for the success of commercial operations carried out 
through the Internet. Further, innovators in 
traditional business sectors including mass retailing, 
banking, finance and insurance, are inventing new 
methods of doing business, which are frequently, 
although not necessarily, computer-implemented. 
These inventions may have great practical interest 
and economic import and protection for those 
inventions should not be arbitrarily or unexpectedly 
denied. 


AIPPI respectfully submits that an inventor 
should have the freedom to protect innovations in 
ways that reflect market needs, practicability, and 
the various manners in which such innovations can 
be commercialized and misappropriated. Limiting 
patent-eligibility of computer programs or computer 
implemented methods to claims tied to a "particular 
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machine or apparatus,"13 in accord with the first 
prong of the "machine-or-transformation" test in 
Bilski, as opposed to more flexibly permitting 
protection for computer programs or computer 
implemented methods in any medium in which they 
can be commercialized as proposed in Resolution 
Q133, may force inventors of computer software to 
rely, at best, on the theory of indirect infringement 
to protect their inventions. Proof of indirect 
infringement involves additional evidentiary 
burdens 14 and inventions involving computer 
implemented methods would, in effect, be relegated 
to less effective protection than that available for 
other types of inventions. 


Hence, AIPPI respectfully submits that 
computer programs or processes utilizing computer 
programs, whatever the media upon which such 
instructions are borne, constitute statutory subject 


13 See, e.g., Bilski, 545 F.3d 943, 954. See also Id. at 994 
(Newman, J., dissenting) ("[w]e aren't told when, or if, software 
instructions implemented on a general purpose computer are 
deemed 'tied' to a 'particular machine' .... ") (emphasis added); 
Id. at 1015 (Radar, J., dissenting) ("What link to a machine is 
sufficient to invoke the 'or machine' prong? Are the 'specific' 
machines of Benson required, or can a general purpose 
computer qualify?") (emphasis added). 


14 See 35 U.S.C. §§ 271(a)-(c); see also Ricoh Co., Ltd. u. Quanta 
Computer Inc., 550 F.3d 1325, 1335 (Fed. Cir. 2008) (holding 
the sale of disc drives that include "software containing 
instructions to perform a patented method does not infringe the 
patent under § 271(a)" because infringement of a method claim 
requires performing the actions described in the claim and 
"software is not itself a sequence of actions, but rather it is a 
set of instructions that directs hardware to perform a sequence 
of actions."). 
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matter under 35 U.S.C. § 101 and should be properly 
evaluated under 35 U.S.C. §§ 102, 103, and 112, and 
that inventions including computer software and 
"business methods" should be entitled to the same 
patent protection given to other advances in 
technology . 


B. The "Machine-or-Transformation 
Test" is an Inappropriate Test that 
Conflicts with this Court's 
Precedent 


In Bilski, the Federal Circuit adopted the 
"machine-or-transformation" test as the "governing 
test for determining patent eligibility of a process 
under § 101." 545 F.3d at 955 (emphasis added). 
The Federal Circuit reiterated its intent in In re 
Ferguson, stating that the "machine-or
transformation" test is its "definitive test" to 
determine whether a process claim is tailored 
narrow ly enough to encompass only a particular 
application of a fundamental principle rather than to 
pre-empt the principle itself. Ferguson, 558 F.3d at 
1363. The Federal Circuit's test, however, rests on 
an oversimplification of this Court's precedent. 


The determination of whether an invention is 
patent-eligible subject matter under Section 101 has 
historically met with a flexible analysis sufficient to 
accommodate new technologies. See Chakrabarty, 
447 U.S. at 307. This flexibility has benefitted the 
United States' position as a leader in technological 
development. The per se "machine-or
transformation" rule set forth by the Federal Circuit, 
as noted by Judge Newman in her concurrence to 
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Ferguson, is not the test of the Supreme Court. See 
Ferguson, 558 F.3d at 1367; see also Benson, 409 
U.S. at 71 ("We do not hold that no process patent 
could ever qualify if it did not meet the requirements 
of our prior precedents. It is said that the decision 
precludes a patent for any program servicing a 
computer. We do not so hold."). 


The exclusivity of the "machine-or-
transformation" test is yet another rigid, bright-line 
test that the Federal Circuit has attempted to 
impose on the patent law. See infra Section IV.B.3. 
This Court appropriately rejects such attempts, and 
similarly should reject the exclusive use of the 
"machine-or-transformation" test. Indeed, the 
USPTO is already having difficulty applying the 
Federal Circuit's test consistently for processes or in 
a manner consistent with its approach to 
determining the patent-eligibility of other statutory 
categories (such as machines). See infra Section 
IV.B.4. 


1. The Federal Circuit Has 
Based Its Section 101 Policy 
in Bilski on a 
Mischaracterization of 
Supreme Court Case Law 


Three cases, Gottschalk v. Benson, Parker v. 
Flook, and Diamond v. Diehr are the main sources 
cited for the "machine-or-transformation" test used 
in Bilski. Bilski, 545 F.3d at 954. However, as 
explained by the amicus curiae brief filed on March 
2, 2009, by the American Intellectual Property Law 
Association (AIPLA) , this rich precedent was drawn 
upon narrowly and failed to capture significant 
insights and guidance therein. By way of example, 
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the Court clearly stated in Benson, responsive to an 
argument that a process "must either be tied to a 
particular machine or apparatus or must operate to 
change articles or materials to a 'different state or 
thing,'" that "[w]e do not hold that no process patent 
could ever qualify if it did not meet the requirements 
of our prior precedents." Benson, 409 U.S. at 7l. 
Reiterating this point, the Court stated, responsive 
to arguments that "[this] decision precludes a patent 
for any program servicing a computer," that "[w]e do 
not so hold." Id. Flook likewise rejected the Bilski 
court's test, stating that "[t]he statutory definition of 
'process' is broad" and that, although "[a]n argument 
can be made ... that this Court has only recognized 
a process as within the statutory definition when it 
either \PlS tied to a particular apparatus or operated 
to change materials to a 'different state or thing' ... 
[a]s in Benson, we assume that a valid process 
patent may issue even if it does not meet one of 
these qualifications of our earlier precedents." 
Flook, 437 U.S. at 588 n.9 (citing Cochrane v. Deener, 
94 U.S. 780, 787-788 (1876». These statements 
indicate this Court's intention to avoid a rigid per se 
rule for Section 101 that would, for example, require 
subject matter be tied to a particular machine or 
apparatus or to operate to change articles or 
materials to different states or things. 


At the heart of the Bilski majority decision 
lies an acknowledgement that its "machine-or
transformation" test might poorly adapt to new 
technology: 


Thus, we recognize that the Supreme 
Court may ultimately decide to alter or 
perhaps even set aside this test to 
accommodate emergmg technologies. 
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And we certainly do not rule out the 
possibility that this court may in the 
future refine or augment the test or 
how it is applied. 


545 F.3d at 956. Not only is this rigid test poorly 
adapted to new, as well as current technologies, the 
"machine-or-transformation" test appears suspect at 
the outset, as its narrow scope and selective focus 
appears incongruent with other Supreme Court 
precedent. For example, the "machine or 
transformation" does not address The Telephone 
Cases, which concerned the patentability of and 
infringement of, inter alia, a claim, unusual by 
today's standards, directed to "certain new and 
useful Improvements in Telegraphy," issued in U.S. 
Letters Patent No. 174,465 ("the '465 Patent") to 
Alexander Graham Bell. The Telephone Cases, 126 
U.S. 1, 6 (1888).15 The Court stated that: 


For such discoveries and such 
inventions the law has given the 
discoverer and inventor the right to a 
patent -- as discoverer, for the useful 
art, process, method of doing a thing he 
has found; and as inventor, for the 
means he has devised to make his 
discovery one of actual value. 


15 The Telephone Cases involved suits in equity filed in Circuit 
Court of the United States by the American Bell Telephone 
Company and others, as owners of the '465 patent and another 
patent, known as the Bell-telephone Patents, to enjoin several 
defendants against infringement of those patents. The 
Telephone Cases, 126 U.S. at 3. In the lower courts, inter alia, 
the validity of the '465 patent was challenged and upheld. 
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Id. at 533. The Court further stated that "[t]he 
patent for the art does not necessarily involve a 
patent for the particular means employed for using 
it" and that "[i]ndeed, the mention of any means, in 
the specification or descriptive portion of the patent, 
is only necessary to show that the art can be used; 
for it is only useful arts -- arts which may be used to 
advantage -- that can be made the subject of a 
patent." Id. 


The Court framed the question underlying 
each of the cases at issue as being "the scope of the 
fifth claim."16 Id. at 531. The Court, addressing its 
broad construction of the unusual claim, appeared to 
acknowledge that the claim is virtually "a claim for 
speech transmission by transmitting it; or, in other 
words, for all such doing of a thing as is provable by 
doing it" and justified such construction by stating 
that "[s]urely a patent for such a discovery is not to 
be confined to the mere means he improvised to 
prove the reality of his conception." Id. at 538-539.17 


How would this patent, so interpreted by the 
Court, fare under the "machine-or-transformation" 
test? It would appear that this claim, despite 
reciting what could be said to be "physical steps" 


16 Claim 5 of the '465 patent recited "[t]he method of, and 
apparatus for, transmitting vocal or other sounds 
telegraphically, as herein described, by causing electrical 
undulations, similar in form to the vibrations of the air 
accompanying the said vocal or other sounds, substantially as 
set forth." Id. at 531. 
17 The Court also concluded that "[t]he patent is both for the 
magneto and variable resistance methods, and for the 
particular magneto apparatus which is described, or its 
equivalent." The Telephone Cases, 126 U.S. at 538. 
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(i.e., "causing electrical undulations"), does not recite 
"a particular machine or apparatus" (i.e., it is not 
confined to any particular means), and does not 
under the Federal Circuit's characterization of 
"article," transform such "article" into a different 
state or thing, unless a voltage or current is deemed 
to be the "article" transformed. 18 Thus, a claim that 
the Supreme Court found statutory likely would fail 
the Federal Circuit's rigid "machine-or
transformation" test. 


2. The Court Has Preferred a 
Flexible Approach to Section 
101 for Other Areas in 
Addition to Processes 


The Court has applied a flexible approach to 
determining patent-eligibility of articles of 
manufacture and compositions of matter, two of the 
other enumerated statutory classes in Section 101. 
In doing so, the Court stressed that Section 101 was 
meant to be interpreted broadly to accommodate 
innovation. Chakrabarty, 447 U.S. at 308-09. This 
is in direct conflict with the Federal Circuit's rigid 
test for processes. 


For example, in Chakrabarty, the Court held 
that a genetically-engineered bacterium was a 
patentable manufacture or composition of matter 
under Section 101. Chakrabarty, 447 U.S. at 310. 


18 But see In re Nuijten, 500 F.3d 1346, 1356-57 (Fed. Cir. 2007) 
(holding that "[a] propagating electromagnetic signal is not a 
'machine' as that term is used in § 101" and "Nuijten's signals, 
standing alone, are not 'manufacture[s], under the meaning of 
that term in § 101."). 
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In doing so, the Court stressed that "[i]n choosing 
such expanSIve terms as 'manufacture' and 
'composition of matter,' modified by the 
comprehensive 'any,' Congress plainly contemplated 
that the patent laws would be given wide scope." Id. 
at 308. The Court emphasized the goals of the 
patent system, noting that "[t]he Act embodied 
Jefferson's philosophy that 'ingenuity should receive 
a liberal encouragement.'" Id. (citations omitted). 
To that end, the Court, in dealing with this cutting
edge technology, rejected the argument that the 
bacterium was "a hitherto unknown natural 
phenomenon." Id. at 309. Rather Chakrabarty's 
"discovery is not nature's handiwork, but his own; 
accordingly it is patentable subject matter under § 
101." Id. at 310. Chakrabarty cited with approval 
the statement in Kewanee Oil Co. v. Bicron Corp., 
416 U.S. 470, 480-481 (1974), that the authority 
conveyed under Art. I, § 8, cl. 8 of the Constitution is 
exercised in the hope that "the productive effort 
thereby fostered will have a positive effect on society 
through the introduction of new products and 
processes." Chakrabarty, 447 U.S. at 307 (citations 
omitted). Chakrabarty likewise emphasized that 
"[t]he Committee Reports accompanying the 1952 
Act inform us that Congress intended statutory 
subject matter to 'include anything under the sun 
that is made by man.'" Id. at 309 & n.6 (citing S. 
Rept. No. 1979, 82d Cong., 2d Sess., 5 (1952); H.R. 
Rep. No. 1923, 82d Cong., 2d Sess., 6 (1952». 


Similarly, in J.E.M. Ag Supply the Court held 
sexually-reproduced plants to be patentable, 
reaffirming the statements in Chakrabarty that 
Section 101 was intended to be broad and flexible. 
J.E.M. Ag Supply 534 U.S. at 130, 135. For 
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example, the Court reiterated that "the language of § 
101 is extremely broad" and that Section 101 is a 
"dynamic provision designed to encompass new and 
un-foreseen inventions." Id. 


While the Federal Circuit's rigid test 
illustrates a misunderstanding of modern 
information technology as applied to methods, the 
Federal Circuit's In re Nuijten shows that this 
misunderstanding extends to articles of 
manufactures as well. See In re Nuijten, 500 F.3d 
1346 (Fed. Cir. 2008), cert. denied, 2008 U.s. LEXIS 
6858 (U.S., Oct. 6, 2008). In Nu ij ten, the Federal 
Circuit held that a signal with embedded 
supplemental data was not patentable because "to be 
perceived, [it] must be measured at a certain point in 
space and time by equipment" and that, "[i]n 
essence, energy embodying the claimed signal is 
fleeting and is devoid of any semblance of 
permanence during transmission." In re Nuijten, 
515 F.3d at 1377. Like its approach in Bilski, the 
Federal Circuit's approach in Nuijten is contradicted 
by Chakrabarty, which held that genetically
engineered bacteria, clearly not perceivable without 
a microscope, could be a patentable manufacture or 
composition. See Chakrabarty, 447 U.S. at 310. 
Once again, the Federal Circuit's logic, if applied to 
other technologies, would exclude from patentability 
many technological innovations that are well 
accepted as being patent-eligible subject matter. 


To illustrate the struggle that the Federal 
Circuit has had in dealing with this emerging 
technology, the Federal Circuit suggested that the 
same signal, if simply stored in a memory rather 
than transmitted Via an electromagnetic 


24 







transmission, would have been patentable. See 
Nuijten, 500 F.3d at 1357 n.6; see also In re Lowry, 
32 F.3d 1579, 1583-84 (Fed. Cir. 1994). The Federal 
Circuit, then, would protect an invention if that 
invention were carried from one place to another on 
a floppy disk or a solid state storage device, but not if 
that same invention were transmitted over radio 
waves. As it did in Bilski, the Federal Circuit in 
Nuijten put forth another bright-line test, based on 
outdated technology, that could result in insufficient 
patent protection for modern innovation. 


Bilski and Nuijten thus underscore the 
Federal Circuit's tendency to place limitations on the 
patent-eligibility of new technologies, rooted in a 
lack of understanding of those technologies, which 
limitations would not be applied to other more 
established technologies. Computer software, 
whether articulated as a set of process steps, or as 
stored in hardware or embedded in a signal, is not 
an abstract idea; if particular software has use, it 
should be considered to be within the broad scope of 
Section 101, as confirmed by Chakrabarty's language 
"anything under the sun made by man." 
Chakrabarty, 447 U.S. at 309 & n.6. 


Thus, in addition to the Court's statements 
specifically in the context of patentable processes 
that patent-eligibility is not limited to claims 
passing a "machine-or-transformation" test, the 
Court has repeatedly reaffirmed the breadth and 
flexibility of Section 101 m other statutory 
categories. 
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3. The "Machine-or
Transformation" Test is a 
Rigid Per se Test, Which is a 
Type of Test That This Court 
Has Rejected in the Past 


The Court has rejected as inappropriate a 
number of rigid tests adopted by the Federal Circuit. 
See, e.g., Festo Corp. v. Shoketsu Kizoku Kogyo 
Kabushiki Co., 535 U.S. 722 (2002); KSR Int'l Co. v. 
Teleflex Inc., 550 U.S. 398 (2007); and Quanta 
Computer, Inc. v. LG Electronics, Inc., 128 S. Ct. 
2109 (2008). 


In Festo, the Court rejected, in favor of a 
flexible approach, the Federal Circuit's "complete 
bar" to equivalents under the doctrine equivalents to 
a patentee who had made certain amendments 
before the Patent Office. Festo, 535 U.S. at 737-38. 
The Court explained that, in prior cases addressing 
the doctrine of equivalents, "[w]e have considered 
what equivalents were surrendered during the 
prosecution of the patent, rather than imposing a 
complete bar that resorts to the very literalism the 
equivalents rule is designed to overcome." Id. at 
738. The Court recognized the difficulty of applying 
such a bright-line rule, noting that: 


The equivalent may have been 
unforeseeable at the time of the 
application; the rationale underlying 
the amendment may bear no more than 
a tangential relation to the equivalent 
in question; or there may be some other 
reason suggesting that the patentee 
could not reasonably be expected to 
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have described the insubstantial 
substitute in question. 


Id. at 740-4l. 
These sentiments against rigid, per se tests 


were further echoed in KSR, which "reject [ed] the 
rigid approach of the Court of Appeals [for the 
Federal Circuit]," explaining that "[t]hroughout this 
Court's engagement with the question of 
obviousness, our cases have set forth an expansive 
and flexible approach inconsistent with the way the 
Court of Appeals applied its TSM test .... " KSR, 
550 U.S. at 415 (emphasis added). The Court noted 
that "[t]he obviousness analysis cannot be confined 
by a formalistic conception of the words teaching, 
suggestion, and motivation, or by overemphasis on 
the importance of published articles and the explicit 
content of issued patents .... " Id. at 419. The 
Court's reasoning in KSR, that "[t]he diversity of 
inventive pursuits and of modern technology 
counsels against limiting the analysis in this way," 
id., rings particularly true in the instant case. 


Finally, in Quanta, the Court's most recent 
patent law decision, the Court rejected the Federal 
Circuit's rigid policy of limiting patent exhaustion to 
apparatus claims. Quanta, 128 S. Ct. at 2117-18. As 
the Court remarked, 


Apparatus and method claims "may 
approach each other so nearly that it 
will be difficult to distinguish the 
process from the function of the 
apparatus." By characterizing their 
claims as method instead of apparatus 
claims, or including a method claim for 
the machine's patented method of 
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performing its task, a patent drafter 
could shield practically any patented 
item from exhaustion. 


Id. (internal citation omitted). This potential to 
exalt form over substance "illustrates the danger of 
allowing such an end-run around exhaustion .... 
We therefore reject LGE's argument that method 
claims, as a category, are never exhaustible." Id. at 
2118. 


4. The USPTO's Decisions 
Demonstrate the 
Inconsistency of Applying a 
Rigid "Machine-or
Transformation" Test to 
Processes 


Rather than providing certainty, the Bilski 
case has fostered uncertainty. The USPTO's Board 
of Patent Appeals and Interferences ("BP AI") is 
struggling to apply the Federal Circuit's test in a 
manner consistent with its approach to other classes 
of statutory subject matter and even among 
processes. The Federal Circuit's rigid test is 
arbitrary and is causing the USPTO to exalt form 
over substance. 


For example, in Ex parte Delta, the BPAI 
found a machine claim patentable because it 
"recit[ed] a 'computer system' executing processes" 
and "interpret[ed] this system to call for a computer 
(i.e., hardware) that is programmed with software 
that when executed causes the computer to perform 
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the claimed steps."19 Ex parte Delta, Appeal 2009-
000982, 2009 WL 1702044, at *5 (B.P.A.I. May 26, 
2009). Yet, in Ex parte Cornea-Hasegan, the BPAI 
found that "[t]he recitation of a processor in 
combination with purely functional recitations of 
method steps, where the functions are implemented 
using an unspecified algorithm, is insufficient to 
transform otherwise unpatentable method steps into 
a patent eligible process." Ex parte Cornea-Hasegan, 
89 USPQ2d 1557, 1560-61 (B.P.A.I. 2009). 
Similarly, in Ex parte Halligan, the USPTO, despite 
repeated recitation of a "programmed computer" in a 
process claim, stated "that the use of a specific 
machine must impose meaningful limits on the 
claim's scope to impart patent-eligibility." Ex Parte 
Halligan, 2009 WL 963939, at *11 (B.P.A.I. April 8, 
2009) (citing Bilski, 545 F.3d at 961-962). The BPAI 
stated that allowing a claim to a "programmed 
computer" in combination with purely functional 
recitations "would exalt form over substance and 
would allow pre-emption of the fundamental 
principle" without describing how, as in Benson, the 
recited instructions for the programmed computer 
would "pre-empt" a fundamental principle. Id. 


19 Moreover, the USPTO is not even consistent in evaluating 
machine claims, and appears to be trying to apply some form of 
the "machine-or-transformation" test to those types of claims as 
well. See, e.g., Ex parte Greene, Appeal 2008-4073, 2009 WL 
1134839 at *7 (B.P.A.I. Apr. 24, 2009) (citing Bilski, the BPAI 
"[found] the nominal recitation of conventional computer 
components in an apparatus claim otherwise directed to a pure 
mathematical algorithm (e.g., a Fast Fourier Transform) does 
not impose meaningful limits on the scope of the claim"). 
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In Ex parte Shahabi, the USPTO found a 
process unpatentable, even though it recited a 
"database," and steps of "processing," by construing 
"database" to not require a machine and by 
determining that "processing" could be performed in 
one's head. Ex Parte Shahabi, Appeal No. 2008-
2472, 2009 WL 1067191, at *4 (B.P.A.I. Apr. 20, 
2009). Yet in Ex parte Richter, the USPTO had no 
trouble "find [ing] structure (i.e., a multiprocessor 
machine)" as being "implied through the term 
'executing'" in finding the machine claim to be 
patentable. Ex parte Richter, Appeal No. 2008-2386, 
2009 WL 1709111, at *6 (B.P.A.I. May 29, 2009). 


Thus the USPTO, on one hand, has found a 
conventional computer system that executed 
software to be a patentable machine, yet on the other 
hand found that executing software on a 
conventional computer was not tied closely enough to 
a machine to pass the Federal Circuit's "machine-or
transformation" test for processes. Likewise, the 
USPTO has refused to read a computer into method 
claims in rejecting their patentability, and has 
rejected method claims expressly reciting a 
programmed computer, yet has relied on similar 
language to read a computer into machine claims to 
sustain their patentability. Bilski reiterated the 
Court's caution in Flook regarding exalting form 
over substance. See Bilski, 545 F.3d at 957 (quoting 
Flook, 437 F.3d at 590). Yet, this is exactly what the 
USPTO is using the "machine-or-transformation" 
test to do. 


Moreover, the BPAL in rejecting the 
patentability of software executed on a computer, is 
rejecting as unpatentable claims that presumably 
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should pass the "machine-or-transformation" test. 
Mter all, the claims are tied to a particular machine 
- a computer. Bilski, of course, provided no guidance 
as to which machines a process could be tied to in 
order to render the process patent-eligible. See 
Bilski, 545 F.3d at 957 ("We leave to future cases the 
elaboration of the precise contours of machine 
implementation, as well as the answers to particular 
questions, such as whether or when recitation of a 
computer suffices to tie a process claim to a 
particular machine."). The USPTO apparently has 
concluded that, in some cases, a computer is not one 
of those machines, see Cornea-Hasegan, 89 USPQ2d 
at 1561, even though a computer system executing a 
process can be a patentable machine, see Delta, 2009 
WL 1702044, at *5. Quite simply, as the USPTO 
has demonstrated, the Federal Circuit's approach is 
arbitrary and unworkable. 


Finally, the USPTO has been unable to 
consistently apply the "machine-or-transformation" 
test to process claims, sometimes finding a generic 
computer to be sufficient recitation of a machine, 
and sometimes not. For example, in Ex Parte 
Langemyr the USPTO determined that "a method 
executed in a computer apparatus" did not meet the 
"machine-or-transformation" test because: 


This recitation is so generic as to 
encompass any computing system, such 
that anyone who performed this method 
in practice would fall within the scope 
of these claims. Thus, the recitation of 
a computer apparatus in the preamble 
is not, in fact, a limitation at all to the 
scope of the claim, and the claim is 
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directed, in essence, to the method 
performed by any means. 


Ex Parte Langemyr, 89 USPQ2d 1988, 1996 (B.P.A.I. 
2008). Yet, in Ex parte Wasynczuk, the USPTO 
found that a method in which the steps were 
practiced on a "fIrst" and "second" "physical 
computing device" met the "machine-or
transformation" test because those "physical 
computing device[s]" were "'a particular apparatus' 
to which the process is tied, not simply a generic 
computing device for performing the steps." Ex parte 
Wasynczuk, 87 USPQ2d 1826, 1833 (B.P.A.I. June 2, 
2008). The USPTO has interpreted nearly the same 
language, "a computer apparatus" and a "physical 
computing device," to be both "so generic as to 
encompass any computing system" and "not simply a 
generic computing device." Yet, a "physical 
computing device" is no more or less a particular 
structure than "a computer apparatus." In 
Langemyr, the USPTO has seemingly used the 
notion of preemption to find a claim non-statutory, 
while showing no such concern in nearly identical 
circumstances in Wasynczuk. These flatly 
contradictory results illustrate succinctly the 
impossibility of applying the Federal Circuit's 
bright-line test. 


v. CONCLUSION 


The Federal Circuit's decisions in Bilski and 
Nuijten, along with the USPTO decisions discussed 
in Section IV.B.4, infra, show inconsistent efforts on 
the part of the Federal Circuit and the USPTO to 
limit the patent-eligibility of information technology 
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inventions to the physical machines of the last 
century. Rigid tests based on past technologies must 
be avoided and sufficient flexibility in the statutory 
subject matter test must be available to foster 
innovation in undeveloped, nascent, and yet to be 
discovered technologies. 


For the forgoing reasons, AIPPI respectfully 
submits that the Federal Circuit erred by holding 
that a process must be tied to a particular machine 
or apparatus, or transform a particular article into a 
different state or thing. AIPPI respectfully 
encourages the Court to reverse or vacate the 
Federal Circuit's decision in Bilski and reaffirm the 
breadth of Section 101, and its flexibility to 
accommodate new and unforeseen inventions. 
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QUESTION 133 


Patenting of computer software 


Yearbook 1997/III, pages 299 - 303 Q133 
Executive Committee of Vienna, April 18 - 22, 1997 


AIPPI 


Question Q133 


Patenting of computer software 


Resolution 


considering its previous positions and resolutions 
adopted since 1974 recognising the need to protect 
creations embodied in computer software in general; 


considering that copyright protection for computer 
software was initially recommended by AIPPI due 
to such type of protection being immediate and 
able to take benefit from already existing 
international conventions; 
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considering that copyright protection has been 
recognised by AIPPI as being inadequate as a sole 
system for protecting computer software; 


considering the increasing technical and economic 
importance of computer software and the fact that 
effective protection for computer software 
developers is critical; 


considering that the TRIPS Agreement requires 
patent protection without restriction for any 
inventions in all areas of technology; and 


considering the reasons appended to this resolution, 


Resolves that: 


1. As a question of principle clearly reflected 
in the TRIPS Agreement and taking into 
account other reasons of a legal, economic 
and practical nature, patents should be 
granted without discrimination in all areas of 
technology, including that of computer 
software, such as programmes. 


2. Computer software should be considered 
patentable provided that the claimed subject 
matter meets the traditional patentability 
requirements of novelty, inventive step (non
obviousness) and utility or industrial 
applicability. 


3. The technical character of computer software 
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should be generally acknow ledged and its 
industrial applicability should be construed in 
a broad manner so as to embrace the concept 
of enabling a useful practical result. 


4. In spite of increasingly liberal interpretations 
by the national and regional Patent Offices 
and Courts, modifications in many national 
and regional laws regarding patents are 
recommended to provide or ensure adequate 
patent protection for computer software; this 
including the abolition of any limitations in 
the laws or treaties relating to industrial 
property, as well as to promote legal certainty. 


5. All computer software meeting the patentability 
requirements should be considered patentable 
in the same manner and with equality of 
treatment with no distinction being drawn 
between the different types of software. 


6. Patent protection and copyright protection for 
computer software are of a different nature 
and relate to different aspects of the software. 
They may co-exist notwithstanding their 
different terms of protection. 


7. Computer software should be inherently 
patentable in any medium in which it can be 
commercialised. 


8. The establishment of special rules for 
different technologies is undesirable in 
general with respect to the presentation of the 
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specification (description) and the drafting of 
the claims and the same principle should 
apply to patents relating to computer 
software, it being as usual the responsibility 
of the applicant to ensure that he meets the 
relevant national or international 
requirements. Moreover, special rules should 
not be encouraged as a solution to other 
problems, such as the difficulty to effect prior 
art searches. In this respect, AIPPI 
encourages all efforts by Patent Offices and 
all other interested parties to make prior art 
searches more reliable in the area of software 
without resorting to the adoption of special 
rules that could impose undue or unnecessary 
burden on patent applicants. 


9. The concept of inventive step or non
obviousness should be applicable to the 
patentability of computer software, 
notwithstanding any practical difficulties 
that may exist. 


10. The exercise of patent rights in the case of 
computer software is no different in principle 
from that in the case of other types of 
invention. 
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Reasons: 


A) Principle of patentability 


Independently of the terms of any specific national 
legislation, there is no doubt that the creation of 
computer software is of considerable technical 
complexity. In principle, therefore, there is no 
reason to deny patent protection to inventions in 
the area of computer software. Such a position is 
integrally in accordance with Article 27 of the TRIPS 
Agreement. 


The creation of computer software is basically as 
lengthy and expensive a process as the software is 
simple to copy. A literal copy may be prohibited under 
copyright. However, the functional concept behind a 
given software may be copied without such an 
evident infringement of the copyright. Functional 
concepts translated into products or processes are 
the proper subject matter of patents and an efficient 
system of protection is highly desirable in order to 
protect investment and to encourage development in 
this particular technical area. 


To exclude computer software from patent protection 
would be arbitrary and discriminative with respect to 
a technology of ever increasing importance and 
which merits concrete protection. In addition the 
dividing line between hardware and software is 
becoming increasingly blurred and it is 
discriminative to consider one patentable and the 
other not. 
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B) Conditions of patentability 


If software is to be patentable, it is most appropriate 
that the same conditions apply as they do for other 
types of invention. Apart from novelty and inventive 
step (or non-obviousness), the law in most 
jurisdictions requires patentable inventions to have 
a technical character or technical applicability. 
Software can take many types of form, may be 
machine-integrated or not and new types of software 
will certainly appear with new technological 
development. It is therefore not appropriate to 
distinguish between the different types which should 
all be treated on an equal footing, the question of 
patentability depending on the invention meeting the 
traditional requirements. 


With respect to technical or industrial character or 
applicability, basically all computer software is 
technical in nature and this alone should meet this 
requirement. However, it is important that some 
useful practical result be obtained. Moreover, the 
difference between a technical result and, for 
example an aesthetic result is not pertinent to the 
generally technical nature of the software in itself. 
In considering the patentability of any given 
software, therefore, any legal requirement 
regarding technical character should be construed 
broadly so as to embrace the concept of obtaining a 
useful practical result. 


It should also be observed that the requirement of 
technical nature is open to many interpretations, as 
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has been demonstrated by the many decisions on the 
matter. It is recommended that there only be a 
requirement for inventions to enable a useful 
practical result. 


C) Legal Certainty and changes in 


legislation 


The tendency of the courts in many countries that 
require inventions to have a technical character, 
including the European Patent Office, has become 
progressively less strict m construing the 
requirement as applied to software related 
inventions. 


The laws of a large number of countries contain 
prohibitions to the patenting of software "per se". 
This is contrary to the TRIPS Agreement, contrary 
to the position given above and it is not useful. 


Alterations in the relevant national and regional 
legislations, removing the software "per se" 
prohibition and eliminating the technical character 
requirement are therefore recommended to ensure 
the universal recognition of the patentability of 
computer software and to provide legal certainty. 


It is emphasised that the removal of the software 
"per se" prohibition does not mean that all software 
is patentable. It only means that the mere fact that a 
claimed invention relates to software "per se" should 
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not be a reason in itself for rejection. Naturally, it 
must fulfil the normal requirements of patentability, 


D) The co-existence of patent and copyright 


protection 


In spite of the difficulties that may arise 


in attempting to draw a line of demarcation 
between the aspects of computer software 
that can be protected under copyright and by 
means of a patent; 


with regard to the differences there may be 
between the proprietary rights under 
copyright and patent law; and 


with regard to the different durations of 
copyright and patent protection, especially 
with regard to problems that may arise in 
determining which aspects of the computer 
software cease to be protected when the patent 
rights expire, 


there appears to be no decisive reason against the co
existence of patent and copyright protection. The 
apparent problem appears to be analogous to the 
difference between patents and models or registered 
designs which have historically existed side by side. 
Similarly, there appears to be no overriding reason 
why the expiry of a patent relating to software 
should have any effect on the protection under 
copyright that may continue to be in force. 
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E) Purely abstract data handling operations 


The fact that a computer software invention involves 
merely abstract data handling operations should not 
exclude it from patentability, provided that it 
enables a useful practical result. 


F) Software in machine-readable form 


Considering that software in combination with a 
known general purpose computer may be patentable 
when a useful practical result is obtained, and 
furthermore that it is the software itself that 
represents the true technical and economic 
importance of the creation, it is arbitrary to 
consider the product that is commercialised to be 
excluded from protection. It would be the same 
thing as to say that a novel nut can only be 
patented when claimed in combination with its bolt 
or that a spark plug can only be claimed in 
combination with an internal combustion engine. 
Consequently, it is reasonable to consider computer 
software to be inherently patentable in any medium in 
which it can be commercialised, provided that it is 
novel and inventive and, furthermore, that when used 
appropriately, i.e. in combination with a computer, it 
produces a useful practical result. 


G) The specification (description) and claims 


It is a basic position of AIPPI that specific rules or 
norms for the drafting or presentation of the 
specification or claims of patents should be avoided 
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wherever possible. There would appear to be no 
convincing reason for this to be different with 
respect to software inventions. The applicant for a 
patent should have the choice of presenting and 
claiming his invention as he thinks fit. Whether a 
patent does or does not meet the requirements of 
disclosure and patentability will always arise in the 
case of any technology and each applicant has to 
assume the responsibility of deciding how he meets 
the requirements. The meeting of very specific rules 
could well be an undue, unnecessary and possibly 
expensive burden on the applicant. 


The only plausible reason for special rules for the 
presentation of the specification appears to be to 
facilitate prior art searches. However, this would not 
appear to justify the burden or the lack of liberty 
imposed on the applicant. 


At the same time, AIPPI encourages Patent 
Offices and other interested parties to continue to 
make all efforts to devise manners, such as the 
development of classification systems and data-bases, 
to facilitate prior art searching. 


H) The exercise of computer software patent 


rights 


Notwithstanding the difficulties that may arise in 
the exercise of rights, in particular the questions of 
territoriality in the case of computer software used 
in international communications networks, no 
convincing reason has been found in principle for 
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the exercise of software patent rights to be different 
from the exercise of patent rights in any other 
technical field. Exceptions to rights, such as with 
respect to interoperability (e.g. the communication 
between one software and another) are not approved, 
without prejudice to parallel laws or regulations that 
may already exist in other areas, including those 
relating to commercialisation, anti-trust and others. 


* ** ** ** * * 


All 
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QUESTION 158 


Patentability of Business Method 


Yearbook 20011II, pages 243 - 244 Q158 
38th Congress of Melbourne, March 23 - 30, 2001 


Question Q158 


Patentability of Business Methods 


Resolution 


AIPPI 


Considering that: 


(a) The patent system is designed to 
compensate fairly research as well as the 
creation of new inventions. 


(b) The right to protect inventions arising out of 
economic activities is guaranteed by article 1 
of the Paris Convention. 


(c) Pursuant to article 27 of the TRIPS treaty, 


A12 







a patent may be obtained for any invention 
in all fields of technology. 


(d) The question of protection of business 
methods has been raised due to the 
widespread use of computers and the 
development of software. 


(e) During the 1997 meeting of the Executive 
Committee held in Vienna, which considered 
Question 133 "The Patentability of 
Computer Software" the AIPPI formally 
declared it was in favour of patent protection 
of computer software. 


And whereas: 


(f) Since its origins, patent law has progressively 


adapted to new subject matter, 


(g) Problems resulting from this expansion 
have nevertheless been resolved without the 
necessity of substantially modifying the 
criteria for the granting of patents, 


(h) Creations of a purely abstract nature are 
generally excluded from the scope of 
protection of patents, 


(i) In several legal systems, inventions, in order 
to be protected by patents, must not only be 
useful but must also possess a technical 
content, 


(j) The TRIPS treaty has not specified how it 
intends the term "fields of technology" 
appearing in article 27 to be defined with 
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respect to the definition of patentable subject 
matter, 


(k) The expansion of patentable subject matter, 
which has not yet been considered by different 
national laws may raise practical problems, 
particularly with respect to procedures and 
rules of examination before patent offices. 


Adopts the following resolution: 


1 Inventions including methods used in all 
fields of industrial, commercial and 
financial activities, herein referred to for 
purposes of simplification as "business 
methods", should be entitled to patent 
protection provided that the invention as 
defined in the claims has a technical content. 


2 If such an invention as a whole has a technical 
content, that should be sufficient for 
patentability even though the point of novelty 
and inventive step (non-obviousness) does not 
lie in the technical content. 


3 Further, the protection of such inventions by 
patents should be assessed or based upon the 
same criteria as other inventions, and no new or 
special criteria should be applied. 


4 The assessment of inventive step for such 
inventions should be made on a case-by
case basis and even known methods may, if 
their application to a new field is inventive, be 
granted patent protection. 
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5 Merely transforming a known method into 
software form does not give rise to a 
presumption that such an invention has an 
inventive step. 


6 Patents for business methods should be 
treated in the same way as patents in other 
fields. In particular: 


a. The scope of protection granted by 
patents with respect to business 
methods should be the same as the 
protection granted to other inventions. 


b. Where evidentiary methods allow for a 
reversal of the burden of proof, this 
should be available for business method 
patents as well. 


c. The term for such patents should be the 


same as for patents in other fields. 


d. The remedies for infringement of such 
patents, such as damages and 
injunctions, should be the same as for 
patents in other fields. 


7 In the granting of such patents, AIPPI 
encourages the improvement of search and 
examination procedures by patent offices, 
particularly by the creation of databases in 
connection with prior art. 
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INTEREST OF AMICUS CURIAE1 


 The Franklin Pierce Law Center (FPLC) is an 
independent law school with a long history of 
intellectual property expertise. The intellectual 
property faculty of FPLC has authored many 
scholarly papers and has filed amicus briefs in this 
Court as well as lower courts. FPLC has established 
an Intellectual Property Amicus Brief Clinic. With 
faculty guidance and student participation, the Clinic 
seeks to file amicus briefs that will lead to the 
development and predictable application of 
intellectual property law to promote innovation and 
competition. The Clinic selects cases where it is 
hoped that the amicus brief it submits will contribute 
  


 
 1 The parties have consented to the filing of this brief. The 
Petitioner has filed a general consent for amicus curiae briefs 
with the Court. Consent has been obtained from the Solicitor 
General to file this brief. 
 Pursuant to this Court’s Rule 37.6, amicus represents that 
this brief was not authored in whole or in part by counsel for 
any party. FPLC discloses that it maintains an Advisory 
Committee on Intellectual Property (ACIP) that includes 
representatives from industry, trade organizations and various 
law firms. Until recently, the chairman of ACIP was Ronald 
Myrick who participated in the preparation of the Petitioner’s 
brief. However, neither Mr. Myrick nor any other non-faculty 
member of ACIP played any role in the consideration of whether 
to file this brief nor any role in its preparation. No person or 
entity other than FPLC has made any monetary contribution to 
its preparation or submission. 
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important perspectives that might not be adequately 
represented by the parties.  


 FPLC expressly declines to take any position 
regarding the ultimate conclusion with respect to the 
patentability of Petitioners’ claims. More particularly, 
FPLC takes no position regarding the novelty or 
unobviousness of Petitioners’ claims nor any position 
regarding whether their invention is adequately 
described in their application. The only issue of 
concern to FPLC in this case is the test for determin-
ing the eligibility of the method claims under the 
provisions of 35 U.S.C. § 101. FPLC believes that the 
mandate for the patent system found in the 
Constitution has been broadly implemented by 
Congress. This Court has repeatedly recognized this 
expansive implementation. The decision below is not 
consistent with this broad mandate. The decision 
below narrowly restricts the type of methods that are 
eligible for patent protection. Implementation of the 
Court of Appeals for the Federal Circuit’s (CAFC) 
decision in this case would a) disturb existing 
property rights and b) severely decrease incentives 
for further innovation. 


--------------------------------- ♦ --------------------------------- 
 


SUMMARY OF THE ARGUMENT 


 In the decision below, the CAFC has established 
the “machine-or-transformation” test to determine 
whether a method is patentable under the provisions 
of 35 U.S.C. § 101. This Court has repeatedly 
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confirmed that Congress intends 35 U.S.C. § 101 to be 
interpreted broadly, leaving it up to other parts of the 
statute to weed out inventions not worthy of patent 
protection. Up until this recent decision, the CAFC 
has followed the Court in its application of the broad 
standard for patentability. In fact, the exact test that 
the CAFC now says is the exclusive test for patent 
eligible subject matter of methods has been consid-
ered and rejected by this Court as an exclusive test. 


 Since the Court has last taken up the issue of 
patent eligible subject matter under 35 U.S.C. § 101, 
two industries the Court weighed in on, biotechnology 
and software, have been high growth areas in the 
U.S. market. The United States remains at the 
forefront of these fields due, at least in part, to these 
broad intellectual property rights confirmed by this 
Court. 


 In recent years, this Court has dealt with cases 
that have involved computer software and “business 
methods” without difficulty. The provisions of 35 
U.S.C. § 101 are and should be a coarse filter leaving 
to other parts of 35 U.S.C. the task of insuring that 
only worthy inventions receive patent protection. 


 Since this Court’s last pronouncements on the 
topic of 35 U.S.C. § 101, there have been several 
critical studies of the patent system. None have 
suggested a change to the concept that “anything 
under the sun made by man” should be patent 
eligible. As a result, even with ample opportunity to 
do so, Congress has chosen to leave 35 U.S.C. § 101 
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alone. In fact, Congress has acknowledged that 
“business methods,” all of which will have difficulty 
under the CAFC’s “machine-or-transformation” test, 
are indeed patentable subject matter. 35 U.S.C. § 273 
recognizes the existence of “a method of doing or 
conducting business” and provides for a prior user 
right. Last year, there was a proposal in Congress to 
limit damages for tax planning methods. The solution 
to the perceived problem was to limit damages, not 
redefine methods. Notably, the measure did not pass. 


 For ten years, the CAFC used the “useful, 
concrete and tangible result” test for determining 
whether or not an invention was directed to an 
“abstract idea” – one of the prohibited areas defined 
by this Court. That test has served well. That test has 
been followed in numerous cases in the CAFC and 
has been consistently applied in the Patent Office by 
the Board of Patent Appeals and Interferences. There 
is an expectation on the part of thousands of 
patentees that their inventions are adequately 
protected. That is now all in question. 


 Clearly, the Patent Office initially struggled with 
“business methods.” Now, however, the Patent Office 
has developed examination guidelines and memo-
randa following this Court’s and the CAFC’s 
precedents. Examiners have been trained, new 
examiners with appropriate business backgrounds 
have been hired and collections of prior art have been 
established. As a result, the allowance rate in the 
area of the Patent Office dealing with “business 
methods” is in the 20% range compared to the 
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average allowance rate for all areas of the Patent 
Office which for 30 of the last 34 years has been 
higher than 60%. The Patent Office is now clearly 
able to apply all of the sections of the statute to this 
type of invention. 


 FPLC urges this Court to overturn the decision 
below and to reaffirm that only “laws of nature, 
natural phenomena and abstract ideas” are not 
patent eligible. With respect to methods, we urge that 
this Court confirm that a “useful, concrete and 
tangible result” test is adequate to exclude abstract 
ideas. 


--------------------------------- ♦ --------------------------------- 
 


ARGUMENT 


I. The Supreme Court Should Confirm A 
Broad Standard For Patentability Of 
Method Claims 


1. Broad Patentability Standards Have 
Served The Country Well 


 The Constitution, Article I, Section 8, Clause 8, 
authorizes Congress to establish a patent system, 
“[t]o promote the Progress of Science and useful Arts, 
by securing for limited Times to Authors and 
Inventors the exclusive Right to their respective 
Writings and Discoveries.” The question of exactly 
what constitutes the type of invention eligible for 
patent protection has been implemented expansively 
by Congress. Section 101 of 35 U.S.C. defines 
patentable subject matter as follows: 
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Whoever invents or discovers any new and 
useful process, machine, manufacture, or 
composition of matter, or any new and useful 
improvement thereof, may obtain a patent 
therefor, subject to the conditions and 
requirements of this title.2  


 This Court has acknowledged that Congress 
intended statutory subject matter to “include 
anything under the sun made by man” citing the 
Committee Reports for the 1952 revision of the 
Patent Act.3 The last decisions of this Court relating 
to patentable subject matter placed only logical and 
understandable limits on patentable subject matter 
excepting only “laws of nature, natural phenomena, 
and abstract ideas.”4 Since Chakrabarty and Diehr, 
industries affected by those decisions have thrived. 


 
2. Permitting Biotechnology Patents 


Spawned An Industry  


 The dawn of the modern era in biotechnology is 
widely attributed to the 1970 invention of the method 
of recombinant DNA by Cohen and Boyer.5 A short 10 
years later, this Court interpreted 35 U.S.C. § 101 


 
 2 35 U.S.C. § 101 (2006). 
 3 S. Rep. No. 82-1979, at 5 (1952). 
 4 Diamond v. Diehr, 450 U.S. 175, 182, 185 (1981); 
Diamond v. Chakrabarty, 447 U.S. 303, 309 (1980). 
 5 Biotechnology Industry Organization, Biotechnology In-
dustry Facts, http://bio.org/speeches/pubs/er/statistics.asp (last 
visited July 28, 2009).  
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broadly and held that something could be patentable 
even if it were living. While the Chakrabarty 
invention was directed to a “manufacture” within the 
meaning of 35 U.S.C. § 101, we believe that this 
decision sent a strong signal. 


 In Chakrabarty, this Court acknowledged, 
“Congress plainly contemplated that the patent laws 
be given wide scope.”6 Just as the Patent Office 
opposes the patentability of “business methods” today, 
so did Congress oppose the invention in 
Chakrabarty.7  


 What has been the result? While the bio-
technology industry is hard to define and is 
constantly changing, one report puts the number of 
biotechnology companies, in the United States, at 
1,452 as of December 2006. Publicly traded U.S. 
biotechnology companies spent $27.1B on research in 
2006. Employment in the U.S. was 180,000 in 2006, 
and these were generally high value jobs. The market 
cap of the publicly traded U.S. biotechnology 
companies was $360B as of April 2008.8 In spite of the 
naysayers at the time,9 this Court’s confirmation of 
the broad scope of patentable subject matter to 


 
 6 447 U.S. at 308. 
 7 Id. at 306-07. 
 8 Biotechnology Industry Organization, supra note 5. 
 9 Brief for The People’s Business Commission as Amicus 
Curiae Supporting Appellant, Diamond v. Chakrabarty, 447 U.S. 
303 (1980) (No. 79-136). 
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include living things was at best a resounding success 
in promoting the constitutional purpose in the United 
States. It clearly was not an impediment. 


 
3. The Software Industry In The United 


States Is Thriving 


 The other “success story” is illustrated by the 
aftermath of this Court’s decision in Diehr. Diehr did 
involve a method – a programmable process or 
“software.” Similar to restrictions on certain 
biotechnology inventions, other countries impose 
severe restrictions such that the patenting of 
software is almost impossible.10 Like the situation 
with Chakrabarty, the Patent Office opposed the 
patentability of the invention in Diehr.11 Like the 
situation with Chakrabarty, the naysayers believed 


 
 10 E.g. Convention on the Grant of European Patents 
(European Patent Convention), arts. 52(2) and 52(3), Oct. 5, 
1973, 1065 U.N.T.S. 255, 271-72, available at http://treaties.un. 
org/doc/Publication/UNTS/Volume%201065/volume-1065-I-16208- 
English.pdf (explicitly excludes from patentability “programs for 
computers as such”); Agreement On Trade-Related Aspects of 
Intellectual Property Rights [TRIPS Agreement] pt. II § 5 arts. 
27(2) and 27(3), Apr. 15, 1994, 33 I.L.M. 1197, 1208, available at 
http://www.wto.org/english/docs_e/legal_e/27-trips.pdf (allowing 
countries to exclude certain subject matter). The U.S. has chosen 
not to adopt those exclusions. 
 11 450 U.S. at 181. 
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that the patenting of software would mean the end of 
the industry.12 


 What has been the result? In 2008, 7 out of 10 of 
the largest software companies in the world were 
U.S. based.13 In 2007, 1662 patents were issued to 
Microsoft; in 1984, they were not in the top 200 
companies receiving patents, thus, fewer than 38 
patents were issued to Microsoft.14 At least 17,000 
applications that were published in 2008 and at least 
7200 patents that issued in 2008 contained at least 
one claim directed to software.15 The top 5 companies 
having patents in the software class 717 in the Patent 


 
 12 See id. at 291 (Stevens, J., dissenting) (discussing critics 
of policy of patenting software). 
 13 The Global 2000, Forbes, Apr. 2, 2008, http://www.forbes. 
com/lists/2008/18/biz_2000global08_The-Global-2000_IndName_ 
17.html. 
 14 Intellectual Property Owners Association, Top 300 Organ-
izations Granted U.S. Patents in 2007 2, available at http://www. 
ipo.org/AM/TemplateRedirect.cfm?template=/CM/ContentDisplay. 
cfm&ContentID=18241 (2008); Intellectual Property Owners Asso-
ciation, Top 200 Organizations, available at http://www.ipo.org/AM/ 
TemplateRedirect.cfm?template=/CM/ContentDisplay.cfm&Content 
ID=3377 (1985). 
 15 Ann M. McCrackin, Trends in Software and Business 
Method Patents, in Electronic and Software Patents: Law and 
Practice, §§ 1.01-.05 (2d ed. Supp. forthcoming 2009). The chart 
in Appendix 1 titled “Software Beauregard Claim Patenting 
Over Time” shows the total number of patents granted and 
applications published between 1996 and 2008 by the USPTO 
that contain a Beauregard-type claim to computer software. 
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Office are U.S. companies.16 In 1996, only 149 patents 
issued into Class 717. In 2008, 1156 patents issued 
and 1723 patent applications were published.17 Is all 
of this patent activity a bad thing? In 2007, Professor 
Merges from the University of California published a 
paper concluding that entry and competition in the 
software industry is robust.18 The abstract is 
revealing: 


  In the 1980s and early 1990s, it was 
commonly said that patents would severely 
damage the software industry. . . . I conclude 
that the early predictions were wrong. This 
helps explain why we are experiencing what 
might be called the “normalization” of 
software patents. Now, the frontier legal 
issues pertaining to software no longer 
center on whether it should be patentable in 


 
 16 Id. at 1-9 (IBM, Microsoft, Sun Microsystems, HP and 
Intel). The chart in Appendix 1 titled “Top 15 Assignees in 
Software Class 717” lists the top assignees for software patents 
granted in the U.S. in class 717. The horizontal bar represents 
the number of granted patents from class 717 assigned to a 
particular assignee between 1996 and 2008. 
 17 Id. at 1-11. Class 717 is one of many Patent Office classes 
with patents directed to software. Analysis of Class 717 shows 
general trends in the software field. Analysis using additional or 
different Patent Office classes is expected to show similar 
trends. The chart in Appendix 1 titled “Software Patenting Over 
Time in Class 717” shows the combined number of patents 
granted and applications published in Class 717 from 1996 
through 2008. 
 18 Robert P. Merges, Software and Patent Scope: A Report 
from the Middle Innings, 85 Tex. L. Rev. 1627 (2007). 







11 


the first place. . . . This serves as an 
interesting case study in how software firms 
are acquiring and using patents in their 
competitive strategies. The overall theme of 
the Article is normalization: the legal system 
is integrating software into the fabric of 
patent law, and software firms are 
integrating patents into the competitive 
fabric of the industry.19 


In her dissent, Circuit Judge Newman takes notice of 
the success of the software industry in the United 
States: “By revenue estimates, in 2005 the software 
and information sectors constituted the fourth largest 
industry in the United States, with significantly 
faster growth than the overall U.S. economy.”20 


 As with biotechnology, the robust protection of 
software inventions has been a boon to innovation 
and to U.S. industry. As with biotechnology 
employment, jobs in the innovative software industry 
tend to be high value jobs. 


   


 
 19 Id. at 1627. 
 20 In re Bilski, 545 F.3d 943, 992 (Fed. Cir. 2008) (en banc) 
(Newman, J., dissenting) (citing Software & Info. Indus. Ass’n, 
Software and Information: Driving the Knowledge Economy 7-8 
(2008), http://www.siia.net/estore/globecon-08.pdf), cert. granted, 
77 U.S.L.W. 3442 (U.S. Jun. 1, 2009) (No. 08-964). 
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4. There Is Much Confusion As To The 
Applicability Of The Machine-Or-
Transformation Test To Claims In 
Statutory Categories Other Than The 
Process Category 


 The courts and the Patent Office have already 
applied the Bilski “machine-or-transformation” test to 
numerous patents and pending applications. 
Although the CAFC held that the machine-or-
transformation test is the applicable test to deter-
mine whether a method claim is drawn to patent 
eligible subject matter under 35 U.S.C. § 101,21 the 
courts and the Patent Office are applying the test to 
claims that are in statutory categories other than the 
process category.22 For example, the U.S. District 


 
 21 Id. at 949. 
 22 Every Penny Counts, Inc. v. Bank of America Corp., No. 
2:07-cv-042, slip op. (M.D. Fla. May 27, 2009) (Held a “system” 
claim invalid in view of Bilski); Ex parte Mitchell, No. 2008-2012 
(B.P.A.I. Feb. 23, 2009) (Held that a claim to an information 
processing “system” failed the machine-or-transformation test); 
Ex parte Cornea-Hasegan, No. 2008-4742 (B.P.A.I. Jan. 13, 2009) 
(Held the “computer readable media including program 
instructions” of claim 18 is not statutory subject matter). 
 Yet another example, in Ex parte Atkin, Appeal 2008-4352, 
2009 WL 247868 (B.P.A.I. Jan. 30, 2009) the Board of Patent 
Appeals and Interferences (BPAI) reviewed a system claim 
which has also been considered a machine for purposes of the 
categories of patentable subject matter defined in 35 U.S.C. 
§ 101. Although the Examiner had not rejected the system claim 
under 35 U.S.C. § 101, the BPAI indicated that the system claim 
in Atkin was not directed to patentable-eligible subject matter as 


(Continued on following page) 
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Court for the Northern District of California recently 
applied the machine-or-transformation test to a 
computer readable medium claim.23 A computer 
readable medium claim is drawn to an article, which 
is in a different statutory category than a process. As 
a result of these various decisions, there is much 
uncertainty among patent applicants as to the 
applicability of the machine-or-transformation test to 
claims in statutory categories other than the process 
category. 24 


 
5. In Contexts Other Than Patentable 


Subject Matter, This Court Has Had No 
Difficulty Dealing With A Broad Range 
Of Business Related Claims In Recent 
Cases 


 In Markman v. Westview Instruments, Inc.,25 the 
patented invention was to a system for inventory 
control, arguably a “business method.”26 Query 


 
defined in Bilski and added a new grounds of rejection under 35 
U.S.C. § 101 for the system claim. 
 23 CyberSource Corp. v. Retail Decisions, Inc., No. C 04-
03268 MHP, 2009 WL 815448 (N.D. Cal. Mar. 27, 2009), appeal 
docketed, No. 2009-1358 (Fed. Cir. May 22, 2009). 
 24 More information about claim types and claims generally 
can be found in Appendix 2. 
 25 517 U.S. 370 (1996). 
 26 In fact, the claims in Markman are “system” claims. 
“System” claims can be thought of as dispersed machine compo-
nents that interact with each other. The significant limitations in 
the system claims in Markman are in fact means-plus-function 


(Continued on following page) 
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whether the claimed invention in Markman would 
pass the CAFC’s “machine-or-transformation” test, 
particularly since the test has already been expanded 
so as to be applied to non-method claims? The issue 
was claim interpretation and more particularly, 
whether claim interpretation was an issue for the 
jury or the court. This Court could have remanded 
Markman for a determination of whether the subject 
matter was patentable under 35 U.S.C. § 101; it did 
not. 


 In Microsoft Corp. v. AT&T Corp.,27 the patented 
invention was to AT&T’s speech processing com-
puter.28 The issue however, was whether or not the 
software sent by Microsoft to foreign manufacturers 
was a “component” within the meaning of § 271(f). 
While it found otherwise in the case before it, this 
Court acknowledged that software could be a 
component: 


Until it is expressed as a computer-readable 
“copy,” e.g., on a CD-ROM, Windows software 
– indeed any software detached from an 
activating medium – remains uncombinable. 
It cannot be inserted into a CD-ROM drive or 


 
limitations written in terms of a “means for” performing a 
specific function. Claim 1 of the Markman reissue patent is 
reproduced in Appendix 3. 
 27 550 U.S. 437 (2007). 
 28 The AT&T patents contain a number of claim types, 
including “speech processor” claims and apparatus claims. A 
representative method claim is reproduced in Appendix 3. 
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downloaded from the Internet; it cannot be 
installed or executed on a computer. Abstract 
software code is an idea without physical 
embodiment, and as such, it does not match 
§271(f )’s categorization: “components” amen-
able to “combination.”29 


By implication, while software code might be 
abstract, where it is on computer readable media, it is 
not. As noted above, even in its short life so far, the 
“machine-or-transformation” test in the decision 
below has already been used to reject article claims 
directed to computer instructions on computer 
readable media. Clearly, the “machine-or-trans-
formation” test for methods is overly broad if some 
believe it can be applied in such a manner. 


 In eBay Inc. v. MercExchange, L.L.C.,30 the 
claimed invention was to an online auction method. 
While couched in terms of a “system,” this Court 
characterized the invention as “a business method 
patent for an electronic market designed to facilitate 
the sale of goods between private participants.”31 
Query whether the claimed invention in eBay would 
pass the CAFC’s “machine-or-transformation” test? 
Lower courts had been able to deal with the 
MercExchange claims and had found the patent to be 
valid and infringed. This Court found that the test 


 
 29 Microsoft, 550 U.S. at 449. 
 30 547 U.S. 388 (2006).  
 31 Id. at 390. Claim 1 of the MercExchange patent, U.S. 
Patent No. 5,845,265, is reproduced in Appendix 3. 
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employed by the CAFC for determining whether an 
injunction should issue was too rigid and remanded 
for a consideration of traditional equitable factors. 
This Court could have remanded eBay for a 
determination of whether the subject matter was 
patentable under 35 U.S.C. § 101; it did not. 


 In Quanta Computer, Inc. v. LG Electronics, 
Inc.,32 the inventions involved several computer 
implemented methods, as described by the Court: 


When copies of data are stored in both the 
cache and main memory, problems may arise 
when one copy is changed but the other still 
contains the original “stale” version of the 
data. [U.S. Patent No. 4,939,641] addresses 
this problem. . . . [U.S. Patent No. 5,379,379] 
relates to the coordination of requests to read 
from, and write to, main memory. . . . [U.S. 
Patent No. 5,077,733] addresses the problem 
of managing the data traffic on a bus 
connecting two computer components, so 
that no one device monopolizes the bus.33 


All of the methods are carried out on a general 
purpose computer having standard components. 


 
 32 128 S. Ct. 2109 (2008). 
 33 Id. at 2113-14 (internal citations omitted). The claims in 
U.S. Patent No. 4,939,641 are, in fact, “system” claims. U.S. 
Patent No. 5,379,379 contains claims to a “memory control unit,” 
a “system” and various methods. Independent Claim 7 of U.S. 
Patent No. 5,379,379 is reproduced in Appendix 3. U.S. Patent 
No. 5,077,733 contains claims to both “apparatus” and “method” 
inventions. 
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Query whether the claimed method inventions 
in Quanta would pass the CAFC’s “machine-or-
transformation” test? 


 One of the issues in Quanta was whether the 
“patent exhaustion” doctrine applied to method 
claims. This Court held that it does. 


Nothing in this Court’s approach to patent 
exhaustion supports LGE’s argument that 
method patents cannot be exhausted. It is 
true that a patented method may not be sold 
in the same way as an article or device, but 
methods nonetheless may be “embodied” in a 
product, the sale of which exhausts patent 
rights. Our precedents do not differentiate 
transactions involving embodiments of 
patented methods or processes from those 
involving patented apparatuses or 
materials.34 


This Court could have remanded Quanta for a 
determination of whether the subject matter was 
patentable under 35 U.S.C. § 101; it did not. 


 
6. This Court Has Already Considered 


And Rejected The Test Now Adopted 
By The CAFC 


 In Gottschalk v. Benson,35 this Court found that a 
process claim directed to a mathematical algorithm 


 
 34 128 S. Ct. at 2117. 
 35 409 U.S. 63 (1972). 
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was non-statutory subject matter because “the 
‘process’ claim [was] so abstract and sweeping as to 
cover both known and unknown uses of the BCD to 
pure-binary conversion.”36 That language, however, 
seems less addressed to subject matter than it is to 
the scope of claims in relationship to the scope of the 
teaching. This is, as well it should be, a recurring 
consideration. In a case from this Court in 1853, 
O’Reilly v. Morse37 it is said that:  


  Whoever discovers that a certain useful 
result . . . is entitled to a patent for it; 
provided he specifies the means he uses in a 
manner so full and exact, that any one 
skilled in the science to which it appertains, 
can, by using the means he specifies, without 
any addition to, or subtraction from them, 
produce precisely the result he describes. . . . 
And any one may lawfully accomplish the 
same end without infringing the patent, if he 
uses means substantially different from 
those described. Indeed, if the eighth claim of 
the patentee can be maintained, there was 
no necessity for any specification, further 
than to say that he had discovered that, 
by using the motive power of electro-
magnetism, he could print intelligible 
characters at any distance.38 


 
 36 Id. at 68.  
 37 56 U.S. (15 How.) 62 (1853). 
 38 Id. at 109-10. 
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 Some then construed that opinion to restrict 
patent eligible subject matter. Tilghman v. Proctor,39 
for example, states:  


it has been supposed that the decision in 
O’Reilly v. Morse was adverse to patents for 
mere processes. The mistake has un-
doubtedly arisen from confounding a patent 
for a process with a patent for a mere 
principle. We think that a careful 
examination of the judgment in that case 
will show that nothing adverse to patents for 
processes is contained in it. The eighth claim 
of Morse’s patent was held to be invalid, 
because it was regarded by the court as 
being not for a process, but for a mere 
principle.40  


 The opinion elucidates the meaning of “principle” 
by stating, “It was not a claim of any particular 
machinery, nor a claim of any particular process for 
utilizing the power; but a claim of the power itself, – a 
claim put forward on the ground that the patentee 
was the first to discover that it could be thus 
employed.”41 Thus, from the beginning, permissible 
subject matter has been confounded with other 
matters such as the permissible scope of protection. 
  


 
 39 102 U.S. 707 (1880). 
 40 Id. at 726. 
 41 Id. at 726-27. 
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 In Benson, this Court considered the test that the 
CAFC now says is the only permissible test:  


It is argued that a process patent must 
either be tied to a particular machine or 
apparatus or must operate to change articles 
or materials to a “different state or thing”. 
We do not hold that no process patent could 
ever qualify if it did not meet the 
requirements of our prior precedents. . . . It 
is said that we freeze process patents to old 
technologies, leaving no room for the 
revelations of the new, onrushing technology. 
Such is not our purpose.42 


 
7. 35 U.S.C. § 101 Should Be A Coarse 


Filter, To Be Applied Along With Other 
Criteria To Insure That The Statutory 
Purpose Is Met 


 There are numerous other statutory require-
ments that must be met before a patent is awarded in 
addition to the expansive definition of patentable 
subject matter found in 35 U.S.C. § 101. The 
invention itself must be new, 35 U.S.C. § 102,43 useful, 
35 U.S.C. § 101, and unobvious, 35 U.S.C. § 103.44 To 
get the patent, the applicant must describe the 


 
 42 Benson, 409 U.S. at 71. 
 43 “New” and “Useful” are both found in 35 U.S.C. § 101: 
“New” is extensively defined in 35 U.S.C. § 102. 
 44 35 U.S.C. § 103(a).  
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invention, must enable the full scope of the claims 
and must disclose the best mode, 35 U.S.C. § 112.45 


 These statutory provisions, when properly 
applied by the Patent Office and the courts, stand as 
strong barriers to the grant of exclusive rights that do 
not promote the statutory objectives. For example, 
the “obviousness” standard was recently reviewed by 
this Court in KSR Intern. Co. v. Teleflex Inc.46 By 
allowing a finding that an invention is obvious in 
more situations than would the CAFC’s “teaching-
suggestion-motivation” test, this Court “raised the 
bar” for patentability under 35 U.S.C. § 103.  


 The concept of “new” has been able to change 
with the times so as to maintain the “new” require-
ment as a strong barrier. For example, 35 U.S.C. 
§ 102(a) and (b) both refer to “printed publication.” In 
the modern Internet age, a great deal of information 
is available that is neither “printed” nor “published” 
as those terms were understood when the statute was 
enacted. Never-the-less, if a document is “reasonably 
accessible” it qualifies as prior art under 35 U.S.C. 
§ 102(a) or (b) as a “printed publication.”47 


 
 45 35 U.S.C. § 112 ¶ 1.  
 46 550 U.S. 398 (2007). 
 47 SRI International v. Internet Security Systems, 511 F.3d 
1186 (Fed. Cir. 2008). It is noted in passing that the claims at 
issue in SRI were to “[a] computer-automated method of 
hierarchical event monitoring and analysis within an enterprise 
network including deploying network monitors in the enterprise 
network, detecting, by the network monitors, suspicious network 


(Continued on following page) 
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 So too the concept of patentable subject matter 
should be able to adapt to various method types. This 
is exactly what this Court pronounced in Benson. 
 


8. There Has Been Adequate Opportunity 
For Congress To Amend The Statute In 
The Face Of Extensive Studies And 
Ongoing Developments, And It Has 
Not Chosen To Do So 


A. Recent Studies Of The Patent System 
Have Not Recommended Changes To 
The Definition Of Patentable Subject 
Matter 


 Over a 10 year period, the National Academy of 
Sciences (NAS) undertook an extensive study of the 
patent system. The result was a report, published in 
2004, that concluded that there were numerous 
aspects of the U.S. patent system that could use 
improvement.48 However, the scope of patentable 
subject matter was not one of them, despite the fact 
that much of the study and the final report were after 
State Street Bank & Trust Co. v. Signature Financial 
Group, Inc.,49 ending speculation on whether there 
was a “business method” exception to patentability.  


 
activity based on analysis of network traffic data.” It is possible 
that the claims in SRI would not pass muster under the 
“machine-or-transformation” test announced by the same court 
the following year. 
 48 A Patent System for the 21st Century 1 (Steven A. Merrill 
et al., eds., 2004). 
 49 149 F.3d 1368 (Fed. Cir. 1998). 
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 The NAS report confirms the point we have made 
above. Broad interpretation of patentable subject 
matter since 1980, for example, this Court’s decisions 
in Chakrabarty (1980) and Diehr (1981), has been a 
positive force.50 The NAS report supports the position 
that “patentable subject matter” should be a coarse 
filter and that the system can be improved merely by 
rigorous application of the the other criteria for 
patentability. 


 Similarly, the Federal Trade Commission con-
ducted thorough hearings and recommended areas of 
improvement in the patent system to promote 
competition. One of the speakers, then Patent Office 
Director Rogan, discussed the history of innovation in 
the U.S. as spurred by the world’s leading patent 
system.  


Another development has been the expan-
sion of the subject matter of patents. 
Whenever new technologies are prepared for 
patenting, such as with microorganisms or 
computer software, the entry of patent law in 
these areas was greeted with predictions of 
disaster. Yet today, the United States is the 
international leader in these and all other 
areas of technological advancement.51 


 
 50 Id. 
 51 Federal Trade Commission, In the Public Hearing on: 
Competition and Intellectual Property Law and Policy in the 
Knowledge-Based Economy, 25 (2002), available at http://www. 
ftc.gov/opp/intellect/020206ftc.pdf. 
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 Harvard economists Lerner and Jaffe published 
Innovation and its Discontents: How our Broken 
Patent System is Endangering Innovation and 
Progress, and What To Do About It.52 They were very 
critical of several aspects of the U.S. patent system. 
However, with respect to patentable subject matter, 
this is what they had to say: 


There is no fundamental reason why an 
entrepreneur who does come up with a novel 
and non-obvious method of doing business 
needs patent protection less than an 
entrepreneur trying to make a go of 
comfortable high-heeled shoes or a new way 
of using radio spectrum for cell phones.53 


 
B. The Scope Of Patentable Subject 


Matter Is Not Part Of The Current 
Debate On “Patent Reform” 


 More than ten years ago, the CAFC held that 
there was no “business method” exception to 
patentable subject matter and applied a “useful, 
concrete, and tangible result”54 test to determine if a 


 
 52 Adam B. Jaffe & Joshua Lerner, Innovation and Its 
Discontents: How Our Broken Patent System is Endangering 
Innovation and Progress, and What To Do About It (2004). 
 53 Id. at 200. 
 54 The phrase “useful, concrete, and tangible” as it relates to 
patent eligibility appears first in In re Alappat, 33 F.3d 1526, 
1544 (Fed. Cir. 1994). 







25 


practical application existed for an abstract idea.55 
Since Chakrabarty, Diehr and State Street Bank, 
there have been numerous opportunities for 
Congress, under the banner of “Patent Reform,” to 
take up and amend the standard for patentable 
subject matter. They easily could have established a 
“machine-or-transformation” test for method claims. 
They did not.56 


 One of the battles in Congress to amend the 
Patent Act was waged shortly after the State Street 
Bank case was decided. The issue was whether the 
United States should have a “prior user right.” The 
proponents wanted a broad prior user right, 
applicable to a wide variety of manufacturing 
processes. The opponents wanted no prior user rights. 
The compromise is found in 35 U.S.C. § 273. Part 
(b)(1) of this section provides for a prior user right for 
commercially used methods. The caveat is found in 35 
U.S.C. § 273(a)(3): “For the purposes of this section 
. . . the term ‘method’ means a method of doing or 
conducting business.”57 


 
 55 State Street Bank & Trust Co. v. Signature Financial 
Group, Inc., 149 F.3d 1368 (Fed. Cir. 1998). 
 56 See also A Patent System for the 21st Century 84 (Steven 
A. Merrill et al., eds., 2004) (“Apart from the very recent 
congressional ban on human organism patents, clearly a special 
case, there have been no successful legislative attempts to 
circumscribe patenting.”). 
 57 These amendments were made to the statute in 1999. 
State Street Bank was decided in 1998. 
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 Congress was therefore aware that methods of 
doing or conducting business were being patented. 
They had the opportunity during the passage of that 
bill to amend 35 U.S.C. § 101 to eliminate “business 
methods” from the scope of patentable subject matter. 
They chose not to do so. Rather, they provided that 
prior user rights were only applicable to “a method of 
doing or conducting business.” This is a clear 
statement by Congress that they consider “business 
methods” to be within the scope of patentable subject 
matter. 


 Over the intervening years, there have clearly 
been other opportunities for Congress to establish a 
“machine-or-transformation” test to limit the possible 
scope of method claims. Pertinent to this issue, a bill 
was introduced in the last Congress which included a 
provision to make methods for avoiding taxes not 
subject to the damages provision of Sections 281, 283, 
284 and 285.58 Two things are significant about this 
proposal. First, the proposal defined “tax planning 
method” as follows: 


[T]he term “tax planning method” means a 
plan, strategy, technique, or structure that 
is designed to reduce, minimize, or defer, 
or has, when implemented, the effect of 
reducing, minimizing or deferring, a tax-
payer’s tax liability, but does not include the 
  


 
 58 H.R. 2365, 110th Cong. (2007). 
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use of tax preparation software or other tools 
used solely to perform or model mathe-
matical calculations or prepare tax or 
information returns.59  


By attempting to limit damages on plans, strategies 
and techniques, the drafters of this proposal clearly 
acknowledged that these tax planning methods fell 
within the scope of patentable subject matter. There 
was no attempt to redefine patentable methods. 
Adopting a “machine-or-transformation” test would 
have excluded tax plans strategies and techniques. 
Instead, the perceived problem was approached from 
a limitation of damages perspective. Second, even the 
narrow restriction on damages for tax planning 
methods did not pass into law. Clearly, Congress is 
aware that “business method” patents are being 
granted and enforced and has chosen not to take any 
action to redefine methods. 


 In the current Congress, two bills are pending. 
House Bill 1260 has been introduced in the House 
and a similar bill, Senate Bill 515 has been reported 
out by the Senate Judiciary Committee. Roughly 
speaking, there are about 25 features of the bills 
that are being debated.60 Significantly, none of the 


 
 59 Id. (Proposed amendment to Section 287 adding new 
provision (d)(2)). 
 60 The proposed changes to 35 U.S.C. are extensive. 
Proposals relate to first to file, search and examination duties, 
assignee filing, willful infringement, prior user rights, “virtual” 
marking, post grant review, inter partes reexamination, best 


(Continued on following page) 
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proposals relate to redefining any aspect of what 
constitutes patentable subject matter under 35 U.S.C. 
§ 101. Of particular interest, neither of the current 
bills contain the limitation of damages on “methods of 
tax planning” found in the failed patent bill from the 
last Congress. As Circuit Judge Newman pointed out 
in her dissent to the decision below, “Where, as here, 
Congress has not acted to modify the statute in the 
many years since Diehr and the decisions of this 
court, the force of stare decisis is even stronger.”61 


 
II. The Supreme Court Should Adopt The 


“Useful, Concrete, And Tangible Result” 
Test For Patentability Of Method Claims 


1. The Long-Standing Use Of The “Useful, 
Concrete, And Tangible Result” Test Is 
Well Established For Process Patents 


 The “useful, concrete, and tangible result” test 
first appeared in In re Alappat,62 which stemmed from 
  


 
mode requirements, prior art submissions, venue for patent 
infringement actions, interlocutory appeals, fee setting 
authority, venue for certain appeals from the USPTO, ending of 
fee diversion, residency requirements for CAFC judges, 
establishing a micro-entity status, royalty income distributions 
under Bayh-Dole, USPTO telework program, district court 
patent pilot program, inequitable conduct, applicant quality 
submissions and 18-month publication for all applications. 
 61 Bilski, 554 F.3d at 993 (Newman, J., dissenting). 
 62 33 F.3d 1526, 1544 (1994). 
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the interpretation of Diehr that an invention is not 
“abstract” as long as the invention has “practical 
application to a useful end.”63 Shortly after Alappat, 
the CAFC officially adopted the “useful, concrete, and 
tangible result” test in State Street Bank and found 
that a final share price is a useful, concrete, and 
tangible result.  


 Over the past ten years, patent owners and 
patent applicants have followed the CAFC’s guidance 
in Alappat and State Street Bank that a process that 
produces a “useful, concrete and tangible result” is 
patent eligible, a standard also embraced by Congress 
in its update of the Patent Act in 1999 noted above.64 
The Board of Patent Appeals and Interferences 
(BPAI) also has consistently applied the “useful, 
concrete, and tangible result” test in many of its 
appeal cases involving process inventions.65 For 
example, in 2006, the BPAI in Ex parte Nuijten66 


 
 63 Id. at 1552. 
 64 When Section 273 of the Patent Act was enacted in 1999, 
Congress embraced this flexible approach, describing the 
“useful, concrete, and tangible result” test as the “essential 
question” of patent eligibility. H.R. Rep. No. 106-464, at 122 
(1999) (Conf. Rep.). 
 65 See, e.g., Ex parte Watanabe, Appeal 2007-1251 (B.P.A.I. 
Aug. 3, 2007) (“[T]he result of claim 37 is a numerical 
representation of a quantity of a feature. However, a number is 
neither concrete nor tangible. Thus, claim 37 is an abstract idea 
that is nonstatutory under 35 U.S.C. § 101.”). 
 66 84 U.S.P.Q.2d 1335, Appeal 2003-0853 (B.P.A.I. Jan. 24, 
2006). 







30 


rejected a patent application seeking to patent a 
signal with embedded data on the ground that “the 
signal . . . has no concrete tangible physical 
structure.” The BPAI’s decision in Ex parte Nuijten 
also was affirmed by the CAFC, in which the Court 
held that a signal is not a “tangible” article under the 
meaning of “manufacture” as defined in 35 U.S.C. 
§ 101.67 


 
2. Patent Examiners Are Well Acquainted 


And Trained In Adopting The “Useful, 
Concrete, And Tangible Result” Test 


 The USPTO also has issued interim examination 
guidelines and memorandums that are consistent 
with the decisions of this Court and the CAFC. These 
guidelines and memoranda assist patent examiners 
in identifying judicial exceptions to statutory subject 
matter (i.e., abstract idea, law of nature and natural 
phenomenon) and resolving issues pertaining to 
process inventions. In 1996 and again in 2005 after 
the State Street Bank decision, the USPTO published 
training materials to bring the Computer Guidelines 
and their application in line with State Street Bank.68 


 
 67 In re Nuijten, 500 F.3d 1346, 1356 (Fed. Cir. 2007).  
 68 U.S. Patent & Trademark Office, Examination Guidelines 
For Computer-Related Inventions Training Materials Directed 
to Business, Artificial Intelligence, and Mathematical Processing 
Applications (2005), available at http://www.uspto.gov/web/offices/ 
pac/compexam/examcomp.pdf; Examination Guidelines for Com-
puter Related Inventions, 61 Fed. Reg. 7478 (U.S. Patent & 
Trademark Office Feb. 28, 1996). 
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The training materials outlined patent examining 
procedures for evaluating patent eligible subject 
matter, particularly in the area of business, artificial 
intelligence and mathematical processes, to provide 
enhanced technical training for the examiners. Since 
the inception of the “useful, concrete, and tangible 
result” test, patent examiners are instructed to 
determine what it is that a patent applicant has 
invented and is seeking to patent. Patent examiners 
are obliged to review the entire application to 
determine whether the invention as a whole would 
produce a “useful, concrete, and tangible result.”69  


 To harmonize the patent examining system with 
the latest legal precedents, the USPTO has adopted 
in 2005, as Interim Guidelines,70 the “useful, concrete, 
and tangible result” test as one of two principal ways 
to determine whether an invention includes an 
appropriate application of a § 101 judicial exception 
in an effort to follow the guidance in State Street 


 
 69 U.S. Patent & Trademark Office, Manual of Patent 
Examining Procedure § 2106 II (8th ed., rev. 6, 2007) (citing 
In re Alappat, 33 F.3d at 1544) [hereinafter MPEP]. 
 70 U.S. Patent & Trademark Office, Interim Guidelines for 
Examination of Patent Applications for Patent Subject Matter 
Eligibility (2005), available at http://www.uspto.gov/web/offices/ 
pac/dapp/opla/preognotice/guidelines101_20051026.pdf [hereinafter 
“Interim Guidelines”]. The substantive portion of the Interim 
Guidelines has since been incorporated into Chapter 2100 of the 
Manual of Patent Examining Procedure. See MPEP, supra note 
69, § 2106 II. The MPEP is the comprehensive guide patent 
examiners use throughout the prosecution of a patent 
application. 
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Bank.71 To that end, the Interim Guidelines instruct 
the patent examiners to proceed with traditional 
patent prosecution inquiries, beginning with the 
determination of the inventor’s perceived utility of, or 
practical application for, the invention.72 The Interim 
Guidelines provide guidance to the patent examiners 
by giving a brief overview of the relevant case law, 
including precedent from the Supreme Court, Court 
of Customs and Patent Appeals, and CAFC to insure 
that the examiners are aware of the traditional 
breadth of eligible subject matter and the framework 
of the judicial exceptions.73 Including legal precedents 
in the Interim Guidelines insures that the patent 
examiners are acquainted with the traditional 


 
 71 AT&T Corp. v. Excel Communications Inc., 172 F.3d 1352 
(Fed. Cir. 1999); Interim Guidelines, supra note 70, at 19. The 
other principal way required patent examiners to decide 
whether “[t]he claimed invention ‘transforms’ an article or 
physical object to a different state or thing.” 
 72 Id. at 3-4.  
 73 Interim Guidelines, supra note 70, at 11-14 (citing 
Diamond v. Chakrabarty, 447 U.S. 303 (1980); Funk Bros. Seed 
Co. v. Kalo Inoculant Co., 333 U.S. 127 (1948); Gottschalk v. 
Benson, 409 U.S. 63 (1972); In re Alappat, 33 F.3d 1526 (Fed. 
Cir. 1994)). The Interim Guidelines cite the Federal Circuit’s 
decision in State Street Bank & Trust Co. v. Signature Financial 
Group Inc., 149 F.3d 1368 (1998) in different sections. Id. at 1, 4, 
15. Additionally, Annex II of the Interim Guidelines provides a 
more thorough exposition on the relevant case law interpreting 
eligible subject matter. Id. at 32-41. 
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breadth of eligible subject matter and the framework 
of the judicial exceptions.74 


 The Interim Guidelines also explicitly set forth 
the meaning and application of the “useful, concrete, 
and tangible result” test. Using State Street Bank and 
AT&T as supporting frameworks, the Interim 
Guidelines craft a series of factors for the examiners 
to consider in determining whether a claim provides a 
practical application that produces a useful, concrete 
and tangible result.75 In support of the Interim 
Guidelines, the Manual of Patent Examining 
Procedure (“MPEP”) also provides definitions for 
“substantial utility” and “credible utility” that 
encompass the definitions of “concrete” and “tangible” 
presented in the Interim Guidelines.76 In particular, 
“substantial utility” requires that the invention have 
a “real-world” use (i.e., the invention is not 
abstract),77 and “credible utility” addresses the 
requirement in the Interim Guidelines that the 
invention be repeatable.78 


 


 
 74 Charles A. Damschen, Patentable Subject Matter: Do The 
2005 USPTO Interim Guidelines Intersect State Street At A 
Roundabout?, 93 U. Miami Inter-Am. L. Rev. 1889, 1908 (2008). 
 75 Interim Guidelines, supra note 70, at 20-21. 
 76 MPEP, supra note 69, § 2107.01.  
 77 Interim Guidelines, supra note 70, at 4. 
 78 Id. 
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3. USPTO Allowance Rate Of Business 
Method And Process Patents Show 
The “Useful, Concrete, And Tangible 
Result” Test Is Well Suited For 
Examining Business Processes And 
Methods Patents 


 Patent examiners are well trained to tackle 
subject matter eligibility issues related to process 
inventions including business processes. The USPTO 
internal guidelines and memorandums have provided 
great resources through which the patent examiners 
are educated in this complex arena. These effects also 
are suggested from the USPTO filing and issuance 
statistics for business process applications. After 
State Street Bank and AT&T,79 the USPTO has 
devoted significant resources to the examination of 
these applications including instituting extra patent 
searches and management reviews, and hiring 
additional patent examiners with background in 
finance, tax and insurance.80 As a result of these 
organizational changes for examining business 
process applications, the allowance rate for business 
process applications has decreased from above 50% 
before 2000 to 44% in 2002, 16% in 2003, 11% in 
2004, 11% in 2005, and remained steady at 19% in 


 
 79 172 F.3d 1352 (Fed. Cir. 1999). 
 80 Interim Guidelines, supra note 70, at 4; John Love, Steps 
Taken To Improve Patent Quality (2002), available at http:// 
www.ftc.gov/opp/intellect/020227johnlove.pdf.  
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2006, 20% in 2007, and 17% in 2008.81 These 
allowance rates are significantly lower than for other 
applications and the overall average allowance rate 
for all applications, which for 30 of the last 34 years 
has been higher than 60%.82 These data confirm that 
the “useful, concrete, and tangible result” test can be 
properly applied by the USPTO to improve quality of 
the issued business process patents while flagging 
those that are simply not novel, obvious or do not 
meet utility or disclosure requirements. Accordingly, 
should the settled expectations of patent owners and 
the inventing public be abruptly disturbed, it would 
take enormous resources to restore the current rule-
oriented, workable patent examining framework for 
determining the patentability of process inventions.  


 Finally, our position is consistent with Circuit 
Judge Newman’s observation that the “useful, 
concrete and tangible result” test has been a 
workable test to exclude abstract ideas: 


The now-discarded criterion of a “useful, 
concrete, and tangible result” has proved to 
be of ready and comprehensible applicability 
  


 
 81 Wynn W. Coggins, Update on Business Methods for the 
Business Methods Partnership Meeting (2007), available at 
www.uspto.gov/web/menu/pbmethod/partnership.pps.  
 82 James A. Toupin, Practitioner Responsibilities: Should We 
Rethink Whether The Duty Of Reasonable Inquiry Requires Prior 
Art Searches?, IPO 2008 Annual Meeting, September 21-23, 
2008 (2008), available at http://www.bustpatents.com/toupin. 
pdf.  
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in a large variety of processes of the infor-
mation and digital ages. The court in State 
Street Bank reinforced the thesis that there 
is no reason, in statute or policy, to exclude 
computer-implemented and information-based 
inventions from access to patentability. The 
holdings and reasoning of Alappat and State 
Street Bank guided the inventions of the 
electronic age into the patent system, while 
remaining faithful to the Diehr distinction 
between abstract ideas such as mathematical 
formulae and their application in a particu-
lar process for a specified purpose. And 
patentability has always required compl-
iance with all of the requirements of the 
statute, including novelty, non-obviousness, 
utility, and the provisions of Section 112.83 


FPLC expressly declines to take any position 
regarding whether the Petitioners’ claims meet the 
“useful, concrete and tangible result” test. 


--------------------------------- ♦ --------------------------------- 
 


CONCLUSION 


 The “machine-or-transformation” test is contrary 
to this Court’s precedent and Congressional intent 
in enacting and preserving 35 U.S.C. § 101. 
Furthermore, entire industries have grown out of an 
expansive approach to patentability. The “useful, 


 
 83 In re Bilski, 545 F.3d 943, 991-92 (Fed. Cir. 2008) (en 
banc) (Newman, J., dissenting). 
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concrete and tangible result” test is the correct test 
for patentability as it is a workable standard that 
does not allow for the patenting of laws of nature, 
natural phenomena nor abstract ideas. As this test is 
broad, it is well suited for a future of innovation in 
whatever form. 
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APPENDIX 2 


 The claims in a patent describe the metes and 
bounds of an invention. All claims have three principal 
components: a preamble, a transitional phrase, and a 
body. 


 The preamble is generally a short introductory 
phrase to frame the context of the claim. The purpose 
of the preamble is to “indicate the statutory class of 
the claim (often by implication from the words in the 
preamble) and to name or define the thing that is to 
be claimed.”84 Most patent applications contain more 
than one claim. If some of the claims are directed to 
different statutory classes of invention, the preambles 
of the claims to each statutory class will be different.85 


 The transitional phrase separates the preamble 
from the body of the claim. The term “comprising” is 
the most frequently used transitional phrase. The 
body of the claim includes the limitations of the 
invention. 


 All claims have a preamble, a transition phrase 
and a body regardless of the type of claim. Some basic 
types of claims include method claims, apparatus 
claims and article of manufacture claims each of 


 
 84 Robert C. Faber, Landis on Mechanics of Patent Claim 
Drafting § 2.4 (5th ed., release 7, 2008) 
 85 Jeffery G. Sheldon, How to Write a Patent Application 
§ 6.3.3 (Release 24, 2009) 
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which correspond to a different statutory category in 
35 U.S.C. § 101 


 Method claims are used to define an invention as 
one or more acts. Method claims define the invention 
in terms of what the invention does or how it is done, 
as opposed to what the invention is structurally. 
Using method claims allows the applicant to divorce 
the function of the invention from the structure of the 
invention within a given claim. A method claim can 
be identified by the presence of the term “method” or 
“process” in the preamble of the claim. The terms 
“method” and “process” are used interchangeably in 
this type of claim. A method claim is infringed when 
the acts of the method are performed. 


 Apparatus claims are used to define an inventive 
device or system that usually has active components. 
An apparatus claim defines the invention in terms of 
the components of the invention, that is, in terms of 
what the invention is as opposed to what the 
invention does. The Patent Statute also permits an 
apparatus claim to be defined with means-plus-
function elements.86 An apparatus claim can be 
identified by the terms in the preamble. Although 


 
 86 As stated in 35 U.S.C. § 112, paragraph 6, “[a]n element 
in a claim for a combination may be expressed as a means or 
step for performing a specified function without the recital of 
structure, material, or acts in support thereon, and such claim 
shall be construed to cover the corresponding structure, 
material, or acts described in the specification and equivalents 
thereof.” 
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apparatus claims have more variation in the termi-
nology used in the preamble than method claims, the 
preamble of an apparatus claim frequently includes 
one of the following terms “apparatus,” “device,” or 
“system.” “Systems” can be thought of as dispersed 
machine components that interact with each other. 
For example, a system might include a “transmitter” 
in one location and a “receiver” in another. An 
apparatus claim is different than a method claim 
because an apparatus claim generally describes the 
components of the device or system in terms of 
physical or structural characteristics. An apparatus 
claim is infringed by the actual device or system. 


 An article claim includes claims drawn to an 
inventive device with no active components. Such 
claims are not legally distinct from apparatus claims. 
Article claims can sometimes be used to cover 
products of electronic or software inventions. Following 
In re Beauregard,87 article claims have been written 
for computer-readable mediums such as computer 
disks containing novel computer programs. Computer- 
readable medium claims, also called Beauregard 
claims, provide a mechanism to claim inventive 
software products. This type of claim is important 
when it is desirable to be able to identify those 
making or selling a disk or other medium as direct 
infringers. A typical computer readable medium claim 
will have a preamble such as “[a] computer-readable 


 
 87 53 F. 3d 1583 (Fed. Cir. 1995). 
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medium having computer executable instructions for 
performing a method comprising. . . .” The claim 
elements following the transitional phrase in the 
body of the claim may appear similar to the elements 
of a method claim; however, a computer readable 
medium claim is different than a method claim. A 
computer readable medium claim describes a product 
and is infringed by the product, not by performing the 
method. 


 The Patent Statute sets out the requirements for 
a patent application, which include providing a 
description of the invention and one or more claims.88 
The description of the invention is often referred to as 
the specification. One purpose of the specification is 
to describe the invention in such “full, clear, concise 
and exact terms as to enable any person skilled in the 
art . . . to make and use the [invention].”89 The 
specification may also describe the general subject 
matter of the invention or the environment in which 
the invention is practiced. 


 The specification concludes with one or more 
claims that define the invention.90 The purpose of the 
claims is to define the metes and bounds of the 
invention. In other words, the exclusive right 
provided by a patent is determined by the claims. 


 
 88 35 U.S.C. § 112, ¶¶ 1 and 2. 
 89 35 U.S.C. § 112, ¶ 1. 
 90 35 U.S.C. § 112, ¶ 2. 
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APPENDIX 3 


Markman Westview Instruments, Inc., 517 U.S. 370 
(1996). 


Reissue No. 33054: Inventory Control and Reporting 
System for Drycleaning Stores 


1. The inventory control and reporting system, 
comprising; 


 a data input device for manual operation by an 
attendant, the input device having switch means 
operable to encode information relating to sequential 
transactions, each of the transactions having articles 
associated therewith, said information including 
transaction identity and descriptions of each of said 
articles associated with the transactions; 


 a data processor including memory operable to 
record said information and means to maintain an 
inventory total, said data processor having means to 
associate sequential transactions with unique se-
quential indicia and to generate at least one report of 
said total and said transactions, the unique se-
quential indicia and the descriptions of articles in the 
sequential transactions being reconcilable against 
one another; 


 a dot matrix printer operable under control of the 
data processor to generate a written record of the 
indicia associated with sequential transactions, the 
written record including optically-detectable bar 
codes having a series of contrasting spaced bands, the 
bar codes being printed only in coincidence with each 
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said transaction and at least part of the written 
record bearing a portion to be attached to said 
articles; and, 


 at least one optical scanner connected to the data 
processor and operable to detect said bar codes on all 
articles passing a predetermined station, whereby 
said system can detect and localize spurious additions 
to inventory as well as spurious deletions therefrom. 


Microsoft Corp. v. AT & T Corp., 550 U.S. 437 (2007). 
Reissue 32580: Digital Speech Coder 


2. A method for processing a speech pattern 
comprising the steps of: 


 partitioning the speech pattern into successive 
time intervals; 


 generating a set of signals representative of said 
speech pattern of each time interval responsive to 
said interval speech pattern; 


 generating a signal representative of the 
differences between said interval speech pattern and 
the interval speech pattern representative signal set 
responsive to said interval speech pattern and said 
interval speech pattern representative signals; 


 forming a first signal corresponding to the 
interval speech pattern responsive to said interval 
speech pattern representative signals and the 
interval differences representative signal; 
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 forming a second interval corresponding signal 
responsive to the interval speech pattern repre-
sentative signals; 


 generating a signal corresponding to the differ-
ences between said first and second interval corre-
sponding signals; and 


 producing a third signal responsive to said 
interval differences corresponding signal for altering 
said second signal to reduce the interval differences 
corresponding signal. 


eBay Inc. v. MercExchange, L.L.C., 547 U.S. 388 
(2006). 


U.S. Patent No. 5,845,265 


1. A system for presenting a data record of a good 
for sale to a market for goods, said market for goods 
having an interface to a wide area communication 
network for presenting and offering goods for sale to a 
purchaser, a payment clearing means for processing a 
purchase request from said purchaser, a database 
means for storing and tracking said data record of 
said good for sale, a communications means for 
communicating with said system to accept said data 
record of said good and a payment means for 
transferring funds to a user of said system, said 
system comprising: 


 a digital image means for creating a digital 
image of a good for sale; 
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 a user interface for receiving textual information 
from a user; 


 a bar code scanner; 


 a bar code printer; 


 a storage device; 


 a communications means for communicating with 
the market; and 


 a computer locally connected to said digital 
image means, said user interface, said bar code 
scanner, said bar code printer, said storage device and 
said communications means, said computer adapted 
to receive said digital image of said good for sale from 
said digital image means, generate a data record of 
said good for sale, incorporate said digital image of 
said good for sale into said data record, receive a 
textual description of said good for sale from said user 
interface, store said data record on said storage 
device, transfer said data record to the market for 
goods via said communications means and receive a 
tracking number for said good for sale from the 
market for goods via said communications means, 
store said tracking number from the market for goods 
in said data record on said storage device and 
printing a bar code from said tracking number on 
said bar code printer. 
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Quanta Computer, Inc. v. LG Electronics, Inc., 128 
S.Ct. 2109 (2008). 


U.S. Patent No. 5,379,379 


7. In an information processing system . . . , a 
method of reading and writing the information units 
comprising the steps of: 


 buffering write requests, including write 
addresses, as they are received from the system bus; 


 buffering read requests, including read ad-
dresses, as they are received from the system bus; 
comparing when received each read address against 
buffered write addresses, if any, to determine if a 
received read address has an address value within a 
predetermined range of address values of a buffered 
write address; 


 if a received address is determined not to be 


 within the predetermined range of addresses of 
any buffered write addresses then: 


 first executing in sequence all buffered read 
requests; and 


 then executing in sequence all buffered write 
requests; 


 else if a received address is determined to have 
an address value within the predetermined range of 
address values of any buffered write address: 
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 first executing in sequence all buffered read 
requests up to but not including the received read 
request which was determined to be within the 
predetermined range; 


 then executing all buffered write requests; and 


 then executing the buffered read request which 
was determined to be within the predetermined 
range. 
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QUESTIONS PRESENTED 
 


Whether the Federal Circuit erred by holding 
that a “process” must be tied to a particular 
machine or apparatus, or transform a particular 
article into a different state or thing (“Machine-or-
Transformation” test), to be eligible for patenting 
under 35 U.S.C. § 101, despite this Court’s 
precedent declining to limit the broad statutory 
grant of patent eligibility for “any” new and useful 
process beyond excluding patents for “laws of 
nature, physical phenomena, and abstract ideas.” 


 
Whether the Federal Circuit’s “Machine-or-


Transformation” test for patent eligibility, which 
effectively forecloses meaningful patent protection 
to many business methods, contradicts the clear 
Congressional intent that patents protect 
“method[s] of doing or conducting business.”  35 
U.S.C. § 273. 
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INTEREST OF THE AMICUS CURIAE 
 


The Amicus Curiae, Borland Software 
Corporation of Austin, Texas (“Borland”) is one of 
the world’s oldest and enduring software 
companies having introduced numerous 
innovative products.  A wholly-owned subsidiary 
of Micro Focus International plc of Newbury, 
United Kingdom since July 2009, Borland 
produces enterprise software development 
applications and platforms for Application 
Lifecycle Management and Quality Assurance.  
Founded in 1981, Borland has made substantial 
global investments in the development of products 
for the software industry, and pioneered the 
emergence of new technologies that have enabled 
software products ranging from compilers, object-
oriented programming languages, graphical user 
interfaces, web services, enterprise integrated 
development solutions, and development software 
for use across a wide variety of industries.1   
 


                                                            
1 The parties have consented in writing to the filing of this 
brief.  No counsel for a party authored this brief in whole or 
in part, and no counsel or party made a monetary 
contribution intended to fund the preparation or submission 
of this brief, apart from the Amicus Curiae or its counsel.  
Counsel of record for the parties received notice of the 
Amicus Curiae’s intent to file this brief and written consent 
was granted in accordance with Supreme Court Rule 37.2(a). 
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 SUMMARY OF THE ARGUMENT 
 


1.  Section 101 of the Patent Act provides 
patent eligibility for any “process, machine, 
manufacture, or composition of matter.”  This 
statute enumerates the four categories of eligible 
subject matter in the disjunctive.  The language of 
section 101, including the word “or,” has remained 
relatively unchanged since Congress enacted the 
Patent Act of 1793.  The dictionary definition of 
the word “or” contemporary with the enactment of 
the statute indicates that “or” is disjunctive, and, 
thus, serves to separate.  Consistent with the 
legislative history of the Patent Act of 1952 and 
this Court’s precedents, the word “or” in section 
101 has been construed as disjunctive.  Therefore, 
process claims need only fall within any one of the 
statutory categories to be eligible for patent.  But 
the Federal Circuit’s new “Machine-or-
Transformation” test now requires that the word 
“or” in the statute must be construed in the 
conjunctive as “and” when evaluating the 
eligibility of certain process claims.  In particular, 
the “Machine-or-Transformation” test now 
requires a process claim to be tied to a machine.  
Therefore, an eligible claim must recite limitations 
to two statutory categories (i.e., to a process and to 
a machine).  The Federal Circuit’s test conflicts 
with the plain language of the statute.  


2.  The Federal Circuit has held that a claim 
combining two separate statutory classes is 
invalid under section 112, paragraph 2.  But for 
purposes of patent eligibility, the Federal Circuit’s 
“Machine-or-Transformation” test mandates that 
process and machine categories of § 101 must be 
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tied together, thereby combining two different 
statutory categories in a single claim.  Therefore, a 
claim that recites a mixture of statutory categories 
for purposes of patent eligibility under section 101 
also risks invalidity under section 112 for that 
same mixture of statutory categories.  Therefore, 
the “Machine-or-Transformation” test clashes with 
its own jurisprudence under section 112, and 
consequently places patent applicants and 
patentees in a “Catch-22” situation.   


3.  This Court set forth a framework to 
determine patent eligibility from which the 
Federal Circuit strays widely.  This Court declared 
that an inquiry must be made into whether a 
claim is seeking patent protection for a formula 
(e.g., a law of nature, physical phenomena, or idea) 
in the abstract.  Such an inquiry explores whether 
a claim preempts others from using the formula in 
all cases, or whether the claim forecloses others 
from using only the combination of the formula 
and limitations recited in the claim, thereby 
permitting other processes and persons to practice 
different combinations of the formula with 
different limitations.  In reaching its conclusion, 
the Court made no explicit references to or 
reliance on its analysis of the transformation of 
rubber into a different state or thing.  The 
“Machine-or-Transformation” test abandons the 
necessity to inquire as to whether a law of nature, 
physical phenomena, or idea in a claim is one that 
is excluded from patent eligibility.  Therefore, a 
process claim that fails the test is deemed—by the 
mere fact the test failed—to:  (1) automatically 
include a law of nature, physical phenomena, or 
idea, and (2) preempt and foreclose the use of the 
law of nature, physical phenomena, or idea by 
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others.  This test ignores the teachings of this 
Court. 


4.  The “Machine-or-Transformation” test, if 
affirmed by the Court, may discourage investment 
in new and emerging technologies in the software-
related industries.  Industries that develop 
massively multiplayer online games, networked 
data communications, security applications, 
financial services, application development and 
testing, and other types of software may be lose 
substantial value if the lower court’s holding is 
affirmed. 


5.  A broad interpretation to determine patent 
eligibility was envisioned by Congress and the 
Court.  Congress signaled its intent when it 
passed the 1952 Patent Act by indicating generally 
that the word “art” was replaced by “process” and 
intended to cover processes or methods generally.2  
Congress did not create any exceptions to the 
types of processes or methods that are patent-
eligible.  This was further reinforced by Congress’ 
comments in the Revision Notes for Section 100.3  
In its notes to the amendment of the patent 
statutes to include 35 U.S.C. § 273 (i.e., the 
“earlier-inventor defense”), Congress reinforced its 
intent to maintain a broad scope of patent-eligible 
subject matter for process-related inventions by 
acknowledging that innovative business processes 
and methods are valuable to businesses in the 
financial services, software, and manufacturing 


                                                            
2 H.R. No. 82-1923, at 17 (1952). 
3 Id. at 17. 
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industries and, again, no legislated exceptions 
were created.4  


6.  Regarding the Court, its precedents 
illustrate that the scope of patent-eligibility was 
intended to be expansive.  To do otherwise invites 
substantial loss for software-related industries, 
many of which have gained tremendous value in 
process-related patents.  Specifically, Borland may 
lose substantial investments made in its 
innovative software.  Further, since its successful 
defense in Lotus Development Corporation v. 
Borland International, Inc., Borland may lose 
substantial value derived from its patent efforts 
over the last three decades.  


7.  Increasingly complex software has evolved 
far beyond the industrially-applied computer 
programs of Benson, Flook, or Diehr.  As many of 
these technologies may not pass the “Machine-or-
Transformation” test, Borland urges the Court to 
maintain its liberal interpretation of patent-
eligibility, which is flexibly suited to address 
unforeseen technologies.  If the Federal Circuit is 
affirmed, a potential decline in investment into 
American software companies and the U.S. 
economy may occur during a time of dire economic 
crisis.  The Court must consider the effects of 
narrowly interpreting patent-eligibility in view of 
new and emerging technologies that are creating 
substantial value for our society.  In short, 
Borland believes it would be harmed if the 
“Machine-or-Transformation” test becomes the 
exclusive test for patent-eligibility of process-


                                                            
4 See CONFERENCE REPORT, INTELLECTUAL PROPERTY AND 


COMMUNICATIONS OMNIBUS REFORM ACT OF 1999, H.R. Rep. 
No. 106-464, at 121-122 (1999). 







7 
 


 


related inventions such as software under 35 
U.S.C. § 101.  
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ARGUMENT 
 


1. THE FEDERAL CIRCUIT HAS ERRED IN 
HOLDING THAT A PROCESS—AS ONE 
STATUTORY CATEGORY—MUST BE TIED 
TO ANOTHER STATUTORY CATEGORY 
 


A. The Language of the Patent Eligibility 
Statute does not Require that a Process 
Must be Tied to a Machine. 


 
Patent eligibility is codified in 35 U.S.C. § 101, 


which provides that “[w]hoever invents or 
discovers any new and useful process, machine, 
manufacture, or composition of matter . . .” may 
obtain a patent.  Section 101 enumerates four 
categories of patentable subject matter in the 
disjunctive.  But the Federal Circuit’s new test 
now requires that the word “or” in the statute 
must be construed in the conjunctive as “and” 
when evaluating the eligibility of certain process 
claims. 


The “Machine-or-Transformation” test specifies 
that “[a] claimed process is surely patent-eligible 
under § 101 if: (1) it is tied to a particular machine 
or apparatus, or (2) it transforms a particular 
article into a different state or thing.”  In re Bilski, 
545 F.3d 943, 951 (Fed. Cir. 2008) (en banc).  This 
new requirement, which is the first prong of the 
test, is at odds with the disjunctive nature and 
intent of the plain language in the statute.  A 
process-related invention that does not meet the 
second prong must recite a claim to two statutory 
categories—to both a process and a machine—if it 
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is to survive the “Machine-or-Transformation” 
test.   


The Federal Circuit stated that the Court did 
not provide an explicit definition to the term “tied 
to” and crafted its own.  See Id. at 954.  
Specifically, a process claim is “tied to” a machine 
if the claim recites a machine.  Any recitation of a 
machine in a process claim is a limitation to the 
scope of that claim.   


Thus, a claim must now recite limitations to 
both process and machine categories to satisfy the 
machine implementation prong of the “Machine-
or-Transformation” test.  See Id. at 965 
(explaining that a claim is ineligible for patent if it 
effectively is drawn only to a mathematical 
algorithm, and where “[n]o machine was recited in 
the claim.”) (citation omitted).  See Id. at 961 
(remarking that “even a claim that recites 
‘physical steps’ but neither recites a particular 
machine or apparatus, nor transforms any article 
into a different state or thing, is not drawn to 
patent-eligible subject matter[,]” as the claim fails 
the “Machine-or-Transformation” test).  See also 
Id. at 957 (specifying that “even if a claim recites a 
specific machine or a particular transformation of 
a specific article,” thereby passing the “Machine-
or-Transformation” test, “the recited machine or 
transformation must not constitute mere 
‘insignificant postsolution activity.’”).  Accordingly, 
if a claim is to pass muster under the machine 
implementation prong, then that claim must recite 
limitations to both a process and a machine. 


Statutory construction begins with the 
language of the statute.  Diamond v. Diehr, 450 
U.S. 175, 182 (1981).  “[U]nless otherwise defined, 







10 
 


 


words will be interpreted as taking their ordinary, 
contemporary, common meaning.”  Id. (quoting 
Perrin v. United States, 444 U.S. 37, 42 (1979)).  
Further, the Court has “cautioned that courts 
‘should not read into the patent laws limitations 
and conditions which the legislature has not 
expressed.’”  Diamond v. Chakrabarty, 447 U.S. 
303, 308 (1980) (quoting United States v. Dubilier 
Condenser Corp., 289 U.S. 178, 199 (1933)). 


The plain meaning of the word “or” was 
disjunctive in the Patent Act of 1793.  This Act 
defined the categories of statutory subject matter 
that is eligible for patent in language almost 
identical to § 101.  The relevant language of the 
statute is as follows:  “any new and useful art, 
machine, manufacture, or composition of matter.”  
Act of Feb. 21, 1793, § 1, 1 Stat. 319.  In view of 
above-identified cannons of statutory construction, 
the dictionary definition contemporary with the 
Patent Act of 1793 for the word “or” was: “a 
disjunctive particle, marking distribution, and 
sometimes opposition; it corresponds to Either, he 
must Either fall Or fly.”  Thomas Sheridan, A.M., 
A COMPLETE DICTIONARY OF THE ENGLISH 


LANGUAGE, Vol. II, (3d ed., 1790).  “Canons of 
construction indicate that terms connected in the 
disjunctive . . . be given separate meanings.”  
Garcia v. United States, 469 U.S. 70, 73 (U.S. 
1984) (remarking that terms connected in the 
following manner are disjunctive:  “mail matter” 
or “money” or “other property”), citing FCC v. 
Pacifica Found., 438 U.S. 726, 740 (U.S. 1978) 
(explaining that words enumerated in the format 
‘word 1,’ ‘word 2,’ or ‘word 3’ are “written in the 
disjunctive, implying that each has a separate 
meaning.”).  As with the statutory language in 
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FCC, § 101 includes an enumerated list of 
statutory categories in the disjunctive.  Therefore, 
the word “or” in 35 U.S.C. § 101 must not be 
construed as mandating a conjunctive construction 
for the word “or,” and, thus, the word “or” must 
not be interpreted as “and.”  Each of the four 
categories must be treated separately.   


The legislative history is consistent with this 
statutory construction.  In particular, the 
legislative history of the Patent Act of 1952 
intended that the language of the previous patent 
eligibility statute was to be “preserved except that 
the word ‘art’ which appears in the present statute 
has been changed to the word ‘process.’”  S. REP. 
NO. 82-1979 (1952), reprinted in 1952 
U.S.C.C.A.N. 2394, 2398, 2409-10.  Thus, 
Congress intended that the disjunctive nature of 
the patent eligibility statute would endure, 
whereby a claimed invention falling within any 
one of the statutory categories is sufficient to be 
eligible for patent. 


This Court’s precedents have been consistent 
with the construction of § 101, as set forth above, 
and do not require that a claimed invention must 
cover two statutory categories.  In Kewanee Oil 
Co. v. Bicron Corp. 416 U.S. 470, 483 (1974), the 
Court stated that: “no patent is available . . . 
unless it falls within one of the express categories 
of patentable subject matter of 35 U. S. C. § 101.”  
“Congress has spoken in the area of those 
discoveries which fall within one of the categories 
of patentable subject matter of 35 U. S. C. § 101.”  
Id.  In Diehr, the Court explained that section 101 
“is a general statement of the type of subject 
matter that is eligible for patent protection . . . 







12 
 


 


[based on] whether the invention falls into a 
category of statutory subject matter.”  450 U.S. at 
189-190 (citing In re Bergy, 596 F.2d 952, 961 
(1979)).  “The United States Supreme Court has 
never held that ‘process’ inventions suffered a 
second-class status under our statutes, achieving 
patent eligibility only derivatively through an 
explicit ‘tie’ to another statutory category.”  In re 
Bilski, 545 F.3d at 990 (Newman, J., dissenting).   


The “Machine-or-Transformation” test and its 
machine implementation prong are incongruous 
with both the patent eligibility statute and the 
Court’s precedents.  Therefore, the mandatory 
tying of two statutory categories must be rejected 
to recalibrate patent eligibility determinations to 
comply with 35 U.S.C. § 101. 


 
B. The Federal Circuit’s “Machine-or-


Transformation” Clashes with its Own 
Jurisprudence under 35 U.S.C. § 112. 


 
In IPXL Holdings, L.L.C. v. Amazon.com, Inc. 


430 F.3d 1377 (2005), which was a case of first 
impression at the Federal Circuit, the court held 
that a claim combining two separate statutory 
classes was invalid.  The invalidity of such a claim 
is premised on 35 U.S.C. § 112 ¶ 2.  A claim is 
invalid if it fails to “particularly point[] out and 
distinctly claim[] the subject matter which the 
applicant regards as his invention.”  35 U.S.C. § 
112 (1975).  In IPXL Holdings, the Federal Circuit 
ruled that a claim that recites “both a system and 
the method for using that system . . . does not 
apprise a person of ordinary skill in the art of its 
scope, and it is invalid under section 112, 
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paragraph 2.”  Id. at 1384.  Three years after IPXL 
Holdings, the Federal Circuit revisited the issue 
and stated that “no single claim may cover more 
than one subject matter class.”  Microprocessor 
Enhancement Corp. v. Tex. Instruments Inc., 520 
F.3d 1367, 1374 (2008), citing IPXL Holdings 430 
F.3d at 1384 (holding indefinite a claim covering 
both an apparatus and a method of using that 
apparatus). 


The MANUAL OF PATENT EXAMINATION 


PROCEDURE (“the MPEP”) sets forth rules to guide 
the Examination Corps of the United States 
Patent & Trademark Office in the examination of 
all patent applications.  The MPEP recites a rule 
against combining different statutory classes in a 
single claim, and requires the rejection of such 
claims.  The MANUAL OF PATENT EXAMINATION 


PROCEDURE, § 2173.05(p)(II) (July 2008) dictates 
that: “[a] single claim which claims both an 
apparatus and the method steps of using the 
apparatus is indefinite under 35 U.S.C. § 112, 
second paragraph.”  (citations omitted).  Notably, 
the MPEP continues:  


[s]uch claims may also be rejected 
under 35 U.S.C. 101 based on the 
theory that the claim is directed to 
neither a ‘process’ nor a ‘machine,’ 
but rather embraces or overlaps two 
different statutory classes of 
invention set forth in 35 U.S.C. 101 
which is drafted so as to set forth the 
statutory classes of invention in the 
alternative only. 


Id. citing Ex parte Lyell, 17 USPQ2d 1548, 1551 
(1990).  The MPEP comports with the above 
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statutory construction and Court precedents.  
Thus, Examiners are to view § 101 as a list of 
statutory categories enumerated in the 
“alternative only” (i.e., in a disjunctive manner).  
Id.   


For purposes of patent eligibility, the Federal 
Circuit’s “Machine-or-Transformation” test 
mandates that process and machine categories of § 
101 must be tied to each other, thereby combining 
two different statutory categories.  In particular, a 
claim to a certain process must also recite a 
machine or apparatus.  This requirement is in 
contravention with the prohibition of IPXL 
Holdings in that a single claim cannot overlap two 
different statutory classes.  Therefore, a claim 
reciting a mixture of statutory categories for 
purposes of patent eligibility under 35 U.S.C. § 
101 is also—and simultaneously—at risk of 
invalidity under 35 U.S.C. § 112 ¶ 2 for that same 
mixture of statutory categories.  The “Machine-or-
Transformation” test consequently places patent 
applicants and patentees in a “Catch-22” situation.  
Compliance with both 35 U.S.C. § 101 and 35 
U.S.C. § 112 are now mutually exclusive.  The 
Federal Circuit’s “Machine-or-Transformation” 
test exacerbates the uncertainty in protecting 
patent properties and adds confusion to the patent 
application examination process for not only 
software patent applicants, but for all applicants 
for which a process patent is sought.  This Court 
must clarify or dispense with the “Machine-or-
Transformation” to stabilize the jurisprudence of 
patent eligibility at the Federal Circuit.   
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2. THE “MACHINE-OR-TRANSFORMATION” 
TEST DEPARTS FROM THE PATENT 
ELIGIBILITY FRAMEWORK SET FORTH 
IN DIEHR  
 


A. Determining Patent Eligibility under Diehr 
Requires Preemption Analysis. 


 
The Court set forth a framework in Diehr to 


determine patent eligibility.  This framework 
requires that a claim must be analyzed to 
determine whether it preempts all uses of a law of 
nature, physical phenomena, or idea (i.e., in the 
abstract).  Id. at 191 (“[A]n inquiry must be made 
into whether the claim is seeking patent 
protection for that formula in the abstract . . .  
when a claim recites a mathematical formula (or 
scientific principle or phenomenon of nature.”)). 


Such an inquiry explores whether a claim 
preempts others from using the equation in all 
cases, or whether the claim forecloses others from 
using only the combination of the equation and 
limitations recited in the claim.  See generally Id. 
at 187 (“Their process admittedly employs a well-
known mathematical equation, but they do not 
seek to pre-empt the use of that equation.  Rather, 
they seek only to foreclose from others the use of 
that equation in conjunction with all of the other 
steps in their claimed process.”). 


If a claim prevents others from using the 
equation, then the claim seeks to preempt the use 
of the equation, and, therefore, is excluded from 
eligibility under § 101.  For example, the 
limitations of a claim directed to only an equation 
preempts the use of the equation by others.  But if 
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a claim forecloses others from using only a 
particular combination of the equation and claim 
limitations while permitting others to use the 
equation in combination with different steps, then 
the application of the equation is eligible for 
patent.  See generally Id. at 187.  For example, a 
claim directed to a combination of an equation and 
limitations A, B, and C does not foreclose others 
from practicing a claimed combination including 
the equation and a limitation D.   


In resolving the question of patent eligibility, 
the Court in Diehr analyzed the claims initially 
and observed that the claims “involve the 
transformation of an article, in this case raw, 
uncured synthetic rubber, into a different state or 
thing.”  Id. at 184.  The transformation into 
different states or things is a “clue” or factor in 
determining patent eligibility.  Id.  But the Court 
neither ended its analysis there nor relied 
expressly on that observation that the claims 
involve such a transformation; rather, the Court 
performed its preemption analysis to reach its 
conclusion.   


The Court first identified the use of the 
Arrhenius equation in the claim at issue.  Thus, 
the first step in the preemption analysis is to 
identify a law of nature, physical phenomena, or 
abstract idea covered by the claim.  Then, the 
Court explored whether the equation in the claim 
was otherwise limited by other steps to determine 
whether the equation was claimed in the 
“abstract.”  The second step in the preemption 
analysis, therefore, is to determine whether the 
claims “seek only to foreclose from others the use 
of that equation in conjunction with all of the 
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other steps in their claimed process.”  Id. at 187.  
In Diehr, the Court’s analysis identified other 
steps in the claim: “installing rubber in a press, 
closing the mold, constantly determining the 
temperature of the mold, constantly recalculating 
the appropriate cure time through the use of the 
formula and a digital computer, and automatically 
opening the press at the proper time.”  Id.  As 
there were limitations in the claim beyond those 
directed to just the equation, other processes and 
persons are not be foreclosed from practicing the 
Arrhenius equation in combination with different 
limitations.  Based on its analysis, the Court in 
Diehr found that the application of the equation 
was eligible for patent.  Importantly, the Court 
made no explicit references to or reliance on its 
analysis of the transformation of rubber into a 
different state or thing to reach its conclusion. 


 
B. The “Machine-or-Transformation” Test Does 


Not Require Preemption Analysis and Fails 
to Comport with Patent Eligibility under 
Diehr. 


 
The “Machine-or-Transformation” test under In 


re Bilski does not require a preemption analysis, 
and, therefore, abandons the necessity to inquire 
as to whether a law of nature, physical 
phenomena, or abstract idea in a claim is one that 
is excluded from patent eligibility.  Thus, under In 
re Bilski, a process claim that fails either the 
machine prong or the transformation prong is 
deemed—by the mere fact the test failed—to:  (1) 
include a law of nature, physical phenomena, or 
abstract idea, and (2) preempt and foreclose the 
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use of the law of nature, physical phenomena, or 
abstract idea by others. 


By ignoring the teachings of Diehr, emerging 
and unforeseen technologies that fail the 
“Machine-or-Transformation” test will be deemed 
ineligible for patent, even though claims directed 
to some of the emerging and unforeseen 
technologies may not include a law of nature, 
physical phenomena, or abstract idea that are 
excluded from patent eligibility under § 101.  The 
“Machine-or-Transformation” test automatically 
concludes that a process only embodies a law of 
nature, physical phenomena, or abstract idea if 
the process does not perceptibly transform a 
particular article into a different state or thing, 
thereby precluding inquiries into whether the 
claim actually seeks to foreclose others from using 
a fundamental principle.  


The Federal Circuit acknowledged the 
necessity to perform a preemption analysis set 
forth in Diehr but did not include it in its test.   


Diehr can be understood to suggest 
that whether a claim is drawn only 
to a fundamental principle is 
essentially an inquiry into the scope 
of that exclusion; i.e., whether the 
effect of allowing the claim would be 
to allow the patentee to pre-empt 
substantially all uses of that 
fundamental principle.  If so, the 
claim is not drawn to patent-eligible 
subject matter. 


In re Bilski, 545 F.3d at 956.  The “Machine-or-
Transformation” test omits such an inquiry. 
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The Federal Circuit admits it did not have 
explicit definitions of the terms “transform” and 
“article” with which to fashion its test.  See 
generally Id. at 954.  If the “Machine-or-
Transformation” test is to stand in its present 
form, patent eligibility will be won or lost based 
only on the perceptibility or physicality of the 
terms “transform” and “article,” and whether the 
construction of those terms will be determined 
with a 19th century technological lens.  It would be 
disconcerting if the “Machine-or-Transformation” 
test stands, especially as industrialized nations 
move from a manufacturing-based economy (i.e., 
that creates tangible products) to a service-based 
economy (i.e., that creates intangible products).  
The “Machine-or-Transformation” test strays 
widely from patent eligibility framework set forth 
by the Court in Diehr and must be rejected.   


 


3. AFFIRMING THE FEDERAL CIRCUIT’S 
NARROW INTERPRETATION IGNORES 
THIS COURT’S PRECEDENT FOR A 
BROADER STANDARD UNDER WHICH 
EMERGING TECHNOLOGIES CAN 
BECOME PATENT-ELIGIBLE 
 
A. Limiting the Judicial Determination of 


Patent-Eligible Subject Matter to the 
Exclusive Application of the “Machine-or-
Transformation” Test Raises Barriers for 
New and Emerging Technologies in 
Software-Related Industries. 
 


The Federal Circuit held that the “Machine-or-
Transformation” test is the sole test for 
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determining patent-eligibility under 35 U.S.C. § 
101.  In re Bilski, 545 F.3d at 956.  However, the 
Court’s prior precedents indicate otherwise.  See 
Gottschalk v. Benson, 409 U.S. 63, 70 (1972).  In 
contrast to the Federal Circuit, the “Machine or 
Transformation” test is meant to be a “clue” and 
not the sole test for determining patent-eligibility.  
This Court stated this in Benson and Parker v. 
Flook, followed by more definite assertions in 
Diehr that patent eligibility under 35 U.S.C. §101 
should be broadly interpreted.  See Benson, 409 
U.S. at 71; see also Parker v. Flook, 437 U.S. 584, 
589 (1978); see 450 U.S. at 187-188 and192 (1981). 


This Court’s precedent clearly establishes that 
patent-eligible processes may be found under 35 
U.S.C. § 101 regardless of whether the “Machine-
or-Transformation” test is met.  See id.  For many 
emerging technologies in software-related fields, 
inventions are often not tied to a particular 
machine nor intended to effect a transformation of 
a particular article to a different state or thing.  
For example, the present Amicus Curiae develops 
complex software at considerable expense in time, 
money, and effort to create innovative software 
that other organizations may use to develop 
specialized computer applications for use in small, 
medium, and large enterprises, often being 
delivered or executed entirely “online” without 
connection to the physical environment around us.  
Thousands of businesses and individuals in 
software-related industries create innovative 
computer programs that do not require specific 
types of machines or transformations and seek 
patent protection for their inventions.  However, if 
the motivation of patent protection is not 
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available, investment and motivation to innovate 
will likely decline.   


In Benson, this Court specifically commented 
on whether a process, to be found patentable, must 
be tied to a particular machine or transform a 
particular article to a different state or thing.  
This Court unequivocally stated: 


 
“It is argued that a process patent must 


either be tied to a particular machine or 
apparatus or must operate to change articles or 
materials to a “different state or thing.”  We do 
not hold that no process patent could ever 
qualify if it did not meet the requirements of 
our prior precedents.  It is said that the 
decision precludes a patent for any program 
servicing a computer.  We do not so hold…It is 
said we freeze process patents to old 
technologies, leaving no room for the 
revelations of the new onrushing technology.  
Such is not our purpose.” (emphasis added)   


 
See Benson, 409 U.S. 63, 71 (1972).  The Court 
clearly anticipated that process-related inventions 
may be found beyond the confines of the “Machine-
or-Transformation” test.  As many software-
related inventions are neither coupled to a 
particular machine nor transform a particular 
article into a different state or thing, the reliance 
upon a singular test to determine patent-eligibility 
is flawed.  Further, the continued perception of 
software as purely mathematical is also inaccurate 
because of the advent of higher order 
programming and formatting languages that no 
longer require the direct input of mathematical 
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formulae (e.g., object-oriented programming that 
utilizes objects to define groups of functions and 
not individual functions themselves). At the time 
of Benson, Flook, and Diehr, contemporary 
computer programming was largely based on 
unstructured computer programming techniques 
that typically required writing individual routines, 
sub-routines, and mathematically-based 
operations.  However, computing technologies 
today have evolved far beyond the use of writing 
program code based on purely mathematical 
formula such as the program code used to convert 
binary coded decimals into pure binary code as set 
forth in Benson.  Object-oriented programming 
now allows software developers to write program 
and source code based on practical applications 
such as modeling workflows or simulating 
operation of a machine.   


With the advent of object-oriented 
programming and higher order programming and 
formatting languages, software has become 
fundamentally complex and defines relationships 
between data structures such as objects, classes, 
libraries, or data constructs that are not found in 
nature, but are intangible creations of man and, 
thus, should be patentable.  These new and useful 
processes should also be patentable because 
software often acts, models, or performs functions 
similar to physical machines producing benefits or 
results that are as useful as a patent-eligible 
rubber-curing process under the “Machine-or-
Transformation” test.  In other words, the Patent 
Act, in its presently amended form, was not 
intended to promote the contemporaneous useful 
arts of 1952, 1999, or 1793, but was intended to be 
ubiquitously applied to determining patent-
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eligible subject matter in any era or epoch of 
human technological development. 


As amended from “art” by the 1952 Patent Act, 
the term “process” was intended to describe 
subject matter that should be patent-eligible as 
these promote “…the Progress of Science and 
useful Arts,” as set forth by the Constitution in 
Article 1, Section 8.  To allow the lower court’s 
holding to stand invites the destruction of untold 
value and investments made in process-related 
software inventions and disregards a historically 
broad interpretation of 35 U.S.C. § 101.5 


Today, this Court’s prior precedents for 
establishing patent-eligibility are broader than the 
“Machine-or-Transformation” test, as stated by the 
Federal Circuit.  Due to advances in computing 
and information technology such as increasingly 
powerful processors, computer memories, network 
                                                            
5 As of the time of submission of this brief, the present 
Amicus Curiae notes that several cases have been appealed 
to the Federal Circuit, which has issued a stay pending the 
outcome of the present case, but all of which are raising 
similar issues as to whether and how a process-related 
invention is patent-eligible under 35 U.S.C. § 101.  
Specifically, each of the stayed appeals may be implemented 
using software, increasing the urgency of requesting this 
Court’s intervention to reaffirm established precedent that 
process-related inventions may be found without requiring 
passage under the “Machine-or-Transformation” test.  See 
Every Penny Counts, Inc. v. Bank of America Corp., No. 
2:07-cv-042, slip op. (M.D. Fla. May 27, 2009), motion for 
stay pending, No. 2009-1442 (Fed. Cir. Jul. 27, 2009). See 
also CyberSource Corp. v. Retail Decisions, Inc., No. 3:04-cv-
03268, slip op. (N.D. Cal. Mar. 27, 2009), appeal stayed, No. 
2009-1358 (Fed. Cir. Jul. 30, 2009).  See also Fort Properties, 
Inc. v. American Master Lease, LLC, No. 8:07-cv-365, slip 
op. (C.D. Cal.  Jan. 22, 2009), appeal stayed, No. 2009-1242 
(Fed. Cir. Jun. 11, 2009).  







24 
 


 


communications systems, devices, and techniques, 
and reduced transistor and semiconductor feature 
sizes, many innovations in these fields may not be 
patent-eligible under the “Machine-or-
Transformation” test because they may not 
require any type of specialized equipment other 
than a “general purpose computer.”  For example, 
software applications developed by the present 
Amicus Curiae may be used by companies to 
develop other computer programs intended for 
downloading over the Internet (or another data 
network) or installed on a general purpose 
computer from a type of storage medium known as 
a “CD-ROM” (i.e., “Compact Disc-Read-Only 
Memory”).  Many computer programs are written 
exclusively for performing a task or set of tasks 
between computers, often being hosted or served 
from a general purpose computer, server, 
computing cloud, or the like.  This software may 
not be tied to a particular machine or transform a 
particular article into a different state or thing.  In 
many instances, software developers may not be 
aware of the specific machines (e.g., servers) that 
are being used to host their applications, which 
may reside in “server farms” that are far-removed 
from the physical locale of the software 
development site.  Given current trends in 
software development, the present Amicus Curiae 
urges the Court to reinforce its interpretation that 
a broader reading of 35 U.S.C. § 101 is consistent 
with its prior precedents and suitable for 
application to process-related inventions such as 
software and other new or emerging technologies.     


 







25 
 


 


B. The Court’s Precedents Do Not Limit 
Patent-Eligibility for Process-Related 
Inventions to Those that Meet the 
“Machine-or-Transformation” Test. 
 


In Benson, the Court stated that a process may 
be patentable even if it does not meet the 
“Machine-or-Transformation” test.  See 409 U.S. 
at 71.  This guideline was further reinforced by 
Justice Stevens writing for the majority in Flook, 
when he stated that: 


 
“[A]n argument can be made, however, that 


this Court has only recognized a process as 
within the statutory definition when it was 
either tied to a particular apparatus or 
operated to change materials to a “different 
state or thing.”  See Cochrane v. Deener, 94 
U.S. 780, 787-788.  As in Benson, we assume 
that a valid process patent may issue even if it 
does not meet one of these qualifications of our 
earlier precedents.”  See Parker v. Flook, 437 
U.S. at 589.   


 
By contrast, the Federal Circuit contends that 


this breadth of interpretation does not exist 
because these statements were not recited in 
Diehr.  In re Bilski, 545 F. 3d at 956.  Justice 
Stevens did not opine, nor has any Justice writing 
for a majority of the Court, ever stated that the 
“Machine-or-Transformation” test was intended to 
be the sole and exclusive test for determining 
patent-eligibility.  The so-called “caveat” (i.e., that 
process-related inventions may be found 
patentable apart from those that meet the 
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“Machine-or-Transformation” test) was absent 
from the Court’s opinion in Diehr and the Federal 
Circuit assumed that the Court had narrowed the 
scope of patent-eligible subject matter.  See In re 
Bilski, 545 F.3d at 956.  However, the Court’s use 
of open-ended language in the decision in Diehr 
suggests that the Court was not receding from a 
broader interpretation of 35 U.S.C. § 101.  See 450 
U.S. at 184.  Further, if the Court meant to draw 
down the scope of interpretation of patent-eligible 
subject matter, it would have done so.  In other 
words, the Federal Circuit improperly assumed 
this Court’s intent in the absence of any other 
indications of the scope of patent-eligible 
processes.  


The Federal Circuit failed to take into account 
the analysis performed by this Court establishing 
that processes may be patentable, regardless of 
particular machinery or transformations coupled 
thereto.  In Diehr, the Court reinforced the long-
standing, guiding principle by which any invention 
is deemed to be patentable based on whether it 
claims a law of nature, mathematical algorithm, or 
fundamental principle wholly or claims an 
application thereof.  As recited by the Court 
previously, “[T]hat a process may be patentable, 
irrespective of the particular form of 
instrumentalities used, cannot be disputed.”  See 
Cochrane, 94 U.S. at 787-788.  If claimed as a 
process, software should need to exhibit nothing 
more to gain patent-eligibility than show that pre-
emption of all uses of a fundamental principle, law 
of nature or physics, phenomenon of nature are 
not ought.  See Diehr, 450 U.S. at 191.     
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Software has a practical application that 
should be patent-eligible, regardless of whether it 
meets the “Machine-or-Transformation” test.  As a 
process-related invention, software typically relies 
upon the use of computer programs to help encode 
or generate the necessary object and source code 
that provides instructions to a computer processor 
(or group thereof) for performing a function or set 
of functions.  The Federal Circuit’s assumptive 
logic that patent-eligible processes may be found 
apart from the “Machine-or-Transformation” test 
disregards the Court’s guidelines that patent-
eligible processes may be also be found apart from 
the test when a practical application is 
determined.  See Diehr, 450 U.S. at 187-188.  The 
lower court’s flawed logic assumes that the Court 
intended to disavow breadth in its interpretation 
of 35 U.S.C. § 101 because it did not repeat the 
“caveat” set forth in Benson or Flook.  See In re 
Bilski, 545 F.3d at 956.  The present Amicus 
Curiae disagrees in that the Court signaled its 
continued intent to ensure that the scope of 
patent-eligible processes remained broadly 
interpreted in order to accommodate new and 
emerging technologies, “[I]t is now commonplace 
that an application of a law of nature or 
mathematical formula to a known structure or 
process may well be deserving of patent 
protection.”  See Diehr, 450 U.S. at 187-188. 


 
C. Alternatively, if the Definitive Test for 


Patent Eligibility is the “Machine-or-
Transformation” Test, the Court Must 
Establish its Precise Contours for Process-
Related Inventions such as Software. 







28 
 


 


 
If, as stated in Benson, the “Machine-or-


Transformation” test is the “clue” to determining 
patent-eligibility under 35 U.S.C. § 101, the Court 
is urged to provide guidance to the software 
industry on its full interpretation.  Already, the 
present Amicus Curiae is contending with a wide 
variety of inconsistent examination results for 
software-related inventions from the Patent and 
Trademark Office and, without clear guidance 
from this Court, will undoubtedly continue to do 
so.  Further, there is concern regarding lower 
courts that are attempting to apply the “Machine-
or-Transformation” test, including interpreting the 
“machine” prong, but without guidance from either 
the Federal Circuit or this Court.  For example, in 
CyberSource Corp. v. Retail Decisions, Inc., No. 
3:04-cv-03268, slip op. (N.D. Cal. Mar. 27, 2009), 
appeal stayed, No. 2009-1358 (Fed. Cir. Jul. 30, 
2009), the District Court applied the “machine” 
prong of the “Machine-or-Transformation” test in a 
patent infringement matter without guidance from 
the Federal Circuit or this Court resulting in an 
appeal of the decision.  Fortunately, this appeal 
has been stayed pending the outcome of the 
present case. 


Without guidance or precedent from either the 
Federal Circuit or this Court, District Courts such 
as that in CyberSource, will mistakenly jeopardize 
the patent rights of legitimate inventors and 
assignees of software-related inventions.  In light 
of the Federal Circuit’s admission that “[W]e leave 
to future cases the elaboration of the precise 
contours of machine implementation, as well as 
the answers to particular questions, such as 
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whether or when recitation of a computer suffices 
to tie a process claim to a particular machine,” the 
present Amicus Curiae believes that the “future” 
case is the present one.  See In re Bilski, 545 F.3d 
at 962.  If the “Machine-or-Transformation” test is 
to be the exclusive challenge to patent eligibility, 
this Court must set forth (and the lower courts 
shall follow) the precise contours of the test so as 
to create predictable, enforceable rights for 
inventors seeking patents on process-related 
inventions.  Further, by defining the precise 
contours of the “machine” prong of the “Machine-
or-Transformation” test, lower courts will be 
discouraged from speculative interpretation and 
application of this Court’s precedent. 


 
4. CONGRESSIONAL INTENT BEHIND THE 


ENACTMENT OF 35 U.S.C. § 273 CLEARLY 
ENVISIONED PROCESSES SUCH AS 
BUSINESS METHODS AND SOFTWARE AS 
BEING WITHIN THE SCOPE OF PATENT-
ELIGIBLE SUBJECT MATTER UNDER 35 
U.S.C. § 101  
 
A. Congress’ Intent to Establish a Legislative 


Defense to Infringement for Business 
Methods Indicates Processes Other Than 
Those Meeting the “Machine-or-
Transformation” Test are Patentable under 
35 U.S.C. § 101. 


 
The enactment of the Intellectual Property and 


Communications Omnibus Reform Act of 1999 
provided a “first inventor defense” against new 
forms of process-related inventions that were 
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previously thought unpatentable.  However, 
Congress’ enactment of an infringement defense in 
lieu of passing legislation to ban patents from 
being issued for inventive methods for doing and 
conducting business, as set forth in 35 U.S.C. § 
273(a)(3), signaled that the legislature intended 
that existing patent law should be interpreted and 
applied to emerging technologies in fields such as 
“…financial services, software companies, and 
manufacturing firms-any business that relies up 
on innovative business processes and methods.”6  
If Congress had intended to enact a policy-driven 
change to the patent laws believing the current 
patent laws were over-reaching with regard to 
process-related inventions, it would have done so.   


In the Conference Report for the Intellectual 
Property and Communications Omnibus Reform 
Act of 1999, Congress acknowledged the on-going 
breadth of interpretation of 35 U.S.C. § 101 when 
it stated: 


 
“Subtitle C strikes an equitable balance 


between the interest of U.S. inventors who 
have invented and commercialized business 
methods and processes, many of which until 
recently were thought not to be patentable, and 
U.S. or foreign inventors who later patent the 
methods and processes.”   


 
See CONFERENCE REPORT, INTELLECTUAL 


PROPERTY AND COMMUNICATIONS OMNIBUS 


                                                            
6 See CONFERENCE REPORT, INTELLECTUAL PROPERTY AND 


COMMUNICATIONS OMNIBUS REFORM ACT OF 1999, H.R. Rep. 
No. 106-464, 122 (1999).   
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REFORM ACT OF 1999, H.R. Rep. No. 106-464, at 
121. 


Clearly, Congress did not intend to curtail the 
scope of interpretation or applicability of 35 U.S.C. 
§ 101, but instead intended that the existing law is 
broad enough to apply to new and emerging 
technologies, although the present Amicus Curiae 
maintains that software is no longer an 
“emerging” technology given its development over 
the last half-century.   


 
B. By Broadly Interpreting the Scope of the 


Patent Statute to Include Process-Related 
Inventions such as Software, the Court is 
Not Making Policy, but Enforcing that 
Already Intended by Congress.  


 
It is not policy-making to interpret the scope of 


the statute to encompass new and novel processes 
beyond those of the Industrial Age.  As stated by 
the Court in Diehr: 


 
“It is for the discovery or invention of some 


practical method or means of producing a 
beneficial result or effect, that a patent is 
granted….It is when the term process is used 
to represent the means or method of producing 
a result that is patentable, and it will include 
all methods or means which are not effected by 
mechanism or mechanical means.”  See Diehr, 
450 U.S. at 184; see also Corning v. Burden, 15 
How. 252, 267-268 (1854). 
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Given the breadth of interpretation of 35 U.S.C. § 
101 for finding patent-eligible processes, policy 
has been established by Congress and should be 
enforced by this Court’s interpretation of its 
precedent in the present case.      


The present Amicus Curiae acknowledges that 
the Court must exercise care and diligence when 
interpreting existing law with regard to its 
applicability to emerging technologies.  As Justice 
Stevens stated in Flook, “…It is our duty to 
construe the patent statutes as they now read, in 
light of our prior precedents, and we must proceed 
cautiously when we are asked to extend patent 
rights into areas wholly unforeseen by Congress.”  
437 U.S. at 596.  However, the application of 35 
U.S.C. § 101 to methods of doing or conducting 
business was not wholly unforeseen by Congress.  
What was unforeseen may have been the 
instrumentalities (e.g., the Internet, networked 
computers and telecommunications systems, 
electronic commerce, logistics management 
software, commodities and futures trading 
software, electronic security systems and software, 
financial management software, among others) by 
which these methods are effected.  Regardless, and 
as stated by this Court, a “…process may be 
patentable, irrespective of the particular form of 
instrumentalities used, cannot be disputed.”  See 
Cochrane, 94 U.S. at 787-788.   


The Court is urged to maintain its vigilance 
and caution with regard to interpreting the law 
and its precedents when considering whether the 
“Machine-or-Transformation” test is the sole test 
for determining patent-eligibility under 35 U.S.C. 
§ 101.  The Federal Circuit’s requirement of the 
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“Machine-or-Transformation” test as the only 
challenge to patent eligibility disregards precedent 
of this Court and Congress’ intention that process-
related inventions should be held to a broader 
categorical scope of patent-eligible subject matter. 


 
5. THE SCOPE OF 35 U.S.C. § 101 SHOULD BE 


BROADLY INTERPRETED TO AVOID 
DISCOURAGING INNOVATION AND 
INVESTMENT IN SOFTWARE-RELATED 
INDUSTRIES 
 
A. Innovations in Software-Related Industries 


are Becoming Increasingly Complex and are 
not Necessarily Reliant on a Particular 
Machine or Transformation of a Particular 
Article Into a Different State or Thing. 
 


Thomas Jefferson believed that our patent 
statutes should recognize that “…ingenuity should 
receive a liberal encouragement.”  5 Writings of 
Thomas Jefferson 75-76 (Washington ed. 1871).  
The promise of a grant of legal privilege conveying 
exclusive patent rights is the bargained-for 
exchange that motivates inventors to apply for a 
patent and disclose his invention to the public.  If 
the incentive is removed, inventors may not only 
fail to disclose their inventions, but investors may 
divert investment and resources into other 
activities, where economic or other barriers to 
entry may be erected in order to mitigate the risk 
of losing substantial investments in personnel, 
time, energy, resources, and finance.  Affirming 
the Federal Circuit will eliminate a strong 
incentive to invest in innovation, particularly for 
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technologies such as software, which are often 
very technically complex and devoid of any specific 
hardware (i.e., particular machine) requirement or 
transformation, requiring substantial time (often 
measured in months, if not years, of development 
time) and money in order to bring a new service, 
product, or technology to market. 


Software-related innovations in fields such as 
enterprise software (of various sort), virtual 
machines (i.e., a software-based emulation of a 
physical machine), shard or instance-based 
computing platforms, mobile computing platforms 
and devices, distributed computing platforms (e.g., 
cloud computing), middleware applications (i.e., 
computer programs that provide functions 
between other computer programs), electronic 
commerce, financial transactions and services, and 
others are increasingly divorced from the need for 
application-specific hardware requirements.  
Applications (i.e., software) such as these are often 
distributed over data networks such as the 
Internet or World Wide Web in order to allow 
customers, individuals and businesses alike, to 
find, purchase, download, or stream (i.e., 
temporarily executing an application from a 
remote location without downloading a copy to 
one’s computer) data, information, or content.  
Many of these process-related innovations, 
however, may likely run afoul of the “Machine-or-
Transformation” test, failing this Court’s 
enforcement of its traditionally broad scope of 
interpretation of patent-eligibility. Information 
technology has advanced to the point where the 
Federal Circuit’s interpretation of existing patent 
laws is obsolete, not the law itself. 
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The enactment of the 1952 Patent Act clearly 
establishes that patent eligibility of inventions, 
including processes or methods, was intended to 
have a broad scope of application.  Specifically, the 
Report from the Committee on the Judiciary for 
the House of Representatives for the 1952 Patent 
Act provided that: 


 
“”Process” has been used as its meaning is 


more readily grasped than “art” as interpreted, 
and the definition in section 100 (b) makes it 
clear that “process or method” is meant.  The 
remainder of the definition clarifies the status 
of processes or methods which involve merely 
the new use of a known process, machine, 
manufacture, composition of matter, or 
material; they are processes or methods under 
the statute and may be patented provided the 
conditions for patentability are satisfied.”  H.R. 
No. 1923, at 17 (1952).  


 
Congress amended 35 U.S.C. § 101 to clarify 


the types of processes or methods that may be 
eligible for patenting, assuming other conditions 
for patentability are met, including 35 U.S.C. §§ 
102 (anticipation of novelty) and 103 
(obviousness).  See H.R. No. 1923, at 6.  As 
Congress did not further elaborate in its passage 
of the 1952 Patent Act on specific types of patent-
eligible processes or exclusions therefrom, it is 
apparent that a broader interpretation of 35 
U.S.C. § 101 than that provided by the Federal 
Circuit was intended.  When combined with the 
subsequent judicial interpretations under Benson, 
Flook, and Diehr, illumination is shed upon the 
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proposition that a broad scope to 35 U.S.C. § 101 is 
appropriate and was intended to accommodate 
new and emerging complex technologies, 
regardless of whether a particular machine or 
transformation is involved.  See Benson, 409 U.S. 
at 71; see also Flook, 437 U.S. at 589.  The present 
Amicus Curiae urges this Court to import into its 
analysis of the lower court’s decision its prior 
precedents and Congress’ intent behind 35 U.S.C. 
§ 101, not the historical, technological context 
surrounding those events (i.e., the Industrial 
Revolution). 


 
B. Restricting Patent-Eligibility for Software-


Related Inventions to Only Those that Meet 
the “Machine-or-Transformation” Test 
Increases Vulnerability of Software-Related 
Inventions to an Increasing Amount of 
Piracy and Theft. 


 
Having a strong intellectual property regime, 


including patents, for process-related inventions is 
a crucial part of the U.S. economy, particularly for 
information technology concerns such as software 
companies and any type of organization that 
develops software.  Despite the current economic 
crisis, worldwide information technology budgets 
are expected to top $750 billion in 2009.7  The 
present Amicus Curiae provides, in addition to 
application lifecycle management (ALM) software, 
application testing and quality assurance (QA) 
computer programs for use by customers, typically 
                                                            
7 See Gary Kim, U.S. IT Spending to Dip Slightly (visited 
Aug. 4, 2009) <http://www.tmcnet.com/tmcnet/videos/video-
news/articles/56329-us-it-spending-dip-slightly.htm>. 
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enterprises or other large organizations.  By some 
estimates, annual revenues in the testing and QA 
sub-market alone exceeds $2 billion.8  In other 
sectors such as application testing and gaming 
software, annual revenues are also increasing at a 
dramatic rate.9  Despite these substantial 
markets, jobs, and revenue increases, the U.S. 
software market typically accounts for over $45 
billion annually, but loses roughly $9.1 billion to 
piracy (i.e., copying of unlicensed software).10  In 
the intervening years since Diehr, patent 
protection for process-related inventions has 
increased.  When methods of operation for user 
interface software was found to be functional and 
therefore uncopyrightable in Lotus Development 
Corporation v. Borland International, Inc., 
software development firms turned to the use of 
patents to protect its innovations.  See 49 F.3d 807 
(1st Cir. 1995), aff’d per curiam, 516 U.S. 233 
(1996).  Following Borland, software piracy has 
not only held steady against the backdrop of 
increased U.S. software patent filings and 
issuance, but the U.S. currently has the lowest 


                                                            
8  See Darryl K. Taft, Micro Focus Gains ALM Muscle with 
Borland Compuware Unit Buys (visited Aug. 4, 2009) 
<http://www.eweek.com/c/a/Application-Development/Micro-
Focus-Gains-ALM-Muscle-with-Borland-Compuware-Unit-
Buys-667571/>. 
9 See Tor Thorsen, Study: 2012 Game Revs to Hit $68.3 
Billion (visited Aug. 1, 2009) 
<http://www.gamespot.com/pc/rpg/worldofwarcraft/news.htm
l?sid=6192719>. 
10 See A Fifth of PC Software in United States is Pirated, 
Posing Challenges to High Tech Sector and Cyber Security 
(visited Aug. 1, 2009) 
<http://www.bsa.org/country/News%20and%20Events/News
%20Archives/global/05122009-idc-globalstudy.aspx>. 
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software piracy rate in the world at twenty 
percent (20%).11  Affirming the Federal Circuit’s 
exclusive assertion of the “Machine-or-
Transformation” test may have a reversing effect 
that could not only cost the U.S. its lead in 
software-related industries, but also result in a 
dramatic rise of piracy-related losses.  In other 
words, the present Amicus Curiae maintains that 
a broad scope of patent-eligibility is important for 
the U.S. to maintain its leadership position in the 
field of software.  


The U.S. has the lowest piracy rate in the 
world due in no small measure to the existence of 
strong intellectual property rights, including the 
availability of patents for process-related 
inventions such as software.  As the world’s 
largest software market, the U.S. cannot afford to 
eliminate patent protection for process-related 
inventions, depriving thousands of companies and 
individuals of valuable patent rights.  The present 
Amicus Curiae has garnered substantial revenues 
in the hundreds of millions of dollars from its 
wielding of patent rights that it has accrued over 
the last three decades.  Further, maintaining the 
Federal Circuit’s narrow interpretation of the 
scope of patent-eligible subject matter may well 
result in a dramatic rise of piracy and theft, which 
may also contribute to heightened national 
security concerns due to the unauthorized 
exploitation of unlicensed software left 
unprotected except by copyright, which is not a 
recognizable form of intellectual property 
protection in high-piracy regimes such as China.  
In short, reliance upon the “Machine-or-
                                                            
11 See id. 
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Transformation” test as the exclusive test for 
determining patent-eligibility will irrevocably 
damage the U.S.’ standing as the world’s leading 
software market.  Further, a pending appeal 
before the Enlarged Board of the European Patent 
Office regarding the patentability of software-
related inventions will undoubtedly be influenced 
by the decision of this Court and affect global 
software markets.12 


 
C. Without Exclusionary Patent Rights, 


Innovators in the Software-Related 
Industries May Have Less Incentive to 
Innovate and Investors May Have Less 
Incentive to Invest in American Companies 
and the US Economy. 


 
Unlike the rubber-curing process in Diehr or 


the flour manufacturing processes in Cochrane, 
many software applications do not necessarily 
require Industrial Age implementations in order 
to be practiced, but often produce beneficial uses 
or results.  Process-related inventions in software 
serve many useful and practical purposes, but do 
not, and should not be forced to include particular 
machinery or effect transformation of a particular 
article into a different state or thing.  Due to the 
advent of new communication technologies such as 
the Internet and data networking technologies, 


                                                            
12 See Letter from Alison Brimelow, President, European 
Patent Office, to Peter Messerli, Chairman of the Enlarged 
Board of Appeal, European Patent Office (October 22, 2008) 
<http://documents.epo.org/projects/babylon/eponet.nsf/0/B89
D95BB305AAA8DC12574EC002C7CF6/$File/G3-
08_en.pdf>. 
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individuals and businesses in software-related 
industries are able to generate substantial returns 
on investments by employing and training a 
skilled development labor force, which fosters 
innovation.  Further, these companies are 
motivated by the potential gain of exclusionary 
rights awarded under a patent.  However, 
investing in a software-related company requires, 
in part, evaluating its intellectual property assets 
and determining how and whether these assets 
may be employed to gain a competitive position in 
a highly competitive market place.  As the barriers 
to entering numerous software industries such as 
electronic commerce, social networking, online 
gaming, enterprise resource planning (ERP), 
customer relationship management (CRM), QA, 
and many others have been eased due to the 
growing use of Software as a Service (SaaS), 
distributed computing platforms (e.g., cloud 
computing), and other enabling technologies, 
investors must seek out companies that have 
developed other competitive advantages such as 
patents.   


For many companies, investment in patent 
protection is a costly effort and time-consuming 
strategic activity.  Investment in gaining patent 
protection is typically one of the most important 
decisions any software company makes and, by 
affirming the lower court’s holding, valuable 
intellectual property is left vulnerable to piracy, 
theft, and, even, exploitation for purposes of 
gaining access to national security information.  
The use of an Industrial Age test to determine 
patent-eligibility for Information Age innovations 
is fundamentally flawed and this Court is urged to 
elaborate upon the proper scope of patent-eligible 
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processes under 35 U.S.C. § 101.  In other words, 
to require a software-related invention to be tied 
to a particular machine or transform a particular 
article to a different state or thing is analogous to 
requiring the addition of a sail to a modern day 
U.S. Navy warship already replete with surface-
to-air missiles and phased array radar systems.   


New and emerging technologies fall under the 
scope of interpretation of 35 U.S.C. § 101 and 
should not be restrained by impermissibly narrow 
interpretations such as those set forth by the 
Federal Circuit.  Both Congress and this Court 
have anticipated the arrival of unforeseen 
technologies and existing laws should not be 
narrowly interpreted to accommodate past 
technological contexts.  The goal of obtaining a 
U.S. patent derives significant benefit and 
revenue for the country and encourages further 
investment in innovation at a time of economic 
crisis. 


The process-related invention in Diehr, which 
was directed to an industrial process that 
employed a digital computer, is unlike today’s 
information technology, which often relies upon 
nothing more than the Internet and networked 
communications.  Innovative advances in 
software, distributed health care information 
systems, online communities and virtual worlds, 
social networking, communications systems, 
massively multiplayer online gaming, enterprise 
application development, software testing tools, 
quality assurance applications, and many others 
will fall victim to exclusion if the Federal Circuit’s 
holding is affirmed leading to substantial, 
detrimental outcomes for Borland and the U.S. 
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software industry, including discouraging 
investment, fostering piracy, and the loss of its 
leadership position in the worldwide software 
industry, none of which can be afforded in a time 
of global economic crisis and ongoing geopolitical 
concerns. 
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CONCLUSION 
 


Based on the foregoing reasons, this Amicus 
Curiae respectfully requests that the Court order 
the judgment of the court of appeals reversed. 
 
   Very respectfully, 
    


Scott S. Kokka* 
   KOKKA & BACKUS, PC 
   200 Page Mill Road, Suite 103 
   Palo Alto, CA  94306 
   (650) 566-9912 
 
   Kenneth R. Backus, Jr. 
   KOKKA & BACKUS, PC 
   200 Page Mill Road, Suite 103 
   Palo Alto, CA  94306 
   (650) 566-9912 
 
   *Counsel of Record 
     Counsel for Amicus Curiae, 
     Borland Software Corporation 
    












No. 08-964


AUGUST 2009


In the
Supreme Court of the United States


_________


BERNARD L. BILSKI and RAND A. WARSAW


Petitioners,
v.


JOHN J. DOLL


Respondent.
_________


On Writ of Certiorari to
The United States Court of Appeals


For the Federal Circuit
_________


BRIEF OF AMICUS CURIAE YAHOO! INC.
IN SUPPORT OF NEITHER PARTY


_________


DUANE R. VALZ CHRISTOPHER J. WRIGHT *
Yahoo! Inc. TIMOTHY J. SIMEONE


701 First Avenue JOSEPH C. CAVENDER


Sunnyvale, CA 94089 Wiltshire & Grannis LLP
(408) 349 3300 Washington, D.C. 20036


(202) 730 1300


*Counsel of Record







i


QUESTION PRESENTED


Section 101 of the Patent Act makes “any new
and useful process, machine, manufacture, or
composition of matter, or any new and useful
improvement thereof” patent-eligible. The question
presented is whether the Federal Circuit erred by
holding that the “definitive test” for determining
whether a process claim is patent-eligible is whether
“it is tied to a particular machine or apparatus” or “it
transforms a particular article into a different state
or thing.”
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INTEREST OF AMICUS CURIAE1


Yahoo! Inc. (“Yahoo!”) provides services to more
than 500 million individuals each month worldwide
and operates one of the world’s most popular
Internet destinations. The company is a leading
innovator in the computing and Internet sectors,
holds many patents relating to Internet
communication, and also licenses a variety of
technology patents both to and from third parties.
From time to time, Yahoo! finds it necessary to
enforce its own patent rights as well as to defend
itself against allegations that it infringed a third
party’s patent. Accordingly, Yahoo!’s interest is in a
balanced and efficient patent system that fairly
rewards innovation.


INTRODUCTION AND SUMMARY OF
ARGUMENT


The rule announced by the Federal Circuit in this
case, under which a “process” is patent-eligible only
if it is tied to a particular machine or transforms a
physical article into a different state or thing, is both
conceptually and practically flawed. Moreover, the
test represents a misreading of this Court’s
precedents. Yahoo! urges the Court to restore an
understanding of 35 U.S.C. §101 that is faithful to
the broad language of the provision and consistent


1 Counsel for both parties have consented to the filing of this
brief, and their consents have been filed with the Clerk of this
Court. No counsel for a party authored this brief in whole or in
part, and no counsel or party made a monetary contribution
intended to fund the preparation or submission of this brief. No
person other than amicus curiae or its counsel made a
monetary contribution to its preparation or submission.
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with the purposes of the patent system. That
requires a test designed to identify the limited
exceptions to patent eligibility rather than one that
interposes an unwarranted obstacle to patentability
for a vast array of modern innovations. Notably,
however, Yahoo! supports neither party in this case.
Although the Federal Circuit erred in adopting the
machine-or-transformation test, Bilski’s process
claim is not patent-eligible under a proper reading of
§101.


The language of §101 is sweeping, encompassing
“any new and useful process, machine, manufacture,
or composition of matter, or any new and useful
improvement thereof.” “Process” is defined broadly to
mean “process, art or method, and includes a new
use of a known process, machine, manufacture,
composition of matter, or material.” 35 U.S.C.
§100(b). But while §101 is broadly written, the
conclusion that a claim is patent-eligible under that
provision does not mean that a patent should issue—
35 U.S.C. §§102 and 103, for instance, establish
important limitations relating to novelty and non-
obviousness.


This Court has recognized two related reasons for
limiting the broad language of §101. First, “laws of
nature, natural phenomena, and abstract ideas,”
Diamond v. Diehr, 450 U.S. 175, 185 (1981), are not
patentable because everyone is entitled to share in
what the Court has described as “fundamental
truth[s]” of the natural world. Le Roy v. Tatham, 55
U.S. 156, 175 (1852). Relatedly, the Court has
explained that as a practical matter permitting
excessively broad patents would undermine the
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purposes of the Patent Act by preempting future
innovations. Id.


The machine-or-transformation test does not
adequately reflect either the statutory language or
these underlying principles governing patentability.
As to the former, neither the ordinary meaning nor
the statutory definition of the word “process” limits
the term to processes tied to machines or to physical
transformations. To the contrary, Congress’s
separate listing of “process” and “machine” supports
the conclusion that they are separate, so that a
process need not be tied to a particular machine.
Similarly, the language relating to a new “process” is
listed separately from the language relating to a new
“composition of matter,” supporting the conclusion
that a new process need not transform matter to a
new state. As to the latter, cases decided since the
decision below illustrate that with respect to the
cutting-edge issues of today, the test focuses
attention on questions irrelevant to the statute’s
fundamental purpose of rewarding innovation. In
practice, the machine-or-transformation test elevates
form over substance and permits the limited
exceptions to §101 eligibility to swallow the general
rule.


At the Federal Circuit, Yahoo! urged the court to
reject the machine-or-transformation test and to
instead build upon State Street Bank & Trust Co. v.
Signature Financial Group, Inc., which found that a
process is patent-eligible only if it produces a “useful,
concrete[,] and tangible result.” 149 F.3d 1368, 1373
(Fed. Cir. 1998) (quoting In re Alappat, 33 F.3d 1526,
1544 (Fed. Cir. 1994). Notably, however, while the
fact that a process leads to such a result will often







4


distinguish the claimed invention from a natural law
or abstract idea, the State Street test is overinclusive.
To be patent-eligible under §101, a process must also
be circumscribed in scope, limited by clearly defined
steps that are stable, predictable, and reproducible—
i.e., it must be “machine-like.” This latter
requirement captures the insight of industrial-era
cases that a patent-eligible process is not just any
series of steps, but should be limited to a specific
series of steps so as not to “preempt” other ways to
accomplish the same result.


This case illustrates why the analysis we propose
is superior to the “machine-or-transformation” test.
The problem with Bilski’s patent claim is not that it
fails to involve a machine or a physical
transformation. The problem is that it essentially
attempts to patent the idea of hedging, at least with
respect to commodities trading, and fails to propose a
specific process for hedging. If Bilski had developed a
process that, in machine-like fashion, directed
commodities traders to take a clearly defined series
of steps to hedge their position, that process might
lead to useful, concrete, and tangible results. In
addition, a patent for such a specific process would
not broadly preempt other methods of hedging, so it
would not foreclose innovators from developing
superior hedging processes. But Bilski does not claim
a specific series of steps that are stable, predictable,
and reproducible—and that failure, rather than the
absence of a machine or a physical transformation, is
why his claims should not be patent-eligible.
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ARGUMENT


I. THE FEDERAL CIRCUIT’S MACHINE-
OR-TRANSFORMATION TEST IS BOTH
CONCEPTUALLY AND PRACTICALLY
FLAWED.


At the heart of this case is the question of how to
distinguish processes that should qualify as patent-
eligible subject matter under Section 101 of the
Patent Act from those that should not. The Federal
Circuit found that question can be answered by
focusing exclusively on whether the claimed
invention is “tied to a particular machine or
apparatus” or “transforms a particular article into a
different state or thing”—the “machine-or-
transformation test.” In re Bilski, 545 F.3d 945, 954-
55 (Fed. Cir. 2008). The Federal Circuit was wrong.
While Bilski’s machine-or-transformation test was
(and remains) a useful proxy for the principles that
distinguish the patentable from the unpatentable in
the context of Industrial Age devices and processes,
it is ill-suited to perform that task in the context of
today’s advanced technologies.


A. The Machine-or-Transformation Test Is
Conceptually Flawed Because a Patent-
Eligibility Standard Focusing Solely on
Physicality Requirements Is Ill-Adapted
to Today’s Technologies.


The machine-or-transformation test was
developed in the context of claims for traditional
electro-mechanical devices and manufacturing
processes. It is an essentially backward-looking test,
limiting patent eligibility today to the kinds of things
for which patents were issued years, decades, or even
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centuries ago. But the patent system is
fundamentally about advances in technology, about
tomorrow’s innovations, and a test limiting patent
eligibility to yesterday’s technologies makes little
sense.


While a system of precedent is necessarily
somewhat backward-looking, this Court must take
care to ensure that its precedents are not applied to
prevent the law (and especially the forward-looking
law of patents) from keeping pace with changes in
the world in which we live. In adopting the machine-
or-transformation language from this Court’s
decision in Gottschalk v. Benson as the “definitive
test” for patentability, Bilski, 545 F.3d at 954, the
Federal Circuit ignored this Court’s admonition to
avoid “freez[ing] process patents to old technologies,
leaving no room for the revelations of the new,
onrushing technology.” Benson, 409 U.S. 63, 71
(1972).


Indeed, Benson itself expressly rejected the claim
that the machine-or-transformation test applies is
necessarily exhaustive:


It is argued that a process patent must
either be tied to a particular machine or
apparatus or must operate to change
articles or materials to a “different state
or thing.” We do not hold that no
process patent could ever qualify if it
did not meet the requirements of our
prior precedents.


Id. Several years later, the Court made the same
point in Parker v. Flook, 437 U.S. 584, 588 n.9
(1978):
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An argument can be made … that this
Court has only recognized a process as
within the statutory definition when it
either was tied to a particular
apparatus or operated to change
materials to a “different state or thing.”
[Citation omitted.] As in Benson, we
assume that a valid process patent may
issue even if it does not meet one of
these qualifications of our earlier
precedents.


Similarly, while this Court’s most recent decision
addressing the scope of patentable subject matter,
Diamond v. Diehr, 450 U.S. 175 (1981), provided
“transforming or reducing an article to a different
state or thing,” id. at 192, as examples of patentable
functions, it did not impose any rigid formula
limiting patentability to such circumstances. Taken
together, this Court’s precedents leave no doubt that
patent eligibility analysis under §101 must be
flexible enough to take account of “new, onrushing
technology.”


The machine-or-transformation test lacks that
flexibility. At a time when many of society’s most
significant technological advances involve electronic
signals and magnetic impulses, the inquiry into
whether there has been a change of tangible
materials to a “different state or thing” is no longer
exhaustive. Similarly, in the realm of computer-
executed processes, the line between a “machine” and
a “process” is indistinct at best. Technically skilled
persons can implement a series of functions in either
“hardware” (e.g., logic circuits embedded on a
microchip) or “software” (e.g., instructions to be
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executed by a computer). Accordingly, as a
conceptual matter, whether a process is tied to a
particular machine or results in the transformation
of matter no longer reveals whether the process “as a
whole” is “performing a function which the patent
laws were designed to protect.” Id.


A concrete example illustrates this conceptual
failing. Much of the popular music to which
consumers listen today is heard in “MP3” format.
MP3 is a standard for compressing digital audio
files—a compression algorithm based on
characteristics of human hearing that removes
approximately 90% of the data from digital music
files without substantially affecting humans’
perception of the reproduced sound. The MP3
algorithm can be thought of as a complex
mathematical formula with a specific application.
But it does not result in any “physical”
transformation—only the digital data are altered.
Nor is it “tied” to any “particular” machine—indeed,
while a “particular” machine could certainly be built
to run the algorithm, one of its chief benefits is that
it may be run on any “general purpose” computer.
The process may, in other words, be instantiated in
either software or hardware. Few would doubt that
this is the kind of technological advance meriting
patent protection and, in fact, the PTO issued a
patent for MP3 technology. See U.S. Patent No.
5,579,430 (filed Jan. 26, 1995 with a priority date of
Apr. 17, 1989). But this innovation would not appear
to be patentable under a strict interpretation of the
machine-or-transformation test.
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B. The Machine-or-Transformation Test Is
Difficult to Apply, Incompletely Captures
the Policies Underlying the Patent Act,
and Threatens to Destabilize Previously
Settled Areas of Law.


The cases—both judicial and administrative—
attempting to apply the machine-or-transformation
test since the Federal Circuit’s decision in this case
demonstrate that the test fails to address the real
question of whether an invention should be patent-
eligible. Moreover, because the Federal Circuit’s
reasoning cannot be confined to “process” patents,
the problems with the machine-or-transformation
test are already affecting other areas of patent law
as well.


The Federal Circuit has decided two §101 cases
since its Bilski decision, and both highlight problems
with the machine-or-transformation test. In In re
Ferguson, 558 F.3d 1359, 1361 (Fed. Cir. 2009), the
panel unanimously agreed that process claims for
“[a] method of marketing a product” by sharing a
marketing force for different “products that are made
by a plurality of different autonomous producing
compan[ies]” were not patent-eligible.


Judge Newman’s concurrence, however,
foreshadowed the difficulty of applying a test tied to
physicality requirements in the context of computer-
implemented processes. She noted that, on one hand,
the Bilski court had rejected the “useful, concrete,
and tangible” test of State Street and required that
patent-eligible claims must be tied to a “particular”
machine if they do not involve a transformation of
matter. On the other hand, Judge Newman observed,
the en banc court had not overruled State Street but
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had instead found that the portfolio management
process at issue there was “performed by a computer,
thus meeting the Bilski test.” Ferguson, 558 F.3d at
1367. Judge Newman plainly doubted whether a test
that requires a tie to a “particular machine” but yet
finds that requirement may be satisfied when a
process is “performed by [a] computer” provides
sufficient guidance to the PTO and other courts.


The Federal Circuit’s second and most recent
post-Bilski patentability decision, In re Comiskey,
was first decided in 2007 but reconsidered by the
original panel in 2009 in light of Bilski. The
applicant advanced both “method” (Claim 1) and
“system” (Claim 17) claims for “mandatory
arbitration resolution regarding one or more
unilateral [legal] documents” such as wills or
contracts. Comiskey, 554 F.3d 967, 970 (Fed. Cir.
2009). The “method” described by Claim 1 called for
the document and its author to be “enroll[ed] … in a
mandatory arbitration system”; for mandatory
arbitration language to be incorporated into the
document; for parties wishing to challenge the
document to submit a request for arbitration; and for
the dispute to be arbitrated and subject to a final
award or decision. Id. The “system” described by
Claim 17 was nearly identical, except that it called
for the use of several “module[s],” including a
“registration module” for enrolling a person and an
“arbitration module” for incorporating arbitration
language into the unilateral document. Id. at 971. In
addition, four dependent claims explicitly required
the use of a computer or other machine to establish
“access to the mandatory arbitration … through the
Internet, intranet, World Wide Web … or other
communication means.” Id. at 981.
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On reconsideration, the Comiskey court found
that the process claims were unpatentable because
they “do not require a machine, and … do not
describe a process of manufacture or a process for the
alteration of a composition of matter.” Id. In
contrast, however, the court found that Claim 17’s
recitation of “modules,” together with the dependent
claims’ reference to “access to the mandatory
arbitration” via the Internet or other
communications means, “could require the use of a
machine as part of Comiskey’s arbitration system.”
Id.


Dissenting from the denial of rehearing en banc,
Judge Newman wrote that Comiskey’s “Section 101
split between [the] method and system claims does
not conform with any relevant statute or advance
any known policy.” 2009 U.S. App. LEXIS 400, *44
(Fed. Cir. 2009). She argued that if “these steps are
viewed as ‘abstractions’” under Bilski, then “so
simple a drafting gambit as reciting in the claims
that a computer or other device (a calculator? an
abacus?) may be used” should not change that fact.
Id. According to Judge Newman, “[i]f the
replacement of ‘process’ with ‘system’ or ‘module’ …
suffices to provide Bilski’s ‘meaningful limits’ under
Section 101, we should be explicit.” Id. at *45.
Plainly, however, Judge Newman believed that the
Federal Circuit’s Bilski decision should instead be
revisited.


Recent decisions of the Board of Patent Appeals
and Interferences (“BPAI”) cast further doubt on the
distinctions drawn by the machine-or-transformation
test. In Ex parte Nawathe, No. 2007-3360 (BPAI Feb.
9, 2009), for example, the application claimed a
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method and system for “inputting multiple
extensible Markup Language (XML) documents;
creating a data representation of said multiple XML
documents; and reducing redundancy across said
multiple XML documents via a fixed set of tables.”
Slip op. at 2. Claims 1 and 16 recited a
“computerized method” comprising these steps, while
Claim 25 claimed an “apparatus” for performing the
steps. Id. at 8-9. The BPAI reasoned that the
“computerized recitation” of Claims 1 and 16 recited
“a general purpose processor … as opposed to a
particular computer specifically programmed for
executing the steps of the claimed method.” Id. at 8.
Accordingly, “under the machine-or-transformation
test, the claimed method fails to recite a particular
machine.” Id. (emphasis added). As to Claim 25,
however, the BPAI found that “since the claim
recites a physical apparatus with physical modules”
for performing the steps of the process, the claim “is
not … directed to an abstract idea.” Id. at 9. Nawathe
thus holds that a computerized process executed by a
“general purpose” machine is not patent eligible, but
an “apparatus” executing the same process is. The
BPAI did not explain how or why this distinction
flows from the language of the Patent Act or
advances its purposes.


In Ex parte Gutta, No. 2008-3000 (BPAI Jan. 15,
2009), the claims were directed to a “computerized
method performed by a data processor” that made
recommendations to a consumer by comparing the
consumer’s user history to that of a third party in a
specific, automated way, importing aspects of the
third party’s user history and displaying the
resulting recommendations to the consumer. Slip op.
at 2. The BPAI rejected this process claim because,
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under Bilski, “the use of a specific machine must
impose meaningful limits on the claim’s scope to
impart patent-eligibility.” Id. at 5. Neither the use of
a “data processor” nor the “displaying” of results was
sufficient “to impart patentability to a claim
involving the solving of a mathematical algorithm.”
Id. Gutta is consistent with Nawathe in that a
computerized process was again found unpatentable
in the absence of a “particular” machine. But it is
difficult to see how the application of Gutta’s unique
“mathematical algorithm” to produce specific
recommendations could be considered an “abstract
idea,” and harder still to see why the application
should be considered any more patentable if the
applicant were to promise to instantiate the claimed
process in an “apparatus.”


The question from Judge Newman’s Comiskey
dissent—whether it makes sense to treat “process”
and “system” claims describing the same invention
differently—also arises in recent BPAI decisions.
Moreover, a related question exists with respect to
so-called “Beauregard claims,” named after the
Federal Circuit’s decision in In re Beauregard, 53
F.3d 1583 (Fed. Cir. 1995). Beauregard claims recite
a computer-readable storage medium (e.g., a hard
drive, CD, or DVD) containing a set of instructions
that causes a computer to perform a process. While
such claims were once considered unpatentable,
Beauregard’s rule that computer programs contained
on computer-readable media are patentable has now
been in place for nearly 15 years. Recent BPAI
decisions suggest that whether an invention is
claimed as a process (a series of steps for reaching a
result), a system (the same steps performed by a
computer), or a Beauregard claim (the same set of



http://itlaw.wikia.com/index.php?title=In_re_Beauregard&action=edit&redlink=1

http://itlaw.wikia.com/wiki/Computer

http://itlaw.wikia.com/wiki/Process

http://itlaw.wikia.com/wiki/Computer_program
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steps recorded on a computer-readable medium) may
be outcome-determinative under §101.


In Ex Parte Atkin, No. 2008-4352, 2009 Pat. App.
LEXIS 1 (BPAI Jan. 30, 2009), the claims described a
method for “converting a unidirectional domain
name to a bidirectional domain name,” so that
Internet domain names could be displayed in a way
that is more meaningful in languages with non-
English reading orders, such as Hebrew (which is bi-
directional). Id. at *13. The claims recited specific,
automated steps for breaking the English domain
name into “a plurality of individual labels,”
evaluating each label for proper bidirectional display
order, and reordering the characters appropriately.
Id. at *7. Claim 1 set forth the invention as a process
claim; Claim 5 recited a “computer readable medium
encoded with computer software for accomplishing”
the steps of the method claim; and Claim 9 recited a
“system” including a “label definer” to break the
name into labels, an “inferencer” to establish the
proper direction within labels, and a “character
reorderer”—presumably all software “modules”—to
produce the display order. Id. at *15-19. The BPAI
rejected Claim 1 because it did not “recite any
machine or apparatus or call for transforming an
article into a different state or thing.” Id. at *18.
Similarly, the Board rejected Claim 9 because
neither the “system” label nor the terms “label
definer,” “inference,” and “character reorderer”
necessarily “impl[ied] the presence of any
apparatus.” Id. at *19-20. The BPAI, however, left “it
to the Examiner to determine in the first instance
whether [c]laim 5”—the Beauregard claim—“recite[s]
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patent eligible subject matter.” Id. at *22 n.8.2 Atkin
thus suggests that the same basic invention is not
patentable when claimed as a process (a series of
steps) or as a system (a series of steps performed by
a computer) but may be patentable when made as a
Beauregard claim (a series of steps recorded on a
computer-readable medium). And, of course,
consistent with Nawathe, the same series of steps
would presumably be patent-eligible were the
inventor to promise to instantiate them in an
“apparatus.”3


A recent district court case, Cybersource Corp. v.
Retail Decisions, Inc., 2009 U.S. Dist. LEXIS 26056
(N.D. Cal. Mar. 26, 2009), rejects the BPAI’s
emphasis on the form in which an invention is
claimed but still manages to add to the analytical
confusion. Plaintiff Cybersource sought to enforce its
patent on an automated process for detecting fraud
in an online credit card transaction. The process
involved using the Internet to obtain information
about other transactions initiated from the same
Internet address and then “verifying the credit card
information based upon the values of [a] plurality of
parameters,” wherein “each value among the


2 Other post-Bilski decisions of the BPAI have generally found
that Beauregard claims are patent-eligible. See, e.g., Ex Parte
Mazzara, No. 2008-4741, 2009 WL 291178 (BPAI Feb. 5, 2009)
(“computer-usable medium” containing software was patent-
eligible); Ex Parte Van Beek, No. 2008-2033, 2009 Pat. App.
LEXIS 5, *1, 7 (BPAI Jan 16, 2009) (“computer-readable
medium” containing a “file format” for storing a specific kind of
data was patent-eligible).


3 The Board reached similar results in Ex parte Giacchetti, No.
2008-2866 (BPAI Mar. 11, 2009), and Ex parte Bo Li, No. 2008-
1213, 2008 Pat. App. LEXIS 27 (BPAI Nov. 6, 2008).
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plurality of parameters is weighted in the verifying
step according to an importance, as determined by
the merchant, of that value to the credit card
transaction.” Id. at *2-3. Claim 2 described the
invention as a process, while Claim 3 invoked
Beauregard by reciting a “computer-readable
medium containing program instructions” for
implementing the same process. Id. at *2. The court
found that there was no “transformation” because
“the claimed methods simply obtain and compare
intangible data.” Id. at *9. And while the invention
certainly used the Internet, the Internet is not a
“particular machine” within the meaning of the
machine-or-transformation test. Id. at *20-24.
Finally, the court disparaged Beauregard on the
grounds that it “was not a decision on the merits of
patentability,” found that there “is at present no
legal doctrine creating a special ‘Beauregard claim,’”
for computer programs embedded in tangible media,
and concluded that Claim 3 (like Claim 2) failed the
“machine-or-transformation test for patent
eligibility.” Id. at *28-31. Cybersource thus cast a
shadow over Beauregard claims but offered no
analysis whatsoever of whether an automated
process for detecting credit card fraud online should
be patentable.


Returning to our earlier example of the MP3
algorithm, the BPAI cases indicate that the method
itself would not be patentable, no more than the
recommendations algorithm of Gutta. Decisions like
Nawathe suggest that that an MP3 “system” reciting
a “general purpose computer” likewise would not be
patentable. On the other hand, a Beauregard claim
reciting the process on a computer-readable medium
might be patentable under BPAI precedent, although
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Cybersource raises grave doubts on that issue. Of
course, an “apparatus” dedicated to repeatedly
implementing the MP3 algorithm would have the
highest likelihood of being found patent-eligible.


Sometimes it is best to acknowledge that the
emperor has no clothes. These distinctions make no
sense, and they therefore cannot provide the
consistency, stability, and predictability that
Congress and this Court have found so critical in the
area of patent law. See, e.g., Fla. Prepaid
Postsecondary Educ. Expense Bd. v. Coll. Sav. Bank,
527 U.S. 627, 651 (1999) (noting that the need to
“ensure consistency in the substantive application of
the patent law” motivated Congress to take the
unusual step of creating the Federal Circuit). This
Court should refocus the test for patentability on the
language and purposes of the Patent Act, and
provide guidance capable of being consistently
applied to today’s high-tech innovations.


II. THE PLAIN LANGUAGE OF THE
PATENT ACT IS BROAD, AND THIS
COURT HAS PROPERLY FOUND FEW
REASONS SUFFICIENT TO JUSTIFY
EXEMPTIONS FROM THAT LANGUAGE.


The discussion above shows that the machine-or-
transformation test set forth by the decision below is
not working. The focus of this section is
understanding why it is not working. In short, the
Federal Circuit adopted its test purporting to provide
guidance for how to distinguish patentable from
unpatentable subject matter without considering
why we make that distinction. That is putting the
cart before the horse. An appropriate and effective
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test for patentability must reflect the language and
purposes of the Act.


A. This Court’s Cases Have Found the
Scope of the Patent Act to be Broad
but Not Unlimited.


The language of §101 sweepingly authorizes
patents for “any new and useful process, machine,
manufacture, or composition of matter, or any new
and useful improvement thereof.” 35 U.S.C. §101.
The Act’s definition of “process” is likewise broad,
defining the term somewhat circularly as a “process,
art or method, and [the term] includes a new use of a
known process, machine, manufacture, composition
of matter, or material.” 35 U.S.C. §100(b).


Section 101 is thus inclusive on its face, and this
Court has “more than once cautioned that courts
should not read into the patent laws limitations and
conditions which the legislature has not expressed.”
Diehr, 450 U.S. at 182 (internal quotation and
citation omitted). The Court has found that Congress
intended statutory subject matter to be expansive,
including “anything under the sun that is made by
man.” Id. (internal quotation and citation omitted).


At the same time, however, this Court’s
precedents make clear that §101 is not without
limits. In particular, as relevant here, the Court has
held that not every process “in the ordinary sense of
the word” is patentable. See Flook, 437 U.S. at 588-
89. The proper question under §101 is “whether the
method described and claimed is a ‘process’ within
the meaning of the Patent Act.” Benson, 409 U.S. at
64 (emphasis added). In other words, some functions
that are literally “processes” in the everyday sense of
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the word are not patent-eligible because they are not
processes “within the meaning of the Patent Act.”
The hard question, of course, is how to distinguish
processes that qualify under the Act from those that
do not. Again, answering the question “how” to
distinguish patent-eligible inventions from
unpatentable subject matter depends on the
antecedent question “why” some things should be
patentable and some should not. Any reexamination
of the machine-or-transformation test must
accordingly analyze the fundamental reasons why
some things are patentable and some things are not.


B. This Court has Identified Two
Fundamental Reasons for Excluding
Subject Matter from the Scope of
Section 101.


More than 150 years ago, in Le Roy, 55 U.S. at
175, this Court first expressly held that “a principle
is not patentable.” More importantly, however, the
Le Roy Court provided two reasons why a principle
should not be patentable. First, the Court explained
that “in the abstract” a principle “is a fundamental
truth; an original cause, a motive” as to which “no
one can claim … an exclusive right.” Id. (emphasis
added). In other words, the Court found that some
things cannot be patented because everyone is
entitled to share freely in the “fundamental truths”
of the natural world. Second, the Court wrote that as
a practical matter patents on broad principles should
not issue because such “monopolies” would only
“discourage arts and manufactures, against the
avowed policy of the patent laws.” Id. In short,
people should not be able to patent inventions—or
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“principles”—that are so broad that they leave
insufficient room for others to innovate.


Later cases reiterated these reasons for limiting
§101. For example, in Funk Bros. Seed Co. v. Kalo
Inoculant Co., 333 U.S. 127, 130 (1948), the Court
held that “patents cannot issue for the discovery of
the phenomena of nature.” The Court explained that
“the manifestations of the laws of nature” are “free to
all men and reserved exclusively to none.” Id. As a
result, “[h]e who discovers a hitherto unknown
phenomenon of nature has no claim to a monopoly of
it which the law recognizes.” Id. Thus, “Einstein
could not patent his celebrated law that E=mc2; nor
could Newton have patented the law of gravity. Such
discoveries are manifestations of … nature” to which
everyone should have access. See Diamond v.
Chakrabarty, 447 U.S. 303, 309 (1980).


The most famous elaboration of Le Roy’s second
insight—that overbroad claims are not patent-
eligible—came only two years later, in O’Reilly v.
Morse, 56 U.S. 62 (1854). Morse approved an
application for a patent on the process of using
electromagnetism to send telegraph messages. But
the Court rejected Claim 8, which claimed the use of
“electro magnetism, however developed for marking
or printing intelligible characters, signs or letters at
any distances.” Id. The Court reasoned that the
claim was too broad—a future inventor could
discover a different “method of writing or printing at
a distance by means of the electric or galvanic
current, without using any part of the process” in
Morse’s claims, and yet “the inventor could not use it
nor the public have the benefit of it” without Morse’s
permission. Id. at 113. Morse thus recognized that
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the patentability of an idea declines as its breadth
increases—broad patents impose higher costs on
society than narrow ones because they inhibit future
innovation, and patents should not issue when the
costs outweigh the benefits.4 In the more than 150
years since Morse, this Court has repeatedly
reaffirmed this fundamental point: The patent
system “reflects a balance between the need to
encourage innovation and the avoidance of
monopolies which stifle competition without a
concomitant advance in the ‘Progress of Science and
useful Arts.’” Bonito Boats Inc. v. Thunder Craft
Boats, 489 U.S. 141, 146 (1989).


C. The Court’s Modern Cases Addressing
Processes Reflect the Limitations
Discussed Above.


Among this Court’s modern trilogy of process-
eligibility cases—Gottschalk v. Benson, Parker v.
Flook, and Diamond v. Diehr—the earliest case,
Benson, most directly addresses the underlying
patentability concerns discussed above. In Benson,
the Court considered a patent application for a
method of converting binary-coded decimal numerals
into pure binary numbers, a process to be performed
by a computer. 409 U.S. at 64. The patent
application disclosed only a series of mathematical
operations to be performed on any number entered


4 The notion of patent overbreadth is plainly related to the
prohibition on patents for “fundamental truths.” The broader an
idea is, the more it resembles a fundamental principle, and the
greater the justification for holding it in common for the good of
all. But Le Roy’s second reason for excluding subject matter
from §101 addresses a distinct concern—patents should not
issue when they would inhibit future innovation.
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as the input; the process would then provide a new,
binary number as output. The Court began its
analysis by expressly citing Le Roy’s first limitation
on patentability, that a “principle, in the abstract …
cannot be patented, as no one can claim in [it] an
exclusive right.” Id. at 67. But the Benson opinion
also reflected Le Roy’s prohibition on overbroad
patents, noting that the claim was so “abstract and
sweeping as to cover both known and unknown uses”
of the claimed decimal-to-binary conversion formula.
Id. at 68. Indeed, the Court expressly compared the
overbreadth of the claim in Benson to that of the
rejected claim in Morse. Id. The Benson Court
concluded that the claim was so broad that “if the
judgment below [were] affirmed, the patent would
wholly preempt the mathematical formula and in
practical effect would be a patent on the algorithm
itself.” Id. at 72. This Court thus decided Benson
with Le Roy’s exclusions from patentability in mind,
and in light of those limitations Benson seems an
easy case. The ability to convert decimal numerals
into binary numbers is a feature of the world in
which we live from which all should benefit.
Moreover, mathematics in general is one of the “basic
tools” of scientific and technological work, and
permitting a patent on the process for making this
conversion would surely inhibit innovation in some
areas.


Diehr involved the patentability of a process for
curing synthetic rubber using a previously known
mathematical formula, the “Arrhenius equation.”
Like Benson, the Diehr Court noted that no
individual is entitled to a monopoly over a
“phenomenon of nature” but yet “an application of a
law of nature or mathematical formula … may well
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be deserving of patent protection.” Diehr, 450 U.S. at
188 & n.11. The Court also acknowledged the second
concern of Le Roy, that a patent should not issue if it
will broadly preempt innovation. In Diehr, however,
while the “claimed process admittedly employ[ed] a
well-known mathematical equation,” the applicants
did not “seek to pre-empt the use of that equation,”
but only “to foreclose from others the use of that
equation in conjunction with all of the other steps in
their claimed process.” Id. at 187. Like Benson, then,
Diehr expressly applied the reasons for limiting
patent eligibility set forth by Le Roy and upheld the
patent because it was consistent with those
principles.


Flook lies both chronologically and conceptually
between Benson and Diehr. In that case, the
application described a process for calculating “alarm
limits” used in monitoring catalytic conversion
processes. Flook, 437 U.S. at 585. According to the
Court, a “mathematical algorithm or formula,” id. at
586, was “the only novel feature of respondent’s
method.” Id. at 588. The Court appears to have
assumed that all “mathematical algorithms” fall into
the Le Roy prohibition on patenting “phenomena of
nature” and held that because there was nothing else
“novel” about the claimed invention a patent could
not issue. Id. at 594-98.


Notably, however, Diehr was more cautious than
Flook on the question whether an “algorithm” is
necessarily unpatentable. Diehr characterized
Benson as holding that “an algorithm, or
mathematical formula, is like a law of nature, which
cannot be the subject of a patent.” 450 U.S. at 186.
But Diehr cautioned that the term “algorithm” may
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have much broader meanings than Benson’s
definition of a “procedure for solving a given type of
mathematical problem,” and the Diehr Court
specifically declined to “pass judgment on whether
processes falling outside” that narrow definition
would be patentable. 450 U.S. at 186 & n.9. Diehr
accepted the result in Flook, however, reasoning that
it was just like Benson because an “alarm limit” is
“simply a number and the … application sought to
protect a formula for computing this number.” Id. at
186.


D. Not All “Algorithms” Fall Within Le Roy’s
Limitations on Patentability.


The question reserved by Diehr—whether some
algorithms may be patentable—has taken on greatly
increased significance with the growing ubiquity of
computers. Generally speaking, an algorithm is a
finite sequence of instructions, an explicit, step-by-
step procedure for completing a task. This broad
definition of algorithm sounds, of course, much like a
“method” or “process.” But it also sounds like a
computer program. Today’s powerful and
sophisticated computer hardware allows many
processes that were once instantiated in “particular”
machines—from sound studio mixing boards used for
processing music to many of the most sophisticated
devices used in manufacturing—to be accomplished
by computers implementing algorithms.


Diehr correctly suggests that the patentability of
such algorithms should turn on the Patent Act and
its purposes, not on labels or categories. The
principles set forth in Le Roy again shed considerable
light on the issue. As discussed above, Le Roy
indicates that “principles in the abstract” (e.g., laws
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of nature) from which all should benefit should not
be patentable, nor should patents issue that would
leave others unable to innovate. But the MP3
algorithm discussed supra at 8, for example, is not a
“law of nature.” Neither is it an “abstract idea.” A
particular computerized process for converting large
audio files to small ones while preserving the
perceived quality of the sound reproduced is simply a
tool developed by humans to accomplish a particular
task. Such a tool is no more a law of nature or
abstract idea than the cotton gin.


The Le Roy/Morse principle that patents should
not issue if they will broadly “pre-empt” innovation
also suggests a need to distinguish patentable from
unpatentable algorithms. It would make no sense to
grant exclusive rights over F=MA, E=mc2, or the
Benson formula for converting decimal numbers to
binary ones because these are tools that everyone
needs to be able to innovate freely. These insights
are functionally irreplaceable, unique resources—we
cannot expect further innovation to produce a better
way to calculate the force generated by a moving
object, and preventing people from taking advantage
of this formula will thus reduce rather than spur
innovation. Again, however, the MP3 algorithm is
quite different. Granting exclusive rights over one
way to reduce audio file sizes will not inhibit
innovation—to the contrary, issuing a patent on this
method of reducing file sizes may well spur others to
invent better (and thus more valuable) ways to
achieve the same end.


In short, this Court should take care to ensure
that the categories “laws of nature,” “natural
phenomena,” and “abstract ideas” are not
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unreflectively conflated or expanded beyond the
boundaries justified by the policies underlying
exclusions from §101. Categorization should not be
allowed to substitute for analysis. Unfortunately,
however, that is precisely what has happened in
many of the Federal Circuit cases on patentability
decided since Diehr.


III. THIS COURT SHOULD RECOGNIZE
PRINCIPLES FOR PATENTABILITY
CONSISTENT WITH THE LANGUAGE
AND PURPOSES OF §101.


A. The Federal Circuit’s Recent Tests for
Patentability have Become Unmoored
from the Language and Policies of the
Act.


The Federal Circuit has been obliged to address
the patent eligibility of “new, onrushing technology”
many times since Diehr. In recent years, the court
has vacillated between two tests for the patentability
of a process—one privileging physicality as the key to
patentability, and one emphasizing that the result of
a patentable process must be useful, concrete, and
tangible. Unfortunately, neither test fully reflects
the broad language of §101 or the reasons why we
distinguish patentable from unpatentable subject
matter discussed above.


In Arrhythmia Research Technology, Inc. v.
Corazonix Corp., 958 F.2d 1053 (Fed. Cir. 1992), the
Federal Circuit found the claimed process—which
involved a programmed computer that translated
analog electrocardiograph signals into digital form—
patent-eligible because it “transform[ed] one
physical, electrical signal into another.” Id. at 1060-
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61 (emphasis added). Two years later, in In re
Alappat, 33 F.3d 1526 (Fed. Cir. 1994), the Federal
Circuit again applied a physicality test to determine
whether Alappat’s rasterizer—a computer
programmed to display waveform data in a way that
smoothed out the effects of noise and other
distractions—was patentable subject matter. The
Court determined that the programming permitting
the computer to act as a rasterizer effectively creates
a new, patent-eligible machine. Id. at 1545. Plainly,
however, in both cases the physicality analysis was
somewhat unsatisfying: electric signals are not very
“physical” in the common sense, and re-programming
a computer does not really create a new “machine.”
Moreover, neither case explained why patentability
should turn on whether the invention claimed a
physical transformation or a machine.


The more recent cases of State Street and AT&T
Corp. v. Excel Communications, Inc., 172 F.3d 1352
(Fed. Cir. 1999), responded to the difficulty of
applying physicality requirements to algorithmically
driven electronic processes by examining the results
an invention would produce. Specifically, State Street
found that a process applying a mathematical
algorithm is patentable if it produces a “useful,
concrete and tangible result.” The Court held that a
claimed data processing system for managing
investment accounts produced such a result: “a final
share price momentarily fixed for recording and
reporting purposes.” 149 F.3d at 1373.


The State Street test, however, was also
unsatisfying. Dissenting from the dismissal of the
writ in Laboratory Corp. of America Holdings v.
Metabolite Laboratories, Inc., 548 U.S. 124, 136-37
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(2006), Justice Breyer wrote that the notion that all
processes are patentable so long as they produce a
“useful, concrete and tangible result” seems contrary
to this Court’s precedents. For example, “[t]he Court
… has invalidated a claim to the use of
electromagnetic current for transmitting messages
over long distances even though it produces a result
that seems ‘useful, concrete, and tangible.’” Id.
(citing Morse). Justice Breyer explained that the Lab.
Corp. claims “described [a] natural law,” Id. at 137,
that should be “free to all men and reserved
exclusively to none.” Id. at 127-28. Justice Breyer
also emphasized that “[patent] protection in [some]
cases … would too severely interfere with, or
discourage, development and the further spread of
useful knowledge itself.” Id. at 128.


Like Justice Breyer in Lab. Corp., the Federal
Circuit’s decision below rejected the “useful, concrete,
and tangible” test of State Street. But while Justice
Breyer’s analysis returned to Le Roy’s fundamental
principles underlying patentability, the Federal
Circuit’s Bilski decision returned to the physicality
analysis of Arrhythmia and Alappat, elevating the
machine-or-transformation test as the sole test for
patentability. Bilski, 545 F.3d at 961. As further set
forth below, while that analysis may be helpful in
some circumstances, it is not a sufficient basis on
which to distinguish the patentable from the
unpatentable.
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B. Analysis of Patentability Consistent with
the Fundamental Purposes of the Act
Should Consider Both the Nature of the
Claimed Process and the End Result.


We argue above that §101 is written in broad
terms, but must be read in light of the underlying
limitations on patentability articulated by this Court
in cases like Le Roy. This Court, however, should
provide more specific guidance to help the lower
courts, the BPAI, and the PTO to distinguish
patentable from unpatentable subject matter.


The Court need not entirely re-invent the wheel.
Both tests developed by the Federal Circuit in recent
years shed some light on the issue. The problem with
the machine-or-transformation analysis is not that
examining whether a claimed invention is “tied to a
particular machine” or involves a physical
“transformation” is never helpful. To the contrary, in
the context of electromechanical devices, a tie to a
particular machine helps to insure, for example,
against the kind of overbreadth discussed in Morse.
Industrial Age apparatuses and processes are
inherently defined or limited by the physical-
mechanical design of the machines involved. Cf.
Corning v. Burden, 56 U.S. 252, 267 (1853)
(suggesting that machines are patentable because
they necessarily “produce a certain effect or result”).
But the same cannot be said in the computer age. A
primary benefit of modern computer hardware is
that a broad range of processes can be run on a
single device, limited only by the ingenuity and skill
of the programmer. Accordingly, a tie to a “general
purpose” computer should not mean that any process
is patentable, but neither should it mean that no
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process is. It simply means that a tie to a machine is
no longer an adequate test for patentability.


For such claims, State Street offers some help by
looking to the result, rather than to ill-adapted
physicality requirements. In many cases, a concrete,
useful, and tangible result will suffice to distinguish
a patentable application of an abstract principle from
the unpatentable idea itself. As a general matter, a
computer-implemented process—like the MP3
algorithm—that yields a specific concrete, useful,
and tangible result will resemble a human-created
tool rather than the kind of “natural law” or
“fundamental truth” that Le Roy suggested should be
held in common by all.


But the “concrete, useful, and tangible” test does
not really address Le Roy’s other concern—i.e., that a
patent should not issue when it would be so broad or
vague as to impede future innovation. Accordingly,
while the machine-or-transformation test runs the
risk of underinclusiveness with regard to
contemporary processes like MP3 technology, State
Street—as Justice Breyer observed in Lab. Corp.—
appears overinclusive.


Below, Yahoo! argued that the State Street focus
on results is incomplete because this Court has
consistently taken care to examine not only the
result, but also the particularity of the process by
which that result is reached. Consistent with Le
Roy’s prohibition on patents that would “preempt”
innovation, only a patent on a specific way of
reaching a result should be patentable.
An application must be “sufficiently definite to
confine the patent monopoly within rather definite
bounds,” Benson, 409 U.S. at 69, because a general
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patent on all ways of reaching a result would create
the kind of monopoly that inhibits innovation. Yahoo!
has described this analysis of the breadth of the
claimed process as an inquiry into whether the
process sets forth a series of “clearly defined steps”
that are “stable, predictable, and reproducible.”


Although this Court’s cases do not use those
terms, they do appear to examine the claims for
stability, predictability, and reproducibility.5 In
Flook, for example, the Court emphasized that the
claims as a whole did not adequately describe a
specific process for incorporating the calculated
alarm limit into the catalytic conversion process:


The patent application does not purport
to explain how to select the appropriate
margin of safety, the weighting factor,
or any of the other variables. Nor does it
purport to contain any disclosure
relating to the chemical processes at
work, the monitoring of process
variables, or the means of setting off an
alarm or adjusting an alarm system. All
that it provides is a formula for
computing an updated alarm limit.


437 U.S. at 586; see also Diehr, 450 U.S. at 192 n.14
(emphasizing that these shortcomings had been


5 The core concept of stable, predictable, and reproducible
claims harkens back to the Patent Act of 1790, which insisted
that patent descriptions “shall be so particular, and said models
so exact, as not only to distinguish the invention or discovery
from other things before known and used, but also to enable a
workman or other person skilled in the art or manufacture … to
make, construct, or use the same.” 1 Stat. 109, 110.
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critical to the decision in Flook). In short, in this
Court’s view, the application revealed no specific,
reproducible process, but only an idea for a
mathematical computation.


The Diehr Court also examined the specific steps
claimed there. The Court found that “respondents’
claims describe in detail a step-by-step method for
accomplishing [the curing of synthetic rubber]
beginning with the loading of a mold with raw,
uncured rubber and ending with the eventual
opening of the press at the conclusion of the cure.”
450 U.S. at 184. In the Court’s view, the fact that the
application disclosed a particular process rather than
a broad idea that could be accomplished through a
variety of processes was critical to holding that the
claims as a whole were patent-eligible. Diehr thus
confirms that under §101 it is significant whether
the claimed process is sufficiently stable, predictable,
and reproducible, as well as whether there is a
useful, concrete, and tangible result. As the Court
put it over a century ago, “[w]hoever discovers that a
certain useful result will be produced in any art by
the use of certain means is entitled to a patent for it”
Tilghman v. Proctor, 102 U.S. 707, 728 (1881)
(emphasis added).


In urging the Court to recognize that a patent
may issue only for a particular, step-by-step process
set forth by the application—a process that is stable,
predictable, and reproducible—Yahoo! seeks to
refocus the patentability analysis on the core policies
underlying the Patent Act and this Court’s decisions.
A patentable process must both describe an
application of a principle rather than an abstract
idea, and it must describe that application in a way
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that is sufficiently detailed and circumscribed to
allow ample space for future innovation. Cf. Morse,
56 U.S. at 119 (an inventor must “specif[y] the
means he uses in a manner so full and exact that
anyone skilled in the science ... can, by using the
means he specifies, without any addition to or
subtraction from them, produce precisely the result
he describes”). Sufficient specificity to ensure that
the process may be predictably and reliably
reproduced will protect future inventors from
wrongful claims of patent infringement. In contrast,
a process that may consist of one set of steps today
and another tomorrow occupies a vague and ever-
shifting patentable space, and would-be innovators
could not know what is protected and what remains
fair game.


Finally, it bears emphasis that Yahoo!’s focus on
the stability, predictability, and reproducibility of the
process itself, as well as on a concrete, useful, and
tangible result, should not be taken to embrace the
mistaken notion that patentable claims must
describe every detail of the process. Consider the
invention in Neilson v. Thompson, Web. P.C. 275,
discussed at length in Tilghman, 102 U.S. at 722-26.
Neilson invented a process for introducing hot air
into a furnace by heating the air in a receptacle
between a blowing apparatus and the furnace. Id. at
725. Notably, however, Neilson claimed “no
particular mode of constructing the receptacle, or of
heating it”; his invention lay in using a receptacle to
heat air before introducing it into a furnace. Id. at
726. This invention is stable, predictable, and
reproducible regardless of the shape of the receptacle
or the nature of the heat source, and claims need not
contain that level of specificity. In contrast, Morse’s
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claim for any way of using electro-magnetism to
print at a distance is just an idea—there is no way to
reliably reproduce it unless much more is known
about the nature of the invention. But if Morse’s
description of a specific, wired telegraph device to
communicate over distance had included a disclaimer
that it would not matter what kind of wires were
used, the invention would have remained patentable
notwithstanding that lack of specificity. The key
question is whether the invention can be reliably
reproduced, not whether every detail is articulated
by the claims. See Cochrane v. Deener, 94 U.S. 780,
788 (1877) (noting that the process in that case
“requires that certain things should be done with
certain substances, and in a certain order; but the
tools to be used in doing this may be of secondary
consequence”).


IV. BILSKI’S INVENTION IS NOT PATENT-
ELIGIBLE.


Under the test proposed by Yahoo!—which
focuses on both the result a process produces as well
as the steps by which that result is achieved—the
patent application in this case was properly rejected.


Below, Bilski argued that the claimed method
“produces ‘a useful, concrete, and tangible result’”
because it enables commodities suppliers and
consumers to lessen their risk from varying prices
caused by fluctuations in the demand for the
commodity. See App. Supp. Br. 3. But the
implementing steps of Bilski’s process are so
inadequately defined that they cannot be reliably
followed to produce the result in a stable,
predictable, or reproducible manner. For example,
both the first and third limitations of the claim
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involve “initiating a series of transactions.” There
are, however, many ways to initiate a series of
transactions, and the claim as a whole provides no
constraint, structure, or definition to explain how
these steps are to be performed. In short, these steps
are so indefinite that they represent essentially no
limitation at all. Accordingly, the claim as written is
“so abstract and sweeping” that it would “wholly pre-
empt” the use of any means to achieve the intended
result. See Benson, 409 U.S. at 68-72. As such,
Bilski’s application essentially attempts to broadly
patent the idea of hedging, at least with respect to
commodities trading, and should be held not to state
statutory subject matter.


Notably, however, that does not mean that no
application for a hedging process could be patent-
eligible. If Bilski had developed a process that, in
machine-like fashion, directed commodities traders
to take a clearly defined series of steps to hedge their
positions, that process might lead to useful, concrete,
and tangible results. Such a process would be a man-
made tool for achieving a particular result, not an
unpatentable law of nature. In addition, a patent for
such a specific process would not broadly preempt
other methods of hedging, so it would not foreclose
innovators from developing superior hedging
processes. Again, though, Bilski’s claim is anything
but a clearly defined series of steps that are stable,
predictable, and reproducible—and that failure,
rather than the absence of a machine or a physical
transformation, is why it should not be patent-
eligible.
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CONCLUSION


The Court should uphold the Federal Circuit’s
rejection of Bilski’s patent application, but should
also hold that the Federal Circuit erred by
concluding that the machine-or-transformation test
is the definitive test for determining patent
eligibility. The Court should adopt a test derived
from the broad language of §101 and this Court’s
decisions focusing on its meaning—a test under
which a process application is patent-eligible if it
sets forth a defined series of steps that are stable,
predictable, and reproducible and lead to results that
are useful, concrete, and tangible.
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