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James D. Hallenbeck

James D. Hallenbeck is a registered patent attorney 
focusing on patent prosecution and counseling in 
various industries and technology areas includingvarious industries and technology areas including 
complex computer software systems. Jim received a 
B.S. in Computer Information Systems from Chapman 

University and a Juris Doctorate fromWilliam Mitchell College ofUniversity and a Juris Doctorate from William Mitchell College of 
Law.  Prior to joining Schwegman, Lundberg, & Woessner, PA, Jim 
worked as a software engineer and analyst, designing and 
developing global software systems supporting a wide range of 
industries including financial services, automotive, and insurance.  
Jim is also a frequent speaker on issues related to patent eligibleJim is also a frequent speaker on issues related to patent eligible 
subject matter.
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Agenda

• Why talk about these patents

• Papst Licensing GmbH & Co. KA

Wh i P t?– Who is Papst?

– Who has been targeted by Papst?

• Picture Patents LLCPicture Patents, LLC

– Who is Picture Patents, LLC?

– Who has been targeted by Picture Patents, LLC?g y ,

• What do the patents cover?

– What do the Papst patents cover?

– What to the Picture Patents, LLC patents cover?

• What to do if targeted?
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Why? These are of  the most litigated patents

• Papst Licensing GmbH & Co. KA

– In 2008, there were at least seven active cases.

• Picture Patents, LLC

– In 2008 there were at least eight active casesIn 2008, there were at least eight active cases.
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Papst Licensing GmbH & Co. KA
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Who is Papst Licensing GmbH & Co. KA?

• Papst Licensing  is a German company that started as Papst 
Motoren GmbH & Co. KG

Designed manufactured and patented drive motors– Designed, manufactured, and patented drive motors

• According to an August 2009 Reuters article:

– In the 1980’s, competitors mostly in Asia allegedly began to , p y g y g
copy Papst drive motors and effectively forced Papst Motoren 
into a sale of the company;

F d G P bl b h b k d– Founder George Papst was able to buy the patents back; and

– Papst Licensing was founded

• Papst found success with their own patents• Papst found success with their own patents
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Who is Papst Licensing GmbH & Co. KA?

• However, having previously manufactured their own patented 
products, rather than starting out as a patent troll, Papst started 
out as more of a gnome.out as more of a gnome.
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Who is Papst Licensing GmbH & Co. KA?

Then….
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When a gnome goes feral!
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When a gnome goes feral!

PAPST LICENSING effectively enforces patents!

PAPST LICENSING executes license agreements!

PAPST LICENSING t l f i f i d t t !PAPST LICENSING creates value from infringed patents!
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When a gnome goes feral!

PAPST LICENSING effectively enforces patents!

PAPST LICENSING executes license agreements!

PAPST LICENSING t l f i f i d t t !PAPST LICENSING create value from infringed patents!

PAPST LICENSING is a non‐practicing entity!PAPST LICENSING is a non practicing entity!
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When a gnome goes feral!

Papst began seeking out other patent holders who believed their 
patents were being infringed.

From their website you can see that Papst is preying on patentFrom their website, you can see that Papst is preying on patent 
holders who feel they have been wronged.

Papst obtains patents, in one form or another, and proceeds to 
aggressively pursue licensing deals and litigation.

According to the August 2009 Reuters article, Papst has entered into 
more than 140 licensing agreementsmore than 140 licensing agreements.
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When a gnome goes feral!

Thus, Papst has completed the metamorphosis from being an 
innovative manufacturer
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When a gnome goes feral!

Thus, Papst has completed the metamorphosis from being an 
innovative manufacturer ‐‐> patent gnome
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When a gnome goes feral!

Thus, Papst has completed the metamorphosis from being an 
innovative manufacturer ‐‐> patent gnome ‐‐> PATENT TROLL
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Who is Papst Licensing GmbH & Co. KA?

• According to their Amicus Brief filed in Quanta Computer, Inc. v. LG 
Electronic, Inc. Supreme Court case, Papst is now the holder of a 
patent portfolio of over 100 patents.patent portfolio of over 100 patents.

• Papst is also actively working to acquire additional patents.

• Thus, if your organization is active within the areas of computer 
and electronic related technologies, you are likely to hear the 
name Papst Licensing againname Papst Licensing again.
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Who has been targeted by Papst?

P i l• Previously

– Hard drive manufacturers including:
Seagate JVCSeagate JVC

Casio Samsung

• Currentlyy

– Digital Camera manufacturers including:
Fujifilm Corporation (and subsidiaries)

M hi El i I d i l C L d ( d P i )Matsushita Electric Industrial Co., Ltd. (and Panasonic)

Victor Company of Japan, Ltd. (JVC)

Olympus Corporation (and subsidiaries)

Samsung (and subsidiaries)

Ricoh Corporation (and subsidiaries)

Hewlett‐Packard Company;
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Hewlett Packard Company;

Nikon Corporation (and subsidiaries)



Picture Patents, LLC
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Who is Picture Patents, LLC?

• Picture Patents, LLC, from the best I can tell, is a one hit wonder 
that is simply attempting to exploit its patent holdings in licensing 
and litigation.and litigation.
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Who is Picture Patents, LLC?

• Picture Patents, LLC, from the best I can tell, is a one hit wonder 
that is simply attempting to exploit its patent holdings in licensing 
and litigation.and litigation.

• Picture Patents is thus a non‐practicing entity, also known as a 
PATENT TROLL
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Who is Picture Patents, LLC?

• Picture Patents has three patents in a family with an initial filing 
date of September 30, 1994.

Plus patents in Australia, 

Canada, Denmark, Europe, 

Germany, and Japan.

• Remember the September 30 1994 initial filing date
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Who is Picture Patents, LLC?

• Michelle Baker is the sole inventor of the patents and a principal 
of Picture Patents.

• According to facts argued by IBM in a cross DJ action associated• According to facts argued by IBM in a cross DJ action associated 
with the large Picture Patents LLC v. Aeropostale Inc. et al. matter 
currently pending in the Southern District of New York:

– Baker was hired as an employee of IBM in the fall of 1990.

– Prior to taking her position with IBM, Baker executed an 
agreement which created a duty to assign “any idea inventionagreement which created a duty to assign  any idea, invention, 
design of a useful article, computer program, and related 
documentation, and other work of authorship … [that] (a) 
relates relate[s] to the actual or anticipated business or 
research or development of IBM or its subsidiaries, or (b) [is] 
suggested by or result[s] from any task assigned to me or work 
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performed by me for or on behalf of IBM or its subsidiaries.”



Who is Picture Patents, LLC?

• More from the facts asserted by IBM

– While at IBM, Baker invented a user interface which she 
discussed with other IBM employees and attempted todiscussed with other IBM employees and attempted to 
convince IBM to submit a National Science Foundation 
proposal.

– Baker even sought assistance in developing the user interface 
and filling out and submitting an invention disclosure.

Picture Patents conceded these facts– Picture Patents conceded these facts.

Copyright  © 2009 Schwegman Lundberg & Woessner, P.A.



Who is Picture Patents, LLC?

• More from the facts asserted by IBM:

– Baker’s employment with IBM ended in June 1993.

A t d i l th t t t li ti fil d– As noted previously, the parent patent application was filed on 
September 30, 1994.

• Thus, there is an issue with regard to ownership of the , g p
invention(s) covered by the three patents assigned to Picture 
Patents.
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Who is Picture Patents, LLC?

• The DJ Action brought by IBM is an attempt to take title to the 
inventions that are the subject of the patents held by Picture 
Patents, LLC including the 6,279,455 patent which is currentlyPatents, LLC including the 6,279,455 patent which is currently 
being asserted against many organizations.

• The Southern District of New York has issued a stay in the litigation 
until the ownership issue raised by IBM in the cross DJ action is 
resolved.

• Stays have also been issued in other jurisdictions awaitingStays have also been issued in other jurisdictions awaiting 
resolution of this same issue.
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Who has been targeted by Picture Patents, LLC?

Aeropostale, Inc. Dick’s Sporting Goods, Inc.

Bath & Body Works, LLC Buy.com

Th Ch l tt R I IBMThe Charlotte Russe, Inc. IBM

GSI Commerce Solutions, Inc. FogDog, Inc.

National Basketball Association Sanitech CorpNational Basketball Association Sanitech Corp.

Major League Baseball Diamond Springs Water, Inc

Linens ‘N Things, Inc. Anderson & Strudwick, Inc.g , ,

Drytac Corporation Colonial Parking, Inc.

Monument Realty Atlas Air Worldwide Holdings

Terra Holdings LLC

Tweeter Home Entertainment Group, Inc.
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What do the patents cover?

Good question…
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What do the Papst patents cover?

• US Patent 6,470,399 (Papst)

– Three independent claims

Fift l i t t l– Fifteen claims total

• US Patent 6 895 449 (Papst)US Patent 6,895,449 (Papst)

– Three independent claims

– Eighteen claims totalg

• Asserted against digital camera manufacturers.
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What do the Papst patents cover?

• From Papst Amended Complaint in litigation with Nikon:
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What do the Papst patents cover?

• Claim 1 from US Patent 6,470,399:
1. An interface device for communication between a host device, which comprises drivers for input/output devices 
customary in a host device and a multi‐purpose interface, and a data transmit/receive device, the data 
transmit/receive device being arranged for providing analog data, comprising:

a processor;
a memory;
a first connecting device for interfacing the host device with the interface device via the multi‐purpose 

interface of the host device; and
a second connecting device for interfacing the interface device with the data transmit/receive device thea second connecting device for interfacing the interface device with the data transmit/receive device, the 

second connecting device including a sampling circuit for sampling the analog data provided by the data 
transmit/receive device and an analog‐to‐digital converter for converting data sampled by the sampling circuit 
into digital data,

wherein the interface device is configured by the processor and the memory to include a first command interpreter 
and a second command interpreter,

wherein the first command interpreter is configured in such a way that the command interpreter, when receiving an 
inquiry from the host device as to a type of a device attached to the multi‐purpose interface of the host device, 
sends a signal, regardless of the type of the data transmit/receive device attached to the second connecting 
device of the interface device, to the host device which signals to the host device that it is an input/outputdevice of the interface device, to the host device which signals to the host device that it is an input/output 
device customary in a host device, whereupon the host device communicates with the interface device by means 
of the driver for the input/output device customary in a host device, and

wherein the second command interpreter is configured to interpret a data request command from the host device to 
the type of input/output device signaled by the first command interpreter as a data transfer command for 
i iti ti t f f th di it l d t t th h t d i
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What do the Papst patents cover?

• Analyzing claims to determine the context, what the claims and 
the terms therein may mean, and what the claims may cover is a 
lengthy process.lengthy process.

• The result of that process is often a claim chart, but claim charts 
are usually captured in a spreadsheet or a document and the data 
is not reusable, easily modified, or tailorable for other purposes.

• Claim charts are also usually only in the terms used in the claims 
which presents difficulties in assessment of your own activities inwhich presents difficulties in assessment of your own activities in 
view of the claims.
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What do the Papst patents cover?

• Back to the Papst claims

– We know the claims are asserted to have something to do with 
digital cameras as the claims are being asserted against digitaldigital cameras as the claims are being asserted against digital 
camera manufacturers.

– But a text‐based search of both patents on the terms camera, 
image, and picture fail to yield any results.

– I expected to find such terms, or equivalents thereof, in a 
patent being directed at essentially the entire digital camerapatent being directed at essentially the entire digital camera 
manufacturing industry.
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What do the Papst patents cover?

• Back to the Papst claims

– Instead, the patents are directed at interfaces that facilitate 
communication between devices to simplify device drivercommunication between devices to simplify device driver 
concerns.

– Thus, the implications of Papst activities with regard to both 
the ‘399 and ‘449 patents has broader implications.

– Other industries have potential exposure.
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What do the Picture Patents, LLC patents cover?

• US Patent 6,278,455 (Picture Patents, LLC)

– Four independent claims

El l i t t l– Eleven claims total

• Asserted against a wide variety of entities operating in a broadAsserted against a wide variety of entities operating in a broad 
array of industries

– Particularly Internet retailers and content providers
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What do the Picture Patents, LLC patents cover?

From the third amended complaint of Picture Patents, LLC in the 
Aeropostale litigation:
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What do the Picture Patents, LLC patents cover?

• Claim 1 from US Patent 6,278,455:

1. A pictorial interface for accessing information in an electronic file system having 
a display screen and an input device, said interface comprising:

a) at least one pictorial image displayable on the display screen;
b) means for associating said at least one pictorial image with a first group 

f filof files; 
c) means for defining a plurality of sub‐images as portions of said at least 

one pictorial image, wherein said means for defining enables selection of 
substantially any non predefined portion of said at least one pictorial image andsubstantially any non‐predefined portion of said at least one pictorial image and 
designation of it as a sub‐image; and

d) means for associating each of a plurality of the files in the first group of 
files with individual sub‐images of said plurality of sub‐images.files with individual sub images of said plurality of sub images.
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What do the Picture Patents, LLC patents cover?

• Presumably, the claims of the ‘455 patent have something to do 
with Internet retailing, or at least the Internet in general.

• However the terms sell sale Internet web and retail are not• However, the terms sell, sale, Internet, web, and retail are not 
included in the specification.

• Instead, the ‘455 patent is directed to a user interface that 
includes selectable images representative of other data items.

• Thus, other areas of computing that include user interfaces with 
selectable images may be implicatedselectable images may be implicated.
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Theme of  Papst and Picture Patents

• The theme of these specific patents that are being actively 
asserted is that the claims are:

Vague;– Vague;

– Confusing; and

– Likely to be applied in a manner which may not be readily y pp y y
apparent.
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What to do if  Targeted?

Copyright  © 2009 Schwegman Lundberg & Woessner, P.A.



What to do if  Targeted?

• Your first indication that you may be a target of either Papst or 
Picture Patents is likely to be a letter.  The letter will make you 
aware of at least one particular patent and invite you to initiateaware of at least one particular patent and invite you to initiate 
licensing discussions.

• There are several considerations to be made at this point.  You 
need to decide whether to:

Request further information;– Request further information;

– Take a license;

– Ignore the letter;Ignore the letter;

– Request Reexam;

– Initiate a declaratory judgment action;
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What to do if  Targeted?

• Before you make any decision, you need to analyze the identified 
patents.

• This analysis usually includes claim charting and comparing the• This analysis usually includes claim charting and comparing the 
chart to your efforts and products.

• As mentioned above, claim charting is often a time consuming 
process that results in non‐reusable information.

• The answer…
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What to do if  Targeted?

• Claim mapping powered by ClaimBot®
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Claim Map

• A claim map is an analytical tool for understanding one or more 
patents.

• ClaimBot® is a database and software application by Lucid• ClaimBot  is a database and software application by Lucid 
Patent®, LLC.

• A claim map shows scope concepts that each represent some 
limitation of a set of mapped claims.
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Claim Map

• Scope Concept (SC)
– describes some limitation relevant to a patent portfolio;

– claim is limited by at least the SC and is often further limited;

– SC is often broader than a given claim element and may cover 
multiple elementsmultiple elements.

• fastener = {screw, rivet, bolt, nail, glue, etc.}
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Claim Map

• Remember Claim 1 from US Patent 6,470,399:
1. An interface device for communication between a host device, which comprises drivers for input/output devices 
customary in a host device and a multi‐purpose interface, and a data transmit/receive device, the data 
transmit/receive device being arranged for providing analog data, comprising:

a processor;
a memory;
a first connecting device for interfacing the host device with the interface device via the multi‐purpose 

interface of the host device; and
a second connecting device for interfacing the interface device with the data transmit/receive device thea second connecting device for interfacing the interface device with the data transmit/receive device, the 

second connecting device including a sampling circuit for sampling the analog data provided by the data 
transmit/receive device and an analog‐to‐digital converter for converting data sampled by the sampling circuit 
into digital data,

wherein the interface device is configured by the processor and the memory to include a first command interpreter 
and a second command interpreter,

wherein the first command interpreter is configured in such a way that the command interpreter, when receiving an 
inquiry from the host device as to a type of a device attached to the multi‐purpose interface of the host device, 
sends a signal, regardless of the type of the data transmit/receive device attached to the second connecting 
device of the interface device, to the host device which signals to the host device that it is an input/outputdevice of the interface device, to the host device which signals to the host device that it is an input/output 
device customary in a host device, whereupon the host device communicates with the interface device by means 
of the driver for the input/output device customary in a host device, and

wherein the second command interpreter is configured to interpret a data request command from the host device to 
the type of input/output device signaled by the first command interpreter as a data transfer command for 
i iti ti t f f th di it l d t t th h t d i
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initiating a transfer of the digital data to the host device. 



Claim Map

• The Papst claims US Patent 6,470,399 become:
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Claim Map

• The claims of both Papst patents 6,470,399 and 6,895,449 
become:
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Claim Map

• As a result of the claim map, which is generated very easily and 
quickly, you have a view of what each patent requires.
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Claim Map

• And a claim map for the 6,278,455 patent of Picture Patents, LLC.
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Claim Map

• With a patent map in hand, you are then able to assess your own 
activities and perform the relevant considerations:
– Request further information;Request further information;

– Take a license;

– Ignore the letter;

R R– Request Reexam;

– Initiate a declaratory judgment action;

– Etc.

• Of these activities, you will subsequently need a claim chart for at 
least a reexam request and a DJ action.

Th l i h t i ti ll l t f th l i i• The claim chart is essentially complete from the claim mapping.

• Any changes or additions to the map are easy and quick through 
interaction with data of the claim map which is stored in a 
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Claim Map

• The Scope Concepts also provide a roadmap for prior art 
searching.

• Find all of the Scope Concepts of an independent claim in a single• Find all of the Scope Concepts of an independent claim in a single 
document and you have a pretty good position for invalidity.
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Additional Opportunities and Uses for Claim Mapping

• There are numerous other beneficial uses to leverage the 
capabilities of claim mapping.

• Tracking your own issued patents pending applications and tradeTracking your own issued patents, pending applications, and trade 
secrets;

• Monitoring patents and published applications of competitors;

• Whitespace analysis; and• Whitespace analysis; and

• Prior art identification.
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Example Portfolio Map

• Such a map provides a visualization of an entire portfolio
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Example Portfolio Map

• A more complex portfolio – Ronald A. Katz Technology Licensing
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Claim Mapping

• Thus, through claim mapping, you are able to:

– Quickly and cost effectively analyze patents asserted against 
you;you;

– Make quick, yet informed decisions, when confronted with a 
potential claim of patent infringement;

– Effectively manage your patent and trade secret portfolio;

– Leverage work performed and data generated for many 
purposes;

– Monitor the inventive activities of your competitors;

– Make informed decisions of where your own patent filings fit– Make informed decisions of where your own patent filings fit 
within your own portfolio and relevant technology spaces.
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Claim Mapping

• Claim mapping on a proactive basis provides:

Business Agility

Copyright  © 2009 Schwegman Lundberg & Woessner, P.A.



Claim Mapping

• Thus, when confronted with potential exposure to a vague and 
potentially broad patent or patent family, such as the Papst or 
Picture Patents patents, claim mapping allows you to rapidly:Picture Patents patents, claim mapping allows you to rapidly:

– Identify what the patents cover;

– Quantify potential exposure; and

– React in a timely, well informed manner.
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How do I get access to claim mapping?

• By contacting Schwegman, Lundberg, & Woessner, PA

– 612.373.6900

l i– www.slwip.com
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How do I get access to claim mapping?

• Schwegman, Lundberg, & Woessner, PA is a law firm that is 
available to assist with your patent prosecution, mapping, 
analysis, freedom to operate, risk mitigation, and businessanalysis, freedom to operate, risk mitigation, and business 
decision making needs.

Copyright  © 2009 Schwegman Lundberg & Woessner, P.A.



How do I get access to claim mapping?

• By contacting Sunlight Research, LLC

– 612.977.1713

li ht h– www.sunlightresearch.com
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Sunlight Research, LLC

• Sunlight Research is not a law firm, but an analytic service and 
information provider.

• Sunlight Research has many free reports including claim maps• Sunlight Research has many free reports including claim maps 
available on its website www.sunlightresearch.com across many 
technology areas.

• There are also reports with claim maps available for purchase and 
download including reports on currently active trolls.

• Sunlight Research can also prepare reports on demand• Sunlight Research can also prepare reports on demand.

• Thus, Sunlight Research is a good place to start when you first 
identify a potential exposure to patent infringement or when you 
want to assess your competitive position in a technology 
landscape.
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How do I get access to claim mapping?

• Lucid Patent

– 612.501.2959

l id t t– www.lucidpatent.com
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Questions

www.slwip.com www.sunlightresearch.com
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Th k  f   ti i tiThank you for your participation.

For more information please visit:p
www.SLWip.com

or contact

Jim Hallenbeck
jhallenbeck@slwip.com

612.373.6938


