
Is application twice 
rejected? § 41.31

(Re Reexam must only be 
finally rejected § 

41.31(a)(3))

NoYes

Has the period for
reply to the last office 

action expired? §§ 
41.31, 1.134

Revive under
§ 1.137Yes

File Notice of Appeal § 41.31 
with fee under § 41.20(b)(1) 
with any extensions of time 

under §1.136 and any 
petition to revive under § 
1.137 and extension and 

petition fees

No

File Appeal Brief under § 
41.37 within two-months of 
filing the Notice of Appeal 
along with the fee under § 

41.20(b)(2).  This two-month 
period is extendible for up to 

five additional months. §§ 
1.134 and 1.136.  The two-
month date is two-months 
from the date the USPTO 

receives the Notice of 
Appeal if it is mailed.  

However, if the Notice of 
Appeal is Express Mailed, 
the two-month date is two 
months from the date of 

deposit with the Post Office.

Claim amendments can be filed 
during this period in a limited 

number of circumstances.
§§ 41.33 and 1.116.

Examiner's Answer 
received.  §41.39.

(should be provided 
within two months of 
Examiner's receipt of 

the Appeal Brief
MPEP 1207.02)

If an Oral Hearing is 
desired, request the 

Oral Hearing within two 
months of Examiner's 

Answer or 
Supplemental Answer.  

§ 41.47

Does the 
Examiner's 

Answer include 
new grounds of 

rejection?

Request prosecution be 
reopened, which 

operates as a withdraw 
of the appeal.  § 

41.39(b)(1).

Maintain Appeal under 
§ 41.39(b)(2) by filing a 

reply brief under § 
41.41 addressing each 

new ground of rejection.

OR

Although not 
required, do you 
still want to file a 

Reply Brief?

No

Yes

File Reply Brief/Substitute Appeal Brief 
under § 41.41 in view of Comment 72 (or § 

41.43(b) in response to Examiner's 
Supplemental Answer) (or 41.50(a)(2)(ii) to 
maintain appeal)(or §§ 41.50(c) & 41.33(c) 

to amend claims per the Board's explicit 
instructions in a decision) within two months 
of the Examiner's Answer.  The two months 
is non-extendible.  (Include request for Oral 
Hearing if desired and not yet requested.) 

Yes

Examiner's 
Response to 

Reply Brief under 
§ 41.43

All Briefs filed and time 
for Appellant filings has 

expired.  Jurisdiction 
transfers to the Board of 

Patent Appeals and 
Interferences.  § 41.35(a)

Acknowledgment of
Reply Brief Only.

§ 41.43(a)(1)

Appeal Ended
Appeal Ended

Examiner withdraws
final rejection and

reopens prosecution.
§ 41.43(a)(1)

Supplemental Examiner's 
Answer which cannot include a 

new ground of rejection.
§§ 41.43(a)(1)-(2), 41.39, 

41.50(a)(2).
Except, the Supplemental 

Examiner's Answer can include a 
new ground of rejection to reject 
a claim amended per the Board's 

instructions under § 41.50(c).

Was an Oral 
Hearing timely 

requested?

Board renders 
decision.  § 41.50.

No

Oral Hearing 
under § 41.47 
scheduled and 
held unless the 

Board decides the 
Oral Hearing is not 
necessary under § 

41.47(f).

Yes

Cannot appeal

Start

No

Application returned to Examiner 
and prosecution proceeds as 
necessary to carry the Board 

decision into effect.  § 41.54.  For 
further information, see MPEP 8th 

ed., 2d rev. § 1214.04

Who
did

the Board Remand
to?

Board Request for further briefing 
as to any matter the Board 

considers to be off assistance in 
reaching a reasoned decision on 
the pending appeal.  § 41.50(d).
The Request will include a non-
extendible deadline for filing a 

Substitute Appeal Brief.  Id.

Appellant

Examiner

1The period in which you can amend the claims per the Board's explicit instructions is 
not clear in the rules.  Reference to MPEP 8th ed. Rev. 2 §§ 1213.01 & 1216 is helpful 
in view of the explanation of changes to the rules within the Fed. Reg. which states 
that § 41.50 is provided generally to incorporate former rule 196.

Within 2
months of Board 
decision, request 
rehearing under § 

41.52(a)(1)?Amend
Claim(s) per 
instructions 
within two 
months?1

No

Appeal to a 
Court?

35 USC §306 File a
Request for 
Continued 

Examination?
§1.114

No

New evidence to 
be introduced?

Yes

Appeal to the 
Court of Appeals 
for the Federal 

Circuit.
35 USC §141,

37 CFR §§1.301, 
1.304

Appeal to the U.S. 
District Court of 
the District of 

Columbia.
35 USC §145,

37 CFR §§1.303, 
1.304

Yes

No

Continuing 
Application 

Pending

No

Yes

The Request for Rehearing 
under § 41.52(a)(1) must:
-- State with particularity, 
the points believed to have 
been misapprehended or 
overlooked by the board, 
and
-- not include arguments 
not made or reference to 
evidence not relied upon in 
the Appeal or Reply Briefs 
unless based on a recent 
Board to Federal Court 
decision or to rebut a new 
ground of rejection in the 
Board decision.
§ 41.52(a)(1)-(3), 41.50(b).

Yes

Board renders 
rehearing decision.  

§ 41.50.

Does the rehearing
decision so modify the

original decision so as to become in 
effect, a new decision and does the 
decision state another request for

rehearing is
permitted?

§ 41.52(a)(1)

The Request for Rehearing 
under § 41.51(a)(2) must:
-- State with particularity, 
the points believed to have 
been misapprehended or 
overlooked by the board, 
and
-- not include arguments 
not made or reference to 
evidence not relied upon in 
the Appeal or Reply Briefs 
unless based on a recent 
Board to Federal Court 
decision or to rebut a new 
ground of rejection in the 
Board decision.
§ 41.52(a)(1)-(3), 41.50(b).

Yes

Within 2
months of Board 
decision, request 
rehearing under § 

41.52(a)(1)?

Yes

No

No

No

Yes

Within 2
months (no extensions)

of Board decision, request 
rehearing under § 41.52(a)(1)?

§§ 41.50(b) & (f)

The Request for Rehearing under § 
41.52(a)(1) must:
-- State with particularity, the points believed to 
have been misapprehended or overlooked by 
the board, and
-- not include arguments not made or 
reference to evidence not relied upon in the 
Appeal or Reply Briefs unless based on a 
recent Board to Federal Court decision or to 
rebut a new ground of rejection in the Board 
decision
-- must address all new ground of rejection.
§§ 41.52(a)(1)-(3), 41.50(b)(2).

Yes Within two months, no extensions, if 
amendment of the claim(s), additional 
evidence not yet of record, or both are 

necessary to overcome the new grounds of 
rejection, request prosecution be reopened 
before the examiner and file a reply under § 

1.111.  § 41.50(b)(1).  This will be treated as a 
request to withdraw the appeal.  Id.

No

Appeal Ended

2

2A new ground of rejection is not final for purposes of judicial review.  § 41.50

Please contact Jim Hallenbeck (612/373-6938 or jhallenbeck@slwip.com) 
with comments or suggestions for improvement.

Application 
Abandoned

Note:  Prior to entry of a decision on the appeal before the Board, the Director may 
sua sponte order the proceeding remanded to the examiner.  §41.35(c).

NOTE: You may also 
request Pre-Appeal Brief 

Review at this time


