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Computer Implemented Inventions in Europe
 EPO law

* The Law in Germany, France and the UK

e Harmonization?

* Allowable claim formats

 Bilski
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The Landscapein Europe

The European Patent Office is a transnational body. The
member states includes the member states of the EU as well as
other states such as Eastern European states and Switzerland.
The law of the EPO has been drafted so as to have the same
effect as the national law of the member states. However, the

law of the EPO is not binding on the member states and vice
versa.

A recipe for divergence!
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The Law of the EPO

* The European Patent Convention (EPC) is interpreted by the Technical
Boards of Appeal. If decisions diverge only legal questions can be
referred to the Enlarged Board of Appeal.

* No definition of an invention except that Art 52(1) EPC2000 states that
patents must be allowed for inventions in “all fields of technology”
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The Law of the EPO

o Art 52(2)

— non-exhaustive list of things not an inventions, including

discoveries, scientific theories and mathematical methods
aesthetic creations

schemes, rules and methods for performing mental acts,

playing games or doing business, and programs for
computers

presentations of information

» Art 52(3) qualifies that Art 52(2) only applies to those things as such

» Technical Boards of Appeal have decided that the exclusions have in
common that they relate to non-technical subject matter
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EPO Law on Clls
e Comvik (T641/00)is the current EPO test.

« Any technical means, even a pen and paper, in the claim will get past
Art52(2) and (3)

* The testis now an inventiveness test (Art 56)— a technical solution to a
technical problem

* Non technical features (eg business methods, aesthetic features and
mental processes) are ignored

e cannot contribute to the technical solution

« even considered as provided to the skilled person in the
determination the solution of the technical problem
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The Approachto Identify a ‘Technical Contribution’
1. Identify the closest prior art

2. What are the differences between the invention and the prior art and
the problem addressed by these differences/the invention that is not

addressed in the prior art?

3. Isthe problem technical? The field of the person who would be
concerned with the problem should be identified. Is the field a
technical field? Non-technical features cannot form part of the
technical solution and have to be disregarded.
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German Law on Clls

* Decision of the Federal Court of Justice - May 2000 (OJ EPO 8-
9/2002, 454)

« German patent application for a dialogue analysis device for natural
language

« Patent refused by the Patent Office and the Federal Patent Court for
no technical contribution (contributionin linguistics)

e Overturned on appeal

 Inadmissible mixing of arguments relating to inventive step with
arguments relating to technicality

e An apparatus (computer) whichis programmed in a specific way has
technical character even if texts are edited on the computer

* This diverges from the EPO Comvik decision (T641/00)
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French Law on CllIs

» Since there is no examination of inventive step if you pass the
“Invention” test you will get a patent

e [tis then up to the courts to decide if it is obvious. There is no unified
doctrine or case law — a lottery

Infomil v Catalina — Method and Apparatus for Dispensing
Discount Coupons
- technical apparatus determined to be known

- Patent was upheld — the claims cover a device permitting the
delivery of coupons and not a method as such in the field of

economics
Sagem vV INPI - Method for electronically ordering products at a
sales outlet

- Patent was refused — reasons not clear. Possibly because the
claims were to a method
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UK Law on Clls

» ‘Technical’ does not appear in the UK law — judges have been
reluctanttorely on it.

» Aerotel and Macrossan ([2006] EWCA Civ 1371) as modified by
Symbian ([2008] EWCA Civ 1066) is the current binding authority

* New 4 step approach adopted
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The Four Step Test
1. Properly construe the claim
2. ldentify the actual contribution
3. Ask whether it falls within the excluded subject matter

4. Check whether the actual or alleged contribution is actually technical
In nature

Note that following Symbian step 4 can be ‘conflated’ with step 4 — must
ask whether the invention is technical in nature
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Application by the UK IPO

* |[dentification of the contribution often requires the identification of the
Inventive step prior to determining if the invention is excluded

 The testis whether the contribution is technical. Non-technical features
may be considered and may contribute to the inventive step

» Possibility for UK be more lenient than EPO

* In practice UK IPO takes a harder line on what they think is a
‘technical’ contribution

« But Symbianis a recent decision — only 2 decisions of UK IPO
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The ‘Confrontation’ Between the UK and the EPO

 Inthe Aerotel and Macrossan decision a senior UK Appeal Court
Judge LJ Jacob criticised the EPO approach specifically in Hitachi

- not intellectually honest
* Mr Steinbrener was the Chairman of the TBA in Hitachi and has since
written a treatise explaining the history of the EPO approach, why it is

correct and consistent and why the the judge had missed the point!
(Duns T154/04 Nov 2006)

* Fora good read | recommend Aerotel and Macrossan followed by
Duns.
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The Failed EU Directive

 After a long consultation period the European Commission published a
Proposed EU Directive on the Patentability of Clisin Feb 2002

* The proposal generally endorsed the EPO approach
» A large response from the Open Source community and FFII
e Far reaching amendments were fought over — it became ugly

» Atthe vote of the EU Parliament in the Summer of 2005 the Proposed
Directive was rejected — rather no Directive than a bad one!
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So What are the Problems?

* The European Commission has no appetite to revisit this
 The EPO and UK (and others) diverge

 The UK House of Lords rejected the opportunity to review this issue of
law in Aerotel and Macrossan

 The UK Court of Appeal asked the EPO President to refer the issue to
the EBA and this was refused

 The EPO believes it has it right but it does not bind the member states

» The UK is bound by the Aerotel and Macrossan and Symbian cases
until this issue goes to the House of Lords
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The Solution?

* The President of the EPO has, of her own volition, referred the issue of the
computer programs exclusionto the Enlarged Board of Appeal (G 3/08)

* The referral takes the form of questions

 Third party submissions (Amicus Briefs) can be submitted by end of April
2009
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The Questions

Are they only excluded is claimed as programs?
Is it sufficient to mention use of a computer or medium?

If not, is a further technical effect necessary — beyond inherent
effect?

Must a claimed feature cause a technical effect on a physical entity
to contribute to the technical character?

If so, can it be an unspecified computer?
If not, can the effect be independent of any hardware
Does programming necessarily involve technical considerations?

If so, do all programming features contribute to the technical
character?

If not, can programming features contribute to the technical
character only when they contribute to the further technical effect?
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Carrier Medium Claims

* |f computer implemented method and/or apparatus claims allowed,
claims are allowed to:

a computer program per se
a storage medium storing a computer program
a signal carrying a computer program

e (following IBM T935/97 and T1173/97 and BBC T163/85)

* Practical tips

» claim a carrier medium carrying computer readable code
(infringement effect of a claim to a computer program unsure)

» Use a dependent claim: A carrier medium carrying computer
readable code for controlling a computer to carry out the method
of any one of claims X to Y — saves claims fees
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Other Claims

» Means-plus-function broadest apparatus claim —no 35 USC 8112
equivalent

* Article 84 requires there to be a minimum number of independent claims
— usually one method claim and one apparatus claim but there are
exceptions. eg

A secure communication system — claims allowable for:
The system as a whole and the method of operation of the system

A transmission apparatus and a method performed by the
transmission apparatus

A receiving apparatus and a method performed by the receiving
apparatus

A signal securely encoded as transmitted
A computer program for operating the transmission apparatus
A computer program for operating the receiving apparatus
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Would the Bilski Invention be Patentablein Europe?

A method for managing the consumption risk costs of a commodity sold by
a commodity provider at a fixed price comprising the steps of:

(a) initiating a series of transactions between said commodity provider
and consumers of said commodity wherein said consumers
purchase said commodity at a fixed rate based upon historical
averages, said fixed rate corresponding to a risk position of said
consumer;

(b) identifying market participants for said commodity having a counter-
risk position to said consumers; and

(c) initiating a series of transactions between said commodity provider
and said market participants at a second fixed rate such that said
series of market participant transactions balances the risk position

of said series of consumer transactions
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Would the Bilski Invention be Patentablein Europe?

« EPO — The claim is not limited to any technical means. Fails Art 52(1)
not in a field of technology.

UK — The contribution clearly relates solely to a business method.
Excluded under Section 1(2).

* France —following Sagem, method claims with no technical means
likely to be excluded.

« Germany — no technical means and hence no technical character -
excluded
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SCHWEGMAN ® L UNDBERG ®mWOESSNER

Welcome

Thank you to the following people and their respective
committees for their help in organizing this joint session:

Manny Schecter — Chair of the Electronic and Computer
Law Committee

William “ Skip” Fischer — Chair of the IP Practice in the
Far East Committee

Mark Guetlich & David Schnapf — Co-Chairs of the IP
Practice in Japan Committee
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2008 — From Wall Street to State Street

Since the last Mid-Winter Institute, we have experienced
a year of change.

35U.S.C. 8§ 101 rejections became quitecommon

Signal claiming practice was turned on its head in view of In
re Nuitjen

Particular machines, systems, and apparatus or a
transformation of matter in method claims according Inre
Bilski

State Street is no longer dispositive
Tax strategy patents under review by the IRS

Human intelligence may be novel, but it is non-statutory
subject matter under 8 101 accordingto In re Comiskey
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SCHWEGMAN ® L UNDBERG ®mWOESSNER

Computer Implemented Inventions in the US

Prof. Ann McCrackin, Esq.

Professor of Law; Shareholder, Schwegman, Lundberg, & Woessner, P.A.

Ann is a shareholder with Schwegman, Lundberg, & W oessner
and a Professor of Law at the Franklin Pierce Law
Center. At Franklin Pierce, Ann is the Director of the Patent
Practice and Procedure Program. Her law practice focuses
onh computer architecture, software, and business methods.
She is a co-editor and contributing author to Electronic and
Software Patents: Law and Practice (BNA Books) and co-
author of the Association of University Technology Managers
Technology Transfer Practice Manual. She lectures
throughout the US on various patent prosecution topics.
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Computer Implemented Inventions in Europe

John Collins, Esq.

BSc, PhD, Cphys, MinstP, CPA, EPA, MITMA, ETMA

Mr. Collins has considerable experience of proceedings before the
European Patent Office, including oppositions and appeals, as well as
In litigation both in the UK and the US. He focuses his practice toward
software, Internet and business method patents. Mr. Collins is a
member of the Chartered Institute of Patent Attorneys (CIPA)
Technology Committee and the CIPA Parliamentary Committee, he is
iInvolved in advising CIPA and members of the UK and EU parliament
on developments in patent law. He lectures widely, notably to US
attorneys on the differences in practice in this field between the US
and Europe. He s also a contributing author to Electronic and
Software Patents: Law and Practice (BNA Books).
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Computer Implemented Inventions in Japan

Kazunori Kurusu, Esqg.

Owner, Kurusu Patent Law Office founded in 2000

Mr. Kurusu is a Japanese Registered Patent Attorney.
His experience extends to patent protection for
software, numerical analyses, communications
networks, mechanic and optical engineering; and

pusiness methods, as well as patent litigation and

iIcensing. His experience also extends to international
patent protection. Also, prior to entering the patent
profession, Mr. Kurusu worked as an automobile
engineer.
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Computer Implemented Inventions in China
Robin R. Zhao, Esq.

Founding and managing partner of Jeekai & Partners, Beijing, a leading
private Chinese intellectual property firm in Mainland China

Mr. Zhao is a Chinese patent and trademark attorney, and U.S. patent agent.
He has practiced IP law for 25 years since the establishment of the Chinese
IP laws. He graduated from the Physics Department of Beijing (Peking)
University, a Chinese law school, and the Franklin Pierce Law Center (MIP).
Mr. Zhao worked with the CCPIT Patent and Trademark Law Office as group
chief for five years in China, and was previously a research engineer. He also
worked with the Irell & Manella firm in the US for four years, and trained with
Baker & McKenzie and at Banner & Witcoff. Mr. Zhao has extensive
experience in prosecution, litigation and transactional matters of Chinese
intellectual property. He is a board member of China Intellectual Property
Society, former board member of All-China Patent Agent Association, and a
frequent speaker on Chinese |IP protection issues.
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Question — Ex parte Wasynczuk et al.

From Ex parte Wasynczuk et al. (Appeal 2008-1496; US App. Serial
No. 09/884,528)

June 2, 2008

According to Appellants, the invention relates to computer programs that
simulate systems. More specifically, the invention relates to simulation
systems using a distributed computer network, wherein subsystems
can be simulated independently, the subsystem simulations
communicating the values of input/output variables to simulate
subsystem interaction. (Spec., 1 [0003].)

Claim 1 found to be non-statutory subject matter under 35 U.S.C. §
101.

Claim 9 found to be statutory subject matter under 35 U.S.C. § 101.

©2009 Schwegman, Lundberg & Woessner P.A.
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Question — Ex parte Wasynczuk et al.

9. A computer-implemented method for simulating operation of a physical system having a
plurality of physical subsystems, comprising:
simulating a first physical subsystem with a first continuous-time simulation on a
first physical computing device;
accepting a request for export of information relating to a number n of state-related
variables that characterize the state of the first physical subsystem in said simulating;

sending a first series of state-related messages, each message containing
Information relating to the value of at least one of the n state-related variables;

simulating a second physical subsystem with a second continuous-time simulation
on a second physical computing device;

receiving in said second continuous-time simulation said first series of state-
related messages from said first continuous-time simulation without said first series of
state-related messages passing through a central communication process; and

outputting datarepresentative of a state of the second continuous-time simulation;
wherein:
the first physical subsystem interacts with the second physical subsystem; and

the at least one state-related variable characterizes at least a portion of the
interaction between the first physical subsystem and the second physical subsystem.

©2009 Schwegman, Lundberg & Woessner P.A.
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Question — Ex parte Wasynczuk et al.

1. A computer-implemented system, comprising:
a first executing process that:
implements a first continuous-time model to simulate a first physical subsystem,
the first model being programmed in a first language and having a first state variable;
and
sends a first series of state-related numerical values, each numerical value
reflecting information relating to the value of the first state variable at a different point t,,
in simulation time in the first model; and

a second executing process that:

receives said first series of state-related numerical values from said first
executing process without said first series of state-related numerical values passing

through a central communication process;

implements a second continuous-time model to simulate a second physical
subsystem, the second model being programmed in a second language and taking as
an input values from said first series of state-related numerical values; and

outputs data representative of a state of the second continuous-time model.

©2009 Schwegman, Lundberg & Woessner P.A.
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Question — Ex parte BO LI

From Ex parte BO LI (Appeal 2008-1213; US App. Serial No. 10/463,287)
November 6, 2008

Appellant’s invention relates to a method and system for generating a report
using software modules adapted for easy modification and updating (Spec, p.
1, bottom). In the words of the Appellant:

Custom business reports for a WEB application are generated by parsing a
configuration file, processing data logic, and organizing data. The result of
the parsed configuration file is further processed by the data logic processing.
The data logic processing prepares the data to generated languages suitable
for a data query from a database or for locating files. The data is then
organized into a form suitable for display. (Spec, p. 28)

Claim 42 found to be statutory subject matter under 35 U.S.C. § 101.

©2009 Schwegman, Lundberg & Woessner P.A.
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Question — Ex parte BO LI

42. A computer program product, comprising a computer usable medium having a
computer readable program code embodied therein, said computer readable program code
adapted to be executed to implement a method for generating a report, said method
comprising:

providing a system, wherein the system comprises distinct software modules, and wherein the
distinct software modules comprise a logic processing module, a configuration file processing
module, a data organization module, and a data display organization module;

parsing a configuration file into definition data that specifies: a data organization of the report, a
display organization of the report, and at least one data source comprising report data to be
used for generating the report, and wherein said parsing is performed by the configuration file
processing module in response to being called by the logic processing module;

extracting the report data from the at least one data source, wherein said extracting is
performed by the data organization module in response to being called by the logic
processing module;

receiving, by the logic processing module, the definition data from the configuration file
processing module and the extracted report data from the data organization module; and

organizing, by the data display organization module in respone to being called by the logic
processing module, a data display organization of the report, wherein said organizing
comprises utilizing the definition data received by the logic processing module and the
extracted report data received by the logic processing module.

©2009 Schwegman, Lundberg & Woessner P.A.
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Question — Ex parte Cornea-Hasegan

From Ex parte Cornea-Hasegan (Appeal 2008-4742; US
App. Serial No. 10/328,572)

January 13, 2009

Appellant invented a method for predicting results of floating
point mathematical operations and calculating the results.
Preferably, the results are calculated using software rather
than hardware (floating-point hardware) when the results
are tiny (too small to be accurately calculated using

hardware). (Spec. 11 [0003], [0004], [0012].)

Both claims 1 and 18 found to be non-statutory subject
matter under 35 U.S.C. § 101.
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Question — Ex parte Cornea-Hasegan

1. A method, comprising:

normalizing by a processor operands a, b, and c for a floating point
operation;

predicting by the processor whether result d of said floating point
operation on said a, b, ¢ might be tiny;

If so, then scaling by the processor said a, b, c to form a’, b', c';

calculating by the processor result d' of said floating-point operation on
said a', b', ¢

determining by the processor whether said d is tiny based upon said
resultd’;

If so, then calculating by the processor said d using software; and

If not, then calculating by the processor said d using floating point
hardware.
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SCHWEGMAN ® L UNDBERG ®mWOESSNER

Question — Ex parte Cornea-Hasegan

18. A computer readable media including program instructions which
when executed by a processor cause the processor to perform the
following:

normalizing operands a, b, and c for a floating-point operation;

utilizing the results of a hardware prediction unit predicting
whether result d of said floating-point operation on said a, b, c
might be tiny;

If so, then scaling said a, b, c to form a’, b', c';
calculating result d' of said floating-point operation on said a', b',

determining whether said d is tiny based upon said resultd’;
If so, then calculating said d using software; and
If not, then calculating said d using floating-point hardware.
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Thank You

Prof. Ann McCrackin, Esq.
amccrackin@slwip.com

Mr. John Collins, Esq.
jcollins@marks-clerk.com

Mr. Kazunori Kurusu, Esq.
GZG03606@nifty.ne.|p

Mr. Robin Zhao, Esq.
robinzhao@jeekai.com
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1. Introduction

1. How does the Japan Patent Office (*JPO”)
determine patent eligibility of software inventions?

Is the JPO practice similarly to or differently
from those in the USPTQO, the EPO and the SIPO
(State Intellectual Property Office of the People's Republic
of China)?

2. Is there any analogy between the JPO test for
patent eligibility of software inventions and the “machine-
or-transformation” test indicated in the Bilski decision in the
U.S.?





2. Definition of the term “Invention”

The Japanese Patent Law, Article 2 explicitly defines
the term “Invention” as follows:

An Invention shall be a creative and technical
Idea that utilizes laws of nature.





3. Examination Guidelines

3-1. Patent Eligibility for Software Inventions

For software-related subject matter to be found eligible, it must
fall within at least one of Groups 1 and 2.

¢ Group1
Subject matter which employs a solution that itself utilizes laws of nature
1) Subject matter which performs control of a machine
e.g., control of an automobile engine

2) Subject matter which performs information processing required for
control of a machine

e.g., data processing required for control of an automobile engine

3) Subject matter which performs information processing based on
physical or technical properties of an object

e.g., digital filtering for removing distortion from a displayed image

¢ Group 2

Subject matter which does not employ any solutions that utilize laws of
nature, but achieves information processing by software in a specific
manner using hardware resources.

Notes: This grouping is applicable to this presentation only.





3-2. Requirements for a Business
Method to be Found Eligible

¢ Question 1.
Does the business method fall within Group 1?7
Answer:

No. So, the business method must fall within
Group 2 for being eligible.

¢ Question 2.
What must a claim for the business method recite?

Answer:

A claim for the business method must have a key
recitation to indicate that information processing by
software is achieved in a specific manner using
hardware resources.






3-2. Requirements for a Business
Method to be Found Eligible (cont’d)

A mere boilerplate recitation of a general computer in a claim is not
sufficient for a business method to be found eligible.

The claim must recite specific hardware resources (e.g., a processor,
memory), and how to process data using the hardware resources by executing
software.

That Is, the claim must recite a specific interrelation between software
and hardware. The specific interrelation can convert an otherwise ineligible claim
Into an eligible one.

This test is referred to, although unofficially, as a “ specific-
Interrelation” test.

Once a business method has been found eligible, its non-technical
features in addition to its technical features are considered for the purpose of
determining inventiveness.





3-3. Example Method Claim Found
Eligible in Japan

The JPO has announced in the Guidelines some
example claims which should be found eligible.

One of those example claims is a method claim which
recites an invention directed to a method for use in on-line
sales (a business method).

3-3-1. Summary of the Invention recited in the example
method claim

The method allows a customer to transfer a portion of
his coupon points to a recipient on-line. The customer has
obtained those coupon points as a result of his previous
purchase of goods.





3-3-2. Functional Block Diagram

Server

Customer (Virtual Shop)

Internet
Network

Customer

List
Storage

Customer List Storage

Recipient

Customer’ s Name A B

Accumulated 100 200

Coupon Points

E-mail Address | AA@XXX [BB@YYY






3-3-3. Flowchart

— Server
Recipient Customer :
P (Virtual Shop)
- Goods
- Transferred Points -
- Recipient’s Name Receiving Input

- from Customer

Retrieving Recipient’s
E-mail Address

Adding Points to
Recipient’s Points

B - Transferred Points Sending Transferred

Points to Recipient






3-3-4. Recitation of Example Method
Claim

A method for providing coupon points with an amount depending on an
amount of money that has been paid for purchasing goods at a virtual shop on the
Internet,

wherein the method is implemented using a server and a customer list
storage having stored therein names of customers, e-mail addresses of the
customers, and accumulated coupon points, in association with one another;

the method comprising:

afirst step of receiving, by the server, via the Internet, both an amount
of coupon points that one of the customers desires to transfer to a recipient, and a
name of the recipient;

a second step of retrieving, by the server, a corresponding one of the e-
mail addresses to the recipient, based on the name of the recipient, wherein the
addresses have been stored in the customer list storage;

athird step of adding, by the server, the desired amount to be
transferred, to a corresponding one of the accumulated coupon points to the
recipient, wherein the accumulated coupon points have been stored in the
customer list storage; and

~afourth step of sending, by the server, to the recipient by e-mail at the
e-mail address of the recipient, a message that the coupon points have been
transferred to the recipient.

11





3-3-5. Why Is the example method
claim found eligible?

Reason 1:

This example claim recites that the entity for implementing each of
the first to fourth steps is a hardware resource (i.e., the “server”).

Reason 2:

This example claim recites how to process data or information
using a hardware resource (i.e., the “customer list storage”) .

Therefore, this example claim passes the “ specific-interrelation” test.

12





4. Study of Japanese Patent Eligibility for
Bilski’s Business Method

4-1. Would the JPO find the Bilski’s business method eligible?
Answer:

No, the Bilski’'s business method would be found ineligible.
Reasons:

1. The claim recites no hardware for implementing each step.

2. The claim recites no information processing by software that is
achieved In a specific manner using hardware resources.

The claim thus would fail the “specific-interrelation” test.

4-2. Which is more strict,the JPO test or the Bilski test?

Answer:
The JPO test my be more strict.

Reasons:

The JPO’s “specific-interrelation” test is more definite than the
Bilski test as of today and has been applied since 2000 at the latest,
requiring a business method claim to recite the specific use of hardware
resources.

13





5. Example Claim Formats

Allowable Claim Formats
¢ System Claims
¢ Method Claims
¢ Computer-Readable Medium Claims
¢ Program Claims

A program claim can be drafted without any recitation of a
particular medium in which the claimed program has been
stored. Such a claim is categorized as an apparatus claim.

Unallowable Claim Formats
¢ Signal Claims

Means Plus Function Claim

The Japanese Patent Law has no provision comparable
to 35 U.S.C. 112, paragraph six.

14





6. Conclusion

1. Whataclaim for a business method mustreciteis:

1. Ahardware resource for implementing each step, and

2. Information processing by software that is achieved in a specific

manner using hardware resources, that is, how to process data
using hardware resources.

If so, the “specific-interrelation” test is passed.

Please note that the “specific-interrelation” test is applied
not only to method claims but also to apparatus claims.

2. Once abusiness method is found eligible, its non-technical

features as well as its technical features areconsidered in the
inventiveness determination.

So, patent protection for innovative business methods can be
promoted.

15





/. Closing

hank you very much for your attention.

See you again.

This presentationis based on research conducted by
the 2008 Software Committee of the JPAA.

16





		Patent Eligibility of �Software Inventions in Japan

		Table of Contents

		1. Introduction

		2. Definition of the term “Invention”

		3. Examination Guidelines

		3-2. Requirements for a Business Method to be Found Eligible

		3-2. Requirements for a Business Method to be Found Eligible (cont’d)

		3-3. Example Method Claim Found Eligible in Japan

		Slide Number 9

		Slide Number 10

		3-3-4. Recitation of Example Method Claim

		3-3-5. Why is the example method claim found eligible?

		4. Study of Japanese Patent Eligibility for Bilski’s Business Method

		5. Example Claim Formats

		6. Conclusion

		7. Closing




Patentability of Computer

Implemented Inventions in the US

- Ann McCrackin

" January 29, 2009

|
|
SCHWEGMAN - _ _ N _
- Austin Office Minneapolis Silicon Valley Office
8911 Capitalof TexasHighway 1600 TCF Tower 150 Almaden Blvd.
[LUNDBERG Westech Building, Suite 4150 121 So. 8t Street Suite 750
L Austin, TX 78759 Minneapolis, MN 55403 SanJose, CA 95113
WOESSNER 512/628-9320 612/373-6900 408/278-4040

www.slwip.com
Intellectual Property Attorneys

PATENT PROTECTION FOR HIGH TEGHNOLOGY ©2009 Schwegman, Lundberg & Woessner





Overview

® Threshold for Software Patent Eligibility
B USPTO Examination Guidelines

® Claim Formats for Computer
Implemented Inventions

SCHWEGMAN
O

[LUNDBERG
|

WOESSNER

©2009 Schwegman, Lundberg & Woessner





Threshold for Software Patent
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Eligibility

35 USC 8101 Inventions Patentable

“Whoever invents or discovers any new and useful
process, machine, manufacture, or

composition of matter, or any new and useful

Improvement thereof, may obtain a patent therefor,
subject to the conditions and requirements of this
title.”

PATENT PROTECTION FOR HIGH TECHNOLOGY
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USPTO Examination Guidelines

The guidelines developed by the USPTO to assist examiners
in determining whether the claimed invention complies with
35 USC 8101 include four steps:

1. Identify whether the claim falls within at least one of

; the four statutory categories of patentable subject
matter recited in 35 USC 8101 (i.e., process, machine,
- manufacture, or composition of matter)

2. Determine whether the claim falls within one of the

. judicial exceptions (i.e., laws of nature, natural
SCHWEGMAN phenomena, and abstract ideas)
|
LUNDBERG
|
WOESSNER
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USPTO Examination Guidelines

Steps from the USPTO Guidelines (cont.):

3.

If the claim is within a judicial exception, does it have a
practical application (i.e., does it result in a physical
transformation or produce a useful, concrete and tangible
result?)

If the invention is within a judicial exception, does it wholly
preempt all substantial applications of the judicial exception?

©2009 Schwegman, Lundberg & Woessner





Updates to the 2005 Interim

Guidelines

Subsequent Internal USPTO Memos to the
Examining Corp Clarifying aspects of the Interim
- Guidelines are available at:

http://www.uspto.gov/web/patents/memorandum.htm
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Updates to the 2005 Interim

Guidelines

m April 12, 2007 Clarification Memo

® Clarification regarding how to determine if a
: claim has a practical application
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Updates to the 2005 Interim

Guidelines

® May 15, 2008 Clarification Memo

B Clarification of “Processes” under 35
. USC 101

g B The office’s guidance to examiners is
that a § 101 process must:
(1) be tied to another statutory class (such as a

: particular apparatus) or

_ (2) transform underlying subject matter (such
SCHWEGMAN as an article or materials) to a different state
LUNDBERG or thing :

i
WOESSNER
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Updates to the 2005 Interim

Guidelines

® January 7, 2009 Clarification Memo
B Clarification of the Guidelines for

: Examining Process Claims in view of In re
i Bilski
B The guidelines are being redrafted in view

) of Bilski.

- B “Until the guidelines are completed,

_ examiners should continue to follow the
SCHWEGHAN current patent subject matter eligibility
LUNDBERG guidelines appearing in MPEP 2106, with

WOESSNER the following modification. . .”

©2009 Schwegman, Lundberg & Woessner





Updates to the 2005 Interim

Guidelines

® January 7, 2009 Clarification Memo
(cont.)

B The modification is outlined in the memo is the
: “machine-or-transformation test” from Bilski
which is slightly different than the test
explained in the May 15 Clarification Memo.

o B “Asclarified in Bilski, the test for a method claim
Iswhether the claimed method is (1) tied to a
- particular machine orapparatus, or (2) transforms a
SCHWEGMAN i i ] . ’
2 particulararticle to a different state or thing.
LUNDBERG

i
WOESSNER
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Updates to the 2005 Interim

Guidelines

® January 7, 2009 Clarification Memo

(cont.)

Two corollaries to the machine-or-
transformation test in the Jan. 7 memo

1. A field-of-use limitation is generally
Insufficient to render an otherwise ineligible
method claim patent-eligible.

B “ . .the machine or transformation mustimpose
meaningful limitations on the method claim’s
scope to pass the test.” (emphasis added)

11
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Updates to the 2005 Interim

Guidelines

® January 7, 2009 Clarification Memo
(cont.)

® Two corollaries to the machine-or-
- transformation test in the Jan. 7 memo (cont.)

B 2. Insignificant extra-solution activity will not
transform an unpatentable principle into a

- patentable process.
B “ . .reciting a specific machine or a particular
SCHWEGMAN transformation of a specific article in an
2 Insignificant step, such as a data gathering or

[LUNDBERG
|

WOESSNER
ttttttttttttttttttttttttttttt 1 2
P .
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Claiming Computer Implemented

Inventions -- In re Bilski

A method for managing the consumption risk costs of a commodity sold by
a commodity provider at a fixed price comprising the steps of:

(a) initiating a series of transactions between said commodity provider
and consumers of said commodity wherein said consumers
purchase said commodity at a fixed rate based upon historical
averages, said fixed rate corresponding to a risk position of said
consumer,

(b) identifying market participants for said commodity having a counter-
risk position to said consumers; and

(c) initiating a series of transactions between said commodity provider
and said market participants at a second fixed rate such that said
series of market participant transactions balances the risk position
of said series of consumer transactions

©2009 Schwegman, Lundberg & Woessner
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Claiming Computer Implemented

Inventions

|
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B Method Claims

In re Bilski (Fed. Cir., Oct. 30, 2008) defines the
governing test for patentable subject matter of
method claims

Method claims must meet the machine-or-
transformation test of In re Bilskiin order to be
patentable subject matter.

In addition, according to the Jan. 7, 2009 PTO
memo, examiners will be looking to see if the
machine or transformation must impose a
meaningful limit on the method’s scope.

PATENT PROTECTION FOR HIGH TECHNOLOGY
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Claiming Computer Implemented

Inventions

B Computer Readable Claims
B Example claim format:

o B “Acomputerreadable medium having
Instructions for causing a computer to execute
m a method comprising:. ..”

® Inre Beauregard, 53 F.3d 1583 (1995)
established patentability of this type of
- claim.
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Claiming Computer Implemented

Inventions

® Computer Readable Claims (cont.)
B Question: Has anything changed with

- respect to computer readable medium
claims in view of Bilski?
) ® Exparte Bo Li (BPAI decided November 6,
) 2008)
B Exparte Cornea-Hasegan (BPAI January 13,
_ 2009)
SCHWTEGMAN
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|

WOESSNER
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Claiming Computer Implemented

Inventions

2008)
N

B Ex parte Bo Li (BPAI decided November 6,

Invention relates to a method and system
for generating a report using software
modules adapted for easy modification
and updating.

Both a method claim and a computer
readable medium claim are rejected under
35 USC 101.

17
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Claiming Computer Implemented

Inventions -- Ex parte Bo LI

42. A computer program product, comprising
a computer usable medium having a computer
readable program code embodied therein, said
computer readable program code adapted to

- be executed to implement a method for
generating a report, said method comprising:
) providing. . .;
o parsing. . .;
_ extracting. . .;
SEIREGHAN receiving. . .; and

LUNDBERG organizing. ..

i
WOESSNER
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Claiming Computer Implemented

Inventions

B Ex parte Bo Li (BPAI decided November 6,

2008)
- B Examiner’s rejection of the computer
readable medium claim under 35 USC 101
- IS reversed.

B “lthas been the practice for a number of years
that a “Beauregard Claim” of this nature be
considered statutory atthe USPTO as a
product claim.”
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Claiming Computer Implemented

Inventions

M Ex parte Cornea-Hasegan (BPAI January 13,
2009)

B Invention relates to a method of predicting
results of floating point mathematical
o operations and calculating the results.

B Both a method claim and a computer
readable medium claim are rejected under

n 35 USC 101.
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Claiming Computer Implemented

Inventions -- Ex parte Cornea-
Hasegan

«18. A computer readable media including program
instructions which when executed by a processor cause the
processor to perform the following:

normalizing operands a, b, and c for a floating-point
operation;

utilizing the results of a hardware prediction unit
predicting whether result d of said floating-point operation on
said a, b, ¢ might be tiny;

If so, then scaling said a, b, c to form a’, b', c';

calculating result d' of said floating-point operation on
saida', b', ¢

determining whether said d is tiny based upon said
resultd’;

If so, then calculating said d using software; and

If not, then calculating said d using floating-point

'F\ﬂlﬁﬁllllf\lﬁl\ 21
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Claiming Computer Implemented

Inventions

2009)

M Ex parte Cornea-Hasegan (BPAI January 13,

B Examiner’s rejection of the computer
readable medium claim under 35 USC 101
IS affirmed.

® BPAI applied Bilski to the computer
readable medium claims

“Limiting the claim to computer readable
media does not add any practical limitation to
the scope of the claim. Such a field-of-use
limitation is insufficient to render an otherwise
Ineligible claim patent eligible.”

22
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Claiming Computer Implemented

Inventions
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B Signal Claims

Not patentable subject matter

In re Nuijten, 500 F.3d 1346 (Fed. Cir.,
2007)

Example claim format:

O 14. A signal with embedded supplemental data,
the signal being encoded in accordance with a
given encoding process and selected samples of
the signal representing the supplemental data, and
at least one of the samples preceding the selected
samples is different from the sample corresponding
to the given encoding process.

PATENT PROTECTION FOR HIGH TECHNOLOGY
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Claiming Computer Implemented

Inventions

B Data Structure Claims

Example Claim Format:

B “Acomputer-readable medium having stored
thereon a data structure comprising:...”

In re Lowry, 32 F.3d 1579 (Fed. Cir. 1994)
established patentability of this type of
claim.

24
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In China, software and network technology may be
protected by patent law and copyright law.

Copyright Protection Patent Protection for
for software and Software and

network-related works
network related

_ Inventions
Subject covers: Software;
Digitalization of and Subject covers: any
network communication of technical solutions for a
copyrighted works; and product, a process or
electronic database. Improvement thereof.

Not extend to the ideas,
processing, operating
methods, mathematical
concepts orthe like used in
software development.






1. Legal Basis of Non-patentable subject matter

Article 25.1 (2) of the Patent Law

No patent rights shall be granted for “rules and methods for mental
activities”.

Rule 2.1 of the Implementing Regulation of the Patent Law

“Invention in the patent law means any new technical solution
relating to a product, a process or improvement thereof.”

The Guideline for Patent Examination (Revision of 2006)

The “new technical solution” is construed as a general definition of
the subject matter in respect of which an application may be filed for
patent for invention as is provided for in Rule 2 of the Implementing
Regulations of the Patent Law, rather than the specific standards for
assessing novelty and inventiveness.





2. Claims for pure rules and methods for mental
activities under Article 25.1 (2) of the Patent Law

This category can be divided into three types:

1). Methods or rules of various mental activities, such as games
and entertainment; methods of managing organization, production,
commercial activities; rules of classifying books; methods of
searching information, operating instructions of an instrument or an
apparatus; rules of coding Chinese characters; methods of teaching,
lecturing, training; methods of statistics, accounting, or bookkeeping;
and so on; (See the unpatentable samples hereunder)

2). An algorithm, rules or methods for mathematical computation,
(See the unpatentable samples hereunder)

3). A computer program per se (See the samples of unpatentable
claim formats hereunder)





3. Claims for methods or products defined by both

mental activities and technical features under Rule
2.1

The second type of program-related inventions, does not fall into
the category of Article 25.1 (2) of the Patent Law, because it may
possess both rules or methods for mental activities and technical
features (including hardware features). But it may be un-patentable
under Rule 2.1 of the Implementing Regulations, provided that it
does not meet the requirements for technical solution.

Standard for determination of “technical solution”

Three-element criterion: a technical solution i1s a solution for
solving technical problem by using technical means, and being able
to achieve technical results or effects. A technical solution has to
possess the three elements at the same time.





4. Claim formats
1) Samples of acceptable claim formats

-A process or method for doing something, comprisesthe
steps of: doing something,....

-A product or system for doing something, comprises:
means plus function, ....

2) Samples of un-acceptable claim formats

- A computer readable medium stored with a computer
program, said program including the steps of: .....

- A computer program ....

- A product or system, comprising ...storage means stored
with a program which includes the steps of..., (and names of
other hardware elements without functional or relationship
limitations).





- A product or system, comprising ...(hardware elements), said
product or system includes the program or steps of: ...

- Amethod for calculating a value by making use of a computer
program, comprising the steps of: ...

- A business method for doing something, including: names of
computer hardware or network elements (such as server, a hub,
and terminal computer, a sensor and printer), ...(without limitation
of the functions of the elements and/or how the business method
works).





5. Samples for examination provided in the Patent
Examination Guideline

1) Non-patentable samplesinthe category of Article 25

Sample 1, Claim: A method of automatically computing the
coefficient of kinetic friction u using computer programs,
characterized in that it includes the following steps:
calculating the ratio of the position variables, S, and S, of the
friction plate; calculating the logarithm, logS,/S.,, of the ratio
S,/S,; solving the ratio of the logarithm logS,/S,to e.

Analysis: The claim does not involve an improvement of the
measurement method but a numerical computing method
executed by a computer program, although what to be solved
relates to physical quantity.





Sample 2, Claim: A general transition method for global
language characters by computers, which includes the following
steps:

forming corresponding auxiliary language of the input
language by first using consonant word-notation, then
consonant sentence-notation uniformly after words; completing
language transition using the corresponding relationship
between inter-language and auxiliary language of the input
language, and the said inter-language are Esperanto and
Esperanto auxiliary language; characterized in that the said
methods for word-notation and sentence notation of input
language are the same as those of forming Esperanto auxiliary
language, the said word-notation method is: -m means noun, -X
means adjective, -y means plural, -s means quantifier, -f means
adverb; the said sentence-notation method is —z means subject,
-Ww means predicate, -d means attribute, -n means object, -b
means complementincluding predicative, and —k means
adverbial modifier.





Analysis: The solution relates to the re-regulation and re-
definition of the transition rules for language characters based
on the inventor’s own subjective understanding, and merely
embodies the unifying of the corresponding relationship
between the auxiliary language of the input language and the
Inter-language into the word-notation and sentence-notation
rules of the Esperanto auxiliary language, thus essentially
rules and methods for mental activities.





2) Samples of non-patentable solutions in category of Rule 2.

Sample 1, Claim: A computer game method featured with both grown-
up type and question-and-answer type for users, characterized in that it
Includes: questioning step, selecting question materials corresponding
to the game progress from stored question materials, answer materials
corresponding to the said question materials and game progress
materials when users enter the game environment of the computer
game through computer game devices, and display the question
materials to users; score determining step, determining whether or not
answers input by users are the same as the stored answer materials
corresponding to the said questions based on presented question
materials, if yes, then go to the next step, if no, then go back to the
guestioning step; changing game status step, determining the level,
equipment, or environment of game roles run by users in the game
based on the result in the score determining step and stored score
recording materials for question and answer, if the number of right
answers reaches certain level, then the level, equipment or environment
thereof will be upgraded or increased accordingly; if the number of right
answers does not meet certain requirements, the level, equipment or
environment thereof will not be changed.





Analysis: What the solution aims to solve is how to combine
characteristics of two types of games based on human will, and
thus does not constitute a technical problem. What it utilizes is
not technical means but to combine both question-and-answer
and grown-up type games based on man-made activity rules.
What is obtained is merely the effect of management and control
of combining process of question-and-answer type game and
grown-up type game. The gaming devices are well-known
gaming devices, control over the said game process neither
Improves the internal performance of game devices nor causes
any technical changes to the composition or function of the game
devices.





Sample 2, Claim: A system for learning foreign language with
active selection of learning contents characterized in that it includes:

learning machine, into which a user input selected learning
materials; file receiving module, receiving language files input by the
user; file dividing module, dividing the said language file into at least
one independent sentence; sentence dividing module, dividing the
said independent sentences into multiple divided units; sentence-
making language learning module, outputting the said divided units
to the user, receiving reordered sentences from the user, comparing
the said independent sentences with reordered sentences input by
the user, scoring based on preset score criteria, and outputting to
score to the user.

Analysis: What the system aims to solve is how to determine
learning contents based on user’s objective will and thus does not
constitute atechnical problem. What it utilizes is making learning
rules artificially and following these rules without restriction of the
laws of nature, not a technical means. And no technical effects.





3) Samples of patentable solutionsinthe category of Rule 2.

Sample 1, Claim: A method for enlarging storage capacity of
mobile computing devices using virtual device file systems
characterized in that it includes the following steps:

building up a virtual device file system module on a mobile
computing device, and hanging it on the operating systems of the
mobile device;

providing virtual storage space to applications on the mobile
computing device through the virtual device file system module,
and sending read/write request on the virtual storage space to the
remote server through network;

converting read/write request from the mobile computing device to
read/write request on local storage devices on the remote server,
and sending read/write result back to the mobile computing device
through network.





6. Application samples, a case of Patent
Reexamination Board with decision in Sept. of 2007

Claim: Adelivering device for music information delivering music
Information to an external device connected to a network,
comprising:

a storing component for storing a first music information; a
receiving component for receiving a request to deliver the music
Including at least music identifying information and music quality
Information from the external device connected to a network; a
reading component for reading the first music information from the
storing component based on the music identifying information; a
guality transforming component for transforming the first music
Information to a second music information different form the first
music information by referring to a transforming table based on the
music quality information, wherein the transforming table defines
each type of quality information composing the music information;
and a sending component for sending the first or second music
iInformation to the external device based on the content of the
request to delivery the music.





The Patent Office rejected the application under Article 25, as the
method was an electronic purchase method reflecting essentially
an electronic business operated on known network, without solving
technical problem and achieving technical effects.

The Patent Reexamination Board considers that in view of the
technical features such as a storing component, a receiving
component,..., the claim, as a whole, is not a rule or method for
mental activities, not belonging to the category of Article 25.1(2).
Further under Rule 2.1, the Board considers that the claimed
Invention is a technical solution, because the solution involves
transforming quality information of music information and sending
the information to external device, which solves the technical
problem of how to reducing the data storage volume of the storage
component in the music information delivering device (without need
to pre-store multiple types of music information of a piece of music)
and uses the technical means of the quality transforming
component not used in the prior art. The rejection is withdrawn for
further examination of the Patent Office.





7. Comments on the claim 1 of Bilski case
Itis believed that the Claim 1 of Bilski case is not a patentable

subject matter under the standard of Chinese Patent law.

The reasons are:
1) The claim are defined by pure business steps

2) Notechnical features are found in the claim.

Thus, the claim would be rejected under Article 25 for “rules and
method for mental activities”, without the need for further

examination of technical solution under Rule 2.
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